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2201 Introduction [R-5]

Statutory basis for citation of prior art patents or
printed publications in patent files and reexamination
of patents became available on July 1, 1981, as a
result of new sections 301-307 of title 35 United
States Code which were added by Public Law 96-517
enacted on December 12, 1980. The rules of practice
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in patent cases relating to reexamination were initially
promulgated on April 30, 1981, at 46 FR 24179-
24180 and on May 29, 1981, at 46 FR 29176-29187.

On November 29, 1999, Public Law 106-113 was
enacted, and expanded reexamination by providing an
“inter partes” option. Public Law 106-113 authorized
the extension of reexamination proceedings via an
optional inter partes reexamination procedure in addi-
tion to the present ex parte reexamination. 35 U.S.C.
311 - 318 are directed to the optional inter partes
reexamination procedures. The final rules to imple-
ment the optional inter partes reexamination were
published in the Federal Register on December 7,
2000 at 65 FR 76756 and in the Official Gazette on
January 2, 2001 at 1242 OG 12.

See MPEP Chapter 2600 for guidance on the proce-
dures for inter partes reexamination proceedings.

The reexamination statute was amended on
November 2, 2002, by Public Law 107-273, 116 Stat.
1758, 1899-1906 (2002) to expand the scope of what
qualifies for a substantial new question of patentabil-
ity upon which a reexamination may be based (see
MPEP § 2242, POLICY IN SPECIFIC SITUA-
TIONS, part A), and made technical corrections to the
statute. See the 21st Century Department of Justice
Appropriations  Authorization Act, TITLE IlI-
INTELLECTUAL PROPERTY, Subtitle A - Patent
and Trademark Office, Section 13105, of the “Patent
and Trademark Office Authorization Act of 2002” -
Enacted as part of Public Law 107-273 on November
2, 2002.

This chapter is intended to be primarily a guide for
U.S. Patent and Trademark Office (Office) personnel
on the processing of prior art citations and ex parte
reexamination requests, as well as handling ex parte
reexamination proceedings. Secondarily, it is to also
serve as a guide on the formal requirements for filing
such documents in the Office.

The flowcharts show the general provisions of both
the citation of prior art and ex parte reexamination
proceedings, including reference to the pertinent rule
sections.
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Ex Parte Reexamination — PROCEDURE FROM TIME OF APPEAL
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Patent Owner appeal to CAFC (1.301).
For some reexaminations***, option
to file appeal As Civil action (1.303)

*** j.e., where the
reexamination was filed
prior to November 29, 1999
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2202 Citation of Prior Art [R-2]

35 U.S.C. 301. Citation of prior art.

Any person at any time may cite to the Office in writing prior
art consisting of patents or printed publications which that person
believes to have a bearing on the patentability of any claim of a
particular patent. If the person explains in writing the pertinency
and manner of applying such prior art to at least one claim of the
patent, the citation of such prior art and the explanation thereof
will become a part of the official file of the patent. At the written
request of the person citing the prior art, his or her identity will be
excluded from the patent file and kept confidential.

37 CFR 1.501. Citation of prior art in patent files.

(a) At any time during the period of enforceability of a
patent, any person may cite, to the Office in writing, prior art con-
sisting of patents or printed publications which that person states
to be pertinent and applicable to the patent and believes to have a
bearing on the patentability of any claim of the patent. If the cita-
tion is made by the patent owner, the explanation of pertinency
and applicability may include an explanation of how the claims
differ from the prior art. Such citations shall be entered in the
patent file except as set forth in §§ 1.502 and 1.902.

(b) If the person making the citation wishes his or her iden-
tity to be excluded from the patent file and kept confidential, the
citation papers must be submitted without any identification of the
person making the submission.

(c) Citation of patents or printed publications by the public
in patent files should either: (1) Reflect that a copy of the same
has been mailed to the patent owner at the address as provided for
in § 1.33(c); or in the event service is not possible (2) Be filed
with the Office in duplicate.

>
37 CFR 1.502. Processing of prior art citations during an
ex parte reexamination proceeding.

Citations by the patent owner under § 1.555 and by an ex parte
reexamination requester under either § 1.510 or § 1.535 will be
entered in the reexamination file during a reexamination proceed-
ing. The entry in the patent file of citations submitted after the
date of an order to reexamine pursuant to 8 1.525 by persons other
than the patent owner, or an ex parte reexamination requester
under either § 1.510 or § 1.535, will be delayed until the reexami-
nation proceeding has been terminated. See § 1.902 for processing
of prior art citations in patent and reexamination files during an
inter partes reexamination proceeding filed under § 1.913.

37 CFR 1.902.

Citations by the patent owner in accordance with § 1.933 and
by an inter partes reexamination third party requester under 8
1.915 or § 1.948 will be entered in the inter partes reexamination
file. The entry in the patent file of other citations submitted after
the date of an order for reexamination pursuant to § 1.931 by per-
sons other than the patent owner, or the third party requester under
either § 1.915 or § 1.948, will be delayed until the inter partes
reexamination proceeding has been terminated. See § 1.502 for
processing of prior art citations in patent and reexamination files
during an ex parte reexamination proceeding filed under § 1.510.<

2200-5

Prior art in the form of patents or printed publica-
tions may be cited to the Office for placement into the
patent files. Such citations may be made without pay-
ment of a fee. Citations of prior art may be made sep-
arate from and without a request for reexamination.

The basic purpose for citing prior art in patent files
is to inform the patent owner and the public in general
that such patents or printed publications are in exist-
ence and should be considered when evaluating the
validity of the patent claims. Placement of citations in
the patent file along with copies of the cited prior art
will also ensure consideration thereof during any sub-
sequent reissue or reexamination proceeding.

The citation of prior art provisions of 35 U.S.C. 301
and 37 CFR 1.501 do not apply to citations or protests
filed in pending applications.

2203 Persons Who May Cite Prior Art
[R-7]

The patent owner, or any member of the public,
may submit prior art citations of patents or printed
publications to the Office. 35 U.S.C. 301 states that
“Any person at any time may cite to the Office. . ..”

“Any person” may be a corporate or governmental
entity as well as an individual.

If a person citing prior art desires his or her identity
to be kept confidential, such a person need not iden-
tify himself or herself.

“Any person” includes patentees, licensees, reex-
amination requesters, real parties in interest >to the
patent owner or requester<, persons without a real
interest, and persons acting for real parties in interest
without a need to identify the real party of interest.

The statute indicates that “at the written request of
the person citing the prior art, his or her identity will
be excluded from the patent file and kept confiden-
tial”. Although an attempt will be made to exclude
any such written request from the public files, since
the review will be mainly clerical in nature, complete
assurance of such exclusion cannot be given. Persons
citing art who desire to remain confidential are there-
fore advised to not identify themselves anywhere in
their papers.

Confidential citations should include at least an
unsigned statement indicating that the patent owner
has been sent a copy of the citation papers. In the
event that it is not possible to serve a copy on the
patent owner, a duplicate copy should accompany the
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original of the prior art citation, when the original is
filed with the Office.

Patent examiners should not, at their own initiative,
place in a patent file or forward for placement in the
patent file, any citations of prior art. Patent examiners
are charged with the responsibility of making deci-
sions as to patentability for the Director of the Office.
Any activity by examiners which would appear to
indicate that patent claims are not patentable, outside
of those cases pending before them, is considered to
be inappropriate.

2204 Time for Filing Prior Art Citation
[R-7]

Citations of prior art may be filed “at any time”
under 35 U.S.C. 301. However, this period has been
defined by rule (37 CFR 1.501(a)) to be “any time
during the period of enforceability of a patent.” The
period of enforceability is the length of the term of the
patent plus the 6 years under the statute of limitations
for bringing an infringement action (35 U.S.C. 286).
In addition, if litigation is instituted within the period
of the statute of limitations, citations may be submit-
ted after the statute of limitations has expired, as long
as the patent is still enforceable against someone.
While citations of prior art may be filed at any time
during the period of enforceability of the patent, cita-
tions submitted after the date of any order to reexam-
ine will not be entered into the patent file until the
pending reexamination proceeding has been con-
cluded (37 CFR 1.501(a)), unless the citations are
submitted (A) by the patent owner, (B) by an ex parte
reexamination requester who also submits the fee and
other documents required under 37 CFR 1.510, (C) by
an inter partes reexamination requester who also sub-
mits the fee and other documents required under 37
CFR 1.915, (D) in an ex parte third party requester’s
reply under 37 CFR 1.535, or (E) as an enterable sub-
mission pursuant to 37 CFR 1.948 in an inter partes
reexamination proceeding. To ensure that prior art
cited by a third party is considered without the pay-
ment of another reexamination fee, it must be pre-
sented >(in compliance with 37 CFR 1.501)< before
reexamination is ordered.

The purpose of this rule is to prevent harassment of
the patent owner due to frequent submissions of prior
art citations during reexamination proceedings.

Rev. 7, July 2008

2205 Content of Prior Art Citation [R-7]

The prior art which may be submitted under 35
U.S.C. 301 is limited to “written prior art consisting
of patents or printed publications.”

*>Pursuant to 35 U.S.C. 301, an< explanation is
required of how the person submitting the prior art
considers it to be pertinent and applicable to the
patent, as well as an explanation of why it is believed
that the prior art has a bearing on the patentability of
any claim of the patent. The prior art citation must, at
a minimum, contain some broad statement of the per-
tinency and applicability of the art submitted to the
patentability of the claims of the patent for which the
prior art citation is made. *>The explanation of why it
is believed that the prior art has a bearing on the pat-
entability of any claim of the patent< would be met,
for example, by a statement that the art submitted in
the prior art citation under 37 CFR 1.501 was made of
record in a foreign or domestic application having the
same or related invention to that of the patent. >The
explanation of how the person submitting the prior art
considers it to be pertinent and applicable to the
patent would set forth, for at least one of the patent
claims, how each item cited shows or teaches at least
one limitation of the claim.< Citations of prior art by
patent owners may also include an explanation of how
the claims of the patent differ from the prior art cited.

It is preferred that copies of all the cited prior art
patents or printed publications and any necessary
English translation be included so that the value of the
citations may be readily determined by persons
inspecting the patent files and by the examiner during
any subsequent reissue or reexamination proceeding.

All prior art citations filed by persons other than the
patent owner must either indicate that a copy of the
citation has been mailed to, or otherwise served on,
the patent owner at the correspondence address as
defined under 37 CFR 1.33(c), or if for some reason
service on the patent owner is not possible, a duplicate
copy of the citation must be filed with the Office
along with an explanation as to why the service was
not possible. The most recent address of the attorney
or agent of record may be obtained from the Office’s
register of registered patent attorneys and agents
maintained by the Office of Enrollment and Disci-
pline pursuant to 37 CFR 10.5 and 10.11(a).
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All prior art citations submitted should identify the
patent in which the citation is to be placed by the
patent number, issue date, and patentee.

A cover sheet with an identification of the patent
should have firmly attached to it all other documents
relating to the citation so that the documents will not
become separated during processing. The documents
themselves should also contain, or have placed
thereon, an identification of the patent for which they
are intended.

Affidavits or declarations or other written evidence
relating to the prior art documents submitted may
accompany the citation to explain the contents or per-
tinent dates in more detail. A commercial success affi-
davit tied in with a particular prior art document may
also be acceptable. For example, the patent owner
may wish to cite a patent or printed publication which
raises the issue of obviousness of at least one patent
claim. Together with the cited art, the patent owner
may file (A) an affidavit of commercial success or
other evidence of nonobviousness, or (B) an affidavit
which questions the enablement of the teachings of
the cited prior art.

No fee is required for the submission of citations
under 37 CFR 1.501.

A prior art citation is limited to the citation of pat-
ents and printed publications and an explanation of
the pertinency and applicability of the patents and
printed publications. This may include an explanation
by the patent owner as to how the claims differ from
the prior art. It may also include affidavits and decla-
rations. The prior art citation cannot include any issue
which is not directed to patents and printed publica-
tions. Thus, for example, a prior art citation cannot
include a statement as to the claims violating
35 U.S.C. 112, a statement as to the public use of the
claimed invention, or a statement as to the conduct of
the patent owner. A prior art citation must be directed
to patents and printed publications and cannot discuss
what the patent owner did, or failed to do, with
respect to submitting and/or describing patents and
printed publications, because that would be a state-
ment as to the conduct of the patent owner. The cita-
tion also should not contain argument and discussion
of references previously treated in the prosecution of
the invention which matured into the patent or refer-
ences previously treated in a reexamination proceed-
ing as to the patent.

2200-7

If the prior art citation contains any issue not
directed to patents and printed publications, it should
not be entered into the patent file, despite the fact that
it may otherwise contain a complete submission of
patents and printed publications with an explanation
of the pertinency and applicability. Rather, the prior
art citation should be returned to the sender as
described in MPEP § 2206.

Examples of letters submitting prior art under
37 CFR 1.501 follow.

EXAMPLE |
Submission by a third party:

IN THE UNITED STATES
PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 9,999,999
Issued: July 7, 2000
For: Cutting Tool

Submission of Prior Art Under 37 CFR
1.501

Hon. Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Sir:

The undersigned herewith submits in the above-identified
patent the following prior art (including copies thereof) which
is pertinent and applicable to the patent and is believed to have
a bearing on the patentability of at least claims 1 — 3 thereof:

Weid etal U.S. 2,585,416 April 15, 1933
McGee U.S. 2,722,794 May 1, 1934
Paulk etal U.S. 3,625,291 June 16, 1936

Each of the references discloses a cutting tool strikingly simi-
lar to the device of Smith in having pivotal handles with cut-
ting blades and a pair of dies. It is believed that each of the
references has a bearing on the patentability of claims

1 - 3 of the Smith patent.

Insofar as claims 1 and 2 are concerned, each of the references
clearly anticipates the claimed subject matter under 35 U.S.C.
102.
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As to claim 3, the differences between the subject matter of
this claim and the cutting tool of Weid et al are shown in the
device of Paulk et al. Further, Weid et al suggests that different
cutting blades can be used in their device. A person of ordinary
skill in the art at the time the invention was made would have
been led by the suggestion of Weid et al to the cutting blades of
Paulk et al as obvious substitutes for the blades of Weid et al.

Respectfully submitted,
(Signed)

Certificate of Service

I hereby certify on this first day of June 1982, that a true and
correct copy of the foregoing “Submission of Prior Art” was
mailed by first-class mail, postage paid, to:

Ben Schor
555 Any Lane
Anytown,VA 22202

(Signed)

John Jones

EXAMPLE Il
Submission by the patent owner:

IN THE UNITED STATES
PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 9,999,999
Issued: July 7, 2000
For: Cutting Tool

Submission of Prior Art Under 37 CFR
1.501

Hon. Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Sir:

The undersigned herewith submits in the above identified
patent the following prior art (including copies thereof) which
is pertinent and applicable to the patent and is believed to have
a bearing on the patentability of at least claims 1-3 thereof:

Rev. 7, July 2008
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Weid etal U.S. 2,585,416 April 15, 1933
McGee U.S. 2,722,794 May 1, 1934
Paulk etal U.S. 3,625,291 June 16, 1936

Each of the references discloses a cutting tool strikingly simi-
lar to the device of Smith in having pivotal handles with cut-
ting blades and a pair of dies. While it is believed that each of
the references has a bearing on the patentability of claims 1 -3
of the Smith patent, the subject matter claimed differs from the
references and is believed patentable thereover.

Insofar as claims 1 and 2 are concerned, none of the refer-
ences show the particular die claimed and the structure of
these claimed dies would not have been obvious to a person
of ordinary skill in the art at the time the invention was made.

As to claim 3, while the cutting blades required by this claim
are shown in Paulk et al, the remainder of the claimed structure
is found only in Weid et al. A person of ordinary skill in the art
at the time the invention was made would not have found it
obvious to substitute the cutting blades of Paulk et al for those
of Weid et al. In fact, the disclosure of Weid et al would lead a
person of ordinary skill in the art away from the use of cutting
blades such as shown in Paulk et al.

The reference to McGee, while generally similar, lacks the par-
ticular cooperation between the elements which is specifically
set forth in each of claims 1-3.

Respectfully submitted,
(Signed)

William Green
Attorney for Patent Owner
Reg. No. 29760

2206 Handling of Prior Art Citation

[R-7]

Prior art citations received in the Office will be for-

warded to the Technology Center (TC) that currently
examines the class and subclass in which the patent to
which the prior art citations are addressed is classified
as an original.

It is the responsibility of the TC to immediately

determine whether a citation meets the requirements
of the statute and the rules and to enter it into the
patent file at the appropriate time if it is proper.
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If a proper citation is filed after the date of an order
for reexamination but it is not entitled to entry pursu-
ant to the reexamination rules, the citation is retained
(stored) in the TC until the reexamination is con-
cluded. Note 37 CFR 1.502 and 1.902 and MPEP
8 2294. An e-tag should be placed in the reexamina-
tion file history as a reminder of the citation to be
placed in the patent file after conclusion of the reex-
amination proceeding. The citation is then placed in
the TC’s citation storage file. After the reexamination
proceeding is concluded, the citation is removed from
the storage file and processed for placement in the
patent file. Citations filed after the date of an order for
reexamination which are not entitled to entry pursuant
to the reexamination rules will not be considered by
the examiner during the reexamination.

l. CITATION QUALIFIES FOR ENTRY UN-
DER 37 CFR 1.501

A.  Citations by Third Party

1. Prior to Order in Any Pending Reexamina-
tion Proceeding

If the citation is proper (i.e., limited to patents and
printed publications >and including the requisite cita-
tion description<) and is filed prior to an order in a
reexamination proceeding, it should be immediately
entered into the reexamination file. If no reexamina-
tion is pending for the patent, the citation should be
placed in the patent file. If the citation includes an
indication of service on the patent owner, the citation
is merely timely entered and no notice of such entry is
sent to any party. If the citation does not include an
indication of service, the patent owner should be noti-
fied that a citation of prior art has been entered into
the patent file. If a duplicate copy of the citation was
filed, the duplicate copy should be sent to the patent
owner along with the notification. If no duplicate
copy is present, no copy will be sent with the notifica-
tion. Wording similar to the following should be used:

“A citation of prior art under 35 U.S.C. 301 and

This notification is being made to inform you that
the citation of prior art has been placed in the file
wrapper /file history of:

[ ] the above identified patent.

[ ] reexamination control #

The person submitting the prior art:
1. [ ] was not identified

2. [ ]is confidential

3.[1is

2. After the Order in Any Pending Reexamina-
tion Proceeding

If the >37 CFR 1.501< citation is proper but is filed
after an order for reexamination in a pending reexam-
ination, the citation is not entered at *>that< time
because of the ongoing reexamination, but rather is
stored until the conclusion of the reexamination pro-
ceeding, after which the citation is entered into the
patent file. The patent owner and sender (if known)
should be alerted of this by a letter providing notifica-
tion. If there is a third party requester, the third party
requester should also be sent a copy of the notification
letter pursuant to 37 CFR 1.550(f). Such notification
is important to enable the patent owner to consider
submitting the prior art under 37 CFR 1.555 or 1.933
during the reexamination. Such notification will also
enable the third party sender to consider the desirabil-
ity of filing a separate request for reexamination. If
the citation does not include service of a copy on the
patent owner and a duplicate copy is submitted, the
duplicate copy should be sent to the patent owner
along with the notification. If a duplicate copy is not
present, no copy will accompany the notification to
the patent owner. In this situation, the original copy
(in storage) should be made available for copying by
the patent owner. If the citation includes service of a
copy on the patent owner, the citation is placed in
storage and not entered until the reexamination is con-
cluded. The patent owner and third party sender (if
known) should be given notice of this action.

An example of a letter (in a patent owner filed reex-
amination) giving notice to the patent owner and third

37 CFR 1.501 has been filed on in your patent  party sender, where the citation was filed after the
number entitled order for ex parte reexamination, is as follows.
2200-9 Rev. 7, July 2008
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John A. Jones (Citation Sender)
Jones & Smith

1020 United First Bldg.

1033 Any Street

U.S. Town, Washington 98121

Richard A. Davis (Patent Owner)
The A.B. Good Co.

Patent Law Dept.

9921 Any Street

Any City, Ohio 44141

Inre Doe, et al

Examination Proceeding :

Control No. 90/999,999 : NOTIFICATION RE
Filed: February 7, 2000 : PRIOR ART CITATION

For: U.S. Patent No. 9,999,999

The prior art citation filed May 19, 2000, is a proper citation under 37 CFR 1.501(a); however, it was
filed after the May 2, 2000, date of the order for reexamination in reexamination control # 90/999,999.

Because the prior art citation was filed after the date of the order for reexamination, the citation is being
retained in the Technology Center (TC1700) until the reexamination is concluded. Note 37 CFR 1.501 (a)
and MPEP § 2294. At that time, the citation will be processed for placement in the patent file of patent #
9,999,999.

The prior art citation filed May 19, 2000, will not be considered in reexamination control # 90/999,999.

The patent owner and sender of the citation are being provided with a copy of this notification. If appro-
priate, the patent owner may wish to consider submitting prior art from the prior art citation pursuant to 37
CFR 1.555 during the reexamination proceeding (reexamination control # 90/999,999). In addition, if
appropriate, the sender may file a request for reexamination to place the art of the prior art citation before
the patent examiner.

Kenneth M. Schor
**>Quality Assurance Specialist<
Technology Center 3700

Rev. 7, July 2008 2200-10
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B. Citation Filed by Patent Owner for reexamination has been mailed. No notification to
the patent owner is necessary.

The following diagram shows the various situations
which can occur when a proper prior art citation is
filed and the action to be taken for each alternative sit-
uation:

If a proper prior art citation is filed by the patent
owner, it should be entered in the file. This is true
whether the citation is filed prior to or after an order

2200-11 Rev. 7, July 2008
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PROCESSING OF CITATIONS OF PRIOR ART WHICH QUALIFY
FOR ENTRY UNDER 37 CFR 1.501
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Il. CITATION DOES NOT QUALIFY FOR
ENTRY UNDER 37 CFR 1.501

A. Citation by Third Party

If the citation is not proper (i.e., it is not limited to
patents or printed publications >or fails to include the
requisite citation description<), it should not be
entered in the patent file. The sender (if known) and
the patent owner in all cases should be notified that
the citation is improper and that it is not being entered
in the patent file. The handling of the citation will
vary depending on the particular following situation.

1. Service of Copy Included

Where the citation includes an indication of service
of copy on the patent owner and the identity of the
third party sender is known, the original citation paper
should be returned to the third party sender along with
the notification of nonentry. If the identity of the third
party sender is not known, the original citation papers
should be discarded.

2. Service of Copy Not Included; Identity of
Third Party Sender Known

Where the citation does not include an indication of
service on the patent owner, the identity of the third
party sender is known, and a duplicate copy of the
citation is present, the original citation papers should
be returned to the third party sender and the duplicate
copy should be sent to the patent owner along with the
notification of nonentry. If the duplicate copy required
in 37 CFR 1.501(c) is not present, the original citation
papers should be sent to the PATENT OWNER along

2200-13

with the notification of nonentry. The third party
sender should be sent a notification that the citation
was not entered and that the original citation papers
were sent to the patent owner.

3. Service of Copy Not Included; Identity of
Third Party Sender Not Known

Where the citation does not include an indication of
service, the identity of the third party sender is not
known, and a duplicate copy of the citation is or is not
present, the duplicate copy (if present) should be dis-
carded and the original citation papers should be sent
to the patent owner along with the notification of non-
entry.

B. Citation Filed by the Patent Owner

If an improper prior art citation under 37 CFR
1.501 is filed by the patent owner prior to an order for
reexamination, it should not be entered in the file.

The patent owner should be notified of the nonen-
try, and the citation papers should be returned to the
patent owner along with the notification. Prior art sub-
mission filed by the patent owner after an order for
reexamination should be entered in the file under 37
CFR 1.555 (for ex parte reexamination) or under 37
CFR 1.933 (for inter partes reexamination).

The following diagram shows the various situations
which can occur when an improper prior art citation is
filed and the action to be taken for each alternative sit-
uation. Any unusual problems should be brought to
the attention of the Office of Patent Legal Administra-
tion.

Rev. 7, July 2008
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PROCESSING OF CITATIONS OF PRIOR ART WHICH DO NOT QUALIFY
FOR ENTRY UNDER 37 CFR 1.501
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2207 Entry of Court Decision in Patent
File [R-7]

The Solicitor’s Office processes notices required by
35 U.S.C. 290, received from the clerks of the various
courts >in the United States<, and has them entered in
the patent file. However, it is considered desirable that
the entire court decision be supplied to the Office for
entry into the patent file. Accordingly, the Office will
accept at any time from any party for placement in the
patent file, submissions of the following: copies of
notices of suits, copies of notices regarding other pro-
ceedings involving the patent and copies of decisions
from litigations or other proceedings involving the
patent. The Office will also accept for entry into the
patent file other court papers, or papers filed in the
court, from litigations or other proceedings involving
the patent. >The decisions from litigations or other
proceedings include final court decisions (even if the
decision is still appealable), decisions to vacate, deci-
sions to remand, and decisions as to the merits of the
patent claims. Non-merit decisions on motions such
as for a new venue, a new trial/discovery date, or
sanctions will not be entered into the patent file, and
will be expunged from the patent file by closing the
appropriate paper if they were entered before discov-
ery of their nature. Further, papers filed in the court
from litigations or other proceedings involving the
patent will not be entered into the patent file (and will
be expunged if already entered) if they provide a
party’s arguments, such as a memorandum in support
of summary judgment. If the argument has an entry
right in the reexamination proceeding, it must be sub-
mitted via the vehicle (provision(s) of the rules) that
provides for that entry right. It is not required nor is it
permitted that parties submit copies of copending
reexamination proceedings and applications (which
copies can be mistaken for a new request/filing);
rather, submitters may provide a notice identifying the
application/proceeding number and its status. Any
submission that is not permitted entry will be
returned, expunged, or discarded, at the sole discre-
tion of the Office.<

It is to be noted that if the Office, in its sole discre-
tion, deems the volume of the papers filed from litiga-
tions or other proceedings to be too extensive/lengthy,
the Office may return >, expunge, or discard, at its
sole discretion,< all or part of the submission. In such
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an instance, a party may limit the submission in accor-
dance with what is deemed relevant, and resubmit the
papers. Such submissions must be provided without
additional comment. Persons making such submis-
sions must limit the submission to the notification and
not include further arguments or information. It is to
be understood that highlighting of certain text by
underlining, fluorescent marker, etc., goes beyond
bare notice of the prior or concurrent proceedings.
Any proper submission will be promptly placed on
record (entered) in the patent file. Entry of these sub-
missions is performed by the Files Repository person-
nel, unless a reexamination proceeding is pending, in
which case, the Central Reexamination Unit, the
Technology Center, or other area of the Office having
responsibility for the reexamination enters the sub-
mission.

>t is to be further noted that 35 U.S.C. 290 is
directed to “courts of the United States.” Accordingly,
any submission of papers from a court outside the
United States (a foreign jurisdiction) will be returned,
expunged or discarded, at the sole discretion of the
Office.<

Where a request for reexamination has been filed,
see MPEP § 2282 for ex parte reexamination and
MPEP § 2686 for inter partes reexamination. See
MPEP § 2240 and § 2242 for handling of requests for
ex parte reexamination of patents involved in litiga-
tion. See MPEP § 2640 and § 2642 for handling of
requests for inter partes reexamination of patents
involved in litigation.

2208 Service of Citation on Patent
Owner [R-2]

A copy of any submission of a citation of prior art
patents or printed publications in a patent file should
be served on the patent owner so that the patent owner
is kept fully informed as to the content of his or her
patent file wrapper >/file history<. See MPEP § 2206
for handling of prior art citations.

The service to the patent owner should be
addressed to the correspondence address as set forth
in 37 CFR 1.33(c). See MPEP § 2222 as to the corre-
spondence address.

2209 Ex Parte Reexamination [R-7]

Procedures for reexamination of issued patents
began on July 1, 1981, the date when the reexamina-
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tion provisions of Public Law 96-517 came into
effect.

The reexamination statute and rules permit any per-
son to file a request for an ex parte reexamination
containing certain elements and the fee required under
37 CFR 1.20(c)(1). The Office initially determines if
“a substantial new question of patentability” (35
U.S.C. 303(a)) is presented. If such a new question
has been presented, reexamination will be ordered.
The reexamination proceedings which follow the
order for reexamination are very similar to regular
examination procedures in patent applications; how-
ever, there are notable differences. For example, there
are certain limitations as to the kind of rejections
which may be made, special reexamination forms to
be used, and time periods set to provide “special dis-
patch.” When the prosecution of a reexamination pro-
ceeding is terminated, a reexamination certificate is
issued which indicates the status of all claims follow-
ing the reexamination. Unless prosecution is reopened
by the Director, the reexamination proceeding is con-
cluded by the issuance and publication of a reexami-
nation certificate.

The following sections of this chapter explain the
details of reexamination.

The intent of the reexamination procedures covered
in this chapter include the following:

(A) To provide procedures for reexamination of
patents;

(B) To implement reexamination in an essentially
ex parte manner;

(C) To minimize the processing costs and com-
plexities of reexamination;

(D) To maximize respect for the reexamined
patent;

(E) To provide procedures for prompt and timely
determinations by the Office in accordance with the
“special dispatch” requirements of 35 U.S.C. 305.

The basic characteristics of ex parte reexamination
are as follows:

(A) Anyone can request reexamination at any
time during the period of enforceability of the patent;

(B) Prior art considered during reexamination is
limited to prior art patents or printed publications
applied under the appropriate parts of 35 U.S.C. 102
and 103;
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(C) A substantial new question of patentability
must be present for reexamination to be ordered,;

(D) If ordered, the actual reexamination proceed-
ing is ex parte in nature;

(E) Decision on the request must be made no later
than 3 months from its filing, and the remainder of
proceedings must proceed with “special dispatch”
within the Office;

(F) If ordered, a reexamination proceeding will
normally be conducted to its conclusion and the issu-
ance of a reexamination certificate;

(G) The scope of a claim cannot be enlarged by
amendment;

(H) All reexamination and patent files are open to
the public, but see paragraph (1) below;

() The reexamination file is scanned into IFW to
provide an electronic format copy of the file. All pub-
lic access to and copying of the reexamination file
may be made from the electronic format copy avail-
able through PAIR. Any remaining paper files are not
available to the public.

>Parties are cautioned that the reexamination stat-
ute, regulations, and published examining procedures
do not countenance so-called “litigation tactics” in
reexamination proceedings. The parties are expected
to conduct themselves accordingly. For example, it is
expected that submissions of papers that are not pro-
vided for in the reexamination regulations and/or
appear to be excluded by the regulation will either be
filed with an appropriate petition to accept the paper
and/or waive the regulation(s), or not filed at all. Par-
ties are advised that multiple submissions, such as a
reply to a paper opposing a petition and a sur-reply
directed to such a reply are not provided for in the
reexamination regulations or examining procedures. It
is expected that the parties will adhere to the provi-
sions of 37 CFR 10.18(b) throughout the course of a
reexamination proceeding.<

2210 Request for Ex Parte Reexamina-
tion [R-7]

35 U.S.C. 302. Request for reexamination.

Any person at any time may file a request for reexamination by
the Office of any claim of a patent on the basis of any prior art
cited under the provisions of section 301 of this title. The request
must be in writing and must be accompanied by payment of a
reexamination fee established by the Director pursuant to the pro-
visions of section 41 of this title. The request must set forth the
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pertinency and manner of applying cited prior art to every claim
for which reexamination is requested. Unless the requesting per-
son is the owner of the patent, the Director promptly will send a
copy of the request to the owner of record of the patent.

37 CFR 1.510. Request for ex parte reexamination.

(@) Any person may, at any time during the period of
enforceability of a patent, file a request for an ex parte reexamina-
tion by the Office of any claim of the patent on the basis of prior
art patents or printed publications cited under § 1.501. The request
must be accompanied by the fee for requesting reexamination set
in § 1.20(c)(1).

(b) Any request for reexamination must include the follow-
ing parts:

(1) A statement pointing out each substantial new ques-
tion of patentability based on prior patents and printed publica-
tions.

(2) Anidentification of every claim for which reexamina-
tion is requested, and a detailed explanation of the pertinency and
manner of applying the cited prior art to every claim for which
reexamination is requested. If appropriate the party requesting
reexamination may also point out how claims distinguish over
cited prior art.

(3) A copy of every patent or printed publication relied
upon or referred to in paragraph (b)(1) and (2) of this section
accompanied by an English language translation of all the neces-
sary and pertinent parts of any non-English language patent or
printed publication.

(4) A copy of the entire patent including the front face,
drawings, and specification/claims (in double column format) for
which reexamination is requested, and a copy of any disclaimer,
certificate of correction, or reexamination certificate issued in the
patent. All copies must have each page plainly written on only one
side of a sheet of paper.

(5) A certification that a copy of the request filed by a
person other than the patent owner has been served in its entirety
on the patent owner at the address as provided for in § 1.33(c).
The name and address of the party served must be indicated. If
service was not possible, a duplicate copy must be supplied to the
Office.

(c) If the request does not include the fee for requesting ex
parte reexamination required by paragraph (a) of this section and
meet all the requirements by paragraph (b) of this section, then the
person identified as requesting reexamination will be so notified
and will generally be given an opportunity to complete the request
within a specified time. Failure to comply with the notice will
result in the ex parte reexamination request not being granted a
filing date, and will result in placement of the request in the patent
file as a citation if it complies with the requirements of § 1.501.

(d) The filing date of the request for ex parte reexamination
is the date on which the request satisfies all the requirements of
this section.

(e) A request filed by the patent owner may include a pro-
posed amendment in accordance with § 1.530.

**>

(F) If a request is filed by an attorney or agent identifying
another party on whose behalf the request is being filed, the attor-
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ney or agent must have a power of attorney from that party or be
acting in a representative capacity pursuantto 8§ 1.34.<

Any person, at any time during the period of
enforceability of a patent, may file a request for ex
parte reexamination by the U.S. Patent and Trade-
mark Office of any claim of the patent based on prior
art patents or printed publications. The request must
include the elements set forth in 37 CFR 1.510(b) (see
MPEP § 2214) and must be accompanied by the fee as
set forth in 37 CFR 1.20(c)(1). If a request filed by the
patent owner includes a proposed amendment in
accordance with 37 CFR 1.530, excess claims fees
under 37 CFR 1.20(c)(3) and (c)(4) may also apply;
see MPEP 8§ 2250.03. No attempt will be made to
maintain a requester’s name in confidence.

After the request for reexamination, including the
entire fee for requesting reexamination, is received in
the Office, no abandonment, withdrawal, or striking
of the request is possible, regardless of who requests
the same. In some limited circumstances, such as after
a final court decision where all of the claims are
finally held invalid, a reexamination order may be
vacated, see MPEP § 2286.

2211 Time for Requesting *>Ex Parte
Reexamination< [R-2]

Under 37 CFR 1.510(a), any person may, at any
time during the period of enforceability of a patent,
file a request for >ex parte< reexamination. This
period was set by rule, since the Office considered
that Congress could not have intended expending
Office resources on deciding patent validity questions
in patents which cannot be enforced. In this regard see
Patlex Corp. v. Mossinghoff, 758 F.2d 594, 225 USPQ
243, 249 (Fed. Cir. *>1985<). The period of enforce-
ability is determined by adding 6 years to the date on
which the patent expires. The patent expiration date
for a utility patent, for example, is determined by tak-
ing into account the term of the patent, whether main-
tenance fees have been paid for the patent, * whether
any disclaimer was filed as to the patent to shorten its
term>, any patent term extensions or adjustments for
delays within the Office under 35 U.S.C. 154 (see
MPEP § 2710, et seq.), and any patent term exten-
sions available under 35 U.S.C. 156 for premarket
regulatory review (see MPEP § 2750 et. seq.)<. Any
other relevant information should also be taken into
account. In addition, if litigation is instituted within
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the period of the statute of limitations, requests for
reexamination may be filed after the statute of limita-
tions has expired, as long as the patent is still enforce-
able against someone.

2212 Persons Who May File a Request
>for Ex Parte Reexamination<
[R-2]

37 CFR 1.510. Request for >ex parte< reexamination.

(@) Any person may, at any time during the period of
enforceability of a patent, file a request for an ex parte reexamina-
tion by the Office of any claim of the patent on the basis of prior
art patents or printed publications cited under § 1.501. The request
must be accompanied by the fee for requesting reexamination set
in § 1.20(c)(2).

*hkkkk

35 U.S.C. 302 and 37 CFR 1.510(a) both indicate
that “any person” may file a request for reexamination
of a patent. Accordingly, there are no persons who are
excluded from being able to seek reexamination. Cor-
porations and/or governmental entities are included
within the scope of the term “any person.” The patent
owner can ask for reexamination which will be lim-
ited to an ex parte consideration of prior >art< patents
or printed publications. If the patent owner wishes to
have a wider consideration of issues by the Office,
including matters such as prior public use or >on<
sale, the patent owner may file a reissue application. It
is also possible for the *>Director of the Office< to
initiate reexamination on the *>Director’s< own ini-
tiative under 37 CFR 1.520. Reexamination will be
initiated by the *>Director’s< on a very limited basis,
such as where a general public policy question is at
issue and there is no interest by “any other person.”
Some of the persons likely to use reexamination are
patentees, licensees, potential licensees, attorneys
without identification of their real client in interest,
infringers, potential exporters, patent litigants, inter-
ference applicants, and International Trade Commis-
sion respondents. The name of the person who files
the request will not be maintained in confidence.

2212.01 Inquiries from Persons Other

Than the Patent Owner [R-7]

Examiners should not discuss or answer inquiries
from third parties (i.e., parties who are not the patent
owner) in reexamination proceedings. A party who is
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not the patent owner should be referred by the exam-
iner to the Technology Center (TC) >Quality Assur-
ance Specialist (QAS)< or Central Reexamination
Unit (CRU) **>Supervisory Patent Examiner (SPE)<
for the examiner’s art unit. The *>CRU SPE or TC
QAS< will address any such questions. Only ques-
tions on strictly procedural matters, i.e., not directed
to any specific reexamination proceeding, may be dis-
cussed by the *>CRU SPE or TC QAS< with that
party.

Employees of the Office, particularly patent exam-
iners who conducted a concluded reexamination pro-
ceeding, should not discuss or answer inquiries from
any person outside the Office as to whether a certain
reference or other particular evidence was considered
during the proceeding and whether a claim would
have been allowed over that reference or other evi-
dence had it been considered during the proceeding.

Patent practitioners must not make improper inquir-
ies of members of the patent examining corps and the
Office as a whole. See 37 CFR 10.23. Inquiries from
members of the public relating to the matters dis-
cussed above must, of necessity, be refused and such
refusal should not be considered discourteous or an
expression of opinion by the Office as to the validity,
patentability, or enforceability of the patent.

The definitions set forth in 37 CFR 104.1 and the
exceptions in 37 CFR 104.21 are applicable to this
section.

2213 Representative of Requester [R-7]

37 CFR 1.510. Request for ex parte reexamination.

*kkkk

**>

(f) If a request is filed by an attorney or agent identifying
another party on whose behalf the request is being filed, the attor-
ney or agent must have a power of attorney from that party or be
acting in a representative capacity pursuantto § 1.34.<

Where an attorney or agent files a request for an
identified client (the requester), he or she may act
under either a power of attorney from the client, or act
in a representative capacity under 37 CFR 1.34*, see
37 CFR 1.510(f). While the filing of the power of
attorney is desirable, processing of the reexamination
request will not be delayed due to its absence.

>In order to act in a representative capacity under
37 CFR 1.34, an attorney or agent must set forth his or
her registration number, his or her name and signa-
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ture. In order to act under a power of attorney from a
requester, an attorney or agent must be provided with
a power of attorney. 37 CFR 1.32(c) provides that a
“power of attorney may only name as representative”
the inventors or registered patent practitioners. Thus,
an attorney or agent representing a requester must be
a registered patent practitioner.<

>|f an attorney or agent files a request for reexami-
nation for another entity (e.g., a corporation) that
wishes to remain anonymous, then that attorney or
agent is the third party requester.<

If any question of authority to act is raised, proof of
authority may be required by the Office.

All correspondence for a requester that is not the
patent owner **>is< addressed to the representative
of the requester, unless a specific indication is made to
forward correspondence to another address.

If the request is filed by a person on behalf of the
patent owner, correspondence will be directed to the
patent owner at the address as indicated in 37 CFR
1.33(c), regardless of the address of the person filing
the request. See MPEP § 2222 for a discussion of who
receives correspondence on behalf of a patent owner
and how changes in the correspondence address are to
be made.

A patent owner may not be represented during a
reexamination proceeding by an attorney or other per-
son who is not registered to practice before the Office,
since those individuals are prohibited by 37 CFR
1.33(c) from signing amendments and other papers
filed in a reexamination proceeding on behalf of the
patent owner.

2214 Content of Request for Ex Parte
Reexamination [R-7]

37 CFR 1.510. Request for ex parte reexamination.

(@) Any person may, at any time during the period of
enforceability of a patent, file a request for an ex parte reexamina-
tion by the Office of any claim of the patent on the basis of prior
art patents or printed publications cited under § 1.501. The request
must be accompanied by the fee for requesting reexamination set
in § 1.20(c)(1).

(b) Any request for reexamination must include the follow-
ing parts:

(1) A statement pointing out each substantial new ques-
tion of patentability based on prior patents and printed publica-
tions.

(2) An identification of every claim for which reexamina-
tion is requested, and a detailed explanation of the pertinency and
manner of applying the cited prior art to every claim for which

2200-19

reexamination is requested. If appropriate the party requesting
reexamination may also point out how claims distinguish over
cited prior art.

(3) A copy of every patent or printed publication relied
upon or referred to in paragraph (b)(1) and (2) of this section
accompanied by an English language translation of all the neces-
sary and pertinent parts of any non-English language patent or
printed publication.

(4) A copy of the entire patent including the front face,
drawings, and specification/claims (in double column format) for
which reexamination is requested, and a copy of any disclaimer,
certificate of correction, or reexamination certificate issued in the
patent. All copies must have each page plainly written on only one
side of a sheet of paper.

(5) A certification that a copy of the request filed by a
person other than the patent owner has been served in its entirety
on the patent owner at the address as provided for in § 1.33(c).
The name and address of the party served must be indicated. If
service was not possible, a duplicate copy must be supplied to the
Office.

Fkkkk

37 CFR 1.510(a) requires the payment of the fee
specified in 37 CFR 1.20(c)(1) for a request for reex-
amination. See MPEP § 2215. If a request filed by the
patent owner includes a proposed amendment in
accordance with 37 CFR 1.530, excess claims fees
under 37 CFR 1.20(c)(3) and (c)(4) may also apply;
see MPEP § 2250.03.

37 CFR 1.510(b) sets forth the required elements of
a request for ex parte reexamination. The elements are
as follows:

“(1) a statement pointing out each substantial new
question of patentability based on prior patents and
printed publications.”

This statement should clearly point out what the
requester considers to be the substantial new question
of patentability which would warrant a reexamination.
The cited prior art should be listed on a form PTO/SB/
08A or 08B, or PTO/SB/42 (or on a form having a for-
mat equivalent to one of these forms) by the requester.
See also MPEP § 2217.

A request for reexamination must assert a substan-
tial new question of patentability. > For each identi-
fied substantial new guestion of patentability and each
identified proposed ground of rejection, the request
must explain how the cited documents identified for
that substantial new question of patentability/pro-
posed ground of rejection raise a substantial new
guestion of patentability.< See MPEP §2216. A
requester *>must< not, in a request for reexamination,
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argue that the submitted references do not raise a sub-
stantial new question of patentability, and that no
order for reexamination should be issued.

“(2) An identification of every claim for which reex-
amination is requested, and a detailed explanation of the
pertinency and manner of applying the cited prior art to
every claim for which reexamination is requested. If
appropriate the party requesting reexamination may also
point out how claims distinguish over cited prior art.”

>The request must identify each substantial new
question of patentability raised and proposed ground
of rejection separately.< The request *>must< apply
>all of< the cited prior art to **>the claims< for
which reexamination is requested. > For each identi-
fied substantial new question of patentability and each
identified proposed ground of rejection, the request
must explain how the cited documents identified for
that substantial new question of patentability/pro-
posed ground of rejection are applied to meet or teach
the patent claim limitations to thus establish the iden-
tified substantial new question of patentability or pro-
posed ground of rejection.< See MPEP § 2217. If the
request is filed by the patent owner, he or she may
also indicate how the claims distinguish from the
cited prior art patents and printed publications.

“(3) A copy of every patent or printed publication
relied upon or referred to in paragraph (b)(1) and (2) of
this section accompanied by an English language transla-
tion of all the necessary and pertinent parts of any non-
English language patent or printed publication.”

A copy of each cited patent or printed publication,
as well as a translation of each non-English document
(or a translation of at least the portion(s) relied upon)
is required so that all materials will be available to the
examiner for full consideration. >A listing of the pat-
ents and printed publications as provided for in 37
CFR 1.98 must also be provided. A comprehensive
listing is required, since the identification of the cited
art in reexamination by the requester is no less impor-
tant than that of a patent owner or applicant, and fur-
thers the statutory mandate of 35 U.S.C. 305 that
reexamination proceedings must be “conducted with
special dispatch within the Office.”< See MPEP §
2218.

“(4) A copy of the entire patent including the front
face, drawings, and specification/claims (in double col-
umn format) for which reexamination is requested, and a
copy of any disclaimer, certificate of correction, or reex-
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amination certificate issued in the patent. All copies must
have each page plainly written on only one side of a sheet
of paper.”

A copy of the patent, for which reexamination is
requested, should be provided with the specification
and claims submitted in a double column format. The
drawing pages of the printed patent are presented as
they appear in the printed patent; the same is true for
the front page of the patent. Thus, a full copy of the
printed patent (including the front page) can be used
to provide the abstract, drawings, specification, and
claims of the patent for the reexamination request.
The printed patent is to be reproduced on only one
side of the paper; a two sided copy of the patent is not
proper. See MPEP § 2219.

Any disclaimer, certificate of correction, or reex-
amination certificate issued in the patent becomes a
part of the patent. Thus, a copy of each must be sup-
plied in order to provide the complete patent. The
copy must have each page plainly written on only one
side of a sheet of paper.

“(5) A certification that a copy of the request filed by a
person other than the patent owner has been served in its
entirely on the patent owner at the address as provided for
in § 1.33(c). The name and address of the party served
must be indicated. If service was not possible, a duplicate
copy must be supplied to the Office.”

If the request is filed by a person other than the
patent owner, a certification that a copy of the request
papers has been served on the patent owner must be
included. The certification must set forth the name
and address employed in serving the patent owner. If
service was not possible >after a reasonable effort to
do so<, a duplicate copy of the request must be sup-
plied to the Office together with >a cover letter
including< an explanation of what effort was made to
effect service, and why that effort was not successful.
>To avoid the possibility of the Office erroneously
charging a duplicate filing fee, requesters are strongly
encouraged to clearly word the cover letter by stating,
for example, in bold print in the heading “Duplicate
Copy of Request Filed under 37 CFR 1.510(b)(5)
When Service on the Patent Owner Was Not Possi-
ble.”< The request should be as complete as possible,
since there is no guarantee that the examiner will con-
sider other prior art when making the decision on the
request. Also, >this may be the third party requester’s
only opportunity to participate in the proceeding
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since,< if no statement under 37 CFR 1.530(b) is filed
by the patent owner, no later reply under 37 CFR
1.535 or other submission may be filed by the
requester in the ex parte reexamination proceeding.
See also MPEP § 2220.

In order to obtain a reexamination filing date, the
request papers must include the fee for requesting ex
parte reexamination required by 37 CFR 1.510(a) and
all of the parts required by 37 CFR 1.510(b). Request
papers that fail to satisfy all the requirements of 37
CFR 1.510(a) and (b) are incomplete and will not be
granted a filing date. See MPEP § 2227.

2200-21

>An application data sheet (ADS) under 37 CFR
1.76 cannot be submitted in a reexamination proceed-
ing since a reexamination proceeding is not an “appli-
cation.”<

Form PTO/SB/57 should be helpful to persons fil-
ing requests for reexamination. The use of this form
as the transmittal form and cover sheet of a request for
reexamination is encouraged, but its use is not a
requirement of the law nor the rules. Immediately fol-
lowing is a form PTO/SB/57 and a sample of a request
for reexamination that would be attached to the form
PTO/SB/57 cover sheet.
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**>

PTO/SB/57 (09-07)

Approved for use through 08/31/2010. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

(Also referred to as FORM PTO-1465)

REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM

Address to:

Mail Stop Ex Parte Reexam

Commissioner for Patents Attorney Docket No.:
P.O. Box 1450

Alexandria, VA 22313-1450 Date:

1. This is a request for ex parte reexamination pursuant to 37 CFR 1.510 of patent number
issued . The request is made by:

I:l patent owner. I:l third party requester.

2. I:l The name and address of the person requesting reexamination is:

3. I:l a. A check in the amount of $ is enclosed to cover the reexamination fee, 37 CFR 1.20(c)(1);

I:l b. The Director is hereby authorized to charge the fee as set forth in 37 CFR 1.20(c)(1)
to Deposit Account No. (submit duplicative copy for fee processing); or

I:l c. Payment by credit card. Form PTO-2038 is attached.

4. I:l Any refund should be made by |:| check or |:| credit to Deposit Account No.
37 CFR 1.26(c). If payment is made by credit card, refund must be to credit card account.

5.|:| A copy of the patent to be reexamined having a double column format on one side of a separate paper is
enclosed. 37 CFR 1.510(b)(4)

6.|:| CD-ROM or CD-R in duplicate, Computer Program (Appendix) or large table
|:| Landscape Table on CD

7.|:| Nucleotide and/or Amino Acid Sequence Submission
If applicable, items a. — c. are required.

a. [ Computer Readable Form (CRF)
b. Specification Sequence Listing on:

i. CD-ROM (2 copies) or CD-R (2 copies); or
i. (] paper

c.[] statements verifying identity of above copies
8. I:l A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patent is included.

9. I:l Reexamination of claim(s) is requested.

10. I:l A copy of every patent or printed publication relied upon is submitted herewith including a listing thereof on
Form PTO/SB/08, PTO-1449, or equivalent.

1. I:l An English language translation of all necessary and pertinent non-English language patents and/or printed
publications is included.

[Page 1 of 2]
This collection of information is required by 37 CFR 1.510. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Mail Stop Ex Parte Reexam, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTO/SB/57 (09-07)
Approved for use through 08/31/2010. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

12. I:l The attached detailed request includes at least the following items:

a. A statement identifying each substantial new question of patentability based on prior patents and printed
publications. 37 CFR 1.510(b)(1)

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the pertinency
and manner of applying the cited art to every claim for which reexamination is requested. 37 CFR 1.510(b)(2)

13. I:l A proposed amendment is included (only where the patent owner is the requester). 37 CFR 1.510(e)

14. a. It is certified that a copy of this request (if filed by other than the patent owner) has been served in its entirety on

the patent owner as provided in 37 CFR 1.33(c).
The name and address of the party served and the date of service are:

Date of Service: ;or

I:l b. A duplicate copy is enclosed since service on patent owner was not possible.

15. Correspondence Address: Direct all communication about the reexamination to:

I:I The address associated with Customer Number:

OR
Firm or
Individual Name
Address
City State Zip
Country
Telephone Email

16. |:| The patent is currently the subject of the following concurrent proceeding(s):
[1 a. Copending reissue Application No.
[ b. Copending reexamination Control No.
[ c. Copending Interference No.
[1 d. Copending litigation styled:

WARNING: Information on this form may become public. Credit card information should not be
included on this form. Provide credit card information and authorization on PTO-2038.

Authorized Signature Date

1 For Patent Owner Requester
Typed/Printed Name Registration No. [] For Third Party Requester

[Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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Attachment to Form PTO/SB/57
REQUEST FOR REEXAMINATION OF U.S. PATENT 9,999,999

Identification of Claims for Which Reexamination Is Requested
In accordance with 37 CFR 1.510, reexamination of claims 1-5 of U.S. Patent 9,999,999 is
requested, in view of the following references:

Smith, U.S. Patent 8,999,999

Jones, U.S. Patent 8,555,555

Cooper, U.S. Patent 8,333,333
Reexamination of claim 1 is requested in view of the Smith patent. Reexamination of claim 2 is
requested in view of the combination of Smith in view of Jones. Reexamination of claims 3-5 is
requested in view of the combination of Smith in view of Jones, and further in view of Cooper.
U.S. Patent 9,999,999 is still enforceable.

Statement Pointing Out Each Substantial New Question of Patentability

The Smith and Jones references were not of record in the file of U.S. Patent 9,999,999. Smith
discloses a filter comprising a housing containing activated carbon, where the housing has an
outer wall, a closed end, an open end, and a lid attachable to the open end as recited in claim 1
(see col. 6, lines 2-3; Figure 3; col. 12, lines 1-3). Jones teaches the activated carbon and ion
exchange resin mixture of claim 2 in lines 4-5 column 9. Because these teachings of Smith and
Jones provide subject matter of the U.S. Patent 9,999,999 claims that was not taught in any prior
art cited during the prosecution of U.S. Patent 9,999,999, the teachings of Smith and Jones each
raise a substantial new question of patentability. The Cooper reference was cited in the
prosecution of U.S. Patent 9,999,999, but was never relied upon in any rejection of the claims.
Cooper discloses the iodinated exchange resin of claims 3-5 in lines 8-10 of column 5. Because
this teaching of Cooper was not applied in any rejection of the claims during the prosecution of
U.S. Patent 9,999,999, a substantial new question of patentability is raised by Cooper.

Detailed Explanation Under 37 CFR 1.510(b)
1. Claim 1 of U.S. Patent 9,999,999 is unpatentable under 35 U.S.C. 102(b) as being anticipated
by Smith, as shown by the following claim chart:

U.S. Patent 9,999,999 Smith

Claim 1. A filter comprising a housing, the
housing having an outer wall, a closed end,
an open end, and a lid attachable to the open
end. ..

.. .wherein the housing contains a filter
material, the filter material comprising
activated carbon. . . .

2200-25

Smith teaches “the filter housing having an
outer wall 1, a closed end 2, an open end 3,
and a hinged lid 4 that is securable to the
open end 3 via clamp 5.” (col. 6, lines 2-3;
Figure 3). The hinged lid 4 of Smith is
attachable to the outer rim of the open end 3
via clamp 5.

Smith teaches activated carbon as a filter
material: “the filter housing containing filter
materials, wherein the filter materials
include any mixture of known filter
materials such as clay, activated carbon, and
any other known filter materials.” (col. 12,
lines 1-3).
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2. Claim 2 of U.S. Patent 9,999,999 is unpatentable under 35 U.S.C. 103 as being obvious over

Smith in view of Jones, as shown by the following claim chart:

U.S. Patent 9,999,999

Claim 2. The filter of claim 1, wherein the
filter material further comprises a mixture of
activated carbon and ion exchange resin.

Jones

Jones teaches “preferably, the filter material
mixture includes activated carbon and ion
exchange resin.” (col. 9, lines 4-5). Smith
teaches that the filter materials include “any
mixture of known filter materials”, including
activated carbon (col. 12, lines 1-3). It
would have been obvious to utilize the
activated carbon and ion exchange mixture
of Jones in the housing of

Smith since the mixture of Jones is a
“mixture of known filter materials” as taught
by Smith.

3. Claims 3-5 of U.S. Patent 9,999,999 are unpatentable under 35 U.S.C. 103 as being obvious

over Smith in view of Jones, and further in view of Cooper, as shown by the following claim

chart:

U.S. Patent 9,999,999

Claim 3. The filter of claim 2, wherein the
ion exchange resin is iodinated exchange
resin.

U.S. Patent 9,999,999

Claim 4. The filter of claim 3, wherein the
housing is made

of metal.

Claim 5. The filter of claim 3, wherein the
housing is red.

Conclusion

Cooper
Cooper teaches “the use of iodinated

exchange resin in filter material mixtures for
its sterilization properties is preferred.” (col.
5, lines 8-10). The substitution of the
iodinated exchange resin of Cooper for the
ion exchange resin of the Smith/Jones
combination would have been obvious to
provide sterilization properties as taught by
Cooper.

Smith

Smith teaches a metal housing (col. 7, line
8) and a red-colored housing (col. 11, line
3).

For the reasons given above, reexamination of claims 1-5 of U.S. Patent 9,999,999 is requested.

Signed,

John Q. Attorney, Reg. No. 29760
Attorney for Requester
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2215 Fee for Requesting Ex Parte Reex-
amination [R-7]

37 CFR 1.510. Request for ex parte reexamination.

*kkhkk

(c) If the request does not include the fee for requesting ex
parte reexamination required by paragraph (a) of this section and
meet all the requirements by paragraph (b) of this section, then the
person identified as requesting reexamination will be so notified
and will generally be given an opportunity to complete the request
within a specified time. Failure to comply with the notice will
result in the ex parte reexamination request not being granted a
filing date, and will result in placement of the request in the patent
file as a citation if it complies with the requirements of § 1.501.

(d) The filing date of the request for ex parte reexamination
is the date on which the request satisfies all the requirements of
this section.

*kkhkk

In order for a request to be accepted, be given a fil-
ing date, and be published in the Official Gazette, the
request papers must satisfy all the requirements of 37
CFR 1.510(a) and (b)**>. The< entire fee required
under 37 CFR 1.20(c)(1) for filing a request for reex-
amination must be paid. If the request was filed by the
patent owner and includes a proposed amendment in
accordance with 37 CFR 1.530, excess claims fees
under 37 CFR 1.20(c)(3) and (c)(4) may also apply;
see MPEP § 2250.03.

I the request for ex parte reexamination is subse-
quently denied (see MPEP § 2247 and § 2248), or
vacated (see MPEP § 2227 and § 2246, subsection 1),
a refund in accordance with 37 CFR 1.26(c) will be
made to the identified requester. If the request for ex
parte reexamination is found to be incomplete and the
defect is not cured (see MPEP 8 2227), a refund in
accordance with 37 CFR 1.26(a) will be made to the
identified requester.

If the entire fee for ex parte reexamination is not
paid or all the requirements of 37 CFR 1.510(a) and
(b) are not satisfied, the request will be considered to
be incomplete. See 37 CFR 1.510 (c) and (d) and
MPEP § 2227.

Where the entire filing fee is not paid after the
requester has been given an opportunity to do so, no
determination on the request will be made. The
request papers will ordinarily be placed in the patent
file as a prior art citation, if they comply with the
requirements for a citation of prior art under 37 CFR
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1.501. See MPEP § 2206 for handling of prior art cita-
tions.

2216 Substantial New Question of Pat-
entability [R-7]

Under 35 U.S.C. 304, the Office must determine
whether “a substantial new question of patentability”
affecting any claim of the patent has been raised.
37 CFR 1.510(b)(1) requires that a request for ex
parte reexamination include “a statement pointing out
each substantial new question of patentability based
on prior patents and printed publications.” If such a
new question is found, an order for ex parte reexami-
nation of the patent is issued. It is therefore important
that the request clearly set forth in detail what the
requester considers the “substantial new question of
patentability” to be in view of prior patents and
printed publications. The request *>must< point out
how any questions of patentability raised are substan-
tially different from those raised in the previous
examination of the patent before the Office. **

>|t is not sufficient that a request for reexamination
merely proposes one or more rejections of a patent
claim or claims as a basis for reexamination. It must
first be demonstrated that a patent or printed publica-
tion that is relied upon in a proposed rejection pre-
sents a new, non-cumulative technological teaching
that was not previously considered and discussed on
the record during the prosecution of the application
that resulted in the patent for which reexamination is
requested, and during the prosecution of any other
prior proceeding involving the patent for which reex-
amination is requested. See also MPEP § 2242,

The legal standard for ordering ex parte reexami-
nation, as set forth in 35 U.S.C. 303(a), requires a sub-
stantial new question of patentability. The substantial
new question of patentability may be based on art pre-
viously considered by the Office if the reference is
presented in a new light or a different way that
escaped review during earlier examination. The clari-
fication of the legal standard for determining obvious-
ness under 35 U.S.C. 103 in KSR International Co. v.
Teleflex Inc. (KSR), 550 U.S. __, 82 USPQ2d 1385
(2007) does not alter the legal standard for determin-
ing whether a substantial new question of patentabil-
ity exists. The requirement for a substantial new
guestion of patentability remains in place even if it is
clear from the record of a patent for which reexamina-
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tion is requested that the patent was granted because
the Office did not show “motivation” to combine, or
otherwise satisfy the teaching, suggestion, or motiva-
tion (TSM) test. Thus, a reexamination request rely-
ing on previously applied prior art that asks the Office
to look at the art again based solely on the Supreme
Court’s clarification of the legal standard for deter-
mining obviousness under 35 U.S.C. 103 in KSR,
without presenting the art in new light or different
way, will not raise a substantial new question of pat-
entability as to the patent claims, and reexamination
will not be ordered.

After the enactment of the Patent and Trademark
Office Authorization Act of 2002 (“the 2002 Act”), a
substantial new question of patentability can be raised
by patents and printed publications “previously cited
by or to the Office or considered by the Office” (“old
art”). The 2002 Act did not negate the statutory
requirement for a substantial new question of patent-
ability that requires raising new questions about pre-
existing technology. In the implementation of the
2002 Act, MPEP & 2242, subsection Il.A. was
revised. The revision permits raising a substantial new
question of patentability based solely on old art, but
only if the old art is “presented/viewed in a new light,
or in a different way, as compared with its use in the
earlier concluded examination(s), in view of a mate-
rial new argument or interpretation presented in the
request.” Thus, a request may properly raise an sub-
stantial new question of patentability by raising a
material new analysis of previously considered refer-
ence(s) under the rationales authorized by KSR. <

Questions relating to grounds of rejection other
than those based on prior art patents or printed publi-
cations should not be included in the request and will
not be considered by the examiner if included. Exam-
ples of such questions that will not be considered are
public use, on sale, and *>conduct by parties<.

Affidavits or declarations or other written evidence
which explain the contents or pertinent dates of prior
art patents or printed publications in more detail may
be considered in reexamination. See MPEP § 2258.

2217 Statement in the Request Applying
Prior Art [R-7]

The third sentence of 35 U.S.C. 302 indicates that
the “request must set forth the pertinency and manner
of applying cited prior art to every claim for which
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reexamination is requested.” 37 CFR 1.510(b)(2)
requires that the request include “[a]n identification of
every claim for which reexamination is requested, and
a detailed explanation of the pertinency and manner
of applying the cited prior art to every claim for which
reexamination is requested.” If the request is filed by
the patent owner, the request for reexamination may
also point out how claims distinguish over cited prior
art.

The prior art applied may only consist of prior art
patents or printed publications. Substantial new ques-
tions of patentability may be based upon the follow-
ing portions of 35 U.S.C. 102:

“(a)...patented or described in a printed publication in
this or a foreign country, before the invention thereof by
the applicant for patent, or”

“(b) the invention was patented or described in a
printed publication in this or a foreign country... more
than one year prior to the date of the application for patent
in the United States, or”

*kkkk

“(d) the invention was first patented or caused to be
patented, or was the subject of an inventor’s certificate, by
the applicant or his legal representatives or assigns in a
foreign country prior to the date of the application for
patent in this country on an application for patent or
inventor’s certificate filed more than twelve months
before the filing of the application in the United States,
or”

“(e) the invention was described in — (1) an applica-
tion for patent, published under section 122(b), by another
filed in the United States before the invention by the
applicant for patent or (2) a patent granted on an applica-
tion for patent by another filed in the United States before
the invention by the applicant for patent, except that an
international application filed under the treaty defined in
section 351(a) shall have the effects for the purposes of
this subsection of an application filed in the United States
only if the international application designated the United
States and was published under Article 21(2) of such
treaty in the English language; or”

*kkhkk

“(g)**>...<(2) before such person’s invention thereof,
the invention was made in this country by another inven-
tor who had not abandoned, suppressed, or concealed it.
**>...<

Substantial new questions of patentability may also
be presented under 35 U.S.C. 103 which are based on
the above indicated portions of 35 U.S.C. 102. See
MPEP § 706.02(1)(1) for information pertaining to
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references which qualify as prior art under 35 U.S.C.
102(e)/103.

Substantial new questions of patentability must be
based on patents or printed publications. Other mat-
ters, such as public use or on sale, inventorship,
35U.S.C. 101, 35 U.S.C. 112, *>conduct<, etc., will
not be considered when making the determination on
the request and should not be presented in the request.
Further, a prior art patent or printed publication can-
not be properly applied as a ground for reexamination
if it is merely used as evidence of alleged prior public
use or on sale, insufficiency of disclosure, etc. The
prior art patent or printed publication must be applied
directly to claims under 35 U.S.C. 103 and/or an
appropriate portion of 35 U.S.C. 102 or relate to the
application of other prior art patents or printed publi-
cations to claims on such grounds.

The statement applying the prior art may, where
appropriate, point out that claims in the patent for
which reexamination is requested are entitled only to
the filing date of the patent and are not supported by
an earlier foreign or United States patent application
whose filing date is claimed. For example, the effec-
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tive date of some of the claims in a patent which
resulted from a continuing application under
35 U.S.C. 120 could be the filing date of the continu-
ing application since those claims were not supported
in the parent application. Therefore, intervening pat-
ents or printed publications are available as prior art.
See In re Ruscetta, 255 F.2d 687, 118 USPQ 101
(CCPA 1958), In re van Langenhoven, 458 F.2d 132,
173 USPQ 426 (CCPA 1972). See also MPEP §
201.11.

**>Typically, substantial new questions of patent-
ability in a reexamination proceeding are based on
“prior art” patents and publications. There are excep-
tions, however. For example, in In re Lonardo, 119
F.3d 960, 43 USPQ2d 1262 (Fed. Cir. 1997), the Fed-
eral Circuit upheld a nonstatutory double patenting
rejection in which the patent upon which the rejection
was based and the patent under reexamination shared
the same effective filing date. See also the discussion
as to double patenting in MPEP § 2258. Analogously,
a 35 U.S.C. 102(g)(2) rejection may be asserted in a
reexamination proceeding based on the examples
illustrated in the chart below:<
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Rejection of claims in patent with earlier
filing date over claims of patent having
later filing date- using 35 U.S.C. 102(g), in
a manner analogous to double patenting

Appln A filed 1/4/07

No Common
Assignee or
Tnventor

Inapplns A & B
suggested counts
added

for interference

FP 23.04

Rejection Under 35
U.S.C. 102(g)/103(a)
in reexamination of
A’s patent having
claims that are
obvious over
inventions that A lost
to B, that are claimed
in B’s patent
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Party B with later filing date wins the interference

Appln B filed 2/4/07
Same invention is
claimed in both

Commonly Assigned —
Different Inventive Entities
------No showing of Commen
Ovwnership at Time of Applicant’s|
Invention/No Joint Research
Exclusion under 35 U.8.C, 103(c)

Claims to B with later filing date
elected as prior invention

2200-30

Assignee
Required to
Name Prior
Invention

FP 8.27

Rejection Under
35US.C.
102(g)/103(a) in
reexamination of
A patent having
claims that are
obvious over
claims in B patent
having the later
filing date
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. EXPLANATION MUST BE COMPLETE

The mere citation of new patents or printed publica-
tions without an explanation does not comply with
37 CFR 1.510(b)(2). Requester must present an expla-
nation of how the cited patents or printed publications
are applied to all claims which requester considers to
merit reexamination. This not only sets forth the
requester’s position to the Office, but also to the
patent owner (where the patent owner is not the
requester).

Thus, for example, once the request has cited docu-
ments (patents and printed publications) and proposed
combinations of the documents as to patent claims 1-
10 (for example), the request must explain how
**>each of the proposed combinations specifically
applies to each claim that it is asserted against (i.e.,
claims 1 — 10), explaining how each document (refer-
ence) identified for the combination is used.<

Ideally, the required explanation can be provided
using an appropriately detailed claim chart that com-
pares, limitation by limitation, each claim for which
reexamination is requested with the relevant teachings
of each reference cited in the request. See the sample
request for reexamination in MPEP § 2214.

For proposed obviousness rejections, requester
must provide at least one **>basis for combining<
the cited references, and a statement of why the
claim(s) under reexamination would have been obvi-
ous over the proposed reference combination. Prefera-
bly, the requester should quote the pertinent teachings
in the reference, referencing each quote by page, col-
umn and line number and any relevant figure num-
bers. The explanation must not lump together the
proposed rejections or proposed combinations of ref-
erences.

Examples of inappropriate language:

- Claim 1 is unpatentable under 35 U.S.C. 102(b)
as being anticipated by, or in the alternative,
under 35 U.S.C. 103 as being obvious over the
Smith reference.

- Claim 1 is unpatentable under 35 U.S.C. 103 as
being obvious over Smith and/or Charles.

- Claim 2 is unpatentable under 35 U.S.C. 103 as
being obvious over Smith in view of Jones or Har-
vey. (This could however be used if both Jones and
Harvey provide a minor teaching which can be
articulated in a sentence or two.)

2200-31

- Claims 3 - 10 are unpatentable under 35 U.S.C.
103 as being obvious over Smith in view of either
Jones and Cooper or Harvey and Cooper.

- Claims 3 - 10 are unpatentable under 35 U.S.C.
103 as being obvious over Smith in view of Har-
vey, taken alone or further in view of Cooper.

Examples of appropriate language:

- Claim 1 is unpatentable under 35 U.S.C. 102(b)
as being anticipated by Smith.

- Claim 1 is unpatentable under 35 U.S.C. 103 as
being obvious over Smith.

- Claim 1 is unpatentable under 35 U.S.C. 103 as
being obvious over Charles.

- Claim 2 is unpatentable under 35 U.S.C. 103 as
being obvious over Smith in view of Jones.

- Claim 2 is unpatentable under 35 U.S.C. 103 as
being obvious over Smith in view of Harvey.

- Claims 3 - 10 are unpatentable under 35 U.S.C.
103 as being obvious over Smith in view of Jones,
and further in view of Cooper.

- Claims 3 - 10 are unpatentable under 35 U.S.C.
103 as being obvious over Smith in view of Har-
vey, and further in view of Cooper.

Any failure to provide the required explanation for
any document, combination, or claim will be identi-
fied in a “Notice of Failure to Comply with Ex Parte
Reexamination Request Filing Requirements” (see
MPEP § 2227). If a requester receives such a notice
that identifies one or more documents, combinations,
or claims for which an explanation was not given, the
requester has the option to respond by either:

(A) providing a separate explanation for each
combination, document, and claim identified in the
notice as lacking explanation; or

(B) explicitly withdrawing any document, combi-
nation, or claim for which reexamination was
requested for which there is no explanation. Obvi-
ously, once this is done, requester need not provide an
explanation for the withdrawn document, combina-
tion, or claim. Thus, for example, if the requester’s
response to the notice explicitly withdraws the request
as to claims 6-10, then the documents and their com-
binations need only be applied separately as to claims
1-5 of the patent. Likewise, if the requester’s response
to the notice explicitly withdraws the Jones patent
from the request, then no explanation is required as to
the Jones reference, and all combinations advanced in
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the request that contained Jones are deemed to be
withdrawn.

Even if the request fails to comply with one of the
above-identified requirements, the request may be
accepted if it is readily understood from the explana-
tion provided in the request as to how the cited patents
or printed publications are applied to all claims which
requester considers to merit reexamination.

Il.  AFFIDAVITS/DECLARATIONS/OTHER
WRITTEN EVIDENCE

Affidavits or declarations or other written evidence
which explain the contents or pertinent dates of prior
art patents or printed publications in more detail may
be considered in reexamination. See MPEP § 2258.

I11.  ADMISSIONS

The consideration under 35 U.S.C. 303 of a request
for ex parte reexamination is limited to prior art pat-
ents and printed publications. See Ex parte
McGaughey, 6 USPQ2d 1334, 1337 (Bd. Pat. App. &
Inter. 1988). Thus an admission, per se, may not be
the basis for establishing a substantial new question of
patentability. However, an admission by the patent
owner of record in the file or in a court record may be
utilized in combination with a patent or printed publi-
cation.

For handling of admissions during the examination
stage of a proceeding (i.e., after reexamination has
been ordered), see MPEP § 2258.

The admission can reside in the patent file (made of
record during the prosecution of the patent applica-
tion) or may be presented during the pendency of the
reexamination proceeding or in litigation. Admissions
by the patent owner as to any matter affecting patent-
ability may be utilized to determine the scope and
content of the prior art in conjunction with patents
and printed publications in a prior art rejection,
whether such admissions result from patents or
printed publications or from some other source. An
admission relating to any prior art established in the
record or in court may be used by the examiner in
combination with patents or printed publications in a
reexamination proceeding. The admission must stand
on its own. Information supplementing or further
defining the admission would be improper.
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Any admission submitted by the patent owner is
proper. A third party, however, may not submit admis-
sions of the patent owner made outside the record of
the file or the court record >, unless such admissions
were entered into a court record. If an admission made
outside the record of the file or the court record is
entered into a court record and a copy thereof is then
filed in a reexamination (as a copy of a paper filed in
the court), such paper could be admitted pursuant to
MPEP 8§ 2282; however, such would not be given
weight as an admission with respect to use in estab-
lishing a substantial new question of patentability, or
as a basis in rejecting claims.< Such a submission
would be outside the scope of reexamination.

2218 Copies of Prior Art [R-7]

It is required that a copy of each patent or printed
publication relied on or referred to in the request, be
filed with the request (37 CFR 1.510(b)(3)). If the
copy provided is not legible, or is such that its image
scanned into the Image File Wrapper system (IFW)
will not be legible, it is deemed to not have been pro-
vided. >The appropriate “Notice of Failure to Comply
with Ex Parte Reexamination Request Filing Require-
ments” (see MPEP § 2227) will identify this defect.<
An exception is color photographs and like color sub-
missions, which, if legible as presented, will be
retained in an “artifact” file and used as such. If any of
the documents are not in the English language, an
English language translation of all necessary and per-
tinent parts is also required. See MPEP § 609.04(a),
subsection Ill. An English language summary or
abstract of a non-English language document is usu-
ally not sufficient. There is no assurance that the
Office will consider the non-English language patent
or printed publication beyond the translation matter
that is submitted.

It is also helpful to include copies of the prior art
considered (via a 37 CFR 1.555 information disclo-
sure statement — separate from the listing of the pat-
ents or printed publications relied upon as raising a
substantial new question of patentability) during ear-
lier prosecution of the patent for which reexamination
is requested. The presence of both the old and the new
prior art allows a comparison to be made to determine
whether a substantial new question of patentability is
indeed present. See MPEP § 2242.
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**>As to the requirement for a copy of every patent
or printed publication relied upon or referred to in the
request, or submitted under 37 CFR 1.98, this require-
ment is not currently being enforced to require copies
of U.S. patents and U.S. patent publications; and the
requirement is deemed waived to that extent. In addi-
tion, it is not required nor is it permitted that parties
submit copies of copending reexamination proceed-
ings and applications (which copies can be mistaken
for a new request/filing); rather, submitters may pro-
vide the application/proceeding number and its status
(note that a submission that is not permitted entry will
be returned, expunged or discarded, at the sole discre-
tion of the Office). For example, where the patent for
which reexamination is requested is a continuation in
part of a parent application, the requester would notify
the Office of the application number of the parent
application and its status if the asserted substantial
new question of patentability relates to a proposed
rejection based on an intervening art and the question
of whether the claimed subject matter in the patent
has support in the parent application is relevant.<

2219 Copy of Printed Patent [R-3]

The U.S. Patent and Trademark Office will prepare
a separate file * for each reexamination request,
which will become part of the patent file. **>In<
order to provide a format which can be amended and
used for printing, requesters are required under 37
CFR 1.510(b)(4) to include a copy of the patent for
which reexamination is requested, to serve as the
specification for the reexamination proceeding. A
copy of the patent for which reexamination is
requested should be provided in a double column for-
mat. Thus, a full copy of the printed patent (including
the front page) would be used to provide the abstract,
drawings, specification, and claims of the patent
for the reexamination request and the resulting reex-
amination proceeding. A copy of any disclaimer, cer-
tificate of correction, or reexamination certificate
issued for the patent must also be included, so that a
complete history of the patent is before the Office for
consideration. A copy of any Federal Court decision,
complaint in a pending civil action, or interference
decision should also be submitted.
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2220 Certificate of Service [R-7]

If the requester is a person other than the patent
owner, the owner of the patent must be served with a
copy of the request in its entirety. The service
*>must< be made **>on the patent owner’s< corre-
spondence address as indicated in 37 CFR 1.33(c).
The third party requester must set forth on the certifi-
cate of service the name and address of the party
served and the method of service. The certificate of
service must be attached to the request submitted to
the Office. Further, the copy of the request served on
the patent owner must also include a copy of the cer-
tificate of service. If service was not possible >after a
reasonable effort to do so<, a duplicate copy of the
request papers must be supplied to the Office together
with >a cover letter including< an explanation of
what effort was made to effect service, and why that
effort was not successful. > To avoid the possibility of
the Office erroneously charging a duplicate filing fee,
requesters are strongly encouraged to clearly word the
cover letter by stating, for example, in bold print in
the heading “Duplicate Copy of Request Filed
under 37 CFR 1.510(b)(5) When Service on the
Patent Owner Was Not Possible .”<

**See MPEP § 2266.03 regarding service on the
requester and on the patent owner.

2221 Amendments Included in Request
by Patent Owner [R-3]

Under 37 CFR 1.510(e), a patent owner may
include a proposed amendment with his or her
request. Any such amendment must be in accordance
with 37 CFR 1.530(d) through (j). See MPEP § 2250
>as to the format and requirements of an amendment
in a reexamination proceeding. If an amendment is
submitted to add claims to the patent being reexam-
ined, then excess claims fees pursuant to 37 CFR
1.20(c)(3) and (c)(4) may be applicable to the presen-
tation of the added claims. See the discussion of
excess claim fees in MPEP § 2250.03<. Amendments
may also be proposed by patent owners in a statement
under 37 CFR 1.530(b) and (c) or during the actual ex
parte reexamination prosecution (37 CFR 1.550(b)).
See also MPEP § 2234 and § 2250.

The request should be decided on the wording of
the patent claims in effect at that time (without any
proposed amendments). The decision on the request
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will be made on the basis of the patent claims as
though the proposed amendment had not been pre-
sented. However, if the request for reexamination is
granted, all subsequent reexamination prosecution
and examination should be on the basis of the claims
as amended.

2222 Address of Patent Owner [R-7]

37 CFR 1.33. Correspondence respecting patent applica-
tions, reexamination proceedings, and other proceedings.

*kkkk

(c) **>All notices, official letters, and other communica-
tions for the patent owner or owners in a reexamination proceed-
ing will be directed to the correspondence address. Amendments
and other papers filed in a reexamination proceeding on behalf of
the patent owner must be signed by the patent owner, or if there is
more than one owner by all the owners, or by an attorney or agent
of record in the patent file, or by a registered attorney or agent not
of record who acts in a representative capacity under the provi-
sions of § 1.34. Double correspondence with the patent owner or
owners and the patent owner’s attorney or agent, or with more
than one attorney or agent, will not be undertaken.<

*kkkk

**>Address of Patent Owner: The correspondence
address for the patent to be reexamined, or being reex-
amined is the correct address for all notices, official
letters, and other communications for patent owners
in reexamination proceedings. See 37 CFR 1.33(c).

Representative of Patent Owner:< As a general
rule, the attorney-client relationship terminates when
the purpose for which the attorney was employed is
accomplished; e.g., the issuance of a patent to the cli-
ent. However, apart from the attorney-client relation-
ship, the Office has, by regulation, 37 CFR
10.23(c)(8), made it the responsibility of every “prac-
titioner,” by virtue of his/her registration, “to inform a
client or former client ... of correspondence received
from the Office ... when the correspondence (i) could
have a significant effect on a matter pending before
the Office, (ii) is received by the practitioner on
behalf of a client or former client, and (iii) is corre-
spondence of which a reasonable practitioner would
believe under the circumstances the client or former
client should be notified.” (Emphasis added.) This
responsibility of a practitioner to a former client man-
ifestly is not eliminated by withdrawing as an attorney
or agent of record. The practitioner if he/she so
desires, can minimize the need for forwarding corre-
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spondence concerning issued patents by having the
correspondence address changed after the patent
issues if the correspondence address is the practitio-
ner’s address, which frequently is the case where the
practitioner is the attorney or agent of record.

Further, 37 CFR 10.23(c)(8) requires a practitioner
to “timely notify the Office of an inability to notify a
client or former client of correspondence received
from the Office” (Emphasis added.) As the language
of this requirement clearly indicates, the duty to notify
the Office is a consequence, not of any attorney-client
relationship, but rather arises by virtue of the practi-
tioner’s status as a registered patent attorney or agent.

If the patent owner desires that a different attorney
or agent receive correspondence, then a new power of
attorney must be filed. **>See MPEP § 324 for estab-
lishing an assignee’s right to take action when submit-
ting a power of attorney.<

Submissions to the Office to change the correspon-
dence address or power of attorney in the record of
the patent should be addressed as follows:

Where a request for ex parte reexamination has
been filed :

Mail Stop “Ex Parte Reexam”
Attn: Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Where a request for inter partes reexamination has
been filed :

Mail Stop “Inter Partes Reexam”
Attn: Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Where no request for reexamination has been filed
and the patent is in storage:

Mail Stop Document Services

Director of the U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

It is strongly recommended that the Mail Stop
information be placed in a prominent position on the
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first page of each paper being filed utilizing a suffi- A sample form for changing correspondence
ciently large font size that will direct attention to it. address or power of attorney is set forth below.
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**>

PTO/SB/81 (07-D8)
Approved for use through 12/31/2008. OMB 0651-0035

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
/ Application Number \
POWER OF ATTORNEY il

OR Fiting Date

REVOCATION OF POWER OF ATTORNEY ;?;’f* Named Inventor
WITH A NEW POWER OF ATTORNEY e
AND Art Unit

HANGE OF CORRESPONDENCE ADDRESS | onnerame __
- Attorney Docket Number

&

| hereby revoke all previous powers of attorney given in the above-identified application.

A Power of Attorney is submitted herewith.

R
| hereby appoint Practitioner(s) associated with the following Customer
Number as my/our attorney(s) or agent(s) to prosecute the appiication
identified above, and to.transact all business in the United States Patent
and Trademark Office connected therewith:
OR
I:I 1 hereby appoint Practitioner(s) named below as my/our attorney(s) or agent(s) to prosecute the application identified above, and
to transact all business in the United States Patent and Trademark Office connected therewith:

Practitioner(s) Name Registration Number

Please recognize or change the correspondence address for the above-identified application to:

I:l The address associated with the above-mentioned Customer Number.
‘OR

l:l The address associated with Customer Number:
OR

D Firm or
Individual Name

Address

City | state | | Zin|
Country
Telephone [ Emai |

I am the:
[] Applicant/inventor.
OR
Assignee of record of the entire interest. See 37 CFR 3.71.

D Statement under 37 CFR 3.73(b) (Form PTO/SB/96) submitted herewith or filed on
SIGNATURE of Applicant or Assignee of Record

Signature Date

Name Telephone

Title and Company

NOTE: Signatures of all the inventors or assighees of record of the enfire intorest or their representative(s) are reguired. Submit multiple forms if more than one
signature is required, see below*.

D *Total of forms are submitted.

‘This collection of information is required by 37 CFR 1.31, 1.32 and 1.33. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.8.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTQ. Time will vary depending upon the individual case. Any comments on
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TG: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, call 1-800-PTQ-9199 and select option 2.

Rev. 7, July 2008 2200-36



CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached farm related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary,
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark

Office is to process and/or examine your submission related to a patent application or patent: If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a roufine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of setlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to ancther federal
agency for purposes of National Security review (35 U.S.C. 181} and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disciosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency's responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.8.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned ar in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a viclation or potential
violation of law or regulation. :

2222
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2223 Withdrawal of Attorney or Agent at least 30 days remain in any running period for
[R-7] response. See also MPEP § 402.06.
A sample form for a request by an attorney or agent
A request by an attorney or agent of record to with- ~ of record to withdraw from a patent is set forth below.
draw from a patent will normally be approved only if
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**>

Doc Code: PET.POA. WDRW

Document Description: Petition to withdraw attorney or agent (SB83) PTO/SB/E3 (04-08)
Approved for use through 12/31/2008, OMB 0851-0035
U.8. Patent and Trademark Office, U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1895, no persons are required to respond to a collection of information unless it displays a valid OMB control nurber.

Appiication Number N
REQUEST FOR WITHDRAWAL Filing Date
AS ATTORNEY OR AGENT First Named Inventor
AND CHANGE OF Art Unit
CORRESPONDENCE ADDRESS Examiner Name
\_ Attorney Docket Number VA

To: Commissioner for Patents
P.0O. Box 1450
Alexandria, VA 22313-1450
Please withdraw me as attorney or agent for the above identified patent application, and
I:I all the practitioners of record;

|:| the practitioners {with registration numbers) of record listed on the attached paper(s); or

I:_—_l the practitioners of record associated with Customer Number:

NOTE: The immediately preceding box should only be marked when the practitioners were appointed using the listed
Customer Number.

The reason(s) for this request are those described in 37 CFR :

|:| 10.40(b)} 1) |:[ 10.40(b)(2) EI 10.40(6)(3) |:| 10.40(b)(4)
|:| 10.40(c)(1)() |:l 10.40()(1)(ii) l:l 10.40(c)(1)GH) l::l 10.40(c)(1)(v)
I:l 10.40(c)(1)(v) |:| 10.40()(1)(vi) |:| 10.40(0)(2) I:I 10.40(0)(3)
I:I 10.40(c)(4) D 10.40(c)(5) I:I 10.40(c)(6) Please explain below:

Certifications

Check each box below that is factually correct. WARNING: If a box is left unchecked, the request will likely not
be approved.

1. [:l I/MWVe have given reasonable nofice to the client, prior to the expiration of the response period, that the
practitioner{s} intend to withdraw from employment.

2. | | I'We have delivered to the client or a duly authorized representative of the client all papers and property
{including funds) fo which the client is entifled. )

3. [:l I/We have notified the client of any responses that may be due and the time frame within which the
client must respond.
Please provide an explanation, if necessary:

[Page 1 of 2}
This collection of information is required by 37 GFR 1.3B. The information is required to obiain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Cenfidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the compieted application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you reguire to complete this form and/or suggestions for reducing this burden, should be sent te the Chief Information Officer, U.S. Paient
and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS

ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTQO-5199 and select option 2.
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PTO/SB/B3 (04-08)

Approved for use through 12/31/2008. OMB 0651-0035

U.S. Patent and Trademark Office, U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, ro persons are required fo respond to a caliection of information unless it displays a valid OMB contrel number.

REQUEST FOR WITHDRAWAL
_ AS ATTORNEY OR AGENT
AND CHANGE OF CORRESPONDENCE ADDRESS

Compiete the following section only when the correspondence address will change. Changes of address will only be accepted to an
inventor or an assignee that has properly made itself of record pursuant fo 37 CFR 3.71.

Change the correspondence address and direct all future cotrespondence to:

A |:|The address of the inventor or assignee associated with Customer Number:

OR
Inventor or
B. Assignee name
Address
City State Zip Country
Telephone ' Email

| am authorized to sign on behalf of myself and ali withdrawing practitioners.

Signature

‘Name Registration No.
Address

City State Zip Country
Date _ Telephone No. '

NOTE: Withdrawal is effective when approved rather than when received.

[Page 2 of 2)
This collection of informaticn is required by 37 CFR 1.36. The information is required to obtain or refain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 36 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes fo complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of fime you require to complete this form and/or suggestions for reducing this burden, shouid be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TG THIS
ADDRESS. SEND TO: Commissioner for Patents, P.0. Box 1450, Alexandria, VA 22313-1450,
If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: {1) the general autharity for the collection of this information is
35 U.S.C. 2(b}(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process andfor examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disciosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirerents of the Privacy Act of 1974, as amended, pursuant ta 5 U.S.C.
552a(m). '

5. A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the Intemational Bureau of the World
Inteliectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.8.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency's responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.5.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (j.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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2224  Correspondence [R-7]

All requests for ex parte reexamination (original
request papers) and all subsequent ex parte reexami-
nation correspondence mailed to the U.S. Patent and
Trademark Office via the U.S. Postal Service Mail,
other than correspondence to the Office of the General
Counsel pursuant to 37 CFR 1.1(a)(3) and 1.302(e),
should be addressed:

Mail Stop “Ex Parte Reexam”
Attn: Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

All such correspondence hand carried to the Office,
or submitted by delivery service (e.g., Federal
Express, DHL, etc., which are commercial mail or
delivery services) should be carried to:

Customer Service Window
Randolph Building

401 Dulany Street
Alexandria, VA 22314

Hand-carried correspondence and correspondence
submitted by delivery service should also be marked
“Mail Stop Ex Parte Reexam.” Whether the corre-
spondence is mailed via the U.S. Postal Service mail
or is hand-carried to the Office, it is strongly recom-
mended that the Mail Stop information be placed in a
prominent position on the first page of each paper
being filed utilizing a sufficiently large font size that
will direct attention to it.

A request for ex parte reexamination may not be
sent by facsimile transmission (FAX). See 37 CFR
1.6(d)(5). >This is also true for a corrected/completed
request sent in response to a notice that the original
request was not filing date compliant, since the cor-
rected/completed request stands in place of, or is a
completion of, the original request papers.< All sub-
sequent ex parte reexamination correspondence, how-
ever, may be FAXed to:

Central Reexamination Unit
(571) 273-9900.

Rev. 7, July 2008

>Effective July 9, 2007, the U.S. Patent and Trade-
mark Office began accepting requests for reexamina-
tion, and “follow-on” papers (i.e., subsequent
correspondence in reexamination proceedings) sub-
mitted via the Office’s Web-based electronic filing
system (EFS-Web). The Office has updated the
Legal Framework for EFS-Web to set forth that
requests for reexamination, and reexamination “fol-
low-on” papers are permitted to be submitted using
EFS-Web. The current version of the Legal Frame-
work for EFS-Web may be accessed at: http://
www.uspto.gov/ebc/portal/efs/legal.htm.<

After the filing of the request for ex parte reexami-
nation, any letters sent to the U.S. Patent and Trade-
mark Office relating to the resulting ex parte
reexamination proceeding should identify the pro-
ceeding by the number of the patent undergoing reex-
amination, the reexamination request control number
assigned, the art unit, and the name of the examiner.**

>The certificate of mailing and transmission proce-
dures (37 CFR 1.8) may be used to file any paper in
an ex parte reexamination proceeding, except for a
request for reexamination and a corrected/replace-
ment request for reexamination. This includes the fil-
ing of a patent owner’s statement under 37 CFR
1.530, and a requester’s reply under 37 CFR 1.535.
See MPEP 8§ 512 as to the use of the certificate of
mailing and transmission procedures. The “Express
Mail” mailing procedure (37 CFR 1.10) may be used
to file any paper in an ex parte reexamination pro-
ceeding. See MPEP § 513 as to the use of the
“Express Mail” mailing procedure. Again, the filing
of a patent owner’s statement under 37 CFR 1.530,
and a requester’s reply under 37 CFR 1.535, are
included.<

Communications from the U.S. Patent and Trade-
mark Office to the patent owner will be directed to the
** >correspondence address for the patent being reex-
amined. See< 37 CFR 1.33(c).

Amendments and other papers filed on behalf of
patent owners must be signed by the patent owners, or
the registered attorney or agent of record in the patent
file, or any registered attorney or agent acting in a rep-
resentative capacity under 37 CFR 1.34(a). See
MPEP § 2213.

Double correspondence with the patent owners and

the attorney or agent normally will not be undertaken
by the Office.
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Where no correspondence address is otherwise
specified, correspondence will be with the most recent
attorney or agent made of record by the patent owner.

Note MPEP § 2220 on certificate of service.

See MPEP § 2624 for correspondence in inter
partes reexamination proceedings.

2225 Untimely Paper Filed Prior to
Order [R-7]

After filing of a request for ex parte reexamination,
no papers directed to the merits of the reexamination
other than (A) citations of patents or printed publica-
tions under 37 CFR 1.501 or 37 CFR 1.555, (B)
another complete request under 37 CFR 1.510 or
37 CFR 1.915, or (C) natifications pursuant to MPEP
8 2282, should be filed with the Office prior to the
date of the decision on the request for reexamination.
Any papers directed to the merits of the reexamina-
tion other than those under 37 CFR 1.501, 1.555 or
1.915, or MPEP § 2282, filed prior to the decision on
the request will be returned to the sender by the Cen-
tral Reexamination Unit or Technology Center Direc-
tor without consideration. >If the papers are entered
prior to discovery of the impropriety, such papers will
be expunged from the record.< A copy of the letter
*>providing notification of< the returned papers >or
expungement< will be made of record in the patent
file. However, no copy of the returned>/expunged<
papers will be retained by the Office. If the submis-
sion of the returned>/expunged< papers is appropriate
later in the proceedings, they **>may be filed and<
accepted by the Office at that time. See Patlex Corp.
v. Mossinghoff, 771 F.2d 480, 226 USPQ 985, 989
(Fed. Cir. 1985); In re Knight, 217 USPQ 294
(Comm’r Pat. 1982) and In re Amp, 212 USPQ 826
(Comm’r Pat. 1981).

2226 Initial Processing of Request >for

Ex Parte Reexamination< [R-2]

The opening of all mail marked “*>Mail Stop Ex
Parte< Reexam,” and all initial clerical processing of
requests for reexamination, will be performed by the
reexamination preprocessing staff in the Office of
Patent Legal Administration, Central Reexamination
Unit.

2200-43

2227 Incomplete Request for Ex Parte

Reexamination [R-7]

37 CFR 1.510. Request for ex parte reexamination.

*kkkk

(c) If the request does not include the fee for requesting ex
parte reexamination required by paragraph (a) of this section and
meet all the requirements by paragraph (b) of this section, then the
person identified as requesting reexamination will be so notified
and will generally be given an opportunity to complete the request
within a specified time. Failure to comply with the notice will
result in the ex parte reexamination request not being granted a
filing date, and will result in placement of the request in the patent
file as a citation if it complies with the requirements of § 1.501.

(d) The filing date of the request for ex parte reexamination
is the date on which the request satisfies all the requirements of
this section.

*kkkk

Request papers that fail to satisfy all the require-
ments of 37 CFR 1.510(a) and (b) are incomplete and
will not be granted a filing date.

OFFICE PROCEDURE WHERE THE RE-
QUEST FAILS TO COMPLY WITH REQUIRE-
MENTS FOR A FILING DATE

A. Discovery of Non-Compliance with Filing
Date Requirement(s) Prior to Assigning a Fil-
ing Date

1.  Notice of Failure to Comply with Reexami-
nation Request Filing Requirement

The Central Reexamination Unit (CRU) Legal
Instrument Examiner (LIE) and CRU Paralegal check
the request for compliance with the reexamination fil-
ing date requirements. If it is determined that the
request fails to meet one or more of the filing date
requirements (see MPEP § 2214), the person identi-
fied as requesting reexamination will be so notified
and will be given an opportunity to complete the
requirements of the request within a specified time
(generally 30 days). Form PTOL-2077, “Notice of
Failure to Comply with Ex Parte Reexamination
Request Filing Requirements,” is used to provide the
notification for ex parte reexamination. If explanation
is needed as to a non-compliance item, the box at the
bottom of the form will be checked. An attachment
will then be completed to specifically explain why the
request does not comply. If there is a filing fee defi-
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ciency, a form, PTOL-2057, is completed and attached
to form PTOL-2077.

2. Failure to Remedy Defect(s) in “Notice of
Failure to Comply with Ex Parte Reexamina-
tion Request Filing Requirements”

If after receiving a “Notice of Failure to Comply
with Ex Parte Reexamination Request Filing Require-
ments,” the requester does not remedy the defects in
the request papers that are pointed out, then the
request papers will not be given a filing date, but
*>the assigned< control number will be *>retained<.
Examples of a failure to remedy the defect(s) in the
notice are (A) where the third party requester does not
timely respond to the notice, and (B) where requester
does respond, but the response does not cure the
defect(s) identified to requester and/or introduces a
new defect or deficiency.

If the third party requester timely responds to the
“Notice of Failure to Comply with Ex Parte Reexami-
nation Request Filing Requirements,” the CRU LIE
and CRU Paralegal will check the request, as supple-
mented by the response, for correction of all non-
compliance items identified in the notice. If any iden-
tified non-compliance item has not been corrected, a
filing date will not be assigned to the request papers.
It is to be noted that a single failure to comply with
the “Notice of Failure to Comply with Ex Parte Reex-
amination Request Filing Requirements” will ordi-
narily result in the reexamination request not being
granted a filing date. 37 CFR 1.510(c) provides that
“[f]ailure to comply with the notice may result in the
ex parte reexamination request not being granted a fil-
ing date.” Thus, absent extraordinary circumstances,
requester will be given only one opportunity to cor-
rect the non-compliance. Similarly, if the response
introduces a new defect or deficiency into the request
papers, the ex parte reexamination request will not be
granted a filing date absent extraordinary circum-
stances. **

If the request papers are not made filing-date-com-
pliant in response to the Office’s “Notice of Failure to
Comply with Ex Parte Reexamination Request Filing
Requirements,” the CRU LIE will prepare a “Notice
of Disposition of Ex Parte Reexamination Request,”
form PTOL-2079, identifying what defects have not
been corrected.

Rev. 7, July 2008

B. Non-Compliance with Filing Date Require-
ment(s) Discovered After Initial Issuance of
Notice of Reexamination Request Filing Date

1. Decision Vacating Filing Date

After a filing date and control number are assigned
to the request papers, the examiner reviews the
request to decide whether to grant or deny *>reexami-
nation<. If, in the process of reviewing the request,
the examiner notes a non-compliance item not earlier
recognized, the examiner will forward a memo to his/
her *>CRU Supervisory Patent Examiner (SPE)<
detailing any such non-compliance item(s); a “cc” of
the e-mail is provided to the Director of the CRU and
to a Senior Legal Advisor in the Office of Patent
Legal Administration (OPLA) overseeing reexamina-
tion. The *>CRU SPE< will screen the memo and
discuss the case with an appropriate OPLA Legal
Advisor. Upon confirmation of the existence of any
such non-compliant item(s), OPLA will issue a deci-
sion vacating the assigned reexamination filing date.
In OPLA’s decision, the requester will be notified of
the non-compliant item(s) and given time to correct
the non-compliance. As noted above, 37 CFR
1.510(c) provides that “[f]ailure to comply with the
notice may result in the ex parte reexamination
request not being granted a filing date.” Thus, absent
extraordinary circumstances, requester will only be
given one opportunity to correct the non-compliant
item(s) identified in the Decision Vacating Filing
Date. This category also includes instances where the
Office becomes aware of a check returned for insuffi-
cient fund or a stopped payment of a check after a fil-
ing date has been assigned, and prior to the decision
on the request for reexamination.

2. Failure to Remedy Defect in Decision Vacat-
ing Filing Date

If the third party requester does not timely respond
to the Office’s notice, the CRU LIE will so inform a
Senior Legal Advisor in the OPLA overseeing reex-
amination, and OPLA will issue a Decision Vacating
the Proceeding.

If the requester timely responds to the Decision
Vacating Filing Date, but the response fails to satisfy
all the non-compliance items identified in the decision
or introduces a new defect into the request papers, the
examiner will prepare a memo to that effect. In the
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memo, the examiner will point out why the defect(s)
have not been appropriately dealt with, and whether
the non-compliant request papers qualify as a 37 CFR
1.501 submission or not (and why). The examiner will
forward the memo to his/her *>CRU SPE<; a “cc” of
the memo is provided to the Director of the CRU and
to a Senior Legal Advisor in the OPLA overseeing
reexamination. The *>CRU SPE< will screen the
memo and discuss the case with an appropriate OPLA
Legal Advisor. Where the defects are not remedied or
a new defect has been added, OPLA will issue a Deci-
sion Vacating the Proceeding.

The Decision Vacating the Proceeding will identify
the items that do not comply with the filing date
requirements which were not rectified, or are newly
added, using the content of the examiner’s memo to
explain why the defects are present. The decision will
also point out the disposition of the request papers
(treated as a 37 CFR 1.501 submission or discarded)
and why.

2229 Notice of Request for Ex Parte
Reexamination in Official Gazette
[R-7]

Notice of filing of all complete ex parte reexamina-
tion requests will be published in the Official Gazette,
approximately 4 - 5 weeks after filing.

Both reexamination requests that have been
assigned a filing date and Director-initiated orders to
reexamine made without a request will be announced
in the Official Gazette. The reexamination preprocess-
ing staff of the Central Reexamination Unit (CRU)
will complete a form with the information needed to
print the notice. The forms are forwarded at the end of
each week to the Office of *>Data Management< for
printing in the Official Gazette.

In addition, a record of requests filed will be
located in the Patent Search Room and in the reexam-
ination preprocessing area of the CRU. Office person-
nel may use the PALM system to determine if a
request for reexamination has been filed in a particu-
lar patent. The Official Gazette notice will appear in
the notice section of the Official Gazette under the
heading of Requests for Ex Parte Reexamination
Filed and will include the name of any requestor
along with the other items set forth in 37 CFR 1.11(c).

2200-45

2230 Constructive Notice to Patent

Owner [R-2]

In some instances, it may not be possible to deliver
mail to the patent owner because no current address is
available. If all efforts to correspond with the patent
owner fail, the reexamination proceeding will proceed
without actual notice to the patent owner. The publi-
cation in the Official Gazette of (* >A<) the notice of
the filing of a request for reexamination, or (* >B<)
the >notice of the< ordering of reexamination at the
initiative of the *>Director of the Office<, will serve
as constructive notice to the patent owner in such an
instance.

2231 Processing of Request Corrections
[R-5]

**>All processing of submissions to cure an
incomplete request for ex parte reexamination (see
MPEP § 2227) is carried out in the preprocessing area
of the Central Reexamination Unit (CRU). Any such
submission should be marked “Mail Stop Ex Parte
Reexam” in the manner discussed in MPEP § 2224 so
that the submission may be promptly forwarded to the
reexamination preprocessing staff of the CRU.<

2232 Public Access [R-7]

Reexamination files are open to inspection by the
general public by way of the Public PAIR via the
USPTO Internet site. In viewing the images of the
reexamination proceedings, members of the public
will be able to view the entire content of the reexami-
nation file >with the exception of non-patent litera-
ture<. To access Public PAIR, a member of the public
would (A) go to the USPTO web site at http://
www.uspto.gov, (B) click on the “Site Index” link,
(C) click on the letter “E” in the index, (D) click on
the link to the Electronic Business Center, (E) in the
“Patents” column, click on the “? Status & View Doc-
uments” link, (F) *>select< “Patent Application Infor-
mation Retrieval” **>and select< “Control Number”
>as the type of number,< (G) enter the control number
of the reexamination proceeding in the “Enter Num-
ber” box, and (H) click on “*>Search<.”

If a copy of the reexamination file is requested, it
may be ordered from the Document Services Division
of the Office of Public Records (OPR). Orders for
such copies must indicate the control number of the
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reexamination  proceeding. Orders should be

addressed as follows:

Mail Stop Document Services

Director of the U.S. Patent & Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Requests for a copy of a request may also be sent
via e-mail to: dsd@uspto.gov, and the cost of the copy
may be charged to a credit card or deposit account.
Alternatively, a copy may be obtained from IFW via
PAIR.

To obtain a “certified copy” of a reexamination file,
a CD-ROM may be purchased from Document Ser-
vices Division of OPR.

2232.01 Determining if a Reexamination
>Request< Was Filed for a
Patent [R-7]

TO DETERMINE FROM PAIR OR PALM IF A
REEXAMINATION REQUEST HAS BEEN
FILED FOR A GIVEN PATENT NUMBER

Both the Internet and the USPTO Intranet can be
accessed to determine if a reexamination request has
been filed for a particular patent.

A. Using the Internet

- Log on to the Internet.

- Go to USPTO Website located at http:/
WWW.USpto.gov.

- Click on the “Site Index” link.

- Click on the letter “E” in the index.

- Click on the link to the Electronic Business
Center.

- Click on the “? Status & View Documents”
link.

- *>Select< “Patent Application Information
Retrieval” **>and select< “Patent Number” >as the
type of number< and enter the patent number (e.g.,
5806063 — no commas are to be inserted) in the “En-
ter Number” box.

- Click on “*>Search<.”

- Click the “Continuity Data” button.

- Scroll to “Child Continuity Data” where any
related reexamination will be listed. Ex parte reexam-
inations are identified by the unique “90” series code,

Rev. 7, July 2008

MANUAL OF PATENT EXAMINING PROCEDURE

e.g., 90/005,727. Inter partes reexaminations are
identified by the unique “95” series code, e.g., 95/
000,001.

- Clicking on the underlined (hyperlinked) reex-
amination number will reveal the “Contents” for the
reexamination file.

B.  Using the USPTO Intranet

- From the USPTO Intranet site http://ptoweb/
ptointranet/index.htm, Office personnel can click on
“PALM” and then “General Information” which
opens the PALM INTRANET General Information
Display.

- From here, enter the patent number in the box
labeled Patent #.

- Click on “Search” and when the “Patent Num-
ber Information” appears, click on “Continuity Data”
to obtain the reexamination number.

Any reexamination for the patent number will be
listed.

There will be about a ten (10) day lag between fil-
ing and data entry into the PALM database.

2233 Processing in Central Reexamina-
tion Unit and Technology Center
[R-7]

The working groups in the Central Reexamination
Unit (CRU) or Technology Centers (TCs) have desig-
nated the legal instrument examiners to act as reexam-
ination clerks, as part of their assigned duties, and
thus to perform those clerical duties and responsibili-
ties in the groups which are unique to reexamination.
The **>TC Quality Assurance Specialists (QASS) or
CRU Supervisory Patent Examiners (SPEs) and
CRUK< Paralegal Specialists have the responsibility to
oversee clerical processing and serve as a resource for
guestions.

l. FEES

Under reexamination, there are fees for the request
(37 CFR 1.20(c)(1)), for addition of claims (excess
claims fees under 37 CFR 1.20(c)(3) and (c)(4)), for
an extension of time under 37 CFR 1.550(c), and for
any appeal, brief, and oral hearing fees under 37 CFR
41.20(b). No fee is required for issue of the reexami-
nation certificate.
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Any petitions filed under 37 CFR 1.137 or 37 CFR
1.182 or 1.183 relating to a reexamination proceeding
require fees (37 CFR 1.17(f), (1) and (m)).

Small entity reductions are available to the patent
owner for the 37 CFR 1.137 petition fee, excess
claim fees, appeal, brief, and oral hearing fees. Small
entity reductions in fees are not available for the reex-
amination filing fee, extension of time fees, nor for
petition fees for petitions filed under 37 CFR 1.182
and 1.183.

When a fee is required in a merged proceeding (see
MPEP § 2283 and § 2285), only a single fee is needed
even though multiple copies of the submissions (one
for each file) are required.

1. MAILING

A transmittal form with the requester’s address will
be used to forward copies of Office actions (and any
references cited in the Office actions) to the requester.
Whenever an Office action is issued, a copy of this
form will be made and attached to a copy of the Office
action. The use of this form removes the need to
retype the requester’s address each time a mailing is
required. When the patent owner is the requester, no
such form is needed.

2234 Entry of Amendments [R-7]

37 CFR 1.121. Manner of making amendments in applica-
tions.

*kkhkk

(i) Amendments in reexamination proceedings. Any pro-
posed amendment to the description and claims in patents
involved in reexamination proceedings must be made in accor-
dance with § 1.530.

*kkkk

37 CFR 1.530. Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship change in ex parte
or inter partes reexamination.

*kkkk

(d) Making amendments in a reexamination proceeding. A
proposed amendment in an ex parte or an inter partes reexamina-
tion proceeding is made by filing a paper directing that proposed
specified changes be made to the patent specification, including
the claims, or to the drawings. An amendment paper directing that
proposed specified changes be made in a reexamination proceed-
ing may be submitted as an accompaniment to a request filed by
the patent owner in accordance with § 1.510(e), as part of a patent
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owner statement in accordance with paragraph (b) of this section,
or, where permitted, during the prosecution of the reexamination
proceeding pursuant to § 1.550(a) or § 1.937.

(1) Specification other than the claims. Changes to the
specification, other than to the claims, must be made by submis-
sion of the entire text of an added or rewritten paragraph including
markings pursuant to paragraph (f) of this section, except that an
entire paragraph may be deleted by a statement deleting the para-
graph, without presentation of the text of the paragraph. The pre-
cise point in the specification must be identified where any added
or rewritten paragraph is located. This paragraph applies whether
the amendment is submitted on paper or compact disc (see §8 1.96
and 1.825).

(2) Claims. An amendment paper must include the entire
text of each patent claim which is being proposed to be changed
by such amendment paper and of each new claim being proposed
to be added by such amendment paper. For any claim changed by
the amendment paper, a parenthetical expression “amended,”
“twice amended,” etc., should follow the claim number. Each
patent claim proposed to be changed and each proposed added
claim must include markings pursuant to paragraph (f) of this sec-
tion, except that a patent claim or proposed added claim should be
canceled by a statement canceling the claim, without presentation
of the text of the claim.

(3) Drawings. Any change to the patent drawings must be
submitted as a sketch on a separate paper showing the proposed
changes in red for approval by the examiner. Upon approval of the
changes by the examiner, only new sheets of drawings including
the changes and in compliance with § 1.84 must be filed.
Amended figures must be identified as “Amended,” and any
added figure must be identified as “New.” In the event a figure is
canceled, the figure must be surrounded by brackets and identified
as “Canceled.”

(4) The formal requirements for papers making up the
reexamination proceeding other than those set forth in this section
are set out in § 1.52.

(e) Status of claims and support for claim changes. When-
ever there is an amendment to the claims pursuant to paragraph
(d) of this section, there must also be supplied, on pages separate
from the pages containing the changes, the status (i.e., pending or
canceled), as of the date of the amendment, of all patent claims
and of all added claims, and an explanation of the support in the
disclosure of the patent for the changes to the claims made by the
amendment paper.

(f) Changes shown by markings. Any changes relative to the
patent being reexamined which are made to the specification,
including the claims, must include the following markings:

(1) The matter to be omitted by the reexamination pro-
ceeding must be enclosed in brackets; and

(2) The matter to be added by the reexamination proceed-
ing must be underlined.

(9) Numbering of patent claims preserved. Patent claims
may not be renumbered. The numbering of any claims added in
the reexamination proceeding must follow the number of the high-
est numbered patent claim.

(h) Amendment of disclosure may be required. The disclo-
sure must be amended, when required by the Office, to correct
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inaccuracies of description and definition, and to secure substan-
tial correspondence between the claims, the remainder of the spec-
ification, and the drawings.

(i) Amendments made relative to patent. All amendments
must be made relative to the patent specification, including the
claims, and drawings, which are in effect as of the date of filing
the request for reexamination.

(i) No enlargement of claim scope. No amendment may
enlarge the scope of the claims of the patent or introduce new mat-
ter. No amendment may be proposed for entry in an expired
patent. Moreover, no amendment, other than the cancellation of
claims, will be incorporated into the patent by a certificate issued
after the expiration of the patent.

(k) **>Amendments not effective until certificate. Although
the Office actions will treat proposed amendments as though they
have been entered, the proposed amendments will not be effective
until the reexamination certificate is issued and published.<

*kkkk

Amendments which comply with 37 CFR 1.530(d)
through (j) (and are formally presented pursuant to 37
CFR 1.52(a) and (b), and contain all fees required by
37 CFR 1.20(c)) are entered in the reexamination file.

For an IFW reexamination file, the amendment will
be entered as follows:

(A) The amendment paper is designated by con-
secutive letters of the alphabet (A, B, C, etc.);

(B) Each entry in the amendment paper will be
blocked by two lines, and given a successive number
(for amendment A, the numbers would be Al, A2,
A3, etc);

(C) A copy of the claims filed with the request
(which should be the copy in the printed patent) and
the patent pages containing paragraphs being revised
will be printed from the IFW file history;

(D) A line will be drawn through any claim(s) or
paragraph(s) amended with the substituted copy being
indicated by the reference letter and number (e.g., Al,
A2, A3) of the amendment paper;

(E) Canceled claim(s) or paragraph(s) which are
part of the patent are surrounded by brackets (i.e., a
bracket placed at the beginning and end of each can-
celed claim or paragraph of the patent). They are not
lined through;

(F) The marked up copy of the claims filed with
the request and the patent pages containing para-
graphs being revised are scanned into the IFW file
history;

(G) The marked up amendment document is
scanned into the IFW file history.
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** Patent claims must not be renumbered, and the
numbering of the claims added during reexamination
must follow the number of the highest numbered
patent claim.

ALL amendments in reexamination proceedings,
including examiner’s amendments made at the time
when the Notice of Intent to Issue Ex Parte Reexami-
nation Certificate (NIRC) is prepared (37 CFR
1.121(g) does not apply in reexamination proceed-
ings), must be presented in the form of a full copy of
the text of each claim which is amended and each
paragraph of the description which is amended. In
other words, the entire claim or paragraph must be
presented for any amendment of the claim or para-
graph.

If a portion of the text is amended more than once,
each amendment should indicate ALL of the changes
(insertions and deletions) in relation to the current text
of the patent under reexamination.

Although amendments will be entered for purposes
of examination, the amendments are not legally effec-
tive until the reexamination certificate is issued >and
published<.

See MPEP § 2250 for manner of making amend-
ments by patent owner and for examples of proper
claim amendment format. For clerical handling of
amendments, see MPEP § 2270. See also MPEP
8 2221 for amendments included in the request by the
patent owner. For entry of amendments in a merged
proceeding, see MPEP § 2283 and § 2285.

2235 Record Systems [R-7]

PALM — MONITORING SYSTEMS

The Patent Application Locating and Monitoring
(PALM) system is used to support the reexamination
process. The sections below delineate PALM related
activities.

(A) Reexamination File Data on PALM — The
routine PALM retrieval transactions are used to obtain
data on reexamination files. From the USPTO Intranet
site http://ptoweb/ptointranet/index.htm, Office staff
can click on “PALM” and then “General Information”
which opens the PALM INTRANET General Infor-
mation Display. From here, enter the patent number in
the box labeled Patent #. Then click on “Search” and
when the “Patent Number Information” appears, click
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on “Continuity Data” to obtain the reexamination
number.

(B) Reexamination e-File — The papers of a
reexamination proceeding may be viewed on IFW.
PALM provides information for the reexamination
proceeding as to the patent owner and requester, con-
tents, status, and related Office proceedings (applica-
tions, patents and reexamination proceedings). Some
of the data entry for reexamination in PALM is differ-
ent from that of a regular patent application. There are
also differences in the status codes — all reexamination
proceedings have status codes in the “400” range
(there are some in the “800” range for some inter
partes documents and actions), while patent applica-
tions have status codes ranging from “020” to over
“100.”

(C) Patent File Location Control for Patents Not
Available on IFW, i.e., Available Only in Paper File
— The movement of paper patent files related to
requests for reexamination throughout the Office is
monitored by the PALM system in the normal fashion.
The patent file will be charged to the examiner
assigned the reexamination file and will be kept in the
examiner’s office until the proceeding is concluded.
After the reexamination proceeding has been con-
cluded, the patent file should be forwarded with the
reexamination file to the Office of Patent Legal
Administration for review (see MPEP § 2289) and
then to the Office of *>Data Management<. The
Office of *>Data Management< will forward the
patent file to the Record Room after printing of the
certificate.

(D) Reporting Events to PALM — The PALM
system is used to monitor major events that take place
in processing reexamination proceedings. During ini-
tial processing all major pre-ex parte examination
events are reported. During the ex parte phase, the
mailing of examiner’s actions are reported as well as
owner’s responses thereto. The reexamination clerk is
responsible for reporting these events using the reex-
amination icon and window initiated in the PALM
EXPO program. The events that will be reported are
as follows:

(1) Determination Mailed — Denial of request
for reexamination.

(2) Determination Mailed — Grant of request
for reexamination.
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(3) Petition for reconsideration of determina-
tion received.

(4) Decision on petition mailed — Denied.
(5) Decision on petition mailed — Granted.

(6) Owner response to determination (owner’s
statement) received.

(7) Requester response to
(requester’s reply) received.

(8) The mailing of all examiner actions.

(9) The receipt of owner’s responses to exam-
iner’s actions and Office receipt date.

Each of these events, as well as additional events
reported by the Reexamination Preprocessing Unit
will be permanently recorded and displayed in the
“Contents” portion of PALM. In addition, status rep-
resentative of these events will also be displayed.

(E) Status Reports — Various weekly “tickler”
reports can be generated for each area given the event
reporting discussed above. The primary purpose of
these computer outputs is to assure that reexamina-
tions are, in fact, processed with *“special dispatch.”

(1) PALM Reports — A number of automated
reports generated from the PALM system are pro-
vided to the TCs at the beginning of each week. These
reports serve to indicate to the TCs when certain
deadlines are approaching. Each report is subdivided
by working group and lists the requests in control
number sequence. The following reports have been
identified.

(2) Requests Not Yet Received in CRU — This
report serves to indicate to the CRU those requests
assigned to it for which preprocessing has not been
completed and which have not yet been received in
the TC. This report provides an indicator of future
workload as well as identifying potential, problem
stragglers.

(3) Requests Not Yet Assigned to an Examiner
— This report serves to highlight those requests
which have not been assigned to an examiner by the
6th week since their filing. Requests appearing on this
report should be located and docketed immediately.

(4) Requests Which Should Be Taken Up for
Determination — This report lists those requests
which have been assigned to an examiner and in
which no determination has been mailed and the 6th
week since their filing is past. Requests on this report
should be taken up for determination by the examiner.

determination
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(5) Requests for Which Determinations Should
be Prepared — This report lists those requests
which have been assigned to an examiner and in
which no determination has been mailed and the 2nd
month since their filing is past. Determinations for
requests on this report should be in the final stages of
preparation.

(6) *Requests for Which Determinations
Should Have Been Mailed — This report lists those
requests which have been assigned to an examiner
and in which no determination has been mailed and
the 10th week since their filing is past. Determina-
tions for requests on this report should be mailed
immediately.

(7) *Overdue Determinations — This report
lists those requests in which no determination has
been mailed and the 3rd month since their filing is
past. This report should always be zero.

(8) Overdue Petitions for Reconsideration of a
Denial — This report lists those requests in which the
determination denied reexamination and no petition
has been received and 6 weeks have passed since the
determination was mailed. Reexamination proceed-
ings on this report should be concluded.

(9) Overdue Owner Responses to Determina-
tions — This report lists those requests in which the
determination ordered reexamination and the owner
has not filed a response and 10 weeks have passed
since the mailing of the determination. These requests
should be taken up for immediate ex parte action by
the examiner.

(10) Overdue Requester Responses to State-
ments — This report lists those requests in which a
proper OWNER statement was received and NO
requester reply has been received and 10 weeks have
passed since the receipt of the owner response. These
requests should be taken up for immediate action.

(11) *Overdue First Ex Parte Actions — This
report lists those requests in which reexamination has
been ordered and a first action has not been mailed
and 6 weeks have passed since the request became
available for ex parte prosecution. These requests
should be taken up for immediate action by the exam-
iner.

(12) *Overdue Action or Examiner’s Answer —
This report lists those reexaminations which are up
for second or subsequent action by the examiner and
no such action has been mailed and 2 months have
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passed since the filing of an owner response to a pre-
vious action.

(13) *Overdue Advisory Action — This report
lists those reexaminations which are up for action by
the examiner and no such action has been mailed and
1 month has passed since the filing of an owner
response to a previous final action.

(14) *Overdue Owner Response — This report
lists those requests in which there has been an action
rendered and 4 months have passed without an owner
response.

(15) *Overdue Certificates — This report lists
those requests in which a Notice of Intent to Issue Ex
Parte Reexamination Certificate has been mailed and
3 months have passed since its mailing and no issue
date has been assigned.

(16) *Requests With Prolonged Prosecution —
This report lists pending requests which have not
matured into a certificate and 15 months have passed
since the date of filing.

*Asterisk items require immediate action and fol-
low-up, if appropriate.

2236  Assignment of Reexamination [R-7]

Reexamination requests should normally be
assigned to the Central Reexamination Unit (CRU) art
unit which examines the technology (Chemical, Elec-
trical, Mechanical, etc.) in which the patent to be
reexamined is currently classified as an original. In
that art unit, the **>CRU Supervisory Patent Exam-
iner (SPE)< will assign the reexamination request to a
primary examiner, other than the examiner who origi-
nally examined the patent application (see “Examiner
Assignment Policy” below), who is most familiar
with the claimed subject matter of the patent. **>In
an extremely rare situation, where a proceeding is still
in a Technology Center (TC) rather than the CRUK<,
the reexamination may be assigned to an assistant
examiner >if no knowledgeable primary examiner is
available<. In such an instance a primary examiner
must sign all actions and take responsibility for all
actions taken.

. EXAMINER ASSIGNMENT POLICY

It is the policy of the Office that the * CRU
*>SPE< will assign the reexamination request to an
examiner different from the examiner(s) who exam-
ined the patent application. Thus, under normal cir-
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cumstances, the reexamination request will not be
assigned to a primary examiner or assistant examiner
who was involved in any part of the examination of
the patent for which reexamination is requested (e.g.,
by preparing/signing an action), or was so involved in
the examination of the parent of the patent. This
would preclude assignment of the request to an exam-
iner who was a conferee in an appeal conference or
panel review conference in an earlier concluded
examination of the patent (e.g., the application for
patent, a reissue, or a prior concluded reexamination
proceeding). The conferee is considered to have par-
ticipated in preparing the Office action which is pre-
ceded by the conference.

Exceptions to this general policy include cases
where the original examiner is the only examiner with
adequate knowledge of the relevant technology to
examine the case. In the unusual case where there is a
need to assign the request to the original examiner, the
assignment must be approved by the CRU Director,
and the fact that such approval was given by the CRU
Director must be stated by the examiner in the deci-
sion on the request for reexamination.

It should be noted that while an examiner who
examined an earlier concluded reexamination pro-
ceeding is generally excluded from assignment of a
newly filed reexamination, if the earlier reexamina-
tion is still ongoing, the same examiner will be
assigned the new reexamination.

Copending reissue and reexamination proceedings:

(A) When a reissue application is pending for a
patent, and a reexamination request is filed for the
same patent, the reexamination request is generally
assigned to an examiner who did not examine the
original patent application even though the examiner
who examined the patent application is handling the
reissue application. If the reexamination request is
granted and the reissue and reexamination proceed-
ings are later merged (see MPEP § 2285), the merged
proceeding will be handled (upon return of the files
from the Office of Patent Legal Administration
(OPLA)) by the TC examiner who is handling the
reissue application. However, if that examiner was
involved in any part of the examination of the patent
for which reexamination is requested (e.g., by prepar-
ing/signing an action), or was so involved in the
examination of the parent application of the patent, a
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different TC examiner will be assigned. *>In this
instance<, the reissue application would be trans-
ferred (reassigned) from the originally assigned exam-
iner.

(B) When a reexamination proceeding is pending
for a patent, and a reissue application is filed for the
same patent:

(1) Where reexamination has already been
ordered (granted) in the reexamination proceeding,
OPLA should be notified as promptly as possible after
the reissue application reaches the TC, that the pro-
ceedings are ready for consideration of merger. If any
of the reexamination file, the reissue application, and
the patent file are paper files, they should be hand
delivered to OPLA at the time of the notification to
OPLA. If the reissue and reexamination proceedings
are merged by OPLA, the reissue application will
generally be assigned in the TC having the reissue
(upon return of the files from OPLA) to the TC exam-
iner who would ordinarily handle the reissue applica-
tion. However, if that examiner was involved in any
part of the examination of patent for which reexami-
nation is requested (e.g., by preparing/signing an
action), or was so involved in the examination of the
parent application of the patent, a different TC exam-
iner will be assigned. If the reissue and reexamination
proceedings are not merged by OPLA, the decision
will provide guidance as to assignment of the reissue
proceeding depending on the individual fact situation.

(2) If reexamination has not yet been ordered
(granted) in the reexamination proceeding, the **>TC
Quality Assurance Specialist (QAS)< will ensure that
the reissue application is not assigned nor acted on,
and the decision on the reexamination request will be
made. If reexamination is denied, the reexamination
proceeding will be concluded pursuant to MPEP §
2294, and the reissue application assigned in accor-
dance with MPEP § 1440. If reexamination is granted,
the **>TC QAS< will await the filing of any state-
ment under 37 CFR 1.530 and any reply under 37
CFR 1.535, or the expiration of the time for same (see
MPEP § 2249 — § 2251), and then the OPLA should
be promptly notified that the proceedings are ready
for consideration of merger. If any of the reexamina-
tion file, the reissue application, and the patent file are
paper files, they should be hand delivered to OPLA at
the time of the notification to OPLA. If the reissue
and reexamination proceedings are merged by OPLA,
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the reissue application will generally be assigned in
the TC having the reissue (upon return of the files
from OPLA) to the TC examiner who ordinarily han-
dle the reissue application. However, if that examiner
was involved in any part of the examination of the
patent for which reexamination is requested (e.g., by
preparing/signing an action), or was so involved in the
examination of the parent application of the patent, a
different TC examiner will be assigned. If the reissue
and reexamination proceedings are not merged by
OPLA, the decision will provide guidance as to
assignment of the reissue proceeding depending on
the individual fact situation.

II. CONSEQUENCES OF INADVERTENT
ASSIGNMENT TO AN “ORIGINAL EX-
AMINER”

Should a reexamination be inadvertently assigned
to an “original examiner” (in a situation where the TC
or CRU Director’s approval is not stated in the deci-
sion on the request), the patent owner or the third
party requester who objects must promptly file a
paper alerting the Office of this fact. Any request
challenging the assignment of an examiner to the case
must be made within two months of the first Office
action or other Office communication indicating the
examiner assignment, or reassignment will not be
considered. Reassignment of the reexamination to a
different examiner will be addressed on a case-by-
case basis. In no event will the assignment to the orig-
inal examiner, by itself, be grounds for vacating any
Office decision(s) or action(s) and “restarting” the
reexamination.

A situation may arise where a party timely (i.e.,
within the two months noted above) files a paper
alerting the Office to the assignment of a reexamina-
tion to the “original examiner,” but that paper does not
have a right of entry under the rules. An example of
this is where a third party requester becomes aware of
the assignment to the “original examiner” via that
examiner signing the order for reexamination, and the
patent owner does not file a statement under 37 CFR
1.530. In that situation, the third party requester can-
not file a reply under 37 CFR 1.535, and thus has no
way to present the paper directed to the examiner
assignment (no right of entry under the rules). In situ-
ations where a paper directed to the examiner assign-
ment has no right of entry under the rules, the Office
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may waive the rules to the extent that the paper
directed to the examiner assignment will be entered
and considered.

2237 Transfer Procedure [R-7]

Although the number of reexamination requests
which must be transferred should be very small, the
following procedures have been established for an
expeditious resolution of any such problems.

A reexamination request is normally assigned >to<
a Central Reexamination Unit (CRU) art unit which
examines the technology (Chemical, Electrical,
Mechanical, etc.) in which the patent to be reexam-
ined is currently classified as an original. If the CRU
**>Supervisory Patent Examiner (SPE)< (to whose
art unit the reexamination has been assigned) believes
that the reexamination should be assigned to another
art unit, he or she must obtain the consent of the CRU
*>SPE< of the art unit to which a transfer is desired.
Pursuant to 35 U.S.C. 305, all ex parte reexamination
proceedings must be conducted with special dispatch
within the Office. This applies to the transfer of reex-
amination proceedings. Accordingly, the CRU
*>SPE< to whose art unit the reexamination has been
assigned should expeditiously make any request for
transfer of a reexamination proceeding ** to the CRU
*>SPE< of the art unit to which a transfer is desired
(the “new” art unit). Further, the *>SPE< to whose art
unit the reexamination has been assigned should
hand-carry any paper patent file for the reexamination
proceeding to the CRU *>SPE< of the art unit to
which a transfer is desired. Any conflict which cannot
be resolved by the *>SPEs< will be resolved by the
CRU Director.

If the “new” art unit accepts assignment of the reex-
amination request, the “new” CRU *>SPE< assigns
the request to an examiner in that unit.

2238 Time Reporting [R-7]

**>Reexamination fees are based on full cost
recovery, and it is essential that all time expended on
reexamination activities be reported accurately. Thus,
all USPTO personnel should report all time spent on
reexamination on their individual Time and Atten-
dance Reports. Even activities such as supervision,
copying, typing, and docketing should be included.<
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2239 Reexamination Ordered at the Di-
rector’s Initiative [R-7]

37 CFR 1.520. Ex parte reexamination at the initiative of
the Director.

The Director, at any time during the period of enforceability of
a patent, may determine whether or not a substantial new question
of patentability is raised by patents or printed publications which
have been discovered by the Director or which have been brought
to the Director’s attention, even though no request for reexamina-
tion has been filed in accordance with § 1.510 or § 1.913. The
Director may initiate ex parte reexamination without a request for
reexamination pursuant to § 1.510 or § 1.913. Normally requests
from outside the Office that the Director undertake reexamination
on his own initiative will not be considered. Any determination to
initiate ex parte reexamination under this section will become a
part of the official file of the patent and will be mailed to the
patent owner at the address as provided for in § 1.33(c).

The Director of the USPTO may initiate reexamina-
tion without a request being filed and without a fee
being paid. Such reexamination may be ordered at any
time during the period of enforceability of the patent.

A decision to order reexamination at the Director’s
initiative is, however, rare. Only in compelling cir-
cumstances, after a review of all the facts concerning
the patent, would such a decision be made. Authority
to order reexamination at the Director’s initiative has
been delegated to the Deputy Commissioner for
Patent Examination Policy. A decision to order reex-
amination at the Director’s initiative may also be
made by the Director of the USPTO, the Deputy
Director or the Commissioner for Patents.

If an Office employee becomes aware of an unusual
fact situation in a patent which he or she considers to
clearly warrant reexamination, a memorandum setting
forth these facts (including a proposed rejection of all
appropriate claims) along with the patent file (paper
or electronic) and any prior art patents or printed pub-
lications should be forwarded to the Office of Patent
Legal Administration (OPLA) through the Central
Reexamination Unit (CRU) or Technology Center
(TC) supervisory chain of command. A disk having
the memorandum in electronic format should be
included with a paper copy of the memorandum.

If an order to reexamine is to be issued, the decision
is prepared in the OPLA. The decision is signed by
the Deputy Commissioner for Patent Examination
Policy and mailed by the **>CRU<. The patent file is
then forwarded to the CRU reexamination preprocess-
ing staff for preparation of a reexamination file and
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Official Gazette notice. Examination and prosecution
will then proceed without further communication with
anyone but the patent owner.

If the Deputy Commissioner for Patent Examina-
tion Policy refuses to issue an order for reexamina-
tion, no record of any consideration of the matter will
be maintained in the patent file or anywhere else in
the Office, and the patent owner will not be notified.

The Director of the USPTO will not normally con-
sider requests to order reexamination at the Director’s
initiative received from members of the public. If a
member of the public desires reexamination of a
patent, a request and fee should be filed in accordance
with 37 CFR 1.510 or 37 CFR 1.915.

2240 Decision on Request [R-7]

35 U.S.C. 303. Determination of issue by Director.

(a) Within three months following the filing of a request for
reexamination under the provisions of section 302 of this title, the
Director will determine whether a substantial new question of pat-
entability affecting any claim of the patent concerned is raised by
the request, with or without consideration of other patents or
printed publications. On his own initiative, and any time, the
Director may determine whether a substantial new question of
patentability is raised by patents and publications discovered by
him or cited under the provisions of section 301 of this title. The
existence of a substantial new question of patentability is not pre-
cluded by the fact that a patent or printed publication was previ-
ously cited by or to the Office or considered by the Office.

(b) A record of the Director’s determination under subsec-
tion (a) of this section will be placed in the official file of the
patent, and a copy promptly will be given or mailed to the owner
of record of the patent and to the person requesting reexamination,
if any.

(c) A determination by the Director pursuant to subsection
(a) of this section that no substantial new question of patentability
has been raised will be final and nonappealable. Upon such a
determination, the Director may refund a portion of the reexami-
nation fee required under section 302 of this title.

37 CFR 1.515. Determination of the request for ex parte
reexamination.

(a) Within three months following the filing date of a request
for an ex parte reexamination, an examiner will consider the
request and determine whether or not a substantial new question
of patentability affecting any claim of the patent is raised by the
request and the prior art cited therein, with or without consider-
ation of other patents or printed publications. The examiner’s
determination will be based on the claims in effect at the time of
the determination, will become a part of the official file of the
patent, and will be mailed to the patent owner at the address as
provided for in § 1.33(c) and to the person requesting reexamina-
tion.
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(b) Where no substantial new question of patentability has
been found, a refund of a portion of the fee for requesting ex parte
reexamination will be made to the requester in accordance with §
1.26(c).

(c) The requester may seek review by a petition to the Direc-
tor under § 1.181 within one month of the mailing date of the
examiner’s determination refusing ex parte reexamination. Any
such petition must comply with § 1.181(b). If no petition is timely
filed or if the decision on petition affirms that no substantial new
question of patentability has been raised, the determination shall
be final and nonappealable.

Before making a determination on the request for
reexamination, the examiner must request a litigation
* search by the Scientific and Technical Information
Center (STIC) to check if the patent has been, or is,
involved in litigation. The “Litigation Review” box
on the reexamination IFW file jacket form should be
completed to indicate that the review was conducted
and the results thereof. A copy of the STIC search and
the reexamination file jacket form are scanned into
the IFW reexamination file history. In the rare
instance where the record of the reexamination pro-
ceeding or the STIC search indicates that additional
information is desirable, guidance as to making an
additional litigation search may be obtained from the
library of the Office of the Solicitor. If the patent is or
was involved in litigation, and a paper referring to the
court proceeding has been filed, reference to the paper
by number should be made in the “Litigation Review”
box on the reexamination IFW file jacket form as, for
example, “litigation; see paper filed 7-14-2005. If a
litigation records search is already noted on the file,
the examiner need not repeat or update it.

If litigation has concluded or is taking place in the
patent on which a request for reexamination has been
filed, the request must be promptly brought to the
attention of the Central Reexamination Unit (CRU)
**>Supervisory Patent Examiner (SPE)<, who should
review the decision on the request and any examiner’s
action to ensure that it conforms to the current Office
litigation policy and guidelines. See MPEP § 2286.

35 U.S.C. 303 requires that within 3 months fol-
lowing the filing of a request for reexamination, the
Director of the USPTO will determine whether or not
the request raises a “substantial new question of pat-
entability” affecting any claim of the patent of which
reexamination is desired. See also MPEP § 2241.
Such a determination may be made with or without
consideration of other patents or printed publications
in addition to those cited in the request. No input from
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the patent owner is considered prior to the determina-
tion, unless the patent owner filed the request. See
Patlex Corp. v. Mossinghoff, 771 F.2d 480, 226 USPQ
985 (Fed. Cir. 1985).

The patent claims in effect at the time of the deter-
mination will be the basis for deciding whether a sub-
stantial new question of patentability has been raised.
37 CFR 1.515(a). Amendments which (1) have been
presented with the request if by the patent owner,
(2) have been filed in a pending reexamination pro-
ceeding in which the certificate has not been issued,
or (3) have been submitted in a reissue application on
which no reissue patent has been issued, will not be
considered or commented upon when deciding
requests.

The decision on the request for reexamination has
as its object either the granting or denial of an order
for reexamination. This decision is based on whether
or not “a substantial new question of patentability” is
found. A * determination as to >patentability/<unpat-
entability of the claims is not made in the decision
>on the request<; >rather,< this determination will be
made during the examination stage of the reexamina-
tion proceedings >if reexamination is ordered<.
Accordingly, no prima facie case of unpatentability
need be found to grant an order for reexamination. If a
decision to deny an order for reexamination is made,
the requester may seek review by a petition under
CFR 1.181. See 37 CFR 1.515(c). >It should be noted
that a decision to deny the request for reexamination
is equivalent to a final holding (subject only to a peti-
tion pursuant to 37 CFR 1.515(c) for review of the
denial) that the request failed to raise a substantial
new question of patentability based on the cited art
(patents and printed publications).<

It is only necessary to establish that a substantial
new question of patentability exists as to one of the
patent claims in order to grant reexamination. The
Office’s determination in both the order for reexami-
nation and the examination stage of the reexamination
will generally be limited solely to a review of the
claim(s) for which reexamination was requested. If
the requester was interested in having all of the claims
reexamined, requester had the opportunity to include
them in its request for reexamination. However, if the
requester chose not to do so, those claim(s) for which
reexamination was not requested will generally not be
reexamined by the Office. It is further noted that 35
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U.S.C. 302 requires that “[t]he request must set forth
the pertinency and manner of applying cited prior art
to every claim for which reexamination is requested.”
If the requester fails to apply the art to certain claims,
then the requester is not statutorily entitled to reexam-
ination of such claims. If a *>requester chooses not to
request reexamination for a claim, and thus< fails to
set forth the pertinency and manner of applying the
cited art to *>that< claim ** as required by 37 CFR
1.510(b), that claim will generally not be reexamined.
The decision to reexamine any claim for which reex-
amination has not been requested lies within the sole
discretion of the Office, to be exercised based on the
individual facts and situation of each individual case.
If the Office chooses to reexamine any claim for
which reexamination has not been requested, it is per-
mitted to do so. In addition, the Office may always
initiate a reexamination on its own initiative of the
non-requested claim (35 U.S.C. 303(a)). See Sony
Computer Entertainment America Inc. v. Dudas,
**>85 USPQ2d 1594 (E.D. Va 2006). It is to be noted
that if a request fails to set forth the pertinency and
manner of applying the cited art to any claim for
which reexamination is requested as required by 37
CFR 1.510(b), a filing date will not be awarded to the
request. See MPEP § 2217 and § 2227.<

One instance where reexamination was carried out
only for the claims requested occurred in reexamina-
tion control numbers 95/000,093 and 95/000,094,
where reexamination was requested for patent claims
which were being litigated, but not for claims which
were not being litigated. In that instance, the entirety
of the reexamination was limited to the claims which
were being litigated, for which reexamination was
requested. The Office’s authority to carry out reexam-
ination only for the claims for which reexamination
was requested in reexamination control numbers 95/
000,093 and 95/000,094 was confirmed by the court
in Sony, supra. See also MPEP § 2242 for the situa-
tion where there was a prior final federal court deci-
sion as to the invalidity/unenforceability of some of
the claims, as another example of non-examination of
some of the patent claims in a reexamination proceed-

ing.
The decision on the request for reexamination
should discuss all of the patent claims requested for

reexaminaton. The examiner should limit the discus-
sion of those claims in the order for reexamination as
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to whether a substantial new question of patentability
has been raised. The examiner SHOULD NOT reject
claims in the order for reexamination. Rather, any
rejection of the claims will be made in the first Office
action (on the patentability of the claims) that is
issued after the expiration of the time for submitting
any patent owner statement and requester reply that
follow the examiner’s order.

The examiner should indicate, insofar as possible,
his or her initial position on all the issues identified in
the request or by the requester so that comment
thereon may be received in the patent owner’s state-
ment and in the requester’s reply.

The Director of the USPTO has the authority to
order reexamination only for a request which raise a
substantial new question of patentability. The substan-
tial new question of patentability requirement protects
patentees from having to respond to, or participate in
unjustified reexaminations. Patlex Corp. v. Mossing-
hoff, 771 F.2d 480, 226 USPQ 985 (Fed. Cir. 1985).

. REQUEST FOR REEXAMINATION OF
THE PATENT AFTER REISSUE OF THE
PATENT

Where a request for reexamination is filed on a
patent after a reissue patent for that patent has already
issued, reexamination will be denied, because the
patent on which the request for reexamination is
based has been surrendered. Should reexamination of
the reissued patent be desired, a new request for reex-
amination, including and based on the specification
and the claims of the reissue patent, must be filed.
Where the reissue patent issues after the filing of a
request for reexamination, see MPEP § 2285.

II. SECOND OR SUBSEQUENT REQUEST
FILED DURING REEXAMINATION

If a second or subsequent request for ex parte reex-
amination is filed (by any party) while a first ex parte
reexamination is pending, the presence of a substan-
tial new question of patentability depends on the prior
art (patents and printed publications) cited by the sec-
ond or subsequent requester. If the requester includes
in the second or subsequent request prior art which
raised a substantial new question in the pending reex-
amination, reexamination should be ordered only if
the prior art cited raises a substantial new question of
patentability which is different from that raised in the
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pending reexamination proceeding. If the prior art
cited raises the same substantial new question of pat-
entability as that raised in the pending reexamination
proceedings, the second or subsequent request should
be denied.

Where the request raises a different substantial new
question of patentability as to some patent claims, but
not as to others, the request would be granted in part;
see the order issued in reexamination control number
90/007,843 and 90/007,844.

The second or subsequent request for reexamina-
tion may *>provide information raising< a substantial
new question of patentability with respect to any new
or amended claim which has been proposed under 37
CFR 1.530(d) in the first (or prior) pending reexami-
nation proceeding. **>However, in order for the sec-
ond or subsequent request for reexamination to be
granted, the second or subsequent requester must
independently provide a substantial new question of
patentability which is different from that raised in
the pending reexamination for the claims in effect at
the time of the determination. The decision on the
second or subsequent request is thus based on the
claims in effect at the time of the determination (37
CFR 1.515(a)). If a “different” substantial new ques-
tion of patentability is not provided by the second or
subsequent request for the claims in effect at the time
of the determination, the second or subsequent request
for reexamination must be denied since the Office is
only authorized by statute to grant a reexamination
proceeding based on a substantial new question of
patentability “affecting any claim of the patent.” See
35 U.S.C. 303. Accordingly, there must be at least one
substantial new question of patentability established
for the existing claims in the patent in order to grant
reexamination.

Once the second or subsequent request has pro-
vided a “different” substantial new question of patent-
ability based on the claims in effect at the time of the
determination, the second or subsequent request for
reexamination may also provide information<
directed to any proposed new or amended claim in the
pending reexamination, to permit examination of the
entire patent package. *>The information directed to a
proposed new or amended claim in the pending reex-
amination is addressed during the later filed reexami-
nation (where a substantial new question of
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patentability is raised in the later filed request for
reexamination for the existing claims in the patent), in
order to permit examination of the entire patent pack-
age. When a proper basis for the second or subsequent
request for reexamination is established, it< would be
a waste of resources to prevent addressing the pro-
posed new or amended claims, by requiring parties to
wait until the certificate issues for the proposed new
or amended claims, and only then to file a new reex-
amination request challenging the claims as revised
via the certificate. This also prevents a patent owner
from simply amending all the claims in some nominal
fashion to preclude a subsequent reexamination
request during the pendency of the reexamination pro-
ceeding.

In certain situations, after a grant of a second or
subsequent request for ex parte reexamination, where
(A) the patent owner files a petition under 37 CFR
1.182 as part of the statement or as the statement, and
(B) it appears clear that the second or subsequent
request was filed for purposes of harassment of the
patent owner, if the petition is granted, prosecution on
the second or subsequent reexamination would be
suspended. Merger of such a second or subsequent
request with the already pending reexamination pro-
ceeding(s) would unduly prolong the conclusion of
the pending reexamination and be inconsistent with
the requirement that reexamination proceeding be
conducted with special dispatch.

If the second or subsequent requester does not
include the prior art which raised a substantial new
question of patentability in the pending reexamina-
tion, reexamination may or may not be ordered
depending on whether the different prior art raises a
substantial new question of patentability. The second
or subsequent request should be determined on its
own merits without reference to the pending reexami-
nation.

For >additional treatment of< cases in which a first
ex parte reexamination is pending at the time a second
or subsequent request for ex parte reexamination is to
be decided, see MPEP § 2283.

For >additional treatment of< cases in which either
the first or subsequent request for reexamination, or
both, is/are an inter partes reexamination proceeding,
see MPEP § 2640 and 8§ 2686.01.
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2241 Time for Deciding Request [R-2]

The determination >of< whether or not to reexam-
ine must be made within 3 months following the filing
date of a request. See 35 U.S.C. 303(a) and 37 CFR
1.515(a). >If the 3-month period ends on a Saturday,
Sunday, or Federal holiday within the District of
Columbia, then the determination must be mailed by
the preceding business day.< The examiner should
take up a request for decision about 6 weeks after the
request was filed. The decision should be mailed
within 10 weeks of the filing date of the request.
When reexamination for the same patent has already
been ordered based on an earlier request and that
reexamination is pending, the examiner should imme-
diately take up the new request for decision, i.e., there
should be no delay of 6 weeks. See the last portion of
MPEP § 2240 and also see MPEP § 2283 for multiple
copending reexamination proceedings. A determina-
tion to reexamine may be made at any time during the
period of enforceability of a patent.

2242 Criteria for
[R-7]

Deciding Request

. SUBSTANTIAL NEW QUESTION OF PAT-
ENTABILITY

The presence or absence of “a substantial new
question of patentability” determines whether or not
reexamination is ordered. The meaning and scope of
the term “a substantial new question of patentability”
is not defined in the statute and must be developed to
some extent on a case-by-case basis, using the case
law to provide guidance as will be discussed in this
section.

If the prior art patents and printed publications raise
a substantial question of patentability of at least one
claim of the patent, then a substantial new question of
patentability is present, unless the same question of
patentability has already been decided by (A) a final
holding of invalidity, after all appeals, or (B) by the
Office in a previous examination or pending reexami-
nation of the patent. A “previous examination” of the
patent is: (A) the original examination of the applica-
tion which matured into the patent; (B) the examina-
tion of the patent in a reissue application that has
resulted in a reissue of the patent; or (C) the examina-
tion of the patent in an earlier pending or concluded
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reexamination. The answer to the question of whether
a “substantial new guestion of patentability” exists,
and therefore whether reexamination may be had, is
decided by the Director of the USPTO, and, as
35 U.S.C. 303 provides, that determination is final,
i.e., not subject to appeal on the merits of the decision.
See In re Etter, 756 F.2d 852, 225 USPQ 1 (Fed. Cir.
1985). But see Heinl v. Godici, 143 F.Supp.2d 593,
596-98 (E.D.Va. 2001) (35 U.S.C. 303 addresses only
USPTO decisions to deny a request for reexamination
and does not bar review of ultra vires USPTO deci-
sions to grant reexamination requests. However, a
decision to grant a reexamination request is not a final
agency decision and is not ordinarily subject to judi-
cial review.).

A prior art patent or printed publication raises a
substantial question of patentability where there is a
substantial likelihood that a reasonable examiner
would consider the prior art patent or printed publica-
tion important in deciding whether or not the claim is
patentable. If the prior art patents and/or publications
would be considered important, then the examiner
should find “a substantial new question of patentabil-
ity” unless the same question of patentability has
already been decided as to the claim in a final holding
of invalidity by the Federal court system or by the
Office in a previous examination. For example, the
same question of patentability may have already been
decided by the Office where the examiner finds the
additional (newly provided) prior art patents or
printed publications are merely cumulative to similar
prior art already fully considered by the Office in a
previous examination of the claim.

For “a substantial new question of patentability” to
be present, it is only necessary that: (A) the prior art
patents and/or printed publications raise a substantial
question of patentability regarding at least one claim,
i.e., the teaching of the (prior art) patents and printed
publications is such that a reasonable examiner would
consider the teaching to be important in deciding
whether or not the claim is patentable; and (B) the
same question of patentability as to the claim has not
been decided by the Office in a previous examination
or pending reexamination of the patent or in a final
holding of invalidity by the Federal Courts in a deci-
sion on the merits involving the claim. It is not neces-
sary that a “prima facie” case of unpatentability exist
as to the claim in order for “a substantial new question
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of patentability” to be present as to the claim. Thus, “a
substantial new question of patentability” as to a
patent claim could be present even if the examiner
would not necessarily reject the claim as either fully
anticipated by, or obvious in view of, the prior art pat-
ents or printed publications. As to the importance of
the difference between “a substantial new question of
patentability” and a “prima facie” case of unpatent-
ability see generally In re Etter, 756 F.2d 852, 857 n.5,
225 USPQ 1, 4 n.5 (Fed. Cir. 1985).

>Note that the clarification of the legal standard for
determining obviousness under 35 U.S.C. 103 in KSR
International Co. v. Teleflex Inc.(KSR), 550 U.S.
__,82USPQ2d 1385 (2007) does not alter the legal
standard for determining whether a substantial new
guestion of patentability exists. See the discussion in
MPEP § 2216.<

Where a >second or subsequent< request for reex-
amination of a patent is made before the conclusion of
an earlier filed reexamination proceeding pending
(ongoing) for that patent, **>the second or subse-
quent request for reexamination may provide informa-
tion raising a substantial new question of patentability
with respect to any new or amended claim which has
been proposed under 37 CFR 1.530(d) in the ongoing
pending reexamination proceeding. However, in order
for the second or subsequent request for reexamina-
tion to be granted, the second or subsequent requester
must independently provide a substantial new ques-
tion of patentability which is different from that
raised in the pending reexamination for the claims in
effect at the time of the determination The decision
on the second or subsequent request is thus based on
the claims in effect at the time of the determination
(37 CFR 1.515(a)). If a “different” substantial new
question of patentability is not provided by the second
or subsequent request for the claims in effect at the
time of the determination, the second or subsequent
request for reexamination must be denied since the
Office is only authorized by statute to grant a reexam-
ination proceeding based on a substantial new ques-
tion of patentability “affecting any claim of the
patent.” See 35 U.S.C. 303. Accordingly, there must
be at least one substantial new question of patentabil-
ity established for the existing claims in the patent in
order to grant reexamination.
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Once the second or subsequent request has pro-
vided a “different” substantial new question of patent-
ability based on the claims in effect at the time of the
determination, the second or subsequent request for
reexamination may also provide information directed
to any proposed new or amended claim in the pending
reexamination, to permit examination of the entire
patent package. The i