" -705. Ol(e) Lumtatroh asto Use
705 Ol(f) Intemews W‘th Applrcants

706 02 Rejectlons on Pnor Art

706. 02(a) Rejectlons Under35U.S. C. 102@), (b),or(e),Prmted .

Pubhcatlon or Patent

706 02(b) Overeommg a35USC. 102 Rejectlon Based ona

“Printed Publication or Patent

706. OfZ(c) Rejectlons Under35 US.C. 102(a) or(b); Knowledge_

by Others or Public Use or Sale
706. 02(d) Rejections Under 35 U.S.C. 102(c)
706.02(e) ‘Rejections Under 35 U.S.C. 102(d) - ;
706.02(f) Provisional Rejections Under 35 U.S.C. 102(e);
" Reference is a Copending U.S. Application
706.02(g) Rejections Under 35 U.S.C. 102(f)
706.02(h) Rejections Under 35 U.S.C. 102(g) -
706.02(i) Form Paragraphs for Use in Rejections Under
35U.S.C.102
706.02(j) Contents of a 35 U.S.C. 103 Rejection
706.02(k) Provisional Rejection (Obviousness) Under
35 U.S.C. 102(e)/103
706.02(1) Rejections Under35U.S.C. 102(£)/103 and 35 U.S.C.
102(g)/103; Second Paragraph of 35 U.S.C. 103
706.02(m)Form Paragraphs for Use in Rejections
. Under 35 U.S.C. 103
706.03 Rejections Not Based on Prior Art
706.03(a) Rejections under 35 U.S.C. 101
706.03(a)(1) Guidelines For Examination of Applications for
Compliance With the Utility Requirement of
35US.C. 101
706.03(b) Barred by Atomic Energy Act
706.03(c) Rejections under 35 U.S.C. 112, First Paragraph
706.03(d) Rejections Under 35 U.S.C. 112, Second Paragraph
706.03(k) Duplicate Claims
706.03(m)Nonelected Inventions
706.03(0) New Matter
706.03(s) Foreign Filing Without License
706.03(v) Disclaimer
706.03(v) After Interference or Public Use Proceeding
706.03(w) Res Judicata
706.03(x) Reissue
706.064 Rejection of Previcusly Allowed Claims

- 70705(f) Effectwe Dates ofDeclascrﬁed ] ed M
‘ 70705(g) Incorrect Citation of References SR
707 06 Cltatron of Decnsxons, Orders, Memorandums,’ and

. “MM(a)FMWmth&mmmmm
.i.;’706.07(b)FimlRejeetwn,WhumperonF’mActmn
. 70607(c) Final Rejection, Premature - = : -
L 706.07(d) FmalRejectron,W‘thdmwalof Premawre
1 f_s70607(e) W'thdrawalofF‘malRe;ecnon,Gemal
70607(1) TuneforRespmrsetoFmalRe;ectton
'_;70607(g) 'BansmonalAftet-Fmalectwe
"‘70701 anaxyEmnnnerIndmtesAetwnfoxNewAssnstant B
r70702(a)CasesUpfor’ImrdActronandS—Year‘Caws EOAL
.. 70705. . Citation of References .
o T 05(a) Coples of Cited Referenoes
707, 05(b).Citation of Related Art'by Apphcants
. 707.05(c) Order of Listing -
707 05(d) Reference Crtedeubsequent Aetmns S
© 707.05(e)’ DataUsedmCmngReferenceS_- sl

Notwes

707 07 Completeness and Clanty of Exammer’s Actron )

707.07(b) Requiring New Oath AT
707.07(c) Draftsman’s Reqmrement

707.07(a) Complete Action on Forma] Matters

707.07(d) Language To Be Used In Rejecting Claims

707.07(e) Note All Outstandmg Requirements -

707.07(f) Answer All Material Traversed
707.07(g) Piecemeal Examination -

707.07(h) Notify of Inaccuracies in Amendment
707.07(i) Each Claim To Be Mentioned in Each Letter

707.07(j) State When Claims Are Allowable
707.07(k) Numbering Paragraphs
707.07(1) Comunent on Examples

70708 Reviewing and Initialing by Assistant Examiner
70709  Signing by Primary or Other Authorized Examiner

70710  Entry
70711 Date
707.12  Mailing

70713  Returned Office Action

708 Order of Examination

708.01  List of Special Cases

70802 Petition To Make Special
708.03 Examiner Tenders Resignation
709  Suspension of Action

70901  Overlapping Applicationsby Same Applicant or Owned

by Same Assignee
780  Peried for Response
71001 - Statutory Period
710.01(a) Statutory Period, How Computed

700 -1
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711

7002 ‘Shortened Stautory Period and Time Limit Actons

Comwted y
710. 02(b) ShortenedStatutoryPenod SxtuanonsmWhnchUsed

- 710.02(c) Time—Limit Actions: Situations in Which de
710. 02(d) Difference Bétween ShortenedStatutonyandTime—

-~ Limit Penods L

710. 02(e) Extensxon of Time

710.04 - Two Periods Running

710.04(a) Copymg Patent Claims

71005  Period Ending on Saturday, Sunday, ora Federal

‘Holiday

71006 Situations When Response Penod is Reset or .
Restarted

711  Abandonment

71101  Express or Formal Abandonment

711.02
Period

711.02(a) Insufficiency of Response

711.02(b) Special Situations Involving Abandonment

711.02(c) Termination of Proceedings

71103  Reconsideration of Holding of Abandonment;
Revival

711.03(a) Holding Based on Insufficiency of Response

711.03(b) Holding Based on Failure To Respond Within Period

711.03(c) Petitions Relating to Abandonment

711.03(d) Examiner’s Statement on Petition To Set Aside
Examiner’s Holding

711.03(e) Petitions Relating to Revival of Abandoned
Provisional Applications

711.04  Disposition of Abandoned Applications

711.04(a) Pulling and Forwarding Abandoned Applications

711.04(b) Ordering of Patented and Abandoned Files

711.04{c) Notifying Applicants of Abandonment

711.05  LetterofAbandonmentReceived After Applicationis
Allowed

71106  Abstracts, Abbreviatures,and Defensive Publications

711.06(a) Citation and Use of Abstracts, Abbreviatures, and
Defensive Publications as References

7i2  Abandonment for Failure To Pay Issue Fee

713  Interviews

713.01  General Policy, How Conducted

71302  Interviews Prior to First Official Action

713.03 Interview for “Sounding Out” Examiner Not
Permitted

713.04  Substance of Interview Must Be Made of Record

713.05 Interviews Prohibited or Granted, Special Situations

713.06  No Inter Partes Questions Discussed Ex Parte

713.07  Exposure of Other Cases

71308 Demonstration, Exhibits, Models

71309  Finally Rejected Application

713.10  Interview Preceding Filing Amendment Under
37CFR 1312

714  Amendmenis, Applicant’s Actien

Rev. 1, Sept. 1995
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Signatures to Amendments

71401 ‘
© - 714.01(a) Unsigned or Improperly Signed Ameadmt
714.01(c) Signed by Attorney Not of Record
714 Ol(d) AmendmentSngnedbyApphmntButNotbyAtmmey' o
: - of Record -~ -
71402 Must Be Fully Responswe :
71403 - Amendments Not Fully Responsm Amon ToBe
- . Taken
71404 ClamsPresentedmAmendmentW’thNoAttempt’Ib
: Point Out Patentable Novelty = :
71405 - Examiner Should Immedmtely Inspect
" 71406 Amendments Sent to Wrong Group -
71407  Amendments Not in Permanent Ink
" 71408 - Telegraphic Amendment
71409  Amendments Before First Office Action
71410  Claims Added in Excess of Filing Fee
71411  Amendment Filed During Interference Proceedings
- 714.12 - Amendments After Final Rejection or Action
71413  Amendments After Final Rejection or Action,
. Procedure Followed ‘
71414  Amendments After Allowance of All Claims
71415 - Amendment Received in Examining Group After
- Mailing of Notice of Allowance '
71416 Amendment After Notice of Allowance, 37 CFR
1.312
714.16(2) Amendments Under 37 CFR 1.312, Copied Patent
Claims
714.16(b) Amendments Under 37 CFR 1.312, Filed With a
Motion Under 37 CFR 1.633
714.16(c) Amendments Under 37 CFR 1.312, Additional
Claims

714.16(d) Amendments Under 37 CFR 1.312, Handling
714.16(e) Amendments Under 37 CFR 1.312, Entzy in Part

71417 AmendmentFiled After the Periodfor Response Has
Expired

71418  Entry of Amendments

714.19  List of Amendments, Entry Denied

71420  List of Amendments Entered in Part

71421  AmendmentsInadvertently Entered, NoLegal Effect

71422  Entry of Amendments, Directions for

71423  Entry of Amendments, Directions for, Defective

71424 Amendment of Amendments

71425  Discourtesy of Applicant or Attorney

715  Sweariag Back of Reference—Affidavit or Declaration

Under 37 CFR 1131

71501 37 CFR 1.131 Affidavits versus 37 CFR 1.132

Affidavits

71501(a) ReferenceisaJoint Patent to Applicantand Another

71501(b) Reference and Application Have Common Assignee

71501{c) Reference is Publication of Applicant’s Own
Inveation

71502 HowMuchofthe Claimed Invention Must Be Shown,
Including the General Rule as to Geperic Claims



B BXAMINATION OF APPLICATIONS |

71503 Genus-Speczes, Practice Relatwe to Cm Where
-+ Predictability Is In Question ;

715.04  Who May Make Affidavit or Declaratron, Formal

L "'."“_Requrrements of Affidavits and Declarations

715.05 . Patent C!anrmngSame Invention -

715.07 - Facts and Documentary Evrdence

715.07(a) Diligence -

- 715.400(b) Interference Testlmony Sometrmes Used
715. 07(c) Acts Rehed Upon Must Have Been Carried Out in

_This OountryoraNAFl‘AorWTO Member Country

715 07(d) Disposition of Exhibits
71508 PassedUponbyPnnmryExammer
715.09  Seasonable Presentation

715.10  Review of Afﬁdavxt or Declaration for vadenee of .

Prior Public Use or Sale or Failure to Drsclose Best Mode
716 Amdavits or Declarations 'l\'aversing Rejections,
37 CFR 1132
71601 Generally Applicable Criteria
716.01(a) Objective Evidence of Nonobviousness

716.01(b) NexusRequirementandEvidenceofNonobviousness-

716.01(c) Probative Value of Objective Evrdence

716.01(d) Weighing Objective Evidence

71602  Allegations of Unexpected Results

716.02(a) Evidence Must Show Unexpected Results

716.02(b) Burden on Applicant :

716.02(c) Weighing Evidence of Expected and Unexpected
Results

716.02(d) Unexpected Results Commensurate in Scope With
Claimed Invention

716.02(e) Comparison with Closest Prior Art

716.02(f) Advantages Disclosed or Inherent

716.02(g) Declaration or Affidavit Form

71603 Commercial Success

716.03(a) Commercial Success Commensurate in Scope With
Claimed Invention

716.03(b) Commercial Success Derived From Claimed
Invention

71604 Long—Felt Need and Failure of Others

71605  Skepticism of Experts .

71606 Copying

71607  Inoperability of References

716.08  Utility and Operability of Applicant’s Disclosure

71609  Sufficiency of Disclosure

716.16  Attribution

747  File Wrapper

71701  Papers in File Wrapper

717.01(a) Arrangement of Papers in File Wrapper

717.01(b) Prints

717402  Data Entered on File Wrapper

717.02(b) Name or Residence of Inventor or Title Changed
71703  Classification During Examination

71704  Index of Claims

71705 Field of Search

-3

)
71706  Poreign Filing Dates
- 71707  Related Applications
- 720 Public Use Proceedings
72001 Preliminary Handling - =~ .
72002 - Examiner Determination of Pmm M Slwwmg
72003 . Preliminary Hearing
T 72004 Public Use Proeeedmg 'Ibst:mony
72005 - Final Decision -
724 - 'n'ade Secret, Preprmuy, and Pretecﬁve Qeder
72401 | Completeness of the Patent File Wrapper ; ;
72402 Method of Submitting Trade Secret, Proprietary,
© . and/or Protective Order Materials . -
72403  TypesofTrade Secret, Propnetary, and/or Protective
Order Materials Submitted Under MPEP § 724.02
72404 - Office Treatment and Handling of 'Materials
Submitted Under MPEP § 72402 = "
724.04(a) Materials Submitted in an App]mtxon Covered by |
35US8C. 122
724.04(b) MaterralsSubmlttedmRerssueApplrcatxons()pento
the Public Under 37 CFR L11(6) .~ -
724.04(c) Materials Submittedin Reexamination FilesOpento
the Public Under 37 CFR 1.11(d)
72405  Petition To Expunge Materials Submitted Under
MPEP § 74.02<

701  Statutory Autherity fer Examination
[R-1]

>35 US.C. 131, Examination of application.

The Commissioner shall cause an examination to be made of the
application and the alleged new invention; and if on such examination it
appears that the applicant is entitled to a patent under the law, the
Commissioner shall issue a patent therefor.

The main conditions precedent to the grant of a pat-
ent to an applicant are set forth in 35 US.C. 101, 102,
103.

35 U.S.C. 101. Fnventions pateniable.

Whoever inventsordiscoversanynewandusefulprovess, machine,
manufacture, or compaosition of matier, or any new and useful improve-
mentthereof, may obtainapatent therefor, subject tothe conditions and
requirements of this title.

Form Paragraph 7.04 copies 35 US.C. 101

35 US.C. 100. Definitions.
When used in this title unless the context otherwise indicates
(a) The term “invention” means invention or discovery.
{b) The term “ provess” mmmwawmmmma
new use of & knoen provess, wachine, masb O
or el
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© 'l‘hetemm“Umﬁedsmm and“thkwunﬂy"mﬁwl]nﬂed
States of America, its tecritories and possessions,

- (d) The word “patentec” inchides not aaly the patentee towhom
thepatentwasmuedbutalsothemcwmrsmhﬂceothepawnwe< .

702 Reqtusites of the Application [R- 1]

>When a new applxcatlon is assxgned in the examin-
ing group, the examiner should review the contents of
the apphcatnon to determine if the application meets the
requirements of 35 U.S.C. 111(a). Any matters affecting
the filing date or abandonment of the application, such
as lack of an oath or declaration, filing fee, or clalms
should be checked before the application is placed i in the
storage racks to await the first action.

The examiner should be careful to see that the ap-

plication meets all the requisites set forth in MPEP
Chapter 600 both as to formal matters and as to the com-
pleteness and clarity of the disclosure. If all of the requi-
sites are not met, applicant may be catled upon for neces-
sary amendments. Such amendments, however, must not
include new matter.<

702.01 Obviously Informal Cases [R—1]

>When an application is reached for its first action and it
is then discovered to be impractical to give a complete ac-
tion on the merits because of an informal or insufficient
disclosure, the following procedure may be followed:

(1) A reasonable search should be made of the in-
vention so far as it can be understood from the disclo-
sure, objects of invention and claims and any apparently
pertinent art cited. In the rare case in which the disclo-
sure is so incomprehensible as to preclude a reasonable
search the action should clearly inform applicant that no
search was made;

(2) Informalities noted by the Application Divi-
sion and deficiencies in the drawing should be pointed
out by means of attachments to the examiner’s letter (see
MPEP § 707.07(a));

(3) Arequirement should be made that the specifi-
cation be revised to confoim to idiomatic English and
United States practice;

(4) The claims should be rejected as failing to de-
fine the invention in the manner required by 35 US.C.
112 if they are informal. A blanket rejection is usually
sufficient.

The examiner should not attempt to point out the
specific points of informality in the specification and
claims. The burden is on the applicant to revise the ap-

Rev. 1, Sept. 1995
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p!icaﬁomtorcnderitinpmperfmfmamplcwex-
Ifanumberofobvxmulymfmmaldamnmﬁlﬁm i
anappim&on,wchclmmsshouldhetreatcdasbemga

single claim for fee and examination purposes. -

It is obviously to applmnt’s advantage to file the ap-
plication with an adequate disclosure and with claims
which conform to the U.S. Patent and Trademark Office
usages and requirements. This should be done whenever
possible. If, however, due to the pressure of a Conven-
tion deadline or other reasons, this is not possible, appli-
cants are urged to submit promptly, preferably within
3 months after filing, a preliminary amendment which
corrects the obvious informalitics. Tl'se_ ‘informalities
should be corrected to the extent that the disclosure is
readily understood and the claims to be initially ex-
amined are in proper form, particularly as to dependen-
¢y, and otherwise clearly define the invention. “New
matter” must be excluded from these amendments since
preliminary amendments do not enjoy original disclo-
sure status, MPEP § 608.04(b).

Whenever, upon examination, it is found that the
terms or phrases or modes of characterization used to
describe the invention are not sufficiently consonant
with the art to which the invention pertains, or with
which it is most nearly connected, to enable the examiner
to make the examination specified in 37 CFR 1.104, the
examiner should make a reasonable search of the inven-
tion so far as it can be understood from the disclosure.
The action of the examiner may be limited to a citation of
what appears to be the most pertinent prior art found
and a request that applicant correlate the terminology of
the specification with art—accepted terminology before
further action is made.

Use Form Paragraph 7.01 where the terminology is
such that a proper search cannot be made.

9 7.01 Use of Terminology, Cannot Be Examined

A preliminury exsminstion of this application reveals that it
includes terminclogy which is so different from that which is generally
acceptedinthe arttowhichthisinventionpertains thatitisimpracticalte
make a proper search of the prior art.

For example:{1]

Amhmsmdmwﬂeadmﬁmﬂmﬁmmmm
correlation with azt —accepted terminology so thet a proper comparisor
mthmemmmmbemwmuﬂdbemﬁwmw
introduce any new matier inko the disdosere (Le., matter which is not
supported by the distlosure &5 ori y filed).

Ashortenedstamtwypemdfmrwpummthwwmns
set to expire THIRTY DAYS from the date of this letter.

0 - 4



: Examiner Notez

made

of specification involved -

3. For theprocedure tobe followed when only the drawmg is.

informal, seeMPEP §§60802(a)and60802(b) .
Use Form Patagraph 7. 02 where the appllcanon isso

moomprehensible that a reasonable search cannot be -

made. _
q 702 Dlsclamretslncomprehenable

The disclosure is abjected to under 37 CFR 1 71 as: bemg so.',‘
incomprehensible asto precludea reasonable search of the priorartby .

the examiner. For example, the following items are not understood: [1].
Applicant is required to submit an amendment whlch clarifies the

invention with the prior art.
Apﬂrmntdnuldbecareﬁﬂnottomnodtmanynewmammmme

dschwm(me,maﬂerwhuﬂmunotsuppoﬁedbyﬂxedsdosmeasongmaﬂy_

filed).

Ashortened statutorypenodfor responseto this actionis
set to expire THIRTY DAYS from the date of this letter.

Examiner Note: 7

1 Use this paragraph when a search cannot be made.

2. Inbracket 1,indicate the page numbers andfeatures whichare
not understood.

3. See form paragraphs 6.28 and 6.30 for improper idiomatic
English.

Use Form Paragraph 7.03 where the invention cannot
be understood because of illegible handwritten pages.

G 7.03 Pages Are Hlegible

The examiner cannot understand the invention because certain
portions of the disclosure are illegible. The illegible portion(s) con-
sist of [1].

Applicant is required to submit an appropriate amendment
rectifying this deficiency. In the alternative, a substitute specification,
preferably in typed, double spaced format, may be filed. The filing of a
substitute specification requires the submissien of a hand~corrected
copyoftheportionsoftheoriginalspecificationwhicharebeingadded or
deleted with additions being underlined and deletions being bracketed.
Inaddition, astatement that the substitute specification contains no new
matter and that the substitute specification includes the same changes as
are indicated in the hand corrected original specification is required.
Such statement must be a verified statement if made by a person not
registered to practice before the Office. See MPEP § 714.20.

Ashortenedstatutoryperiodfor responsetothis actionis
set to expire THIRTY DAYS from the date of this letter.

Examiner Notes

1. Inbracketl,identifytheportionsof thespecificationwhichare
illegible.

2. This form paragraph is to be used only when the invention
cannot be understood because of the illegible material; sce MPEP
§ 702.01.

700 -5
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1. Use tblsorpamgraph 702when a pmper.seawh'cannot be_".f -1.

2. Inbracketl ﬁ“m“appmpmmmdlcauonoﬂhetemﬁnolo-'_k :
-W’P"Opel‘tle&unlBofdata,etc.,thataretheproblemas' 'fﬂasthepagu'f

5 mg 1s ﬁrformal seeaMPEP §608 02(a)f’ahd § 608 02(b) < _
e 703« g ¢General Information Concerning E

Patents” [R—l :

>The pamphlet “General ]

’ mg Patents” for use by appllcants contenrplatmg the!
filing or prosecutlon of their own applrcatlons, maybe .
- purchased from the Supermtendent of Docnments U S

e Govemment Prmtmg Ofﬁee, Washmgton, D. C. 20402.< o
dlsclosuresothattheexammermaymakeapropercompansonofthe N A A

704 Search [R— l]

>After readmg the speclﬁcatlon and clalms, the exX-
aminer searches the prior art. : ‘
The subject of searchmg is more fully treated

in MPEP Chapter 900. See MPEP § 904 through -

§ 904.02. The invention should be thoroughly under-
stood before a search is undertaken. However, infor-
mal cases, or those which can only be imperfectly un-
derstood when they come up for action in their regular
turn are also given a search, in order to avoid plece-
meal prosecutlon

PREVIOUS EXAMINER'S SEARCH

When an examiner is assigned to act on an applica-
tion which has received one or more actions by some oth-
er examiner, full faith and credit should be given to the
search and action of the previous examiner unless there
is a clear error in the previous action or knowledge of
other prior art. In general the second examiner should
not take an entirely new approach to the case or attempt
to reorient the point of view of the previous examiner, or
make a new search in the mere hope of finding some-
thing. See MPEP § 717.05.<

705 Patentability Reports [R—1]

>Where an application, properly assigned to one ex-
amining group, is found to contain one or more claims,
per se, classifiable in one or more other groups, which
claims are not divisible infer se or from the claims which
govern classification of the application in the first group,

Rev. 1, Sept. 1995
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705.01

the apphcatron may be referred to the other group or o
: groups concerned for a report as to the patentability of j

certain desrgnated clauns This report is known as a Pat- -

_ entabilrty Report (PR.) and is srgned by the prrmary ex- ~.

ammer in the Teporting group -
~The report if legibly wntten, need not be typed

Note that the Patentabdrty Report praetree is sus-fi—
pended except in extraordmary crrcumstances See !

MPEP§T0501().< =

705, 01 Instructions re Patentablllty Reports :

[R- 11

>When an apphcatlon comes up for any actlon and
the prlmary examiners involved (i.e., from both the re-

questing and the requested group) agree that a Patent-

ability Report is necessary, and if the Group Director of
the requesting group approves, the application is for-

.warded to the proper group with a memorandum at-

tached, for instance, “For Patentability Report from
group —— as to claims —~."<

705.01(a) Nature of R., Its Use and Disposal
[R-1]

>The primary examiner in the group from which the
Patentability Report is requested, if he or she approves
the request, will direct the preparation of the Patentabil-
ity Report. This Patentability Report is written or typed
on a memorandum form and will include the citation of
all pertinent references and a complete action on all
claims involved. The field of search covered should be
endorsed on the file wrapper by the examiner making the
report. When an examiner to whom a case has been for-
warded for a Patentability Report is of the opinion that
final action is in order as to the referred claims, he or she
should so state. The Patentability Report when signed by
the primary examiner in the reporting group will be re-
turned to the group to which the application is regularly
assigned and placed in the file wrapper.

The examiner preparing the Patentability Report will
be entitled to receive an explanation of the disclosure
from the examiner to whom the case is assigned to avoid
duptication of work.

If the primary examiner in a reporting group is of the
opinion that a Patentability Report is not in order, he or
she should so advise the primary examiner in the for-
warding group.

DISAGREEMENT AS TO CLASSIFICATION

Rev. 1, Sept. 1995

- Conﬂlct of OWNOB a8 tO v' 00
referred to a patent classifier for deerswn

* Jf the primary examiner in thegrowhavmg]umdw« L
‘;f‘tlon of the case agrees with the Patentability Report,he .
~ orshe shouldincorporate the substance thereofinhisor -~
~*her action, which action will be complete as toall claims. .~
. The PatentabrhtyReportmsueh acascismotgivenapa-
~ per number but is allowed to remain inthe fileuntil the .~

.- case is finally drsposed of by allowanee or abandonment,‘ s

'at whrch tnne nt should be removed ‘L S

| DISAGREEMENT ON PATENTABILITY REPORT ‘f

If the prunary exanuner does not agree wrth the Pat- S
entability Report or any. portlon thereof, he or. she may ©
consult with the primary examiner responsible for there-
 port. If agreement as to the resulting action cannot be .
reached, the prrmary examiner havrng Junsdletlon of the
case need not rely on the Patentability Report but may

make his or her own action on the referred clarms,
which case the Patentabrhty Report should be removed’ ‘

' from the file.

- APPEAL TAKEN

When an appeal is taken from the rejection of claims,
all of which are examinable in the group preparing a Pat-
entability Report, and the application is otherwise allow-
able, formal transfer of the case to said group should be .
made for the purpose of appeal only. The receiving
group will take jurisdiction of the application and pre-
pare the examiner’s answer. At the time of allowance,
the application may be sent to issue by said group with its
classification determined by the controlling claims re-
maining in the case.<

705.01(b) Sequence of Examination [R—1]

>In the event that the supervisory primary examin-
ers concerned in a PR. case cannot agree as to the order
of examination by their groups, the supervisory primary
examiner having jurisdiction of the case will direct that a
complete search be made of the art relevant to his or her
claims prior to referring the case to another group for re-
port. The group to which the case is referred will be ad-
vised of the results of this search. k

If the supervisory primary examiners are of the opin-
ion that a different sequence of scarch is expedient, the
order of search should be correspondingly modified. <

700 - 6
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705. ﬂl(c) Counting and Recording PRJs
| [R—ll a -

->The forwardmg of the apphcatlon fora Patentablh-
ty Reportisnottobe treated as a transfer by the forward-

ing group. When the PR. is completed and the applica-
tion is ready for return to the forwarding group, itisnot

counted either as a receipt or action by transfer. Credit,

however, is given for the time spent. Sec MPEP § 1705.
The date status of the application in the reportmg

group will be determined on the basis of the dates in the

group of original Junsdlctxon To ensure orderly progress -

in the reported dates, a timely reminder should be fur-
nished to the group making the PR.<

705.01 (d) Duplicate Prints of Drawings [R—1]

>In Patentability Report cases having drawings, the
examiner to whom the case is assigned will furnish to the
group to which the case is referred, prints of such sheets
of the drawings as are applicable, for interference search
purposes. That this has been done may be indicated by a
pencil notation on the file wrapper.

When a case that has had Patentability Report pro-
secution is passed for issue or becomes abandoned, NO-
TIFICATION of this fact will AT ONCE be given by the
group having jurisdiction of the case to each group that
submitted a Patentability Report. The examiner of each
such reporting group will note the date of allowance or
abandonmenton the duplicate set of prints. At such time
as these prints become of no value to the reportmg
group, they may be destroyed.<

705.01(e) Limitation as to Use [R—1]

>The above outlined Patentability Report practice is
not obligatory and should be resorted to only where it
will save total examiner time or result in improved quali-
ty of action due to specialized knowledge. A saving of to-
tal examiner time that is required to give a complete ex-
amination of an application is of primary importance.
Patentability Report practice is based on the proposition
that when plural, indivisible inventions are claimed, in
some instances either less time is required for examina-
tion, or the results are of better quality, when specialists
on each character of claimed invention treat the claims
directed to their specialty. However, in many instances a
single examiner can give a complete examination of as
good quality on all claims, and in less total examiner time
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thanwouldbccomumedbymeusreotthel’atcumbihty

- Report practice, -

Whercclammarednrectcdtothesameeharacterofv
invention but differ in scope only, prosecutxon by Patent- )

-ability Report is never proper. -

Exemplary sxtuatwn where Patentablhty chorts are .
ordmanly not proper are as follows: v

(1) Where the claims are related as a manufactur- '

ing process and a product defined by the process of

manufacture. The examiner having jurisdiction of the

process can usually give a complete, adequate examina-

~ tion in less total examiner time than would be consumed

by the use of a Patentability Report.

* (2) Where the claims are related as product and a
process which involves merely the fact that a product
having certain characteristics is made. The examiner
having jurisdiction of the product can usually make a
complete and adequate examination. _

(3) Where the claims are related as a combination
distinguished solely by the characteristics of a subcom-
bination and such subcombination, per se. The examiner
having jurisdiction of the subcombination can usua]ly
make a complete and adequate examination.

Where it can be shown that a Patentability Report
will save total examiner time, one is permitted with the
approval of the group director of the group to which the
application is assigned. The “Approved” stamp should
be impressed on the memorandum requesting the Pat-
entability Report.<

705.01(f) Interviews With Applicants [R—1]

>In situations where an interview is held on an ap-
plication in which a Patentability Report has been adopted,
the reporting group may be called on for assistance at the
interview when it concemns claims treated by them. See
MPEP § 713 to § 713.10 regarding interviews in general.<

706 Rejection of Claims [R—1]

> Although this part of the Manual explains the proce-
dure in rejecting claims, the examiner should never over-
look the importance of his or her role in aflowing claims
which properly define the invention.

37 CFR 1.106. Rejection of Claims

(a) Itheinventionisnotconsideredpatentable, ornotconsidered
patentable as claimed, the ¢laims, or those considered unpatentable will
be rejected.

(b) Inrejecting claiins for want of novelty or for obviousness, the
examiner must cite the best references at his command, When a ref-
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érenceucmnplexoishoﬁsordcscnbesiﬂwmimumherthnnthu

claimedbythe applicant, the particular partreliedonmustbedesignated
asnearlyaspmcucabh The periinence of each reference, if not .

‘ apparent, must be clearly explained and each rejected claim specified.

(c) lnrejectmgclanmtheexammermayrelyuponldmmsby.

the applicant, or the patent owner in a Teexamination proceedmg. asto

any matter affectmg patentablllty and, insofar as rejecuons in applica- -
- matter and 1tlsapparentfromtheclalmsand the appli-

tionsareconcerned, mayaborelyuponfactsthhmhlsorherknowledge
pursuantto § 1. 107. -

(d) Subject matter which s developed by another person which
quahﬁesaspnoranonlyunder35U S.C. 102(f) or (g) may be used as

prior art under 35 U.S.C. 103 against a claimed invention unless the

entire rights to the subject matter and the claimed invention were
commonly owned by the same person of organization or subject to an

obligation of assignment to the same person or orgamzatlon at the time

the claimed invention was made.

(e) The claimsin any original appllcanon naming an inventor will
be rejected as being precluded by a waiver in a published statutory
invention registration naming thatinventor if the same subject matter is
claimed in the application and the statutoryinvention registration. The
claims in any reissue application naming an inventor will be rejected as
being precluded by a waiver in a published statutory invention registra-
tion naming that inventor if the reissue application seeks to claimsubject
matter (1) which was not covered by claims issued in the patent prior to
the date of publication of the statutory invention registration and (2)
which was the same subject matter waived in the statetery invention
registration.

UNIFORM APPLICATION OF THE
PATENTABILITY STANDARD

The standards of patentability applied in the ex-
amination of claims must be the same throughout the Of-
fice. In every art, whether it be considered “complex,”
“newly developed,” “crowded,” or “competitive,” all of
the requirements for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 35 U.S.C. 101,
102, and 103) must be met before a claim is allowed. The
mere fact that a claim recites in detail all of the features
of an invention (i.e., is a “picture” claim) is never, in it-
self, justification for the allowance of such a claim.

An application should not be allowed , unless and un-
til issues pertinent to patentability have been raised and
resolved in the course of examination and prosecution,
since otherwise the resultant patent would not justify the
statutory presumption of validity (35 U.S.C. 282), nor
would it “strictly adhere” to the requirements laid down
by Congress in the 1952 Act as interpreted by the Su-
preme Court. The standard to be applied in all cases is
the “preponderance of the evidence” test. In other
words, an examiner should reject a claim if, in view of the
prior art and evidence of record, it is more likely than not
that the claim is unpatentable.
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'DEFECTS IN FORM OR OMISSION OF
| ALIMI'I‘ATION CLAIMS omﬁawxsra -
' ALLOWABLE

When an application dlsclowc patentable subject
cant’s arguments that the claims are intended to be di-

rected to such patentable subject matter, but the claims
in their present form cannot be allowed because of de-

 fects in form or omission of a limitation, the examiner

should not stop with a bare objection or rejection of the
claims. The examiner’s action should be constructive in
nature and when possnble should offer a definite sugges-

tion for correction. '

PATENTABLE SUBJECT MATTER DISCLOSED
BUT NOT CLAIMED

If the examiner is satisfied after the search has been
completed that patentable subject matter has been dis-
closed and the record indicates that the applicant in-
tends to claim such subject matter, he or she may note in
the Office action that certain aspects or features of the
patentable invention have not been claimed and that if
properly claimed such claims may be given favorable
consideration.

RECONSIDERATION OF CLAIMS AFTER
RESPONSE BY APPLICANT

37 CFR 1.112. Reconsideration.

After response by applicant or patent owner (§ 1.111), the
application or patent under reexamination will be reconsidered and
again examined. The applicant or patent owner will be notified if claims
arerejected, or objectionsor requirements made, inthe same manner as
after the first examination. Applicant or patent owner may respond to
such Office action in the same manner provided in § 1.111, with or
without amendment. Any amendments after the second Office action
must ordinarily be restricted to the rejection or to the objections or
requirementsmade. The application or patent under reexamination will
be again considered, and so on repeatedly, unless the examiner has
indicated that the action is final,

See 37 CFR 1.112 for recxamination and reconsidera-
tion of a patent under reexamination after responses by
the patent owner.
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REJECI'IONS IN STATUTORY INVENTION
: REGISTRATIONS '

See MPBP Chapter 1100 for rejectlon of clalms in an

appllcatlon for a Statutory Inventlon Reglstratlon <
' 706 01 Contrasted With Objections [R— l]

>The refusal to grant clanms because the sub]ect mat-
ter as claimed i is considered unpatentable is called a “re-
jection.” : The term. “rejected” must be applied to such
claims in the éxaminer’s letter. If the form of the claim
(as distinguished from its substance) is improper, an “ob-
jection” is made. An example of a matter of form as to

which objectlon is made is dependency of aclaimonare- -
Jected claim, if the dependent claim is otherwise allow- -

able. See MPEP § 608.01(n). The practical difference be-
tween a rejection and an objection is that a rejection, in-
volving the merits of the claim, is subject to review by the
Board of Patent Appeals and Interferences, while an ob-
jection, if persisted, may be reviewed only by way of peti-
tion to the Commissioner. ‘
Similarly, the Board will not hear or decide issues
pertaining to objections and formal matters which are
not properly before the Board. These formal matters
should not be combined in appeals to the Board.<

706.02 Rejection on Prior Art [R—1]

>35 U.S.C. 102. Conditions for patentability; novelty and loss of right 10

patent.
A person shall be entitled to a patent unless ——

(a) theinventionwasknown or used by others in thiscountry, or
patentedor describedinaprinted publicationin thisor aforeign country,
before the invention thereof by the applicant for a patent, or

(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or on sale in this
country, more than one year prior to the date of application for patentin
the United States, or

(c) he has abandoned the invention, or

(d) theinventionwas first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or his legal
representatives or assigas in a foreign country prior to the date of the
application for patent in this country on an application for patent or
inventor’s certificate filed more than twelve months before the filing of
the application in the United States, or

(e) the invention was described in a patent granted on an
application for patent by another filed in the United States before the
invention thereof by the applicant for patent, or oni an international
application by another who has fulfilled the requirements of paragraphs
(1), (2}, and (4) of section 371 (c) of thistitle before the invention thereof
by the applicant for patent, or

() he did not himeelf invent the subject matter sought to be
patented, or

(8) befose the applicant’s invention thereof the invention was

 madein thiscountry by anotherwho had not abandoned, suppressed, or

concealed it. In determining peiority of invention there shell be
considered not only the respective dates of conception snd reduction to
practice of the invention, but also the reasonable diligence of one who
wasﬁmwcomewemdlastmmmptwmﬁnmammw

conception by the other.

35U S C. 103. Condztmforpammbduy non—gbvioussubject
matter.

Apamntmaymtbeobtamedthouynthemventmnwm
identically disclosed or described as set forth in section 102 of this title, if
thedifferencesbetween the subject mattersought tobe patented and the
prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary
skill in the art to which said subject matter pertains. Patentability shell
not be negatived by the manner in which the invention was made.

Subject matter developed by another person, which qualifies as
prior art only under subsection (f) oz (g) of section 102 of this title, shall
not preclude patentability under this section where the subject matter
and the claimed invention were, at the time the invention was made,
owned by the same person or subject to an obligation of assignment to
the same person.

By far the most frequent ground of rejection ison the
ground of unpatentability in view of the prior art, that is,
that the claimed subject matter is either not novel under
35 US.C. 102, or else it is obvious under 35 U.S.C. 103.
The language to be used in rejecting claims should be un-
equivocal. See MPEP § 707.07(d).

CHOICE OF PRIOR ART; BEST AVAILABLE

Prior art rejections should ordinarily be confined
strictly to the best available art. Exceptions may properly
be made, e.g., (1) where the propriety of a 35 US.C. 102
or 103 rejection depends on a particular interpretation
of a claim; (2) where a claim is met only in terms by a ref-
erence which does not disclose the inventive concept in-
volved; or (3) where the most pertinent reference seems
likely to be antedated by a 37 CFR 1.131 affidavitor dec-
laration. Such rejections should be backed up by the best
other art rejections available. Merely cumulative rejec-
tions, i.c., those which would clearly fall if the primary-
rejection were not sustained, should be avoided.

See also MPEP § 707.05.
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| - REEXAMINATION

For scope of rejectlons in reexammatnon proceedings
see MPEP § 2258. :

ms'nNcnoN BErWEEN 35 U.S.C. 102 AND 103

‘The  distinction - between rejections based on
35 U.S.C. 102:and those based on 35 U.S.C. 103 should
be kept in’ mmd Under the former, the claim is antici-
pated by the reference. No question of obviousness
is present. In other words, for anticipation under
35 U.S.C. 102, the reference must teach every aspect of
the claimed invention either explicitly or impliedly. Any
feature not directly taught must be inherently present.
Whereas, in a rejection based on 35U.8.C. 103, the ref-
erence teachings must somehow be modified in order to
meet the claims. The modification must be one which
would have been obvious to one of ordinary skill in the
art at the time the invention was made. See MPEP
§ 2131 — § 2146 for guidance on patentability determina-
tions under 35 U.S.C. 102 and 103.

DETERMINING THE EFFECTIVE FILING
DATE OF THE APPLICATION

(1) If the application is a continuation or division-
al of one or more earlier U.S. applications and if the re-
quirements of 35 U.S.C. 120 have been satisfied, the ef-
fective filing date is the same as the earliest filing date in
the line of continuation or divisional applications.

(2) Ifthe application is a continuation—in—part of
an earlier U.S. application, any claims in the new ap-
plication not supported by the specification and claims
of the parent application have an effective filing date
equal to the filing date of the ncw application. Any
claims which are fully supported under 35 U.S.C. 112 by
the carlier parent application have the effective filing
date of that carlier parent application.

(3) If the application claims foreign priority under
35 U.S.C. 119(a)—(d), the effective filing date is the fil-
ing date of the U.S. application, uniess situation 1 or2 as
set forth above applies. The filing date of the foreign
priority document is not the effective filing date, al-
though the filing date of the foreign priority document
may be used to overcome certain references. Sec MPEP
§ 706.02(b) and § 2136.05.

(4) If the application is entitled to priority under
35 U.S.C. 119(e) from a provisional application, the ef-

Rev. 1, Sept. 1995

. MANUAL OF PATENT EXAMINING PROCEDURE

fectwcﬁhngdatemtheﬁhngdateoﬂhep«momlap-
p&mtm«:

706.02(a) Rejections Under 35 US.C.
 102(a), (b), or (¢); Printed
Publication or Patent [R—1]

>0Once the examiner conducts a search and finds a
printed publication or patent which discloses the
claimed invention, the examiner should determine
whether the rejection should be made under 35 US.C.
102(a), (b), or (¢).

In order to determine which section of 35 U.S.C. 102
applies, the effective filing date of the application must
be determined and compared with the date of the refer-
ence. See MPEP § 706.02 regarding determination of ef-
fective filing date of the application. ‘

DETERMINING THE REFERENCE ISSUE
OR PUBLICATION DATE

The examiner must also determine the issue or publi-
cation date of the reference so that a proper comparison
between the application and reference dates can be
made. Where the last day of the year dated from the date
of publication falis on a Saturday, Sunday or Federal hol-
iday, the publication is not a statutory bar under
35 U.S.C. 102(b) if the application was filed on the next
succeeding business day. Ex parte Olah and Kuhn,
131 USPQ 41 (Bd. App. 1960). It should also be noted
that a magazine is effective as a printed publication un-
der 35 U.S.C. 102(b) as of the date it reached the ad-
dressee and not the date it was placed in the mail. Protein
Foundation Inc. v. Brenner, 260 F. Supp. 519, 151 USPQ
561 (D.D.C. 1966). See MPEP § 707.05(f) for more in-
formation. For foreign patents see MPEP § 901.05. See
MPEP § 2124, § 2126, and § 2128 — § 2128.02 for case law
holdings in regard to reference date determination.

DETERMINING WHETHER TO APPLY
35 US.C. 102(a), (b), or (€)

First, the examiner should consider whether the ref-
erence qualifics as prior art under 35 US.C. 102(b) be-
cause this section results in a statutory bar to obtaining a
patent. If the publication or issue date of the reference is
more than 1 year prior to the effective filing date of the
application (MPEP § 706.02), the reference qualifics as
prior art under 35 US.C. 102(b).
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IR I the pubheauon or lssue date of the referenee is too, :
o ~_recent for 35 US.C. 102(b) ¢ 10 apply, then the cxaminer
_should eonsnder 35 USC. 102(e) For sectnon 102(e) to‘,. oy

- § 716 12;
. mustbeaUS Patentmthaﬁl-:’ L
~ ingdate earher,than the effectwe ﬁlmg date of the ap-
 plication. Note that; for purposes of 35 USC. 102(e),
 the filing: date of the reference patent wluch has issued
on an apphcatmn entitled to priority from a prowsnonal o

' fapply ,
| _(1) Th

application under. 35 US.C. 119(e) is the filing date of
the provnsnonal apphcatlon, except for a. patent granted
on an international apphcatlon (PCT)in which apphcant ‘
has fulfilled the requuements of paragraphs (1), (2) and-
(4) of 35U.S. C. .371. The filing date of a patent granted
on such a 35 U. S.C. 371 application is the date on which

paragraphs ), and (4) of 35 U. S C.3N have been
fulﬁlled and

(2) The lnventlve entity of the apphcatlon must be
different than that of the reference. Note that, where -

there are joint inventors, only one inventor need be dif-
ferent for the inventive entities to be different and a re-
jection under 35 U.S.C. 102(¢) is applicable even if there
are some common inventors.

1 35 U.S.C. 102(e) does not apply, then the examiner
should consider 35 U.S.C. 102(a). For section 102(a) to
apply, the reference must have a publication date earlier
in time than the effective filing date of the application,
and must not be applicant’s own work. <

706.02(b) Overcmning a3sS US.C. 102
Rejection Based on a Printed
Publication or Patent [R—1]

>Rejection based on 35 U.S.C. 102(b)

The rejection can be overcome by:
(1) Persuasively arguing that the claims are patent-
ably distinguishable from the prior art; or
(2) Amending the claims to patentably distinguish
over the prior art,

Rejection based on 35 U.S.C. 102(e)

The rejection can be overcome by:
(1) Persuasively arguing that the claims are patent-

EXAMIN 'AﬁONbFAP?UCAnoNs] ey

(3) Fﬂmganaﬁdavummmmmi’ﬂm

1, 132 showing that the reference invention is not byii‘:

“another.” See MPEP § 715 Ol(a), § 715 Ol(c),

~ 8715 for more information on 37 CFR 1.131 affidavits. =
Whentheclmmsofﬂ:erefereneeandtheapphcatsmate S

- directed to the same invention or are obvious vanants,'
*. anaffidavit or declaratwn under 37 CFR 1.131 is not an

acceptable methed of overeommg the rejectnon unless a

.~ petition under 37 CFR 1183 is granted in'a common - .
. ownerslup sntuatlon See MPEP § 715. ‘Under these cir-

cumstances, the examiner must determme whether a-

double patentmg re]ectlon or mterference is appropn- o o ‘
ate. Ifthereisa common assxgnee or inventor between o

the apphcatlon and patent, a double patentmg rejectlon :
must be made. See MPEP § 804. If there isno COmMMon

-assignee or inventor and the rejection under 5USC.

102(e) is the only posslble rejection, the examiner must
determine whether an interference should be declared.
See MPEP Chapter 2300 for more information regard—
ing interferences; or

(5) Perfecting a claim to priority under 35 U.S.C.
119(a)—(d). The foreign priority filing date must ante-
date the reference and be perfected. The filing date of
the priority document is not perfected unless applicant
has filed a certified priority document in the application
(and an English language translation, if the document is
not in English) (see 37 CFR 1.55) and the examiner has
established that the priority document satisfies the en-
ablement and description requirements of 35 US.C.
112, first paragraph;

(6) Perfecting priority uader 35 US.C. 119(e) by
amending the specification of the application to contain
a specific reference to a provisional application in accor-
dance with 37 CFR 1.78(a)(4).

Rejection based on 35 U.S.C. 102(a)

ably distinguishable from the prior art; The rejection can be overcome by:
(2) Amending the claims to patentably distinguish (1) Persuasively arguing that the claims are patent-
over the prior art; ably distinguishable from the prior art;
o - 11
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S 131 showing prior invention, if the reference isnota -
- US. patent or application clamungthesamepatentable R
. invention as defined in 37 CFR 1.601(n). See MPEP =




706.02(c)

(2) Amendmg the clalms to patentably distinguish

over the prior art;

(3) - Filingan affidavnt or dcclaratlon under 37 CFR\

1.131. See MPEP § 715 for information on the require-
ments of 37 CFR 1 131 affidavnts

(4) - Filingan afﬁdz_wnt or declaration under 37 CFR

1.132 showing that the reference invention is not

by “another Sce MPEP § 715 01(a), § 715.01(c), and

§ 716.10;

(5) Perfectinga clalm to priority under 35 US.C.
119(a)—(d) as explamed in reference to 35 U.S.C. 102(¢)
above;

(6) Perfectmg priority under 35 U.S.C. 119(¢) by
amending the specification of the application to contain
a specific reference to a provisional application in accor-
dance with 37 CFR 1.78(a)(4).<

706.02(c) Rejections under 35 U.S.C.
102(a) or (b); Knowledge by
Others or Public Use or Sale [R—1]

> An applicant may make an admission, or submit ev-
idence of sale of the invention or knowledge of the inven-
tion by others, or the examiner may have personal knowl-
edge that the invention was sold by applicant or known
by others in this country. The language “in this country”
means in the United States only and does not include
other WTO or NAFTA member countries. In these cases
the examiner must determine if 35 U.S.C. 102(a) or
102(b) applies. See MPEP § 2133.03 for a discussion of
case law treating the “public use” and “on sale” statutory
bars.

If the activity is by an entity other than the inventors
or assignee, such as sale by another, manufacture by
another or disclosure of the invention by applicant to
another then both 35 U.S.C. 102(a) and (b) may be appli-
cable. If the evidence only points to knowledge within
the year prior to the effective filing date then 35 US.C.
102(a) applies. However, no rejection under 35 U.S.C.
102(a) should be made if there is evidence that applicant
made the invention and only disclosed it to others within
the year prior to the effective filing date.

Only 35 U.S.C. 102(b) is applicable if the activity is by
one of the inventors or the assignee. Therefore, only
sales or public uses which occurred more than 1 year
prior to the effective filing date of the application will re-
sult in a rejection. See MPEP § 2133.03 for a discussion
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of “on sale” and pubhc use bars under 35 U.S.C,
102(b).

Note thatasan aldtoresoivmgpubhcuseoronsale
issues, as well as to other related matters of 35 UsScC.
102(b) activity, an applicant may be required o answer
specific questions posed by the examiner and to explain
or supplement any evidence of record. 35 US.C. 132,
37 CFR 1.104(b). Regarding reissues see 37 CFR
1.175(b). Information sought should be restricted to that
which is reasonably necessary for the examiner to render
a decision on patentability.

A 1- or 2—month time period should be set by the
examiner for any response to the requirement, unless the
requirement is part of an Office action having a short-
ened statutory period, in which case the period for re-
sponse to the Office Action will also apply to the require-
ment. If applicant fails to respond in a timely fashion to
a requirement for information, the application will be
regarded as abandoned, 35 U.S.C. 133. See MPEP
§2133.03.

If there is not enough information on which to base a
public use or on sale rejection, the examiner should
make a requirement for more information. Form para-
graph 21.01 can be used.

9 21.01 Requirement for information, public use or sale.

An issue of public use or on sale activity has been raised in this
application. In order for the examiner to propesly consider patentability
of the claimed invention uader 35 U.S.C. 102(b), edditional information
regarding this issue is required as follows: [1}.

Applicant is reminded that failure to fully respond to this
requirement for information will result in a holding of abandonment.

Examiner Note:

1. Information sought should be restricted to that which is
reasonably necessary for the examiner to render & decigion on patent-
ability. See MPEP § 2133.03.

2. Aoneortwomonth time period should be set by the examiner
for response to the requirement unless it is part of an Office action
having an SSE in which case the pericd for response will apply also to the
requirement.

3. Ifsufficient evidence airendy exists to establich a prima facie
case of publicuse or onsale, use form paragraph 7. 16 tomake a rejection
under 35 U.S.C. 102(b). See MPEP § 2133.83.<

706.02(d) Rejections Under 35 U.S.C.
102(c) [R—1}

>Under 35 U.S.C. 102(c), abandonment of the “in-
vention” {as distinguished from abandonment of an ap-
plication) results in loss of right to a patent. See MPEP
§ 2134 for case law which sets forth the criteria for aban-
donment under 35 US.C. 102(c).<
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706.02(¢) Rejections Under 35 US.C.
120 R-1

>35 U. S C. 102(d) establishes four conditions which,
if all are present, establish a statutory bar agamst the
granting of a patent in this country:

(1) The forcign application must be filed more
than 12 months before the effective filing date of the
United States apphcatlon See MPEP § 706.02 regarding
determination of the effective filing date of the applica-
tion. ; , :

(2) The foreign and United States applications
must be filed by the same applicant, his or her legal rep-
resentatives or assigns.

(3) The foreign apphcatlon must have actually is-
sued as a patent or inventor’s certificate (e.g., granted by
sealing of the papers in Great Britain) before the filing
in the United States. It need not be published but the
patent rights granted must be enforceable.

(4) The same invention must be involved.

If such a foreign patent or inventor’s certificate is dis-
covered by the examiner, the rejection is made under
35 U.S.C. 102(d) on the ground of statutory bar.

See MPEP § 2135.01 for case law which further clari-
fies each of the four requirements of 35 U.S.C. 102(d).

SEARCHING FOR 35 U.S.C. 102(d) PRIOR ART

The examiner should only undertake a search for an
issued foreign patent for use as 35 U.S.C. 102(d) prior art
if there is a reasonable possibility that a foreign patent
covering the same subject matter as the U.S. application
has been granted to the same inventive entity before the
U.S. effective filing date, i.e., the time period between
foreign and U.S. filings is greater than the usual time it
takes for a patent to issue in the foreign country. Nor-
mally, the probability of the inventor’s foreign patent is-
suing before the U.S. filing date is so slight as to make
such a search unproductive. However, it should be kept
in mind that the average pendency varies greatly be-
tween foreign countries. In Belgium, for instance, a pat-
ent may be granted in just a month after its filing, while in
Japan the patent may not issue for a decade.

The search for a granted patent can be accomplished
on an electronic database either by the examiner or by
the staff of the Scientific and Technical Information
Center. See MPEP § 901.06 (a) STICSERVICES (2) for
more information on online searching. The document

700 - 13

06.02(6)
must be a patent or inventor’s certificate and not merely
a published or laid open application.<

706.02(0 Provisional Rejectians Under
35 US.C. 102(e); Reference
- is a Copending U.S. Patent
Application [R-1]

>If a copending U.S. patent application discloses
subject matter which would anticipate the claims in
another pending U.S. application which has a different
inventive entity, the examiner should determine wheth-
er a provisional 35 U.S.C. 102(e) rejection can be made.

1. Copending U.S. apphcatlons, at least one com-
mon inventor or are commonly assngned

If (1) at least one common inventor exists between
the applications or the applications are commonly as-
signed and (2) the effective filing dates are different,
then a provisional rejection of the later filed application
should be made. The provisional rejection is appropriate
because if the earlier filed application becomes a patent
it would constitute actual prior art under 35 U.S.C. 102,
Since neither application is published at the time of the
provisional rejection, the rejection must be made under
35 US.C. 102(e).

A provisional rejection under 35 U.S.C. 102(e) can be
overcome in the same manner that a 35 U.S.C. 102(e) re-
jection can be overcome. See MPEP § 706.02(b). The
provisional rejection can also be overcome by abandon-
ing the applications and filing a new application contain-
ing the subject matter of both.

Form paragraph 7.15.01 should be used when making
a provisional rejection under 35 U.S.C. 102(¢).

§ 7.15.01 Provisional Rejection, 35 U.S.C. 102(e) — Comumon
Assignee or At Least One Common Inventor

Claim{1]} provisionally rejected under 35 U.S.C. 102(e) ss being
anticipatedbycopendingapplicationno. [Z)whichhasacommon [3]with
the instant application.

Based upon the earlier effective U.S. fling date of the copending
application, it would constitute prior art under 35 US.C. 102(e) if
patented. This provisional rejection under 35 U.S.C. 102(e) is based
upen a presumption of future patenting of the copending applica-
tion. {4].

This provisional rejfection under 35 US.C. 102{(e) might be
overcome either by a showing under 37 CFR 1.132 that any invention
disclosed but notdaimed inthecopending applicationwes derived from
the inventor of this application and is thus not the inveation “by
another,” or by an appropriate showing ender 37 CFR 1.131.
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706. 02(g)

'l‘lnsrejectlon nmymsbeovemomebytheﬁhngofateminal

disclaimer. See In mBanfeld 17 USPQZd 1885 (Fed. Cir. 1991)

Exnminer Note:

L 'I‘lnspa:agraphlsusedtoprowsmnallyrejectoveracopendmg_

apphcahon with an earlier.filing date that discloses the claimed

invention. The copending applmtmn must have either a COMMOn -

assignee or at least one common inventor.
2. If the claims are cbvious over the mventlon dlsclosed in the

other copending application, use paragraph 7.21.01.
3. Inbeacket 3, insert either “assignee” or. “inventor.”

4. Inbracket 4, an appropriate explanation may be provxded in

support of the Examiner’s position on anticipation, if necessary.

5. If the glaims of the copending application conflict with the
claimsofthe instant application,aprovisional doublepatentmgrejecuou
should also be given using paragraphs 8.30 and 8.32,

6. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g), a
rejection using paragraphs 7.13 and/or 7.14 should also be made.

2. Copending applications; no common inventor or
assignee

If there is no common assignee or comimon inventor,
the confidential status of applications under 35 U.S.C.
122 must be maintained and no rejection can be made re-
lying on the earlier filed application as prior art under
35 U.S.C. 102(e). If the filing dates of the applications
are within 6 months of each other (3 months for simple
subject matter) then interference may be proper. See
MPEP Chapter 2300. Otherwise, the application with
the earliest effective U.S. filing date must be allowed to
issue. After the allowed application is published, it can
be used as a reference in a rejection under 35 U.S.C.
102(e) in the still pending application.<

706.02(g) Rejections Under 35 U.S.C. 102(f)
[R-1]

>35 U.S.C. 102(f) bars the issuance of a patent where
an applicant did not invent the subject matter being
claimed and sought to be patented. See also, 35 U.S.C.
101, which requires that whoever invents or discovers is
the party who may obtain a patent for the particular in-
vention or discovery. The examiner must presume the
applicants are the proper inventors unless there is proof
that another made the invention and that applicant de-
rived the invention from the true inventor.

See MPEP § 2137 — § 2137.02 for more information
on the substantive requirements of rejections under
35 US.C. 102(f).<

Rev. 1, Sept. 1995

706.02([1) Rejections Undcr 35 U. S.C. 102(g)
[R-— o

>35 us.C 102(g) bars the issuance of a patent
where another made the mventmn in ‘the United States

before applicant and had not abandoned, suppressed, or. -

concealed it. This section of 35 U.S.C. 102 forms a basis -
for interference practwe ‘See MPEP Chapter 2300 for
more  information on. mterference procedure. See
MPEP § 2138 — § 2138.07 for more information on the

. requirements of 35 Us.C 102(g) <

~ 706. 02(1) Form paragraphs l’or Use in

Rejections Under 35 U S.C. 102
[R-1] |

>The following form paragraphs should be used in

making the appropriate rejections.
Notethattheparticular part of thereference relledupontosuppon

the rejection should be identified.

9 7.07 Statement of Statutory Basis, 35 U.S.C. 102

The following is a quotation of the appropriate paragraphs of
35 US.C. 102 that form the basis for the rejections under this section
made in this Office action:

A person shall be entitled to a patent uniess—

Examiner Notes

1. The statute is no longer being re—cited in all Office actions.
It is only required in first actions on the merits and final rejections.
Where the statute is not being cited in an action on the merits, use
paragraph 7.102.

2. Paragraphs 7.07t07.14 are tobe used ONLY ONCE in a given
Office action.

§ 7.08 102(a), Activity by Another Before Invention by Applicant

(a) the invention was known or used by others in this country, or
patented ordescribedin aprinted publication inthisor aforeigncountry,
before the invention thereof by the applicant for a patent.

Examiner Note:
This paragraph must be preceded by paragraph 7.07.

G 7.09 102(b), Activity More Than One Year Prior to filing

(b) the invention was patented or described in a printed publica-
tion in thisor a foreign country or in public use or on sale in this countsy,
more than one year prior to the date of application for patent in the
United States.

Examiner Note:

This paragraph must be preceded by paragraph 7.07, and may be
preceded by paragraph 7.68.

9 7.10 102(c), Invention Abandoned
(c) he has abandoned the invention.

700 — 14
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Examinote:

‘ mwmphmﬁubemwededbvmwﬂm.mdmybe-

precededbyoneormoteofparagraphﬂﬁhnd?m o
1 711 102(d), Foreign Patenting - .

S @y the invention was first patented or camd to be patented, or -
; .wasthe suwectofan inventor’s certificate, by the applmntorhlslegal! o
reptescntauves or assxgns in a foreign country-prior to the date of the -

application for patent in thls country on an application for patent or
inventor’s certificate filed more than twelve months before the filing of
-the apphcaﬂonmtheUmtedStates. . :

Thlsparagraph mustbeprecededbyparagraph 707,andmaybe
precededbyoneormoreofparagraphs708to710

q 712 102(e), Patem to Another With Earlier Filing Date

(e) the mvenuon was -described in a patent granted on an '

application for patent by another filed in the United States before the
invention thereof by the applicant for patent, or on an international
application by another who has fulfilled the requirements of paragraphs

(2),(2), and (4) of section 371(c) of this title before the i mventlon thereof

by the applicant for patent.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or more of paragraphs 7.08 to 7.11.

§ 7.13 102(f), Applicant not the Inventor
(f) be did not himself invent the subject matter sought to be
patented.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or mare of paragraphs 7.08 to 7.12.

% 7.14 102(g), Priority of Invention

(g) before the applicant’s invention thereof the invention was
made in this country by another who had not abandoned, suppressed, or
concealed it. In determining priority of invention there shall be
considered notonly the respective dates of conception and reduction to
practice of the invention, but also the reasonable diligence of one who
was first to conceive and last to reduce to practice, from a time prior to
comnception by the other.

Examiner Note:
This paragraph must be preceded by paragraph 7.07 and may be
preceded by one or more of paragraphs 7.08 to 7.12.

9 7.15 Rejection, 35 U.S.C. 102(a), (b) Patent or Publication,

and (g)
Claim [1] rejected under 35 U.S.C. 102 ({2]) as being [3] by [4]. [5}.

Examiner Note:

1. Inbracket 2, insert the appropriate paragraph letter or letters
of 35 U.S.C 102 in parentheses. If paragraph (e) of 35 USC. 102 is
applicable, use form paragraph 7.15.02.

2. In bracket 3, insert either “anticipated” or “clearly amtici-
pated”.

3. Inbracket 4, insert the prior art relied upon.

706.02()

4. Inbracket S, insert an explanation, including an indication of

;ﬂ:cpaﬂiwlarpmofmemﬁwmerdiedmwmmm

This rejection must be preceded gither by paragraph 7.07 aad

Vpatagtapbs?ﬂs,‘lm and7l4asappmpdwe,m-bypmwh7.102. “

6. IfSSU.S.C.lOZ(e):sahobaugmked,ﬂmwwhm ‘

| Befoﬂawedbyentherfompmmph?lSOZm?lsm.

q 71501 vamomlRe}ecam,SSUSC 102(e) Common .
Assignee or At Least One Common Inventor .~ "
: Clmm[l]pmmallyrqectedunderﬁUSC.l&(e)ubemg

' anticipatedbycopendingapplicationno. {2} which hasacommon{3jwith
,thelmtant application, . -

Base&}upontheearhereffeeﬂveUS.ﬁhngdateofﬂleeop@ndmg\ 2

application, it would constitute prior art-under 35 US.C, 102(e) if - S
" patentad. This provisional rejection under 35 U.S.C. lOZ(e):sbased

upon a presumptxon of future patenung of the eopendmg applmtlon.
N

either by ashowingunder 37CFR 1. lSZthatanymwnﬂondmdmedbut

notclannedmthecopendmgapplncatmnwasdenvedfromthemventor .

of this application and is thus not the invention “by anothes,” or by an

appropriate showing under 37 CFR 1.131. : o
This rejection may pet be overcome by the ﬁlmg ofa tenmnal

disclmmer See In re Bartfeld, 17 USPQ2d 1885 (Fed. Cir. 1991).

Examiner Note:

1. This pmgaphnsusedtopmws:onallym;ectweraeopen&ng
application with an easlier filing date that discloses the claimed
invention. The copending application must have elther a common
assignee or at least one common inventor. -

2 X the claims are obvious over the invention disclosed in the
other copending application, use paragraph 7.21.01.

3. Inbracket 3, insert either “assignee™ or “inventor.”

" 4. Inbracket 4, an appropriate explanation may be provided in
support of the Examiner’s position on anticipation, if necessaty.

5. If the claims of the copending application conflict with the
daimsofthe instantapplication, aprovisional double patentingrejection
should also be given using paragraphs 8.30 and 8.32,

6. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (), 2
rejection using pavagraphs 7.13 and/or 7.14 should also be made.

§ 7.15.02 Rejection, 35 U.S.C. 102(e), Common Assignee or
Inventor(s)

Claim{[1] rejected under 35 U.S.C. 102(c) 2s being anticipated by
2}

The applied reference has a common [3] with the instant applica-
tion. Based upon the earlier effective U.S. filing datc of the reference,
it constitutes prior art under 35 U.S.C. 102(e). This rejection under
35 U.8.C. 102(e) might be overcome either by a showing under 37 CFR
1.132 that any invention disclosed but not claimed in the reference wes
derived from the inventorof thisepplication and is thus not the invention
“by another,” or by an appropriate showing under 37 CFR 1.131,

Exsminer Note:

1. 'This paragraph is used to reject over a patent with an earlier
filing date that discloses but dozs not claim the same invention. The
patent must have either 2 common assignee or 8 common inventor.

2. Inbrecket 3, insert either “assignee” or “wenbor.”

Rev. 1, Sept. 1995
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§% 7.15. 03 Rejecnon,35 174 S C. 102(e),NoCommmAmgneeor
Invemor(s) ;

Claim[1] rejected under 35 USC. lOQ(e) as bemg armcrpawd
by [2]. T

Examiner Note:
" This paragraph is used to reject overa patent with an eaglier ﬁlmg

date that discloges but does not claim the same invention. The patent

must have nerther a common assrgnee nor a common inventor.

9 716 ReJecuon, 35 US.C. 102(b), Puwa use or on Sale
Claim{1] rejected under 35 U.S. C. 102(b) based upon a public use
or sale of the mvennen 12). :

Examiner Note:

1. This paragraph must be preceded either by paragraphs 707

and7090rbyparagraph 7.102.
2. A full explanation of the evidence establishing a publlc use of

sale must be provided in bracket 2.

9 717 Rejectwn, 35U.8.C. 102(c), Abandonment of Invention
Claim[1]rejectedunder35U.S.C. lﬁZ(c)becausethemvennon has
been abandoned. {2].

Examiner Note:

1. Thisparagraphmustbe preceded eitherby paragraph 7.07 and
7.10 or by paragraph 7.102.

2. Inbracket 2, insertafull explanation of the evidence establish-
ing abandonment of the invention. See MPEP § 2134,

9 7.18 Rejection, 35 U.S.C. 102(d), Foreign Patenting
Claim [1] rejected under 35 U.S.C. 102(d) as being barred by
applicant’s {2). {3).

Examiner Note:
1. This paragraph must be preceded either by paragraphs 7.07

and 7.11 oz by paragraph 7.102.
2. Inbracket3,insert an explanation of this rejection which must

include appropriate dates and how they make the foreign patent
available under 35 U.S.C. 102(d).
3. Refer to MPEP § 2135 for applicable 102(d) prior art.

§ 7.19 Rejection, 35 U.S.C. 102(f), Applicant not the Inventor
Claim [1] rejected under 35 U.S.C. 102(f) because the applicant did not
invent the claimed subject matter. [2].

Examiner Note:

1. This paragraph must be preceded either by paragraphs 7.07
and 7.13 oz by paragraph 7.162.

2. Inbracket2, insert an explanation of the supporting evidence
establishing that applicant was not the inventor.<

706.02(j) Contents of a 35 U.S.C. 103
Rejection [R—1]

>35 U.S.C. 103 authorizes a rejection where to meet
the claim, it is necessary to modify a single reference or
to combine it with one or more other references. After
indicating that the rejection is under 35 U.S.C. 103, the

Rev. 1, Sept. 1995
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examiner should set forth in the Office action (1) the
relevant teachings of the prior art relied upon, prefer-
ably with reference to the relevant column or page num-

‘ber(s) and line number(s) where appropriate, (2) the dif-
~ ference or differencesin the claim over the apphed refer-

ence(s), (3) the proposcd modification of the applied
reference(s) necessary to arrive at the claimed subject
matter, and (4) an explanauon why such proposed modi-
fication would have been obvious to one of ordinary skill
in the art at the time the invention was made. "
. To establish a prima facie case of obviousness, three
basic criteria must be met.  First, there must be some
suggestion or motivation, either in the references them-

. -selves or in the knowledge generally available to one of

ordinary. skill in the art, to modrfy the reference or to
combine reference teachings. Secondr there mustbe a
reasonable expectation of success. Finally, the prior art_
reference (or references when combined) must teach or
suggest all the claim Limitations. The teaching or sugges-
tion to make the claimed combination and the reason-

. able expectation of success must both be found in the

prior art, and not based on applicant’s disclosure. fiz re
Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991).
See MPEP § 2143 — § 2143.03 for decisions pertinent to
each of these criteria. _

The initial burden is on the examiner to provide some
suggestion of the desirability of doing what the inventor
has done. “To support the conclusion that the claimed in-
vention is directed to obvious subject matter, either the
references must expressly or impliedly suggest the
claimed invention or the examiner must present a con-
vincing line of reasoning as to why the artisan would have
found the claimed invention to have been obvious in
light of the teachings of the references.” Ex parte Clapp,
227 USPQ 972, 973 (Bd. Pat. App. & Inter. 1985). See
MPEP § 2144 — § 2144.09 for examples of reasoning sup-
porting obviousness rejections.

Where a reference is relied on to support a rejection,
whether or not in a minor capacity, that reference should
be positively included in the statement of the rejection.
See In re Hoch, 57 CCPA 1292, 428 F.2d 1341, 166 USPQ
406, footnote 3 (1970).

It is important for an examiner to properly communi-
cate the basis for a rejection so that the issues can be
identified early and the applicant can be given fair op-
portunity to respond. Furthermore, if an initislly re-
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EXAMmmoNQF, ck

;;jectedanphcatlmmesaaapatent.themmhbem g
SR ghmdanearlnerrcyecuonmybennpomm:nmmpm
o -_,mgtlwscopeofthepatentclamm.Smcemu@dpatcnts ;
. i are presumied’ val:dn(SS U.S.C. 282) and constitute 2 .
B property":ght (35"' JS.C. 261),mewntten record must[‘

E MPEP § 1701 01), it zs 1mportant that the wntten record
" clearly: explmn the' ratmnale for. dcuslons made durmg

',pmsecuuonoftheappllcat:on L

" See MPEP § - 2141 — §2144.09 generally for gmd—' -
~-ance on: patentabxhty deternunatlons under 35 US.C.
103, mcludmg a dlscussmn of the’ reqmrements of -
‘Graham v. John Deeie, 383US: 1, 148USPQ459(1966) e
See MPEP $§ 2145 for consxderatxon of applicant’s rebut-
tal arguments, Sce MPEP § 706.02(1) for a discussion of s

the seoond paragraph of 35 UsS. C.103.<

706 02(k) Provisional Rejection .
(Obvmusness) Under 35 US.C.
102(e)/103 [R—- l]

>Where two apphcatlons of different mventlve enti-
ties are copending and the filing dates differ, a provision- -
al rejection under 35 U.S.C. 102(¢)/103 should be made -

in the later filed application if the applications have a
common assignee or a common inventor. Otherwise the
confidential status of applications under 35 US.C.
122 must be maintained. Such a rejection alerts the ap-
plicant that he or she can expect an actual rejection on
the same ground if one of the applications issues and also
lets applicant know that action must be taken to avoid
the rejection.

This gives applicant the opportunity to analyze the
propriety of the rejection and possibly avoid the loss of
rights to desired subject matter. Provisional rejections of
the obviousness type under 35 U.S.C. 102(¢)/103 are re-
jections applied to copending applications having differ-
ent effective filing dates wherein each application has a
common assignee or a common inventor. The eatlier
filed application, if patented, would constitute prior art
under 35 U.S.C. 102(e). The rejection can be overcome
by:

(1) arguing patentability over the earlier filed ap-
plication,

: tmdat3SU.SC. lmdtheprim'

mstmwmmawmm o

@) ﬁhnsanamdammdeciammmsmm SR
C Ilszmgmamyundmmdmvenmdmchm
'theeopendmgapphcamnmmmdﬁommemm

~oftheothaapphmtmnandzsﬂmsmtmvenm
- “by another” (see MPBP § 715. Ol(a), 8 71501(c), ‘
§716 10), o1 '

- (4) - filing an it'ﬁdav:t or Maratmn lm&t 37 CFR‘

1 131 showing a date of invention prior to the effective

L US. filing date of the copending application. Wherethe -+~
applncanonsareclalmmgthesamepatentab!emmm‘ S '
an affidavit or declaration under 37 CFR 1.131'may be

used to overcome a rejection under 35 US.C. 1020r 103

N bnlynfapetxtwnunderS?CFRl 183hasbeengrantodm :

' 'aoommon ownershlp situation.: SeeMPEP§715

H a Provmonal rejectlon is made and the copendmg '

_ appllcatlons are combined into a single applicationand .
~the resulting smgle apphwtmms subject to a restriction .
'reqmrement, the dmsmnal apphcatwn would not be W
subject to provisional o actual rejectionunder35US.C.

102(e)/103 since the provisions of 35 U.S. c.121 preclude .

- the use ‘of a patent’ issuing therefrom as a reference

against the other application. Addmomlly the resulting
continuation—in—part is entitled to 35 U.S.C, 120 bene-
fiit of each of the prior applications. This is illustrated in
Example 2, below. -

The examples below are instructive as to the applica-
tion of 35 U.S.C. 102(e)/103:

Statement of Principle:

The disclosure of an earlier filed patent application
which issues as a patent continues to be prior art under
35 U.S.C. 102(e) against a later invented and filed ap-
plication of another inventor even though the patent and
the later invention were owned by, or subject to, an ob-
ligation of assignment to the same person at the time the
later invention was made.

Rov. 1, Sept. 1995
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706.62(k) ' ; .
Etamyk I

‘ Assumptlon Employees A and B work for C each with knowledge of the other’s wark, and with obhganoa to assign
mventnons toC whnlc emplayed _ o

SITUATIONS

1. A mvcnts X and later files apphcatlon

2. Bmodifies X to XY. _
| B files application after A’s.ﬁling ;

| 3. As patent issiles. '

| 4. B files 37 CFR 1.131 affidavit to swear behind

A’s filing date, along with a petition under 37CFR
1.183 to waive the prohibition of the use of 37 CFR

| 1.131 affidavit where the same patentable inven-
| tion is being claimed.

|| Terminal disclaimer filed under 37 CFR 1.321(c) to
| overcome double patenting re]ectxon

T Mo 35 US.C. 10267103 or 102(g)/103 rejectlon,

provisional 35 U.S.C. 102(e)/103 rejection applies.

| Prov:smnal double patentmg re;ecuon made

| B's claims rejected under 35 US.C. 102(e)1103 and -
| double patentmg \

f Provisional or actual rejection under 35 USC

102(e)/103 may be overcome and double patenting

| rcjection may be overcome if inventions X and XY

are commonly owned and all requirements of -

| 37CFR 1.321 are met.

Insituation (2.) above, the resultisa mgms_;gngl rejection by the examiner under 35 US.C. 102(e)/103 The rejection is
provisional since the subject matter and the prior art are pending applications.
Example 2

Assumption: Employees A and B work for C, each with knowledge of the other’s work, and with obligation to assign
inventions to C while employed

;79 SITUATIONS :,

RESULTS

| 1. Ainvents X and files application

| 2. Bmodifies X to XY after A’s application is filed,
| B files application establishing that A and B were
| both under obligation to assign inventions to C at
| the time the inventions were made.

| Thisis permissible.
| Provisional 35 US.C. 102(e)/103 rejection made;

| provisional double patenting rejection made; no
| 35 US.C. 102(f)/103 or 102(g)/103 rejection made.

3. A and B file continuving application claiming
| priority to their earlier applications and abandon
- the carlier applications.

| 4. Xiselected and patent issues on X with division-
| al application being timely filed on XY.

Rev. 1, Sept. 1995

| Assume it is proper that restriction be required be-
| tween X and XY.

| No rejection of divisional application under
I 35US.C. 102(e)/103 in view of 35 US.C. 121,
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ASSUMPTION Employees A and B work for G each wnth lmawledge of the other’s work, and thh obhgatxon to ass:gn :

inventions toC wlnle employed

SITUATIONS

1. A invents X and files application with assign-
ment to C recorded in PTO showing C’s ownership - §

at the time the invention X was made.

2. A and B modify X to XY and file application

with assignment recorded in PTO showing C’sown-~

ership at the time the invention XY was made.

3. A and B file terminal disclaimers tb overcome |

provisional double patenting and insufficient 37
CFR 1.131 affidavit to overcome provisional 35
U. S C. 102(e)/103 rejectlon

4. A and B file continuing appllcatlon dlsclosmg
and claiming both X and XY and claiming 35 U.S.C.
120 benefit of both prior applications; both prior
applications are then abandoned.

Examination of Continuing Application Commonly
Owned With Abandoned Parent Application to Which
Benefit Is Claimed Under 35 U.S.C. 120

An application claiming the benefit of a prior filed
copending national or international application under
35 U.S.C. 120 must name as an inventor at least one in-
ventor named in the prior filed application. The prior
filed application must also disclose the named inventor’s
invention claimed in at least one claim of the later filed
application in the manner provided by the first para-
graph of 35 U.S.C. 112. This practice contrasts with the
practice in effect prior to November 8, 1984 (the date of
enactment of Public Law 98—622) where the inventor-
ship entity in each of the applications was required to be
the same for benefit under 35 U.S.C. 120.
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3 Thls is permikseib'le.l ‘

, Provnsmnal double patentmg rejectnons of the ob- I B

viousness type may be made.
Provisional rejection under 35 US.C. 102(e)/103 ;

_ may be made in later ﬁled application.

Examiner finds 37 CFR 1.131 afﬁdavnt msufficlent
accepts terminal disclaimers.

This is permissible.

So long as the applications have at least one inventor
in common and the other requirements are met, the Of-
fice will permit a claim for 35 U.S.C. 120 benefit without
any additional submissions or notifications from appli-
cants regarding inventorship differences.

In addition to the normal examination conducted by
the examiner, he or she must examine the earlier filed
application to determine if the earlier and later applica-
tions have at least one inventor in common and that the
other 35 U.S.C. 120 requirements are met. The claim for
35 U.S.C. 120 benefit will be permitted without examina-
tion of the earlier application for disclosure and support
of at least one claim of the later filed application under
35 US.C. 112, first paragraph uniess it becomes neces-
sary to do so, for example, because of an intervening ref-
erence.
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C.

3.AandB later file application on XY with assngn- .

ment to C,

4. A and B file 37 CFR 1.131 affidavit to swear be- |
hind A’s filing date, along with 37 CFR 1.183 peti-

tion to waive prohibition where same patentable in-
vention claimed, and terminal disclaimers in both
applications

2. Alater ﬁlesf appligatiOn on wath ass:gnmentto B Thms pertmss:ble : f LR N
‘ Exammer may make provnsxonal re;ectxon of A and 0

. { B’s application on grounds of double patenting and
35 U S.C. 102(e)/103 mvnew of As apphcatmn »

‘This is permissible.
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706.02(!)
706.02(!) Rejections Under 35 U.S C
102(0/103 and 35 U.S C.

102(g)/103, Second Paragraph
ot'35 U S C 103 [R—l]

>37 CFR 1106, Rqecnon ofClatms e

(a) Ifthemventlonmnotconslderedpatentable,ornotcons:dered
patentableasclmmed,theclmnm,orthoseconsndered unpatentablewdl ,

berejected P

()] ln re;ecnng clalms for want of novelty of for obviousness, the ‘
examiner must cite the best refcrenoes at his command. - When a
reference is complex or shows or describes inventions other than that

claimedbythe applicant, thepamcularpartrehedonmustbedesxgnated

as nearly as practicable. The peitinence of each reference, if not

apparent, must be clearly explained and each rejected claim specified.

() Inrejecting claims the examiner may rely upon admissions by’

the applicant, or the pateint owner in a reexamination proceeding; as to
any matter affecting patentablllty and, insofar as rejections in applica-
tionsare concerned, may also rely upon factswithin hisorher knowledge
pursuant to § 1.107.

(d) Subject matter which is developed by another person whlch
qualifies as prior art only under 35 U.S.C. 102(f) or (g) may be used as
prior art under 35 U.S.C. 103 against a claimed invention unless the
entire rights to the subject matter and the claimed invention were
commonly owned by the same person or organization or subject to an
obligation of assignment to the same person or organization at the time
the claimed invention was made.

(e) Theclaimsin anyoriginal application naming an inventor will
be rejected as being precluded by a waiver in a published statutory
invention registration naming that inventor if the same subject matter is
claimed in the application and the statutory invention registration. The
claimus in any reissue application naming an inventor will be rejected as
being precluded by a waiver in a published statutory invention registra-
tion naming thatinventorifthe reissue application seekstoclaim subject
matter (1) which was not covered by claims issued in the patent prior to
the date of publication of the statutory invention registration and (2)
which was the same subject matter waived in the statutory invention
registration.

37 CFR 1.106 basically reiterates the requirements of
the last paragraph of 35 U.S.C. 103 which provides that
subject matter developed by another which qualifies as
“prior art” only under subsections 35 U.S.C. 102(f) or
35 U.S.C. 102(g) is not to be considered when determin-
ing whether an invention sought to be patented is ob-
vious under 35 U.S.C. 103, provided the subject matter
and the claimed invention were commonly owned at the
time the invention was made. Note that if the prior art is
published and the inventive entity is not identical then
35 U.S.C. 102(e)/103 will apply and the prior art will not
be disqualified under 35 U.S.C. 103, last paragraph.

The subject matter that is disqualified as prior art un-
der 35 U.S.C. 103 is strictly limited to subject matter that
qualifies as prior art only under 35 US.C. 102{f) or
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| 35USC. 102(3) Ifthesub)ectmatterquahﬁesaspnor E
“art -under any other subsection (eg subsectton;
‘35USC 102(a),35USC ltYl(b)orBSUSC lOZ(e))ntf

will not be dlsquahﬁed as pnor art under 35 U S C. 103 ,
last paragraph S :
- Itisimportant to reoogmze that the last paragraph of g

35USC. 103 applies only to consnderatlon of prior ¢ art s
. for purposes of obviousness under 35US.C.103. It dom ey
- not apply to or affect subject matter whlch quahﬁes as con L
_prior art under 35 U.S.C.102. A patent appllcant urging
that subject matter is disqualified has the burden of es- . -
tablishing that it was commeonly owned at the timethe

claimed invention was made. Absent’ proper ¢ evidence of -

common ownership at the time the later invention was ™~

made, the appropriate rejection under 35 U.S. C. 102(t) ' o
or 35 US.C. 102(g) as it applles through 35 U. S C 103 '
should be made. :
" Information learned from or transnntted to persons ;
outside the organization is not dlsquahﬁed as prior art.
The term “subject matter” will be construed broadly, in

the same manner the term is eonstrued in the remainder :

of 35 US.C. 103. The term “another” as used in

35 U.S.C. 103 means any inventive entity other than the
inventor and would inclade the inventor and any other
persons. The term “developed” is to be read broadly and
is not limited by the manner in which the development
occurred. The term “commonly owned” means wholly
owned by the same person, persons, or organization: at
the time the invention was made.

Inventors of subject matter not commonly owned at
the time of the invention, but currently commonly
owned, may file as joint inventors in a single application.
However, the claims in such an application are not pro-
tected from a 35 U.S.C. 102(f)/103 or 35 US.C.
102(g)/103 rejection. Applicants in such cases have an
obligation pursuant to 37 CFR 1.56 to point out the in-
ventor and invention dates of each claim and the lack of
common ownership at the time the later invention was
made to enable the examiner to consider the applicabili-
tyofa 35 U.S.C. 102(f)/103 or 35 U.S.C. 102(g)/103 rejec-
tion. The examiner will assume, unless there is evidence
to the contrary, that applicants are complying with their
duty of disclosure.

Foreign applicants will sometimes combine the sub-
ject matter of two or more related applications with dif-
ferent inventors into a single U.S. application naming
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| ;EXAMiNAnON OF APPUCATIONS o

joint mventors The exammer wxll make the assumptlon,' .
- absent contrary evndence, that the apphcants are com-’
' plymg with their duty of dlsclosure if no. mformatlon is »
provided relative to invention dates and common own-
ership at the time the later invention was made. Sucha
claim for 35 U.S.C. 119(a)—(d) benefit based upon the

'forelgn filed apphcatlons is. appropnate and 35 US.C.

119(a)—(d) benefit can be accorded based upon each of '

the forelgn filed apphcatxons

"L Deﬁmtzon of Common Ownershlp

In order- to be dlsqualnﬁed -as pnor art. under
35 U.S.C. 103, second paragraph, the subject matter
which would otherwise be prior art to the claimed inven- -

tion and the claimed invention must be commonly owned

at the time the claimmed invention was made. The term

“commonly owned” is intended to mean that the subject
matter which would otherwise be prior art to the claimed
invention and the claimed invention are entirely or whol-
ly owned by the same person, persons, or organization at
the time the claimed invention was made. If the person,
persons, or organization owned less than 100 percent of
the subject matter which would otherwise be prior art to
the claimed invention, or less than 100 percent of the
claimed invention, then common ownership would not
exist. Common ownership requires that the person, per-
sons, or organization own 100 percent of the subject mat-
ter and 100 percent of the claimed invention. As long as
principal ownership rights to either the subject matter or
the claimed invention reside in different persons or or-
ganizations common ownership does not exist. A license
of the claimed invention to another by the owner where
basic ownership rights are retained would not defeat
ownership. The requirement for common ownership at
the time the claimed invention was made is intended to
preclude obtaining ownership of subject matter after the
claimed invention was made in order to disqualify that
subject matter as prior art against the claimed invention.
The question of whether common ownership exists at
the time the claimed invention was made is to be deter-
mined on the facts of the particular case in question. Ac-
tual ownership of the subject matter and the claimed in-
vention by the same individual or organization or a legal
obligation to assign both the subject matter and the
claimed invention to the same individual or organization
must be in existence at the time the claimed invention
was made in order for the subject matter to be disquali-
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fied as pnor art, A moral or unenforoeable obhgatxon
o 'would not evidence common ownership. o
Under 35 US.C. 103, second paragraph an appll-‘

cant’s admission that subject matter was developed prior

to apphcant’s mventlonwould notmake thesubjectmat-‘ -
.'terpnorartto apphcantnf thesubject matterquahﬁesas e
- prior- art only ‘under ‘sections 35 U.S.C. 102(f) or -
© 35 USC. 102(g), and if the. subject matter and: the —

clalmed mventmn were oommonly owned atthe time the E

 invention was made. See In re Fout, 675 F2d 297,213 .
, FUSPQ 532 (CCPA 1982), for a decls:on mvolvmg anap-

- plicants’ admission which was used as prior art against
" their application. If the subject matter and invention

were not commonly owned -an adnuss1on that the subject .

matter is prior art would be usable under 35 U.S.C. 103.
_The burden of estabhshmg that sub]ect matter is dis-

qualified as prior art under the section is intended to be

- placed and reside upon the person or persons urging that -

the subject matter is disqualified. For example, a patent
applicant urging that subject matter is disqualified as
prior art under 35 U.S.C. 103, second paragraph, would
have the burden of establishing that it was commonly
owned at the time the claimed invention was made. The

_ patentee in litigation would likewise properly bear the

same burden placed upon the applicant before the Pat-
ent and Trademark Office. To place the burden upon the
patent examiner or the defendant in litigation would not
be appropriate since evidence as to common ownership
at the time the claimed invention was made might not be
available to the patent examiner or the defendant in liti-
gation, but such evidence, if it exists, should be readily
available to the patent applicant or the patentee.

Inview of 35 U.S.C. 103, second paragraph, the Com-
missioner has reinstituted in appropriate circumnstances
the practice of rejecting claims in commonly owned ap-
plications of different inventive entities on the grounds
of double patenting. Such rejections can be overcome in
appropriate circumstances by the filing of terminal dis-
claimers. This practice has been judicially authorized.
See In re Bowers, 359 F.2d 886, 149 USPQ 57 (CCPA
1966). The use of double patenting rejections which then
could be overcome by terminal disclaimers preclude pat-
ent protection from being improperly extended while
still permitting inventors and their assignees to obtain
the legitimate benefits from their contributions.

The following examples are provided for illustration
only:
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- Ownershlp of both mvenuons must be 100% the
 same _

andB
= mventlons of A and Bare oommonly owned

- Parent Company owns 100% of Subsxdlary A and

90% of subsidiary B
- mventlons ofAand B not commonly owned

- If same person owns subject matter and i mven- :

~ tion at time invention was made, license to
another may be made without the sub]ect mat-
ter becoming prior art.

— Different Government inventors retaining cer-
tain rights (c.g. foreign filing rights) in separate
inventions owned by Government precludes
common ownership of inventions.

- Joint Venture
Situati

- Company A and Company B form Joint Venture
Company C. Employees of A while working for
C with an obligation to assign inventions to C,
invent invention #1, Employees of B while
working for Cwith an obligation to assign inven-
tions to C, invent invention #2, with knowledge
of #1.

Question: Are #1 and #2 commonly owned at
the time the later invention was made so as to
preclude a rejection under 35 U.S.C. 102(f) or
(g) in view of 35 U.S.C. 103?

Answer: Yes—An official of company C can sign
an affidavit that C owned both inventions.

The examiner must examine the application as to all
grounds except 35 U.S.C. 102(f) and (g) as they apply
through 35 U.S.C. 103 only if the application file(s) es-
tablishes common ownership at the time the later inven-
tion was made. Thus, it is necessary to look to the time at
which common ownership exists. If common ownership
does not exist at the time the later invention was made,
the earlier invention is not disqualified as potential prior
art under 35 U.S.C. 102 and (g) as they apply through
35 U.S.C. 103. Aninvention is "made” when conception
iscomplete as defined in Mergenthaler v. Scudder, Y1 App.
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D.C. 264, 1897 C.D. 724 (D.C. Cir. 1897); In re Tansel,
253 F2d 241, 117 USPQ 188 (CCPA 1958). Common

3 o | | hip at th th tion was made for pur-
- Parent Company owns 1()0% of Subsxdxanes A e ip at the time the inventi made lor pur

poses of obvmtmg a 35 uUSs.C. 102(f)135 US.C. 103 or

-35US8.C 102(g)/35 US.C. 103 rejectlon may be estab-
. lished irrespective of whether the mventxon wasmadein

the United States or abroad. The prov:smns of 35 US.C.

- 104, however, will continue to apply to other proceedings

in the Patent and Trademark Ofﬁce, €.g. in an mterfer-r ‘

- ence prooeedmg, with regard to estabhslung a date ofin-

vention by knowledge or-use. thereof, or other actmty
with respect thereto,ina forengn country. The foreign fil-
ing date will continue to be used for interference pur-
poses under 35 US.C. 119(a) (d) and 35 U S.C. 365.

2. Evidence Required to Establxsh Common Ownership

It is important to recognize just what constitutes suf-
ficient evidence to establish common ownership at the
time the invention was made. The common ownership
maust be shown to exist at the time the later invention was
made. A statement of present common ownership is not
sufficient. In re Onda, 229 USPQ 235 (Comm’r Pat.
1985).

COPENDING APPLICATIONS

37 CFR 1.104. Nature of examination; examiner’s action.

BEBRE

(e) Co—pending applications will be considered by the examiner
to be owned by, or subject to an obligation of assignment to, the same
person if: (1) the application files refer to assignments recorded in the
Patent and Trademark Office in accordance with part 3 of this chapter
which convey the entire rights in the applications to the same person or
organization; or (2) copies of unrecorded assignments which convey the
entire rights in the applications to the same person or organization are
filed in cach of the applications; or (3) an affidavit or declaration bw the
common owrer is filed which states that there iscommon ownership and
states facts which explain why the affiant or declarant believes there is
commonownership; or (4) otherevidenceis submittedwhichestablishes
comumnon ownership of the applications. In circumstances where the
common owner is a corporation or other orgenization, an affidavit or
declaration may be signed by an official of the corporation or organiza-
tion empowered to act on behalf of the corporation or organization.

37 CFR 1.104 specifies the nature of the showing nec-
essary before the examiner would consider copending
applications to be; owned by, or subject to an cbligation
of assignment to, the same person for purposes of
35 U.S.C. 162(f)/103, 35 U.S.C. 102(g)/103 and 37 CFR
1.106(d). If common ownership does not exist at the time
the later invention was made, the easlier invention is not
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.dnsquahfled as potentml pnor art under 35 U S C 102(f) f =

and (g) as they apply through 35U.S. C. 103

" The rule permits the necessary showmg to be made in
dlft‘erent altematlve ways ‘The > necessary showing willbe
consrdered by the examiner to be present if the applica-
tion files refer to assrgnments which are recorded inthe
Patent and Trademark Office in accordance with 37 CFR |

tion.

to consider copies of unrecorded assignments filed in
each of the applications by the applicants as long as the

unrecorded assignments convey the entire rights in the

applications to the same person or organization. The
submission of copies of assignment agreements that
were filed in the Office and that were executed at the
time the application was filed would not be sufficient
to disqualify the earlicr invention as potential prior art
against the later invention unless the assignment docu-
ment itself contained language which indicate the rele-
vant dates involved and established that the inventions
were commonly owned at the time the later invention
was made. Absent specific language in the assignment
document which would establish that the inventions
claimed in the applications were commonly owned at
the time the later invention was made, the attorney/ap-
plicants would have to supply additional evidence or
showings establishing common ownership at the time
the later invention was made. This additional evidence
or showing might take the form of an affidavit or decla-
ration by the common owner which refers to the assign-
ment and further avers that the inventors of the subject
matter of the applications were all under an obligation
to assign the inventions to the common owner at the
time the later invention was made, e.g., by virtue of
employment agreements The affidavit or declaration
might also include copies of the employment agree-
ments although the submission of the copies of the em-
ployment agreements would not be essential as long as
unqualified averments are made that the inventions
were commonly owned at the time the later invention
was made.

A third alternative permits an affidavit or declaration
to be filed by the common owner stating that there is
common ownership and stating facts which explain why
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A second alternatlve whlch can be used lf assngn- "
ments. have not been recorded, pernuts the examiner

the aﬂiant or decIarant believes there us eommon omer- Sy

- ship. Under this alternative, sufficient facts will have'to -~
~be presented in order to enable the exanunerto conclude S
~'thata \ prima facw case of eommon ownershrp exists. It s
expected that the most common form'of.submrssron to
estabhsh common ownershlp at the time the later inven-

Lt mad will be v enﬁed statemen re, oaths or‘-' ; _:: .
Part 3 as long as:the assignments conveyed the entire - on was made v ts, B

nghts in the applrcatlons to the same person or orgamza- '

declarations from the common: owner. It should be em- . "
phasmed that such oathis or declaratnons must be execut-

ed by the common owner or someone empowered to act
- onbehalf of the common owner. In circumstances where o
the common owner is a corporatlon or other orgamza—-' e

tion, an afﬁdavrt or declaratlon averrmg common own-
ership may be signed by an ofﬁcral of the corporauon or
organization empowered to act on behalf of the corpora-
tion or organization. The requrrements of 37 CFR .
3.73(b) do not apply. :

The fourth alternative pemuts other evidence to be
used which would establish common ownership of the
applications; e.g., a court decision determmmg the
OWNer. :

The terms “person” and “orgamzatton in the rule
would include circumstances where the ownership re-
sided in more than one person and/or organization as
long as the applications are owned jointly by the same
owners. Paragraph (e) also provides that where the com-
mon owner is a corporation or other organization an affi-
davit or declaration averring common ownership may be
signed by an official of the corporation or organization
who is empowered to act on behalf of the corporation or
organization. A mere power of attorney to prosecute a
patent application will not make an individual an official
of the corporation or organization or empower the indi-
vidual to act on behalf of the corporation or organization
for purposes of averring common ownership. However,
such an affidavit could be made by a patent attorney, pat-
ent agent, or other individual if the attorney, agent, or
other individual has been appointed in writing by the
corporation or organization as an official of the corpora-
tion or organization specifically empowered to make af-
fidavits or declarations on its behalf averring to common
ownership. In circumstances where such a written ap-
pointment has been given to a patent attorney, patent
agent, or other individual, that person could then make
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: aﬁidavnts or declaratlons averrmg to common ownershlp

as long as the affidavit or declaration referred toanat- -

. tached copy of thé written appointment and averred that .

the uthority is still in effect. Under this practice the =~
- original signed copy of the written- appomtment would R

" be retained by the affiant or declarant unless the Patent; v

- and 'li'ademark Ofﬁce speclﬁcally requu'ed ittobe filed

Unless'some qu&stmn arose as to the authonty of the i in- o
dmdual to make the averment as to common ownershlp,» L
and ’Ii'ademark Office would ordmanly not: -
o for all obviousness rejectlcmssetfonh n tbls()fﬁce;

the Patent’

need to reqmre the ongmal signed copy of the writtén .
appointment, While thls practice should sunphfy thees-.
tablishing of common ownershlp by necessnatmg only :

one original sngned written appointment, corporations

and other orgamzatlons must exercise care that the writ-

~ ten appomtment is only given to those persons who are in

a position to know that common ownership does in fact =
exist and can therefore properly make affirmative repre- -
sentations to that effect to the Patent and 'Ii‘ademark :

Office.

3 Examination oprplications of Different Inven-
tive Entities Where Common Ownership is not E. stab-
lished

See MPEP § 706.02(k) for examination of applica-
tions of different inventive entities where common own-
ership is established.

Where the applications do not establish common
ownership, the examiner will:

(a) assume that the applications are not commoniy
owned;

(b) examine the applications on all grounds other
than any conflict between the applications;

(c) consider the applicability of 35 US.C.
102(£)/103 or 35 U.S.C. 102(g)/103 if one application re-
fers to the other or if one inventor is common to both ap-
plications. If there is no cross—reference or common in-
ventor between the applications it would be inappropri-
ate for the examiner to refer to one application in the
other in view of 35 U.S.C. 122;

(d) consider interference if appropriate; and

(e) suspend the later filed application if it is other-
wise allowable until the earlier filed application is aban-
doned or issues as a patent and then reject the later filed
application under 35 US.C. 102(e)/103, if appropri-
ate.<
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706 02(m) Form Pawmphs l‘or Use in

>The followmg form paragraplm should be‘ used in

11 720 StatementofStamt ¥ Basis; 35 US.C. 103
'Ihefollmwnglsaquotamn'of:’»SU C.103whxchk:k ;

A patent may not be obtaitied though the-

obvious atthe nmethemvenuonwasmadetbépemn

_skill in the art to which said subject matter pertams Patcnmbamy sbal!

not be uegauved by the mannér in which the invention was made.

- ‘Subject matter deve!oped by another -person, wlnch qual:fies a8’ o j" .
pnoranonlyundersubsectwn Hor (g): of section 1020fthxst|tle shallL e
* not preclude patentability under this section where the subject maiter ~

and the claimed invention were, at the time the invention was made, )
owned by the same person or subject to an obllgnuon of mgnment to
the same person. L :

Examiner Note: ' ‘

1. Thestatutelsnottobere—cltedmnu()ﬁceacuons. Itlsonly
required in first actions on the merits employing 35 U.S.C. 103 and final
rejections. Where the statute isbeing applied, butlsnotcntedlnanacuon ’
on the merits, use paragraph 7.102,

2 'This paragraph should onlybc used ONCE in a given Office
action.

3. Thisparagraph must precede paragraphs 7.20.01 — 7.22 when
this paragraph is used to cite the statute in first actions and final
rejections.

9 7.20.01 Rejection Using Art Disqualified Under 102(f) arf (g)
Applicant has provided evidence in this file showing that the
inventionwas owned by, or subject to an obligation of assignmentto, the
same entity as [1] at the time thisinvention was made. Accordingly, [2]is
disqualified as prior art through 35 U.S.C. 102(f) or (g} in any rejection
under 35 US.C. 103 in this application. However, this applied ant
additionally qualifies as prior art under section [3] of 35 US.C, 102 and
accordingly is not disqualified as prior art under 35 U.S.C. 103,
Applicant may overcome the applied art cither by ashowing under
37CFR 1.132 that the invention disclosed therein was derived from the
invention of this application, and is therefore, not the invention “by
another”, or by antedating the applied art under 37 CFR 1.131.

Ezaminer Note:

1. Thisparagraph mustbe included following parsgraph 7.20in
all actions conteining rejections under 35 U.S.C. 103 using art that is
disqualified under 103 through 102 (f) or (g), but which gaslifies under
another section of 35 US.C. 162
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s lnmmmlmdz.denufy:nemmmlymedappmdm :

(pstentoreo-pendmg application).

3 Inbracket 3, insert “(a)" or “(e)"mppromm :

1 720 02 Jomt Inventors,i mmonOumemthPm'umed

- This. applxcauon currntly names. joint mventors In conmdenng :
patentabllxty of the claims under 35 U.S.C. 103, the examiner presumes. -
thatthesuh;ectmatterofthevamuschxmswascommonlymdatthe} o
time ariy inventions covered therein were made absent any evideniceto ;.
the contrary. App%mntxsadmedoftbeobhgatlonsunder 37CFR
1.56 to point out the inventor and invention dates of eachiclaim that was .
notoommnlyownedatthemalatermvenuonwasmademorderfor~.--“V.f
theexammermconmdertheapphcablmyofpotenmlssu SC.102(t)or R

(2) pno: art under 35 U S.C 103.

Examiner Note:

Tlnsparagraphmmbeusedm_allappllcamnswnthjomtmvcntors k

(unless the claims are clearly restricted to only one claimed invention,
e.g., only & single clalm is presented in the appl:catlon)

9 721 Re]ecnon, 35US.C. 103
Claim [1} rejected under 35U.S.C. 183 asbemg unpatentable over

2181

Examiner Note:
~ This paragraph must be preceded by either paragmph 7.200r
by paragraph 7.102 _

2. In bracket 3, an explanation of the rejection applying the
Graham v. Deere test must be provided.

3. If this rejection relies upon art that is disqualified under 35
U.S.C. 102(f) or (g) based upon common ownership of the invention,
paragsaph 7.20.01 must follow this paragraph.

4. If this rejection is a provisional 35 U.S.C. 103 rejection based
upon a copending application that would comprise prior art under 35
U.S.C. 102(e) if patented, use paragraph 7.21.01 instead of this
paragraph.

9§ 7.21.01 Provisional Rejection, 35 US.C. 103, Common
Assignee or At Least One Common Inventor Only

Claim [1] provisionally rejected under 35 U.S.C. 103 as being
obvious over copending application no. {2] which has a common [3] with
the instant application. Based upon the earlier effective U.S. filing date
of the copending application, it would constitute prior art under
35 U.S.C. 102(e) if patented. This provisional rejection under
35 U.S.C. 103 is based upon a presumption of future patenting of the
conflicting application. {4].

This provisional rejection might be overcome either by a showing
under 37 CFR 1.132 that any invention disclosed but not claimed in the
copending application was derived from the inventor of this application
and is thus not the invention “by another”, or by a showing of a date of
invention prior to the effective U.S. filing date of the copending
application under 37 CFR 1.131.

Examiner Note:

1. This paragraph is used to provisionally reject claims not
patentably distinctfromthe disclosure in acopendingapplicationhaving
anearlierU.S. filing date and also having either acommon assignee orat
least one common inventor.

2, If the claimed invention is fully disclosed in the copending
application, use paregraph 7.15.01.

3. Inbracket 3, insert either “assignee” or “inventor”.

‘ applmhon,apmvmoualobvmmuudmblepa%nﬂngrqecﬁonﬁould
= "addmomllybemsdemgpamguph 3.33 end 837,

s also prior art under 35.U.S.C. 102(f) or (g)
~applmtxonhasmbeenquuahﬁcdaspnm tin
103 rejection based upon common ownership, 2 rejection’ should = .. -
* additionally be made under 35 US.C, 103 using paragraph 721 (c.g, .
: apphcanthasnamedthepnonnventormrespomemareqmrement S
jmadewngpamgraphszs) BRI , SR

- q 7.21.02 Re]ecnon, 3 USC. 103 CommonAmgnee orAtk, -
' LeastOneCommon Inventor

' denvedf.romthemventorofthlsapplmuonandlsthusnotthemvcnuon;

o § m,az(m)~;
~ 4 Inbmckoﬂumnexplmaﬁanofohviwm ST
P8 lfthcclumedmvemﬁsalsodmdmﬂnmdmg;_g.“

6. lfev:denceofrecordmdmwsﬂmthecopemkngapphum ~“; {' -

- Claim{[1] rejected under 35U, c 103 asbemg olmous over [2] L :
" The applied reference has a common [3] with the instant apphca -
tion. Based upon the earlier effective U.S. filing date of the reference, it
constitutes prior art under 35 U. S.C.. 102(e) This rejectlon under
35 US.C. 103 might be overcome either by a showmg under 37 CFR
1.132 that any investion disclosed but not claimed in the feference was

“by ancther”, orby 2 showmg of a date of invention for the instant
application of any unclaimed subject matter prior to the effective U.S.
filing date of the reference under 37 CFR 1.131. {4].

Exsminer Note: ;

1. 'This paragraph is used to reject over a patent with an earlier
filing date that discloses the claimed invention. The patent must have
either a common assignee or at least one common inventor.

2. In bracket 3, insert either “assignee” or “inventor.”

3 (nbracket 4, insert explanation of obviousness.

9 722 Rejection, 35 U.S.C. 103, Further in View of
Claim {1] rejected under 35 U.S.C. 103 asbeing unpateatable over
{2] as applied to claim [3] above, and further in view of [4]. {5]

Exsminer Note:

1. 'This paragraph must be preceded by paragraph 7.21.

2. Anexplanation of the rejection applying the Graham v. Deere
test must be provided in bracket 5.

9 7.23 Graham v. Deere, Test for Obvipusness
The factual inquires set forth in Grakam v. John Deere Co., 148
USPQ 459, that are applied for establishing a background for determin-
ing cbviousness under 35 U.S.C. 103 are surmarized a3 follows:
1. Determining the scope and contents of the prior art;
2. Ascertsining the differences between the prior ant end the
claims at issue; and

3. Rwohmgthe!evelofm@mxyskﬁlmtbepmmm
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e ]?T,Examimrum

L argument of the use of Grakam v. Deere.

 rejection under either 35 US.C. 102 or 35 U.S.C. 103 should be made
wheneverposﬁbleusmgappmpmteformparagrapbs7 15t07.19,7.21 - 'j
and 7.22, Bxamp!es of clrcnmstanceswhere this paragraph maybe vsed -

- are as follows:

a Whenthetnterpretahonoftheclmm(s)lsormaybemdlspute |

ie. gwen one: mterpretauon, a rejection under 35 US.C. 102 is

appropriate and given another interpretation, a rejection - under
35US.C: 10315appropnate SeeMPEP§2111 §2117forgmdelmes: '

on clalm interpretation.

" b. When the reference dmcloses all the limitations of a clalm»

except a property or function, and the examiner cannot determine
whether or not the reference inberently possesses properties which
anticipate of render obvious the claimed invention but has basis for
shifting the burden of proof to applicant as in In re Fitzgerald et al,

619F.2d 67,205 USPQ 594 (CCPA 1980). See MPEP § 2112—-§ 21 1202

c. When the reference teaches a small genus which places a
claimed speciesinthe possession of the public asinInre Schaumann, 572
F2d 312, 197 USPQ 5 (CCPA 1978), and the species would have been
obvious even if the genus were ot sufficiently small to justify a rejection
under 35 U.S.C. 102. See MPEP § 2131.02 and § 2144.03 for more
information on anticipation and obviousness of species by a disclo-
sure of a genus.

d. When the reference teaches a product that appears to be the
same as, or ancbviousvariantof, the productsetforthinaproduct—by—
processclaimalthough producedbyadifferent pracess. See Inre Marosi,
218 USPQ 289 (Fed. Cir. 1983) and In re Thorpe, 227 USPQ 964 (Fed.
Cir. 1985). See also MPEP § 2113

e. When the reference teaches all claim limitations except a
means plus function limitation and the examiner is not certain whether
the element disclosed in the reference is an equivalent to the claimed
element ard therefore anticipatory, or whether the prior art element is
an obviousvariant of the claimed element. See MPEP § 2183 —§2184.

f. When the ranges disclosed in the reference and claimed by
applicant overlap in scope but the reference does not contain a specific
examplewithin the claimedrange. Seetheconcurringopinionin Exparte
Lee, 31 USPQ 24 1105 (Bd. Pat. App. & Inter. 1993). See MPEP
§2131.03.

2. If the interpretation of the claim(s) renders the claim(s)
indefinite, a rejection under 35 U.S.C. 112, 2nd paragraph, may be
appropriate.

3. In bracket 2, insert the appropriate paragraph letter(s) in
parenthesis.

4. Inbracket 4, a full explanation should be provided.

5. This paragraph must be preceded by 7.07, cae or more of
paragraphs 7.08to 7.14 as appropriate, and paregraph 7.20 or peragraph
7102.<
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R ;,‘~;"7706.03RejeeﬁonsN"nasedonpﬁomrt""
Thrsparagraphmybeused,lfappropmte,mrespomctoan« :

of the feasons rather than by a mere conclusron coupled S
with some sterotyped expressnon PTILE o
Rejectrons ‘based on nonstatutory subject matter L

are explained in MPEP §706.03(a), § 2105, $ 2106 —
-§2106.02, and § 2107~ § 2107 02. Re]ecthnsbased on
~ subject matter barred by the Atomlc Energy Actareex- | -

plained in MPEP § 706. 03(b) Rejectlons based on dupli- -
cate claims are addressed in MPEP § 706. 03(k), and
double patenting rejections. are addressed in MPEP

§ 804. See MPEP § 706.03(0) for rejectlons basedonnew - |

matter. Foreign filing without a license is discussed in

MPEP § 706.02(s). Disclaimer, after interference or
public use proceeding, res judicata, and reissue are ex-

plainedin MPEP § 706.03(u)to § 706.03(x). Rejections

based on 35 US.C. 112 are discussed in MPEP

§2161 —§ 2174.IFTHE LANGUAGE IN THEFORM

PARAGRAPHS ARE INCORPORATED IN THE

LETTER TO STATE THE REJECTION, THERE

WILL BE LESS CHANCE OF A MISUNDERSTAND-

ING AS TO THE GROUNDS OF REJECTION.<

706.03(a) Rejections under 35 U.S.C.
101 [R-1]

>Patents are not granted for all new and useful in-
ventions and discoveries. The subject matter of the in-
vention or discovery must come within the boundaries
set forth by 35 US.C. 101, which permits patents to be
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| EXAM]NA’HON OF APPLICATIONS 'r

granted only for “any new and useful ) process, machme, :
manufacture, or composmon of matter, or any new and :

useful improvement thereof.” .
- The term “process” as defined in 35 USC 100

means process, art or method, and mcludes a new use of
aknown Process, machme, manufacture, composmon of

matter, or material.
See MPEP § 2105 for patentabrhty of rmcroorgan-
isms and MPEP § 2106 — § 2106.02 for patentability of

mathematical algonthms or computer programs
LACKOFUTILITY

A rejection on the ground of lack of utility includes

the more specific grounds of inoperativeness, involving

perpetual motion, - frivolous, fraudulent, and against
public policy. The statutory basis for this rejection is
35 US.C. 101. See MPEP § 706.03(a)(1) for guidelines

governing rejections for lack of utility. See MPEP
§ 2107 — §2107.02 for legal precedent governing the util-

ity requirement.

Decisions have determined the limits of the statutory
classes. Examples of subject matter not patentable under
the Statute follow:

PRINTED MATTER

For example, a mere arrangement of printed matter,
though seemingly a “manufacture,” is rejected as not be-
ing within the statutory classes. See In re Miller;
164 USPQ 46, 57 CCPA 809 (1969); Ex parte Gwinn,
112 USPQ 439 (Bd. App. 1955); and In re Jones,
153 USPQ 77, 54 CCPA 1218 (1967).

NATURALLY OCCURRING ARTICLE

Similarly, a thing occurring in nature, which is sub-
stantially unaltered, is not a “manufacture.” A shrimp
with the head and digestive tract removed is an example.
Ex parte Grayson, 51 USPQ 413 (Bd. App. 1941).

SCIENTIFIC PRINCIPLE

A scientific principle, divorced from any tangible
structure, can be rejected as not within the statutory
classes. O'Reilly v. Morse, 15 Howard 62.

This subject matter is further limited by the Atomic
Energy Act explained in MPEP § 706.03(b). Use Form
Paragraphs 7.04 through 7.05.03 to reject under
35U.S.C.101.
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706.03(a)(l),‘
q 704 StatementofStaMmme.?SUSC 1o0r

35 U.S.C. 101 reads as follows:. R
‘."“Whoevcrmventsordmovcrsanynewanduwﬁxlpmcws,madune,,., ‘
- ‘manufacture,orcompomumofmnmroranynewandwetuhmpmvc-. Co
.- ment thereof; mayobtmnapateutﬁmﬁore,subjeﬁtothcomﬂrtmm_ -
andreqmrements of this title”. : ‘

ExaminerNote: : ' B
: Thmparagraphmustprecedetheﬁrstuseof%USC. lOlmaIl
ﬁrstacuonsonﬂlememsandﬁnaquemons :

B! 705 Rejecnon,35USC 101 “Headmg”onbi(Unlm’,Non—

Statutory, Inoperative)
Claim{1] rejected under 35 USC. 101 beeause ’

Examiner Note: :
"1, " 'This form paragraph must be follmved by any one of para-
graphs 7.05. 01— 7.05.03 or another appropriate reason.
2. Esphaintherejectionfollowingtherecitation of the statuteand

. the use of form paragraphs 7.05.01-7.05.03 or other reason.

3. Sece MPEP § 706. 03(a) and § 2105 - § 2107.02 for other
situations. -

4. ‘This paragraph must be preceded by paragraph 764 in ﬁrst
acuons and final rejections.

§ 7.05.01 Rejection, 35 U.S.C. 101, Non—Statutory
the claimed invention is directed to non—statutory subject matter. [1].

Examiner Note:
Inbracket 1, insertidentification of non—statutory subject matter.

9 7.05.02 Rejection, 35 U.S.C. 101, Utility Lacking
the claimed invention lacks patentable utility. [1].

Examiner Note:

In bracket 1, provide explanation of lack of utility, such as, for
example, that which is frivolous, fraudulent, against public policy, or
lacks proper chemical specificity, etc. See MPEP § 706.03(a) and
§ 2165 - § 2107.02.

9§ 7.05.03 Rejection, 35 U.S.C. 101, Inoperative
the disclosed invention is inoperative and therefore lacks utility. [1].

Examiner Note:
In bracket 1, explain why invention is inoperative. <

706.03(a)(1) Guidelines For Examination of
Applications for Compliance
With the Utility Requirement of
35 U.S.C. 101 and 35 US.C. 112
(R-1]

>The following guidelines establish the policies and
procedures to be followed by Office personnel when
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MANUAL OF PATENT EXAMINING PROCEDURE

706. 03(a) (1)

examlmng apphcatlons for eomphanee wnth the utlhty_ 3
requirements of 35 U.S.C. 101 and 35 US.C. 112. The -
guidelines. also address issues that may arise during ex-
amination of appheatrons clamung protectlon forinven-
tions' in the field offbmtechnology and human therapy o
§2107.02fora drscussron of the legal. o

‘Se¢ MPEP § 2107~
precedent govermng utrllty rejectlons

GUIDELINES

Ofﬁee personnel must adhere to the followmg proce-
dures when reviewing apphcatlons for eomphance with
the useful invention (utility) requrrement of 35 US. C
101 and 35 U S.C. 112, first paragraph

(1) Determme what the apphcant has clalmed as

the invention:
(a) Ensure that the apphcant has claimed statu-

tory subject matter (e.g., a process, a machine, a manu-

facture, or a composition of matter); and
(b) Ascertain what the applicant has invented
for purposes of determining if the invention is useful.

(2) Review the specification and claims to deter-
mine if the applicant has asserted any credible utiiity for
the claimed invention.

(a) If the applicant has asserted that the claimed
invention is useful for any particular purpose (i.e., a
“specific utility”) and that assertion would be considered
credible by a person of ordinary skill in the art, do notim-
pose a rejection based on lack of utility. Credibility is to
be assessed from the perspective of one of ordinary skill
in the art in view of any evidence of record (e.g., data,
statements, opinions, references, etc.) that is relevant to
the applicant’s assertions. An applicant must provide
only one credible assertion of specific utility for any
claimed invention to satisfy the utility requirement.

(b) If the invention has a well—established util-
ity, regardless of any assertion made by the applicant, do
not impose a rejection based on lack of utility. An inven-
tion has a well—established utility if a person of ordinary
skill in the art would immediately appreciate why the in-
vention is useful based on the characteristics of the in-
vention (e.g., properties of a product or obvious applica-
tion of a process).

(c) If the applicant has not asserted any specific
utility for the claimed invention and it does not have
a well—established utility, impose a rejection under
35 US.C. 101, emphasizing that the applicant has not

Rev. 1, Sept. 1995

‘ dlsclosedaspemﬁcunhtyforthemvenuon Alaounpose R
" a separate rejection under 35 US.C. 112; first para-
. graph, onthebasrsthattheapphcanthasnotshawnhuw*; S
to use the invention due to lack of disclosure of aspecific - * -
 utility. The 35 U.S.C. 101 and 112 rejectlons should shlft L

the burden to the applicantto; .~

* (i) explicitly 1dent|fy a speerﬁc utthty for the o
-clarmed mventlon, and- . : : .
’ (u)mdrcate where support for the asserted utrl- L

ity canbe found in the speerﬁcatlon '

Revrew the subsequently asserted wtility by the apph- B

cant using the standard outlined in: paragraph @)
above, and ensure that it is fully supported by the ongrnal :
'dlsclosure v

() I no assertion of spectﬁc utrhty for the clauned :
mventron made by the apphcant is credible, and the
claimed invention does not have a ‘well—established util-
ity, reject the claim(s) under 35 U. S C. 101 on the
grounds that the invention as claimed lacks utility: Also
reject the claims under 35 U.S.C. 112, first paragraph, on -
the basis that the disclosure fails to teach how to use the -
invention as claimed. The 35 U.S.C. 112, first paragraph,
rejection imposed in conJunctlon with a 35 U.S.C. 101
rejection should incorporate by reference the grounds of
the corresponding 35 U.S.C. 101 rejection and should be
set out as arejection distinct from any other rejection un-
der 3% U.S.C. 112, first paragraph, not based on lack of
utility for the claimed invention.

"To be considered appropriate by the Office, any re-
jection based on lack of utility must include the following
clements:

(a) A prima facie showing that the claimed in-
vention has no utility. A prima facie showing of no utility
must establish that it is more likely than not that a person
skilled in the art would not consider credible any specific
utility asserted by the applicant for the claimed inven-
tion. A prima facie showing must contain the following
clements:

(i) a well—reasoned statement that clearly sets
forth the reasoning used in concluding that the asserted
utility is not credible;

(ii)support for factual findings relied upon in
reaching this conclusion; and

(iii) support for any conclusions regarding evi-
dence provided by the applicant in support of an asserted
utility.
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e 'EXAMINATVION OF APPLICATIQNS‘

) Specnflc evndence that supports any fact~

based assertions needed to estabhsh the prima facw

showing. Whenever possnble, Ofﬁce personnel must pro-

vide documentaly evidence (e.g., scientific or techmcal_
journals, excerpts from treatises or books orUS. or for-

eign patents) as the form of support used in estabhslung '
the factual basis of a prima facie showmg of no utility ac-
cording to items (a)(ii) and (a)(iii) above If documenta-

1y evidence is not available, Office personnel shall note

this fact and speclﬁcally explain the scientific basis for_

the factual cpnclusnons relled on in sectlons (a)(u) and

(a)(ii).

(4) A rejection based on lack of utility should not
be maintained if an asserted utility for the claimed inven-
tion would be considered credible by a person of ordi-
nary skill in the art in view of ail evidence of record.

Once a prima facie showing of no utility has been
properly established, the applicant bears the burden of
rebutting it. The applicant can do this by amending the
claims, by providing reasoning or arguments, or by pro-
viding evidence in the form of a declaration under
37 CFR 1.132 or a printed publication, that rebuts the
basis or logic of the prima facie showing. If the applicant
responds to the prima facie rejection, Office personnel
shall review the original disclosure, any evidence relied
upon in establishing the prima facie showing, any claim
amendments and any new reasoning or evidence pro-
vided by the applicant in support of an asserted utility.
It is essential for Office personnel to recognize, fully con-
sider and respond to each substantive element of any re-
sponse o a rejection based on lack of utility. Only where
the totality of the record continues to show that the as-
serted utility is not credible should a rejection based on
lack of utility be maintained.

If the applicant satisfactorily rebuts a prima facie
rejection based on lack of utility under 35 U.S.C. 101,
withdraw the 35 U.S.C. 101 rejection and the corre-
sponding rejection imposed under 35 U.S.C. 112, first
paragraph, per paragraph (3) above.

Office personnel are reminded that they must treat as
true a statement of fact made by an applicant in relation
to an asserted utility, unless countervailing evidence can
be provided that shows that one of ordinary skill in the
art would have a legitimate basis to doubt the credibility
of such a statement. Similarly, Office personnel must ac-
cept an opinion from a qualified expert that is based

700 - 31

706.03(!))

B upon relevant facts whose wcuracy is not bemg ques-
tioned; it is improper to dx,sregard the opinion solely be- .
- cause of a disagreement over the slgmf' calwe or meamng ;
. 'ofthefactsoffered< S S

‘_"'706.03(1») Barred by Atomic Energy Act [R—1]

- >Alimitation on what can be patented 1s imposed by
the Atomic Energy Act of 1954, Section 151(a) (42

U.S.C. 2181a) thereof reads in part as follows:

No patent shall hereafter be granted for any inven-
tion or discovery which is useful solely in the utilization
of special nuclear material or atomic energy in an atomic
weapon..

‘The terms “atormc energy” and “specnal nuclear ma-
terial” are defined in Section 11 of the Act (42 US.C.
2014).

Sections 151(c) and 151(d) (42 US.C. 2181c and d)
set up categories of pending applications relating to
atomic energy that must be brought to the atiention of
the Department of Energy. Under 37 CFR 1.14(c),
applications for patents which disclose or which appear
to disclose, or-which purport to disclose, inventions or
discoveries relating to atomic energy are reported to the
Department of Energy and the Department will be given
access to such applications, but such reporting does not
constitute a determination that the subject matter of
each application so reported is in fact useful or an inven-
tion or discovery or that such application in fact discloses
subject matter in categories specified by the Atomic
Energy Act.

All applications received in the Patent and Trade-
mark Office are screened by Group 2200 personnel, un-
der 37 CFR 1.14(c), in order for the Commissioner to
fulfill his responsibilities under section 151(d) (42 U.S.C.
2181d) of the Atomic Energy Act. Papers subsequently
added must be inspected promptly by the examiner when
received to determine whether the application has been
amended to relate to atomic energy and those so related
must be promptly forwarded to Licensing and Review in
Group 2200.

All rejections based upon sections 151{a)(42 US.C.
2181a), 152 (42 U.S.C. 2182), and 155 (42 US.C. 2185)
of the Atomic Energy Act must be made only by Group
2200 personnel. <
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706, 03(c)
706 03(c) Rejections Under 35 U.S C. 112,
o First Paragmph [R—l]

>Rejecnom based on the ﬁxst paragraph of 35 US C.:’ly:" s

f112aredrscussedePEP§2161 § 2165.04. For a dis-

cussion of the utility requirements of 35 US.C. 112, first

paragraph, ‘and 35 US.C. 101, sec 'MPEP § 706.03(a)1)

and§2107 §2107 02. ’Iheappmpnate Form Paragraphs
7.31.01 through 7.33.01 should be used in makmg re]ec-

t10nsunder35USC llZ,ﬁrstparagraph

9 73101 Rejecuon 35 U S C 112, Ist Pamgraph, Descnptwn
Requtrement, IncIudmg New Matter- Situations '

Claim[1] rejected under 35 U.S.C. 112, first paragraph, as the’

specification does not contain a written description of the claimed

- invention, in that the disclosure does not reasonably convey to one
skilled in the relevant ast that the inventor(s) had possession of the
claimed invention at the time the application was filed. [2].

Examiner Note:

1. Inbracket 2, identify (by sultable reference to page and lme
numbers and/or drawing figures) the subject matter not described inthe
application as filed, and provide an explanation of your position. The
explanation should include any questions examiners asked which were

not satisfactorily rescived and consequently raise doubt as to possession .

of the claimed invention at the time of filing.

9 7.31.02 Rejection, 35 U.S.C. 112, Ist Paragraph, Enablement

Claim[1] rejectedunder 35U.S.C. 112, first paragraph, becausc the
specification does not enable any person skilled in the art to which it
pertains, or with which it is most nearly connected, to [2] the invention.

3.

Examiner Note:

1. Ifthe problem is one of scope, form paragraph 7.31.03 should
be used.

2. [Inbracket 2, fillin only the appropriate portion of the statute,
i.e., one of the following “make,” “use,” or “make and use.”

3. Inbracket 3, identify the claimed subject matter for which the
specification is not enabling along with an explanation as to why the
specification is not enabling. The explanation should include any
questions posed by the examiner which were not satisfactorily resolved
and consequently raise doubt as to enablement.

4. Where an essential component or step of the invention is not
recited in the claims, use form paragraph 7.33.01.

9 7.31.03 Rejection, 35 US.C. 112, 1st Paragraph, Scope of
Enablement

Claim[1] rejected under 35 U.S.C. 112, firstparagraph, because the
specification, while being enabling for [2], does not reasonably provide
enablementfor [3]. The specification does not enable any personskilled
in the art towhichit pertains, or withwhich itis most nearly connected, to
[4] the invention commensurate in scope with these claims. [S).

Examiner Note:
1. Thisparagraphistobeusedwhenthescope of theclaimsisnot
commensurate with the scope of the enabling disclosure.
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2. Tnbracket2, ideatify the claimed subject matter for which the

: spemﬁwﬂonwenabkng.ﬁismyhebyreﬁemneeﬁospedﬁcpmmofh
-the

3., Inbracket3, :denufyaspect(s)ofmeclmm(s)fmwhmme;

: speclﬁcatum isnot enablmg

SR 3 lnbmckeuﬁllmonlytheappropmtepomonofthesumw,

e, oneofthefollowmg “make”: “se”; or “make and use®,

5. Inbracket$, ldenufythepmblemalongwnhanexplanauohasf '

- towhymespecnﬁcauomsnotenabhng Theexplanationshouldinclude
“any questions posed by the examiner which were not satisfactorily
'resolved andconsequently ra:se doubtasmenablement B

' ﬂ 731 04Rejectwn, 35 USC 112, Ist Pamgmph B&ft Mode, i

Requirement :
Claim[1) rejectedunder3SU S. C.llZ,ﬁrstparagraph,becausethe :

" best mode contemplated by the inventor has not been disclosed.

Ewdence of concealment of the best mode is based upon [2]

Examiner Note'
1. lnbracketZ,msertthebamsforholdmgthatthebestmodehas .

been concealed, e.g., the quality of appllcant’s disclosure is so poorasto

eﬁfectwely result in concealment. h
2. Use of this form paragraph should be rare. See MPEP

§ 2165—§ 2165.04.

| 733 01 Re,ecnon, 35 US.C. 112, 1st Paragraph, Essential
Subject Matter Missing From Claims (Enablement)

Claim{1] rejected under 35 U.S.C. 112, first paragraph, as based on
a disclosure which is not enabling. [2] critical or essential to the practice
of the invention, but not included in the claim(s) is not enabled by the .
disclosure. In re Mayhew, 527 F2d 1229, 188 USPQ 356 (CCPA 1976).
3}

Examiner Note:

1. In bracket 2, recite the subject matter omitted from the claims.

2. In bracket 3, give the rationale for considering the omitted
subject matter critical or essential.

3. The examiner shall cite the statement, argument, date, drawing,
or other evidence which demonstrates that a particular feature was
considered essential by the applicant, is notreflected in the claims which
are rejected. <

706.03(d) Rejections Under 35 US.C. 112,
Second Paragraph [R—1]

>Rejections under 35 US.C. 112, second paragraph,
are discussed in MPEP § 2171 — § 2174. Form paragraphs
734 through 7.35.01 should be used to reject under
35 US.C. 112, second paragraph.

Y 734 Rejection, 35 US.C. 112, 2nd Paragraph, Failure
o Claim Applicants Invention

Claim|1}rejectedunder 35U.S.C. 112, second paragraph, asfailing
to set forth the subject matter which applicant(s) regard as their
invention. Evidence thatclaim [2] fail(s) to correspondinscope withthat
which applicant(s) regard as the invention can be found in paper no. [3]
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filed ) T that paper, applmnt hes stated [5], and this scatemsnt

mdmtesthatdxemvennonud:fferentfmmwhatmdeﬁnedinthe-:- ‘

_clmm(s) because [6]

Tlm paragraph is to be used ody where appl!cant has stated,

 somewhere other than in the apphcanon, as filed, that the i mventlon 1s_ -

' somethmg dlﬁerent from what is defined in the claim(s). .

2 InbmcketsSanM xdentlfythesubmlssmnbyapphcant(whmh_ R : T
q 734 04 BroaderRange/Lzm:tauon and NanowRange/Lmu

-_;‘tanonInSameCIaxm P oo
Abroadmngeorhm:muontogeﬂiermthananowmngeor' )

limitation that falls within the broad range or hmnatlon (in the same

isnot the applncatlon, asﬂled, butmay be in the remarks by applicant, in

the brief, manaffidav:t, etc)bypaperno and the date thepuperwas’

filed in the PTO. -
"3, In bmcket 5 set forth what appllcant has stated in the
submission o indicate a different invention.

4. Inbmcket6,emplamhawthesmtementmdmtedanmvenuon )

other than what is being claimed.

§ 7.34.01 Rejection, 35 US.C. 112, 2nd Pamgraph, Failure

To Particularly Point Out and Distinctly Claim (Indefinite)

Claim[1] rejected under 35 U.S.C. 112, second paragraph, as being
indefinite for failing to particulaily point out and distinctly claim the
subject matter which applicant regards as the invention.

Examiner Note:

'I‘lnspzragraphshonldbe followed byoneormore of the following
form paragraphs 7.34.02 — 7.34.06, asapplicable. If none of these form
paragraphs are appropriate, a full explanation of the deficiency of the
claims should be supplied. Whenever possible, identify the particular
term(s) or limitation(s) which render the claim(s) indefinite and state
whysuch term or limitation renders the claim indefinite. If the scope of
the claimed subject matter can be determined by one having ordinary
skill in the art, a rejection using this form paragraph would not be
appropriate. See MPEP § 2171-§ 2174 for guidance. See also form
paragraph 17.07 for pro se applicants.

§ 7.34.02 Terminology Used Inconsistent With Accepted Mean-
ing

While applicant may be his or her own lexicographer, a term in a
claim may notbe givenameaningrepugnant to the usual meaning of that
term, Inre Hill, 161 F.2d 367, 73 USPQ 482 (CCPA 1947). The term [1}in
claim [2] is used by the claim to mean [3], while the accepted meaning is

14}

Examiner Note:

1. Inbracket3, pointoutthe meaning thatis assigned to the term
by applicant’s claims, taking into account the entire disclosure.

2  In bracket 4, point out the accepted meaning of the term.
Support for the examiner’s stated accepted meaning should be provided
through the citation of an appropriate reference source, e.g. textbookor
dictionary. See MPEP § 2173.05(a).

3. This form paragraph must be preceded by form paragraph
7.34.01.

9 7.34.03 Relative Term — Term of Degree Rendering Claim
Indefinite

The term [1] in claim [2] is a relative termn which renders the claim
indefinite, The term[1}isnotdefinedby the claim, the specificationdoes
not provide a standard for ascertaining the requisite degree, and one of
ordinary skill in the art would not be reasonably apprised of the scope of
the invention. [3].
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" Examiner Note: S -
S ’“WS'“P‘“MWM“qummf s
.‘f}hmmuonmtheclaunhasbeenwnderedindeﬁnmbytheuseoﬂheterm‘_~_V B

appeanngmbmcketl e o
S mlsfonnparagraphustbeprecededbyfomparagmph'

claim)is consxdered mdeﬁmte, since theresultmg clalm doesnotcleaﬂy C
setfonhthemetesaudboundsof the patentprotecuondesned.Note the
explanatlon given by the Board of Patent Appcals and Interferences in

 Exparte Wu, 10 USPQ24 2031, 2033 (Bd. Pat. App. & Inter. 1989), ast0

wherebroadlanguagelsfollowedby“suchas”andthennmowlanguage. _
The Board stated that this can render a claim indefinite by raising
a question or doubt as to whether the feature introdiced by such

. language is (@) merely exemplaty of the remainder of the claim, and

therefore notrequired, or(b)areqmredfeatureofthedmms Notealso,
for example, the decisions of Ex parte Stetge_wald 131 USPQ.74 (Bd.
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte

- Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim
[1] recites the broad recitation [2], and the claim also recites [3] which

is the narrower statement of the range/limitation.

Exsminer Note:

1. Inbracket 2, insert the broader range/flimitation and where it
appearsin the claim; in bracket 3, insert the narrow range/limitation and
where it appears. This form paragraph may be modified to fit other -
instances of indefiniteness in the clams. o

2. 'This form paragraph must be preceded by form paragraph
7.34.01.

9§ 7.34.05 Lack of Antecedent Basis In the Claims
Claim [1] recites the Limitation [2] in [3]. There is insufficient
antecedent basis for this limitation in the claim.

Examiner Note:

1. Inbracket2,insertthelimitation whichlacks antecedent basis,
for example “said lever” or “the lever.”

2 In bracket 3, identify where in the claim(s) the limitation
appears, for example, “line 3”, “the 3rd paragraph of the claim™, “the last
2 lines of the claim”, etc.

3. This form paragraph must be preceded by form paragraph
7.34.01,

9 73406 Use Claims
Claim[1] provides for the use of [2], butsince the laimdoss notset
forth any steps involved in the method/process, it is unclear what
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706.03 (k)

method/process apphcant is mwndmg to cover. A claim is indefinite

where it merely recites & use withoutany acttve, posmve stepa dehmmng
kow this use is acma.lly pracmd ) )

Examiner Note:

1. Inbracketz,msertwhansbemgused Forexample,msert“the }
monoclonalantibodlesofclmm4 "wherethe claimretites “amethodfor .

using monoclonal antibodies of claim 4 to purify interferon.”

2. A rejection under 35 U.S.C. 101 should also be made using
form paragraph’7.05. In bracket 2 of form' paragraph 7.05, insert’

"because the clauned recntanon ofause without setting forth any steps
involved in the process, results in an improper defimtlon of a process,
i.e., results in a: claim which is not a proper process claim under

35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678

(Bd. App. 1967) and Clinical Products, Ltd v. Brenner; 255 F. Supp. 131,
149 USPQ 475 (D.D.C. 1966).” See also MPEP 2173.05(q).

3. This form paragraph must be preceded by form paragraph
7.34.01.

§ 7.35 Rejection, 35 U.S.C. 112, 2nd Paragraph, Failure to
Particularly Point Out and Distinctly Claim ~ Omnibus Claim

Claim [1}rejected under35 U.S.C. 112, second paragraph, asbeing
indefinite in that it fails to point out what is included or excluded by the
claim language. This claim is an omnibus type claim.

Exeminer Nofe:

1. Use this paragraph to reject an “omnibus” type claim. No
further explanation is necessary.

2. See MPEP § 1302.04(b) for cancellation of such a claim by
examiner’s amendment upon allowance.

3. Anexample of an omnibus claim is: “A device substantially as
shown and described.” <

706.03(k) Duplicate Claims [R—1]

>Inasmuch as a patent is supposed to be limited to
only one invention or, at most, several closely related in-
divisible inventions, limiting an application to a single
claim, or a single claim to each of the related inventions
might appear to be logical as well as convenient. Howev-
er, court decisions have confirmed applicant’s right to re-
state (i.e., by plural claiming) the invention in a reason-
able number of ways. Indeed, a mere difference in scope
between claims has been held to be enough.

Nevertheless, when two claims in an application are
duplicates, or else are so close in content that they both
cover the same thing, despite a slight difference in word-
ing, it is proper after allowing one claim to reject the oth-
er as being a substantial duplicate of the allowed claim.

See MPEP Chapter 800 for double patenting rejec-
tions of inventions not patentable over each other.<

706.03(m) Nonelected Inventions [R—1]

>Sece MPEP § 821 to § 821.03 for treatment of claims
held to be drawn to nonelected inventions. <
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'\706.03(0) New Matter [R—-l]

—>35USC 132.Noaceofrqecmmexammam e

Whenever,onenmlmuon,mydmmforapatentmmjected,otmy :

‘ ‘objecuon or requirement made, the Commissioner shall notify the
: apphcantthereof,stanngthereasonsforsuchrejecuon,mobjectlonor

requirement, togetherwith such information andreferences asmaybe

' usefulmjudgmgoftbepropnetyofconUnumgthethepmsemmonofhm '

apphcatlon,andlfafterrecemngsuchnouce,theapplmntpemMmhm

. ,clmmforapatent,w:thormthoutamendment,theapplmuonshallbe
" reexamined. No amendment shall mtmduce new matter into the 7 '

disclosure of the mvenuon

In amended cases, subject matter not disclosed in
the original application is sometimes added and. a

claim directed thereto. Such a claim is rejected on the

ground that it recites elements without support in the
original disclosure under 35 U.S.C. 112, first para-
graph, In re Rasmussen, 650 F2d 1212, 211 USPQ
323 (CCPA 1981). Sce MPEP § 2163.06 — § 2163.07(b)
for a discussion of the relationship of new matter to
35 US.C. 112, first paragraph. New matter includes
not only the addition of wholly unsupported subject
matter, but may also include adding specific percent-
ages or compounds after a broader original disclosure,
or even the omission of a step from a method. See
MPEP § 608.04 to § 608.04(c). See In re Wertheim,
541 F2d 257, 191 USPQ 90 (CCPA 1976) and MPEP
§ 2163.05 for guidance in determining whether the
addition of specific percentages or compounds after a
broader original disclosure constitutes new matter.

In the examination of an application following
amendment thereof, the examiner must be on the alert
to detect new matter. 35 U.S.C. 132 should be employed
as a basis for objection to amendments to the abstract,
specification, or drawings attempting to add new disclo-
sure to that originally disclosed on filing.

If subject matter capable of illustration is originally
claimed and it is not shown in the drawing, the claim is
not rejected but applicant is required to add it to the
drawing. See MPEP § 608.01(1).

If new matter is added to the specification, it should
be objected to by using Form Paragraph 7.28.

§ 7.28 Objection to New Matter Added To Specification

The amendment filed [1] is objected to under 35 US.C.
132 because it introduces mew matter into the disclosure.
35 U.S.C. 132 states that no amendment shall introduce new matter into
the disclosure of the invention. The added material which is not
supported by the original disclosure is as follows: {2].

Applicant is required to cancel the new matter in the response ©
this Office action.
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Examiner Note:

- ‘This form paragraph is not to be used in reissue apphcauons, use
form paragraph 14.22.01 instead, .

1. o bracket 2, identify the new matter by page and the line
numbers and/ordrawing figures and provide an appropriate explanation
of your position. This explanation should addsess any statement by
applicant to support the position that the subject matter is described in

the specification as filed. It should further include any unresolved

questions which raise a doubt as to the possession of the claimed
invention at the time of filing. :

2. ¥f new matter is added to the claims, or affects the claims, a
rejection under 35 U.S.C. 112, first paragraph, using form paragraph
7.31.01 should also be made. If new matter is added only to a claim, an
objection using this paragraph should not be made, but the claim should
be rejected using form paragraph 7.31.01. As to any other appropriate
priorartor 35U.5.C. 112 rejection, the new matter mustbe considered as
part of the claimed subject matter and can not be ignored.<

706.03(s) Foreign Filing Without
License [R-1]

>35 US.C. 182 Abandonment of invention for unauthonzed
disclosure.

The invention disclosed in an application for patent subject to an
order made pursuant to section 181 of this title may be held abandoned
uponitsbeingestablishedbythe Commissionerthatinviolationofsaid
order the invention has been published or disclosed or that an
application forapatent therefor hasbeenfiled inaforeign country bythe
inventor, his successors, assigns, or legal representatives, or anyone in
privity with him or them, without the consent of the Commissioner. The
abandonment shall be held to have occurred as of the time of violation.
The consent of the Commissioner shall not be given without the
concurrence of the heads of the depariments and the chief officers of the
agencies who caused the order tobe issued. A holdingof abandonment
shall constitute forfeiture by the applicant, his successors, assigns, or
legal representatives, or anyone in privity with him or them, of ail claims
against the United States based upon such invention.

35 U.S.C. 184 Filing of application in foreign country.

Except when authorized by a license obtained from the Commis-
sioner a persen shail not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the United States an
application for patent or for the registration of a utility model, industrial
design, or model in respect of an invention made in this country. A
license shall not be granted with respect to an invention subject to an

35U.S.C. 185 Patent barved for filing without license.

Notwithstanding any other provisions of law any person, and his
successors, assigus, or legal representatives,shall not receive a United
States patent for an invention if that person, or his successors, assigns, or
legal representatives shall, without procuring the license prescribed in
section 184 of this title, have made, or consented to or assisted another’s
making, application in a foreign country for a patent of for the
registration of a utility model, industrial design, or model in respect of
the invention. A United States patent issued to such person, his
successors assigns, or legal representatives shall be invalid unless the
failure to procure such license was through error and without deceptive
intent, andthe patent does not disclose subject matter within thescopeof
section 181 of this title.
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706.03(u) i

If upon exaxmnmg an applmtu)n, the examiner
learns of the existence of a corresponding foreign ap-
plication which appears to have been filed before the

- United States application had been on file for 6 months, -
and if the invention apparently was made in this country,

he shall refer the application to Licensing and Review
Section of Group 2200, calling attention to the foreign
application, Pending investigation of the possible viola-

tion, the application may be returned to the examining

group for prosecution on the merits. When it is otherwise
in condition for allowance, the application will be again
submitted to Licensing and Review Section of Group
2200 unless the latter has already reported that the for-
eign filing involves no bar to the United States applica-
tion.

If it should be necessary to take action under
35 US.C. 185, Licensing and Review Section of Group
2200 will request transfer of the application to it.<

706.03(u) Disclaimer [R—1]

>Claims may be rejected on the ground that applicant
has disclaimed the subject matter involved. Such disclaimer
may arise, for example, from the applicant’s failure:

(a) to make claims suggested for interference with
another application under 37 CFR 1.605 (See MPEP
§ 2305.02),

(b) to copy a claim from a patent when suggested
by the examiner (MPEP § 2305.02), or

(c) to respond or appeal, within the time limit
fixed, to the examiner’s rejection of claims copied from a
patent (sce MPEP § 2307.02).

The rejection on disclaimer applies to all claims not
patentably distinct from the disclaimed subject matter as
well as to the claims directly involved.

Rejections based on disclaimer should be made by us-
ing one of Form Paragraphs 7.48 and 7.49.

§ 7.48 Failure To Present Claims For Interference

Claim [1] rejected under 35 U.S.C. [2] based upon claim [3] of
patent no. [4].

Failure to present claims and/or take necessary steps for interfer-
ence purposes after notification that interfering subject matter is
claimed constitutes a disclaimer of the subject matter. Thisamountstoa
concession that, asamaiteroflaw, the patentecisthe firstinventorin this
countsy, In re Oguie, 186 USPQ 227 (CCPA 1975).

Examiner Note:

1. This paragraph should be used only after applicant has been
notified that interference proceedings must be instituted before the
claims can be allowed and applicant has refused to copy the claims.

2. o bracket 2, insert 102(g) or 102(g)/103.
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706. 03(v) ‘ ;
3 In bmckct4 msett the patcnt number, and mvmwof » lf

ahother refetence is also relied upon. When the rejection is under .
35 US.C. 103, the exammer’s basis for ﬁndmg obvicusness shouldbe -~ -
included. Note that mterferenoes may mclude obv:ous vanants, see. .

: S R ]udwata rejections were: reversed.
- In're Fried, 136 USPQ 429 50 CCPA 954 (1963) (dnf-k -

~ ferences in claims).

'MPEP§2306 e

9 749 Rejecnon, Dtsclazmer Fatlune to Appeal
Claim [1] stand finally disposed of for failure torespond or appeal

from the examiner’s rejection of such claims(s) presénted for interfer-

enoe\mthmﬂleumehnutﬁxed (SeeS7CFR166]and1663)

706. 03(v) After Interference or Public Use
Proceedmg [R- 1§

>For rejections follomng an mterference, see MPEP
§ 2363.03.

The outcome of public use proceedings may also be
the basis of a rejection. (See 37 CFR 1.292) (Note: In
re Kaslow, 217 USPQ 1089, Fed. Cir. 1983).

Upon termination of a public use proceeding in-

cluding a case also involved in interference, in order

for a prompt resumption of the interference pro-
ceedings, a notice should be sent to the Board of Pat-
ent Appeals and Interferences notifying them of the
disposition of the public use proceeding. <

706.03(w) Res Judicata [R—1]

>Res Judicata may constitute a proper ground for re-
jection. However, as noted below, the Court of Customs
and Patent Appeals has materially restricted the use of res
Jjudicata rejections. It should be applicd only when the ear-
lier decision was a decision of the Board of Appeals or any
one of the reviewing courts and when there is no opportu-
nity for further court review of the earlier decision.

The timely filing of a second application copending
with an earlier application does not preclude the use of
res judicata as a ground of rejection for the second ap-
plication claims.

When making a rejection on res judicata, action
should ordinarily be made also on the basis of prior art,
especially in continuing applications. In most situations
the same prior art which was relied upon in the earlier
decision would again be applicable.

In the following cases a rejection of a claim on the
ground of res judicata was sustained where it was based
on a prior adjudication, against the inventor on the same
claim, a patentably nondistinct claim, or a claim involv-
ing the same issue.

Edgerton v. Kingland, 75 USPQ 307 (D.C. Cir., 1947).

In re Sawarc, 138 USPQ 208, 50 CCPA 1571 (1963).
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R Ianatz, 167USPQA87, 58CCPA713(1970),(pnor S
fdecxslonbyDlstnct Court). ‘

In the fol]owmg cases. for varnous reasons, re.s'~ E

Inre Szware, 138 USPQ 208 50 CCPA 1571 (1963) |

' (dlfferences in claim).

- Inre Hellbaum, 152 USPQ 571 54 CCPA 1051 (1967)
(differences in claims). :

In re Herr, 153 USPQ 548 54 CCPA 1315 (1967)
(same claims, new evidence, prior decision by CCPA).

In re Kaghan, 156 USPQ 130, 55 CCPA 844 (1967)
(prior decision by Board of Appeals final rejection on
prior art withdrawn by examiner “to simplify the issue,”
differences in claims; holding of waiver based on lan-
guage in MPEP at the time). .

In re Craig, 162 USPQ 157, 56 CCPA 1438 (1969)
(Board of Appeals held second set of claims patentable
over prior art).

In re Fisher, 166 USPQ 18, 57 CCPA 1099 (1970)
(difference in claims).

In re Russell, 169 USPQ 426, 58 CCPA 1081 (1971)
(new evidence, rejection on prior art reversed by court).

In re Ackermann, 170 USPQ 340, S8 CCPA 1405
(1971) (prior decision by Board of Appeals, new evi-
dence, rejection on prior art reversed by court).

Plastic Contact Lens Co. v. Gottschalk, 179 USPQ 262
(D.C Cir., 1973) (follows Iz re Kaghan).<

706.03(x) Reissue [R—-1]

>The examination of reissue applications is covered
in MPEP Chapter 1400.

35 U.S.C. 251 forbids the granting of a reissue “en-
larging the scope of the claims of the original patent” un-
less the reissue is applied for within 2 years from the
grant of the original patent. This is an absolute bar and
cannot be excused. This prohibition has been inter-
preted to apply to any claim which is broader in any re-
spect than the claims of the original patent. Such claims
may be rejected as being barred by 35 U.S.C. 251. How-
ever, when the reissue is applied for within 2 years, the
examiner does not go into the question of undue delay.

The same section permits the filing of a reissue ap-
plication by the assignee of the entire interest only in
cases where it does not “enlarge the scope of the claims
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o of the ongmal patent " Such clauns wluch do enlarge the
- scope may alsobe re]ected as barred by the statute. Infn .
Cre Bennett 226 USPQ 413 (Fed Crr 1985), however, the;i “-‘.J o

- sponse< '

706 04 Rejection of Previously Allowed
Claims [R—l] -

>A claun noted as allowable shall thereafter be re-

jected only after the proposed rejection has been sub-

mitted to the primaty examiner for consideration of all

the facts and approval of the proposed action.

~ Great care should be exercised in authorizing such a
rejection. See Ex parte Grier, 1923 C.D.27;309 0.G. 223;
Exparte Hay, 1909 C.D. 18; 139 0.G. 197.

PREVIOUS ACTION BY DIFFERENT EXAMINER

Full faith and credit should be given to the search and
action of a previous examiner unless there is a clear error in
the previous action or knowledge of other prior art. In gen-
eral, an examiner should not take an entirely new approach
or attempt to reorient the point of view of a previous ex-
aminer, or make a new search in the mere hope of finding
something.

Because it is unusual to reject a previously allowed
claim, the examiner should point out in his or her letter
that the claim now being rejected was previously allowed
by using Form Paragraph 7.50.

% 7.50 Claims Allowed, Now Rejected, New Art

The indicated allowability of claim [1} is withdrawn in view of the
newly discovered prior art to [2]. The delay in citation of this art is
regretted. Rejections based on the newly discovered prior art follow.

Examiner Note:

1. Inbracket2, insert the name(s) of the newly discovered prior
art.

2. Any action including this form paragraph requires the signa-
ture of a primary examiner. MPEP § 1004.<
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ot 70606 Rejection of'Clalm _Copied ]

Note that a reissue applrcatlon is: “specral” and re-i
‘mains so even 1f appllcant does not make a prompt re-

EXAMINATION OF APPLICATIONS

SR mw o
706.06 RgiecﬁonAfterAlmnceof ]
Applleation [R-—l] L e
>See MPEP § 1308 01 for arejectron based on a ref- .

“Patent [R— 1]
’ >SeeMPEP§230702< e
70607 Final Rejection [R-— ‘_ .

>37CFR1113 Flnaleectwnoracnm e
(2) On the second orany subsequent emnmauon consides- -

. ation the rejection or other action may be made ﬁnal, whereupon T
- apphcant’sorpatentowner’sresponsemhnnted toappealmrthecaseof SIS

sejection of any claim (§ 1.191) or to amendment asspecifiedin § 1.116.
Petition maybetakentoﬂreCommrssronermtheeaseofobgeeﬂonsor‘ R
requirements not involved in the rejection of any. “claim (§ 1. 81).
Response to a final rejection or action must include cancellation of,or - C
appeal from the rejection of, each rejeeted claim, If any claim stands
allowed, the response toafinal rejecuonoraetlonmustcomplymth any~ o
requirement or objection as to form, . - TR
(b) In making such final re1ecnon, the mmmer shall repeat or
state all grounds of rejection then considered applleobleto the claum in =
the case, clearly statmg the reasoos therefor . )

‘Before final rejection is in order a clear issue should'_ :
be developed between the exammer and applicant. To -
bring the prosecution to as speedy conclusion as possible

- and at the same time to deal justly by both the applicant

and the public, the invention as disclosed and claimed
should be thoroughly searched in the first action and the -
references fully applied; and in response to this action
the applicant should amend with a view to avoiding all
the grounds of rejection and objection. Switching from
one subject matter to another in the claims presented by
applicant in successive amendments, or from one set of
references to another by the examiner in rejecting in
successive actions claims of substantially the same sub-
ject matter, will alike tend to defeat attaining the goal of
reaching a clearly defined issue for an early termination;
i.e., either an allowance of the case or a final rejection.
While the rules no longer give to an applicant the
right to “amend as often as the examiner presents new
references or reasons for rejection,” present practice
does not sanction hasty and ill—considered final rejec-
tions. The applicant who is secking to define his or her
invention in claims that will give him or her the patent
protection to which he or she is justly entitled should re-
ceive the cooperation of the examiner to that end, and
notbe prematurely cut off in the prosecution of hisor her
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* case. But the apphcant who dallres in the proseeutron of S
- his or her case, resorting to technical or other. obvious - -

_'_‘subterfuges in order to keep the applrcatlon pendingbe-
. fore the: primary examiner, canno longer ﬁnd a refuge in '

L the rules to ward off a final rejection. .

ough eonsrderatron of its ments

‘Neither the statutes nor the Rules of Practlce confer‘ R
any nght onan apphcant to an extended prosecutlon, Ex -

parte Hoogendam, 1939 C D. 3, 499 O G3. '
' STATEMENT OF GROUNDS o

In making the ﬁnal rejection, all outstaudmg grounds .
of rejection of record should be carefully reviewed, and -
any such grounds- relied on in the finial rejection should -

be reiterated. They must also be clearly developed to

such an extent that applicant may readily judge the advis-

ability of an appeal unless a single previous Office action
contains a complete statement supporting the rejection.

However, where a single previous Office action con-
tains a complete statement of a ground of rejection, the
final rejection may refer to such a statement and also
should include a rebuttal of any arguments raised in the
applicant’s response. If appeal is taken in such a case,
the examiner’s answer should contain a complete state-
ment of the examiner’s position. The final rejection let-
ter should conclude with Form Paragraph 7.39.

9 7.39 Action Is Final
THIES ACTION IS MADE FINAL. Applicant is reminded of the
extension of time policy as set forth in 37 CFR 1.136(a).

A shortened statutory peried for response to this final action is set
to expire THREE MONTHS from the date of this action. In the eventa
first response is filed within TWO MONTHS of the mailing date of this
final action and the advisory actionisnot mailed until after the end of the
THREE—-MONTH shortened statutory period, then the shortened
statutory petiod will expire on the date the advisory action ismailed, and
any cxtension fee pursuant to 37 CFR 1.136(a) will be calculated from
the mailing date of the advisoty action. In no event will the statutory
period for response expire later than SIX MONTHS from the date of
this final action.

Examiner Nole;

1. This paragreph should not be used in reissue litigation cases
(SSP—1 month) orin reexamination proceedings (SSP -1 or 2months).
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: hould never lose srght of the fact that- .
in every case the applicant is entitled to a full and fair
 hearing, and that a clear issue between applrcant andex _"-"f g
aminer should be developed, if possible, before appeal.
Hawever, itis to the interest of the apphcants as a class as
~ well as to that of the public that prosecition of a case be
confinied to as few actions as’is consrstent wrth a thor-
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The Offiee actron ﬁrst page rorm P’I‘OL—326 shouldf

Under present practloe, seetmd or any subsequent ac-

tlons on the merits shall be final, except where the ex-

. aminer mtroduces anew ground of rejection not necessi-
“tated by amendment of the apphcatlon by applicant,

- whether or not the prior art is already of record: Further-

- Ore, a second or any subsequent action on the ments in

any application or patent undergoing reexauunatlon
proceedings will not be made final if it includes a rejec- .
tion, on newly cited art, of any claim not amended by ap-
plicant or patent owner in spite of the fact that other
claims may have been amended to require newly cited - -
A second or any subsequent action on the merits in
any application or patent involved in reexamination pro-
ceedings should not be made final if it includes a rejec-
tion, on prior art not of record, of any claim amended to
include limitations which should reasonable have been
expected to be claimed. See MPEP § 904 ef seg. For ex-
ample, one would reasonably expect that a rejection un-
der 35 US.C. 112 for the reason of incompleteness
would be responded to by an amendment supplying the
omitted element.

See MPEP § 809.02(a) for actions which indicate ge-
neric claims not allowable.

In the consideration of claims in an amended case
where no attempt is made to point out the patentable
novelty, the examiner should be on guard not to allow
such claims. See MPEP § 714.04. The claims may be
finally rejected if, in the opinion of the examiner, they
are clearly open to rejection on grounds of record.
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>Due to the change in- practr ‘ as affectmg ﬁnal re- S lnE
e ]eetrons, older decrslons on- questlons of prematureness - N
. of final rejection. or ‘admission of subsequent: amend- L
-~ mentsdo not necessanly reﬂect present practice. n
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Form Paragraph 7. 40 should be used where an actlon

is made ﬁnal mcludmg‘ : w grounds of re]ectron neccssx o

1 740 Acnon Is Fmal, Necess:tated byAmendment

. Applwant’s amendment. ‘necessitated new ‘grounds of rejecuon :
Amordmgly THIS ACTION ISMADE FINAL. See MPEP 706, 07(a). -
Applicant is- remmded ofthe extensxon of time polrcy as set’ forth in .

37 CFR 1136(a). -

A shortened statutory penod for responae to thrs ﬁnal action i ..

séttoexprre’l‘HREEMON'l‘I-ISfmmthedateof thisaction. intheevent
a first response is filed within TWO MONTHS of the mailing date of

this final action and the’ advrsory action isnot mailed until after the énd -
of the THREE—-MONTH shortened statutory period, then the short-

ened statutory penod wﬂl expire:on the date the advisory action is
mailed, and any extension fee pursuant to 37 CFR 1. 136(a) will be

calculated from the mailing date of the advisory action. in no eventwill .
the statutory penod for response expire later than SIX MONTHS from

the date of this final actron

Examiner Note: -
1. This paragraph should not be used in reissue litigation cases
(SSP~1month}) or inTeexamination proceedmgs (SSP—1o0r2months).
2. 37CFR 1.136(=a) should not be available in a reissue litigation
case and is not available in a reexamination proceeding.< -

706.07() Final Rejection, When Proper
on First Action [R—1]

>The claims of a new application may be finally re-
jected in the first Office action in those situations where
(1) the new application is a continuing application of, or
a substitate for, an earlier application, and (2) all claims
of the new application (a) are drawn to the same inven-
tion claimed in the earlier application, and (b) would
have been properly finally rejected on the grounds and
art of record in the next Office action if they had been
entered in the earlier application.

However, it would not be proper to make final a first
Office action in a continuing or substitute application
where that application contains material which was pre-
sented in the earlier application after final rejection or
closing of prosecution but was denied entry for one of the
following reasons:

(1) New issues were raised that required further
consideration and/or search, or
(2) The issue of new matter was raised.

Further, it would not be proper to make final a first
Office action in a continuation—in—part application
where any claim includes subject matter not present in
the earlier application.
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‘A request for an mtervww prior to first action on a R
'contmumg or substrtute applrcatron should ordmanlybe L

'AF Fu'st Actton-Fmal rejectlon should be madeby us-

| "mg form paragraph- 741,

1 7 41 Acnon IsF‘mal, FustAcuon o
Thtsrsa[l]ofapphennt’seatherapphcauonno [2] Allclannsare :

- drawntothesamemvenuonclmmcdlntheearherapplwauonandoould B
o havebeenﬁnallyre;ectedonthegroundsnndartofrmdmthenm TR
- Office action-if they had been’ entered in the earlier applmm)n.f Lo
: Accordmgly,THISACI‘IONISMADEF]NALeventhoughrtrsaﬁrst e

action'in this case: SeeMPEP70607(b) Apphcantxsremrndedoftbe :
xtensronofttmepohcyassetforthm37CFR1136(a)

- A'shortened statutory penod for response’to thls final action i

settoexptreTHREEMON’IHSfromthedateofthtsacﬁon intheevent -

a first response is filed within TWO MONTHS of the - mailing date of

" this final action and the advisory action is not mailed until after the end -
of the THREE-MONTH shortened statutory penod then the sbort-

ened statutory penod will expire on the date the advisory action is
mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be -
calculated from the mailing date of the advrsory actlon inno eventwill *

. the statutory period for response exptre later than SIX MONTHS from
" the date of this final actton . . .

g Examiner Note:

1. In bracket 1, insert elther oontmuatron or substttute,

appropriate.
© 2 Ifan amendment was refused entryin the parent case on the

groundsthatitraised new lssuesornewmatter,thtsparagraphcannotbe
used. See MPEP § 706.07(b). '

3. This paragraph should not be used in reissue litigation cases
(SSP—1month) orin reexamination proceedings (SSP—1 or 2months).

4. 37CFR 1.136(a) should notbe available in a reissue litigation -
case and is not available in 3 reexamination proceeding. <

706.07(c) Final Rejection, Premature [R~1]

>Any question as to prematureness of a final rejec-
tion should be raised, if at all, while the case is still pend-
ing before the primary examiner. This is purely a ques-
tion of practice, wholly distinct from the tenability of the
rejection. It may therefore not be advanced as a ground
for appeal, or made the basis of complaint before the
Board of Patent Appeals and Interferences. It is review-
able by petition under 37 CFR 1.181.<

706.07(d) Final Rejection, Withdrawal of,
Premature [R—1]

>If, on request by applicant for reconsideration, the
primary examiner finds the final rejection to have been
premature, he or she should withdraw the finality of the
rejection.

Form Paragraph 7.42 should be used when withdraw-
ing a Final Rejection.

Rev. 1, Sept. 1955
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706.07 (e)
§ 742 Withdrawal amealRe]ecuon

- Applicant’s request for reconsideration of the finality of the
rejectlonofthclast()fﬂceacuomspersuaslveaud,therefore,thefinamy

of that actlon is \wthdrawn <

706.07(¢) wunamwa: of Final Rejection,
~ General [R-1]

>Sec MPEP § 714.12 and § 714.13, Amendments
after final rejection.

Once a final rejection that is not premature has been
entered in a case, it should not be withdrawn at the appli-
cant’s or patent owner’s request except on a showing un-
der 37 CFR 1.116(b). Further amendment or argument
will be considered in certain instances. An amendment
that will place the case either in condition for allowance

or in better form for appeal may be admitted. Also,

amendments complying with objections or requirements
as to form are to be permitted after final action in accor-
dance with 37 CFR 1.116(a).

The examiner may withdraw the rejection of finally
rejected claims. If new facts or reasons are presented
such as to convince the examiner that the previously re-
jected claims are in fact allowable or patentable in the
case of reexamination, then the final rejection should be
withdrawn. Occasionally, the finality of a rejection may
be withdrawn in order to apply a new ground of rejection.

Although it is permissible to withdraw a final rejec-
tion for the purpose of entering a new ground of rejec-
tion, this practice is to be limited to situations where a
new reference either fully meets at least one claim or
meets it except for differences which are shown to be
completely obvious. Normally, the previous rejection
should be withdrawn with respect to the claim or claims
involved.

The practice should not be used for application of
subsidiary references, or of cumulative references, or of
references which are merely considered to be better than
those of record.

When a final rejection is withdrawn, all amendments
filed after the final rejection are ordinarily entered.

New grounds of rejection made in an Office action re-
opening prosecution after the filing of an appeal
brief require the approval of the supervisory prima-
ry examiner. See MPEP § 1002.02(d).<

Rev. 1, Sept, 1995

706. 07(0 Time for Response to Final
Rejecﬁon [R- 1]

>On October 1, 1982, pursuant to ‘Publici Law

© 97—247, the Office discontinued the practice of extend-

ing for 1 month the shortened statutory period for re-
sponse toa final rejection upon the filing of a timely first
response to a final rejection (37 CFR 1.116). Since Octo-
ber 1, 1982, applicants are able to obtain addltmnalk time
for a first or subsequent response to a final rejection by

~ petitioning under 37 CFR 1.136(a), and paying the ap-

propriate fee, provided the additional time does not ex-
ceed the 6—month statutory period.

Present practice encourages the early filing of any
first response after a final rejection. To encourage con-
tinued filing of early first responses after a final rejec-
tion and to take care of any situations in which the ex-
aminer does not timely respond to a first response af-
ter final rejection which is filed early during the period
for response, the Office has changed the manner in
which the period for response is set on any final rejec-
tion mailed after February 27, 1983.

(1) Al final rejections setting a three (3) month
shortened statutory period (SSP) for response should
contain one of the Form Paragraphs (7.39; 7.40;7.41) ad-
vising applicant that if the response is filed within two
(2) months of the date of the final Office action,
the shortened statutory period will expire at three
(3) months from the date of the final rejection or on the
date the advisory action is mailed, whichever is later.
Thus, a variable response period will be established.
In no event can the statutory period for response expire
later than 6 months from the date of the final rejection.

(2) I the paragraph setting a variable response
period is inadvertently not included in the final Office
action, the SSP for response will end 3 months from the
date of the final Office action and cannot be extended
other than by making a petition and paying a fee pur-
suant to 37 CFR 1.136(a). However, if an advisory ac-
tion (including an examiner’s amendment) is mailed in
such a case where the response to the finai action has
been filed within 2 months, the examiner should vacate
the original SSP and reset the period for response to
correspond with the Office policy set forth at 1027 QG
71. See paragraph (6) below.

(3) This procedure of setting a variable response
period in the final rejection dependent on when

760 — 40
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appllcant files a first response to a final office action

do¢s not apply to situations where an SSP less than 3
months is set — e. g reissue lmgatlon cases (1 month
SSP) or any reexammatlon case.

AdwsoryAcaons

) Where the ﬁnal Office action sets a variable re-
sponse period as set forth in paragraph 1 above, AND
applicant files a complete first response to the final
Office action within 2 months of the date of the final
Office action, the examiner must determine if the

(a) Response puts the application in condition
for allowance — then the application should be pro-
cessed as an allowance and no extension fees are due.

(b) Response puts the application in condition
for allowance except for matters of form which the ex-
aminer can change without authorization from appli-
cant, MPEP § 1302.04 — then the application should be
amended as required and processed as an allowance and
no extension fees are due.

{c) Response does not put the application in
condition for allowance — then the advisory action
should inform applicant that the SSP for response ex-
pires 3 months from the date of the final rejection or as of
the mailing date of the advisory action, whichever is later
by checking the appropriate box at the top portion of the
Advisory Action form, PTOL-303

If PTOL~303 is not used, then use Form Paragraph
7.67.1 on all advisory actions where a first complete re-
sponse has been filed within 2 months of the date of the
final Office action.

(5) Where the final Office action sets a variable re-
sponse period as set forth in paragraph 1 above, and
applicant does NOT file a complete first response to the
final Office action within 2 months, examiners should
use the content of Form Paragraph 7.67.

(6) Where the final Office action does not set
a variable response period as set forth in paragraph
1 above, AND applicant does file a complete first re-
sponse to the final Office action within 2 months, and if
an advisory action (which may include an examiner’s
amendment) is necessary and cannot be mailed within 3
months of the final Office action, the examiner should
vacate the original SSP and reset the response period to
expire on the mailing date of the advisory action by using
form paragraph 7.67.2. In no case can the statutory peri-
od for response expire later than 6 months from the date

T00 - 41
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of the fmal Offiee action. Note that Form Paragraph
7.67.2 can be used with the advnsory action (preferable)

_ orafter the advxsory action is mailed to correct the errorf ,
of not setting a variable Tesponse period. '

(7). When an- advisory action properly cohtams ei-
ther Form Paragraph 7.67:1 0r 7. 67 2, the time for apph-

_cant to take further acnon (mcludmg the calculation of

extension fees-under 37 CFR 1. 136(a) begins to run

3 months from the date of the final rejection, or fromthe
date of the advisory action, whichever is later. Extension

fees cannot be prorated for portions of a month. In no
event can the statutory period for response expire later
than 6 months from the date of the final rejection.

Examiner's Amendments

(8) Where a complete first response to a final Of-
fice action has been filed within 2 months of the final Of-
fice action, an examiner’s amendment to put the applica-
tion in condition for allowance may be made without the
payment of extension fees if the examiner’s amendment
is a part of the first advisory action, because the examin-
er’s amendment will either set (7.67.1) or reset (7.67.2)
the period for response to expire on the date the examin-
er’s amendment is mailed if it is mailed more than
3 months from the date of the final Office action.

(9) Where a complete first response to a final
Office action has not been filed within 2 months of the
final Office action, applicant’s authorization to make an
amendment to place the application in condition for
allowance must be made either within the 3 month short-
ened statutory period or within an extended period for
response that has been petitioned and paid for by appli-
cant pursuant to 37 CFR 1.136(a).

(10) An extension of time under 37 CFR 1.136(a)
requires a petition for an extension and the appropriate
fee provided for in 37 CFR 1.17. Where an extension of
time is necessary to place an application in condition for
allowance (e.g., when an examiner’s amendment is nec-
essary after the shortened statutory period for response
has expired), applicant may file the required petition
and fee or give authorization to the examiner to make
the petition of record and charge a specified fee to a de-
posit account. When authorization to make a petition
for an extension of time of record is given to the examin-
er, the authorizaticn must be made of record in the ap-
plication file by the examiner by way of an Interview Re-
cord form dated before the extended peried expires. The
authorization should also be made of record in an

Rev. 1, Sept. 1995
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706 07(0

exanuner’samndmentbymdmtmgtlwnanwofthe per-
son makmg the. authonzatlcm, the deposit account number._, _
to be charged, the length of the extcns:on requwted and

-theanmuntofthefeetobechargedtoﬂledeposuawount.
SAMPLE: Anextens:onoftlmemlder37CFRl 136(a) is

required to place this applmmon in’ condition for allow-
ance. During a - telephone conversation conducted on -
(date), John Doe (attomey for applmnt) requested an ex-

tension of time for —— months and authonzzed the Com-
missioner to charge Deposit Account No --—the required
fee of $—— for this extensnon

Practice After Final

(11) Responses after final should be processed and
considered promptly by all Office personnel.

(12) Responses after final should not be consid-

ered by the examiner unless they are filed within the SSP
or are accompanied by a petition for an extension of time
and the appropriate fee (37 CFR 1.17 and 1.136(a)).
This requirement also applies to supplemental re-
sponses filed after the first response.

(13) Interviews may be conducted after the expira-
tion of the shortened statutory period for response to a fi-
nal office action but within the 6—month statutory period
for response without the payment of an extension fee.

(14) Formal matters which are identified for the
first time after a response is made to a final Office action
and which require action by applicant to correct may be
required in an Ex parte Quayle action if the application is
otherwise in condition for allowance. No extension fees
would be required since the response puts the applica-
tion in condition for allowance except for the correction
of formal matters — the correction of which had not yet
been required by the examiner.

(15) If prosecution is to be reopened after a final
Office action has been responded to, the finality of the
previous Office action should be withdrawn to avoid the
issue of abandonment and the payment of extension
fees. For example, if a new reference comes to the atten-
tion of the examiner which renders unpatentable a claim
indicated to be allowable, the Office action should begin
with a statement to the effect: The finality of the Office
action mailed is hereby withdrawn in view of the new
ground of rejection set forth below. Form Paragraph 7.42
could be used in addition to this statement.

Rev. 1, Sept. 1995

1 76701Adwsory.4ﬁ‘a' anal, Headmg Ist Raspome Ftled

- Within 2 Months -

- ’Iheshortenedstatuto:ypcmdforres;mseexpms'l‘i‘IREE:-

' ‘MON'msﬂomﬂledateoftheﬁnalre;emonornsoﬂhemhngdate '
, ofthlsAdvxsmyAcnon,whwhcvenshter Innoevent however; willthe

statutory period for response expire later than SIX MONTHS fromthe

. date of the final rejection. Any extension of time must be obtained by

filing a petition under 37 CFR 1. 136(2) mompamed by the proposed
response and the appropriate fee. The date on which the response, the

* petition, and the fec have been filed is the date of the response and also
- thedateforthe pm'posesof dctemunmgthe period of extension and the
corresponding amount of the feé.

Any extension feeputsuantto37CFR 1. 17wnllbecalculatedfmm

7 the date that the shortened statutory penod for response explres asset

forth above.

Examiner Note:
1. 'This paragraph should be used inall adv:soxy actionsif:
a. it was the first respoase to the final rejection, and
b. it was filed within 2 months of the date of the final rejection
2. [f 2 notice of appeal has been filed, also use paragraph 7.68.
3. DO NOT USE THIS FORM PARAGRAPH FOR REEX-
AMINATION PROCEEDINGS.
4. Followwith form paragraph 7.41.01 lF_transmonal provisions
of 37 CFR 1.129(a) are applicable.

9 7.67.02 Advisory After Final, Heading, No Variable SSP Set in
Final ’ '

Since the first response to the final Office action has been filed
within TWO MONTHS of the mailing date of that action and the
advisory action was not mailed within THREE MONTHS of that date,
the THREE MONTH shortened statutory period for response set in
the final Office action is bereby vacated and reset to expire as of the
mailing date of the advisory action. See Notice entitled “Procedure for
Handling Amendments Under 37 CFR 1.116”, published in the
Official Gazette at 1027 OG 71, Febrvary 8, 1983. In no event,
bowever, will the statutory period for response expire later than SIX
MONTHS from the date of the final Office action.

Any extension fee required pursuant to 37 CFR 1.17 will be
calculated from the mailing date of the advisory action,

Exeminer Note:
1. This paragraph should be used in all advisory actions where:
a. the response is a first response to the final action;
b. the response wasfiledwithin two monthsof the mailing date of
the final; and
c. thefinal action failedto informapplicantofavariable SSP
beyond the normasl three month period, as is set forth in form
paragraph 7.39-7.41.
2. If the final action set a varisble SSB, do not use this
paragraph. Use paragraph 7.67.01 instead.
3. [f a notice of appeal has been filed, also use paragraph 7.68.

Under the changed procedure, if an applicant initial-
ly responds within 2 months from the date of mailing of
any final rejection setting a 3—month shortened statuto-
1y period for response and the Office does not mail an
advisory action until after the end of the 3—month short-
ened statutory period, the period for response for pur-
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, posesof determnmng the amount of any extension fee
will be the date on which the Office mails the advisory ac

“tion advxsmg applicant of the status of the application, -
but in nio event can the penod extend beyond 6 months
from the date of the final re;ectlon This procedure will

» apply only toa ﬁrst response t to a final rejection and has

been 1mplemented by mcludmg the followmg language

in each ﬁnal rejectlon maxled after February 27, 1983:

%A SHORTENED STATUTORY PERIOD FOR
RESPONSE TO THIS FINAL ACTION IS SET TO
EXPIRE THREE MONTHS FROM THE DATE OF
THIS ACTION. IN THE EVENT A FIRST RE-
SPONSEISFILED WITHINTWOMONTHSOFTHE -
MAILING DATE OF THIS FINAL ACTION AND
THE ADVISORY ACTION ISNOT MAILED UNTIL
AFTER THE END OF THE THREE-MONTH
SHORTENED STATUTORY PERIOD, THEN THE
SHORTENED STATUTORY PERIOD WILL EX-
PIRE ON THE DATE THE ADVISORY ACTION IS
MAILED,ANDANYEXTENSIONFEEPURSUANT
TO37CFR 1.136(a) WILLBECALCULATED FROM
THE MAILING DATE OF THE ADVISORY AC-
TION. IN NO EVENT WILL THE STATUTORY
PERIOD FOR RESPONSE EXPIRE LATER THAN
SIX MONTHS FROM THE DATE OF THIS FINAL
ACTION.”

For example, if applicant initially responds within
2 months from the date of mailing of a final rejection and
the examiner mails an advisory action before the end of
3 months from the date of mailing of the final rejection,
the shortened statutory period will expire at the end of
3 months from the date of mailing of the final rejection.
In such a case, any extension fee would then be calcu-
lated from the end of the 3—month period. If the ex-
aminer, however, does not mail an advisory action until
after the end of 3 months, the shortened statutory period
will expire on the date the examiner mails the advisory
action and any extension fee may be calculated from that
date.<

706.07(g) Transitional After—Final Practice
[R-1]

>37 CFR 1.129 Transitional procedures for limited examination
after final rejection and restriction practice.

(2) An applicant in an application, other than for reissue or a
design patent, that has been pending for at least two years as of June 8,
1995, taking into account any reference made in such application to any
carlier filed application under 35 U.S.C. 120, 121 and 365(c), is entitled
tohaveafirstsubmissionentered andconsideredonthemeritsafterfinal
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tejeuiou mmerthefollowmsmnums.mmﬁcewiﬂmdu '
sucha submission, if the first submission and the fee set forthin § 1.17(z)

areﬁledpmrmﬂxeﬁhngofanappealbﬁefandpmﬂoabmdomtof

.- the application. The finality of the final rejection is automatically

. withdrawn upon the timely filing of the submission and payment of the

~fee set forth in § 1.17(z). If a subsequent final rejection is made in the

,applmnon, ‘applicant is entitled to have a second submission enbered

~ and considered on the merits after the subsequent final rejectionunder
thefoﬂmnngurmmsmees.meOfﬁeewdlcmdersudusubmm- )

 sion, if the second submission and a second fee set forthin § 1.17(r) are =

filedprior tothe filingof an appeal brief andprior toabandonmentof the

 application. Thefinalityof thesubsequent finalrejectionisattomatically

withdrawn upon the timely filing of the submission and payment of the
second fee set forth in § 1.17(r). Any submlsszon filed after a final

rejection made in an application subsequent to the fee set forth in . -

§ 1.17(r) having been twice paid will be treated. as set forth in
§ 1.116. A submission as used in this’ paragaph includes, but is not
limited to, an information disclosure statement, an amendment to the
written description, claims or drawings and a new substantive argument
or new evidence in support of patentability.

Lt Lt

(c) The provisions of this section shall liot be appﬁcaﬂe to any
application filed after June 8, 1995.

In order to facilitate the completion of prosecution of
applications pending in the PTO as of June 8, 1995 and to
ease the transition between a 17—year patent term and a
20—year patent term, Public Law 103—465 provided for
the further limited reexamination of an application
pending for 2 years or longer as of June 8, 1995, taking
into account any reference made in the application to
any earlier filed application under 35 U.S.C. 120, 121, or
365(c). The further limited reexamination permits appli-
cants to present for consideration, as a matter of right
upon payment of a fee, a submission after a final rejec-
tion has been issued on an application. An applicant will
be able to take advantage of this provision on two sepa-
rate occasions provided the submission and fee are pre-
sented prior to the filing of the Appeal Brief and prior to
abandonment of the application. This will have the effect
of enabling an applicant to essentially reopen prosecu-
tion of the pending application on iwo separate occa-
sions by paying a fee for each occasion, and avoid the im-
pact of refiling the application to obtain consideration of
additional claims and/or information relative to the
claimed subject matter. The tramsitional after—final
practice is only available to applications filed on or be-
fore June 8, 1995 and it is not available for reissue or de-
sign applications or reexamination proceedings.

The following flowchart illustrates the transitional
after—final procedures set forth in 37 CFR 1.129(a).

Rev. 1, Sept. 1995
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706.07(g) C ' ‘

Transitional After-Final Provision - 37 CFR 1. 129(a)
Starting June 8, 1995 L '

’ Apphcauon ﬁled onor befom 6/8/95

- N . C§L 129(a) not available
Awmf‘mﬁmﬁm N § 112900 o svaiabic
Submission & § 1.17(r) fee filed prior ; — ~ —
to A ‘Brief and priorto : N Goes normal appeal route
aba ment of application ' I

_ ) _ )
Submission entered and finality of previous
rejection w/d. No new matter permitied.

‘Give applicant a one month/30 days

Submission fully responsive to the N extendable ss
" s p to submit a complete
previous office action response to the previous office action
Y
Submission considered in manner set forth Y Response complete and N Applicationis §
in MPEP § 706.07(b) tmely filed = ] abandoned §

l Further prosecution results in final rejection |

Submission & § 1.17(r) fee filed prior
to Appeal Brief and prior (o
abandonment of application

Y

N —.I Goes normal appeal route I

; -
Submission entered and finality of previous
rejection w/d. No new matter permitted.

e = Give applicant a one month/30 days
Submlss;lco&::;lgfrgggoa:g;: to the N p extendable ssp to submit a complete
p response to the previous office action

Y
——

Submission considered in manner set forth Y | Response complete and N
in MPEP § 706.07(b) timely filed

! Further prosecution results in final rejection I
l Normal route l

IApplication is |
| abandoned |
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EXAMINATION OF APPLICATIONS |

Effectlve June 8 1995 in any pendmg apphcatlon
having an actual or effectwe ﬁhng date of June 8,19930r .
earher, appheant 1,3 entltled under 37 CFR 1 129(a), to:

have a first su mission after final rejectlon entered and

cons1dered on the merits; if the submission and the fee
- set forth in 37 CFR 1. 17(r) are filed prior to. the filing of -

an Appeal Bnef under 37CFR'1.192 and prior to aban-- .
donment. For an. apphcatlon entenng natxona] stage un- -
der35US.C. 371 or an application filed under 35US.C.
111(a) claiming benefitunder 35 U.S.C. 120 of a PCT ap-
plication desngnatmg the U.S., the PCI‘ international fil-

ing date will be used to determme whether the appllca- o

tion has been pendmg for at least 2 years as of June 8,
1995. v

* The submission under 37 CFR 1. 129(a) may com-
prise, but is not limited to, an information disclosure

statement, an amendment to the written description,

claims or drawings, a new substantive argument and/ox
new evidence. No amendment considered as a result of
payment of the fee set forth in 37 CFR 1.17(r) may
introduce new matter into the disclosure of the applica-

tion. 35 U.S.C. 132. In view of the fee set forthin 37CFR .

1.17(r), any information disclosure statement previously
refused consideration in the application because of ap-
plicant’s failure to comply with 37 CFR 1.97(c) or (d) will
be treated as though it has been filed within one of the
time periods set forth in 37 CFR 1.97(b) and will be con-
sidered without the petition and petition fee required in
37 CFR 1.97(d), if it complies with the requirements of
37CFR 1.98.

If the application qualifies under 37 CFR 1.129(a),
that is, it was filed on or before June 8, 1995 and the ap-
plication has an effective U.S. filing date of June 8, 1993
or earlier, the examiner must check to see if the submis-
sion and 37 CFR 1.17(r) fee were filed prior to the filing
of the Appeal Brief and prior to abandonment of the ap-
plication. If an amendment was timely filed in response
to the final rejection but the fee set forth in 37 CFR
1.17(r) did not accompany the amendment, examiners
will continue to consider these amendments in an expe-
dited manner as set forth in MPEP § 714.13 and issue an
advisory action notifying applicant whether the amend-
ment has been entered. If the examiner indicated in an
advisory action that the amendment has not been en-
tered, applicant may then pay the fee set forthin 37 CFR
1.17(r) and any necessary fee to avoid abandonment of
the application and obtain entry and consideration of
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 The ﬁnahty of the ﬁnal rejectxon is automatlcally

 withdrawn upon the timely filing of the submission and

payment of the fee set forth in 37 CFR 1.17(r). Upon the -
timely payment of the fee set forth in 37 CFR 1.17(r), all

- previously unentered submissions, submissions filed

with the 37 CFR 1.17(r) fee, and any submissions filed
prior to the mailing of the next Office action will be en-

tered. Any conflicting amendments should be clanﬁed

for entry by the applicant upon payment of the 37 CFR

1.17(r) fee. Absent specific instructions for entry, all sub--
missions filed as of the date of the withdrawl of the final-

ity of the previous final action will be entered in the order

in which they were filed. Form paragraph 7.42.01 should

be used to notify applicant that the finality of the pre-

vious Office action has been withdrawn.

9 7.42.01 Withdrawal of Finality of Last Office Action Transi-
tional Application Under 37 CFR 1.129(a)

Since thisapplication is eligible for the transitional procedure of 37
CFR 1.129(a) and since the fee set forth in 37 CFR 1.17(r) has been
timely paid, the finatity of the previous Office action has been withdrawn
pursuant to 37 CFR 1.129(a). Applicant’s [1] submission filed on [2] has
been entered.

Examiner Note:

Insert “first” or “second” in bracket 1.

If a Notice of Appeal and the appeal fee set forth in
37 CFR 1.17(e) were filed prior to or with the payment of
the fee set forth 37 CFR 1.17(r), the payment of the fee
set forth in 37 CFR 1.17(r) by applicant is construed as a
request to dismiss the appeal and to continue prosecu-
tion under 37 CFR 1.129(a).

Upon the timely payment of the fee set forth in
37 CFR 1.17(x), if the examiner determines that the sub
mission is not fully responsive to the previous Office

Rev. 1, Sept. 1995

o e TR mov(g) o
the amendment asa submnsslon under 37 CFR L 129(a) L
If the submission and the fee st forth in 37 CFR1.17(x) =~ -
were ti t.melyﬁledmreeponsetotheﬁnalrejectmn andno .
' -advisory action has been issued prior to the paymentof -
. thefee set forthin 37 CFR 1. 17(z), no advisory actionwill .~
: be necessary. The exammerwdl notnfy appllcant that the SORRISS
finality of the previous office action has been withdrawn
~‘pursuant to 37 CFR 1. 129(a) Itis noted that if the sub-
 mission is’ aecompamed bya' eondltlonal” payment of
the fee set forthin 37 CFR 1. 17(1'), i.e.,.an authorization =
to charge the fee set forth in37CFR 1. 17(r) toa deposnt e
-account in the event that: the submlssmn would not
- otherwise be entered the PTO wnll treat the conditional .
~ paymient as an uncondmonal payment of the 37 CFR R
- 1.37(r) fee.
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action, e g., if the submrssron only mcludes an mforma ‘
. tion drsclosure statement appllcant will be given a new
: shortened statutory period of 1 month or 30 days, which- .-

ever is longer, to ‘submit a complete response Form
paragraph 7 42 02 should be used. :

1 74202 Nonresponnve Submzssmn Filed Under 37 CFR

1.129(a)

The timely submlssrou under 37 CFR 1, 129(a) filed on [1] is
non—resporisive to the prior Office action because [2). ‘Since the
submission appears to be a bona fide attempt to provide a complete

response to the prior. Office action, applicant is given a shortened

statutory period of ONE MONTH or THIRTY DAYS from the date of
this letter, whichever is longer, to submit a complete response This
shortened statutory penod supersedes the time period set in the prior
Office action. This time period may be extended pursuant to 37 CFR
1.136(a). If a Notice of Appeal and the appeal fee set forth in 37 CFR
1.17(e)were filed prior to or with the payment of the fee set forth in 37
CFR 1.17(r), the payment of the fee set forth in 37 CFR 1.17(r) by
applicantis constraed as a request to dismiss the appeal and to continue
prosecution under 37 CFR 1.129(a). The appeal stands dismissed.

Examiner Note:
The reasons why the examiner considers the submission to be
nonresponsive must be set forth in bracket 2.

After submission and payment of the fee set forthin
37 CFR 1.17(x), the next Office action on the merits may
be made final only under the conditions for making a first
action in a continuing application final set forth in
MPEP § 706.07(b).
Form paragraph 7.42.03 may be used if it is appropri-
ate to make the first action final following a submission
under 37 CFR 1.129(a).

1 7.42.03 Action Is Final, First Action Following Submission

Under 37 CFR 1.129(a)

All claims are drawn to the same invention claimed in the
application prior to the entry of the submission under 37 CFR 1.12%a)
and could have been finally rejected on the grounds and art of recordin
the next Office action if they had been entered in the application prior to
entry under 37 CFR 1.129(a). Accerdingly, THIS ACTION IS MADE
FINAL eventhough itisa first action after the submission under37CFR
1.129(a). See MPEP § 706.07(b). Applicant isreminded of the extension
of time policy as set forth in 37 CFR 1.136(2).

A shortened statutory period for response to this final action is set
to expire THREE MONTHS from the date of this action. In the event
a first response is filed within TWO MONTHS of the mailing date of
this final action and the advisory action is not mailed until after the end
of the THREE-MONTH shortened statutory period, then the short-
ened statutory period will expire oa the date the advisory acticn is
mailed, and any extension fee pursuant to 37 CFR 1.136({2) will be
calculated from the mailing date of the advisory action. In no event will
the statutory period for response expire later than SIX MONTHS from
the date of this final action.

Rev. 1, Sept. 1995
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Examlner Notes
Alsouaefonuparagmph’l« ozzfthrsuaﬁnulregecnonfollomng_. ;
‘aﬁmsubmrssronunder:i?CFRllZ?(a) ~ , '

Ifa subsequent final rejectron is nmde in the apphea—t 'V

tion, applicant would be entrtled to have a seeond sub-
' mission entered and considered on the merits under the
same conditions set forth for consrderatlon of the ﬁrst o

subrmssnon. Form paragraph 7. 41 02 should be used

Y 741.02 Ti'ansmonalAﬁerFumlecace, Second Submrsszan
(37 CFR 1.129(a})) 7
- Since the fee set forth in.37 CFR 1.17(z) for a first subnnsslon
subsequenttoafinal rejectionhas been previously paid, applicant, under
37 CFR 1.129(a), is entitled to have a second submission entered and
considered on the merits if, prior to abandonment, the second submis-
sion and the fee set forth in 37 CFR 1.17(r) are filed prior to thefiling of .
an appeal brief under 37 CFR 1.192. Upon the timely filing of a second
submission and the appropriate fee of ${1] for a [2] under 37 CFR .
1.17(r), the finality of the previous Office action will be withdrawn. If a
Notice of Appeal and the appeal fee set forth in 37 CFR 1:17(e) were
filed prior to the payment of the fee set forth in 37.CFR 1.17(z), the
payment of the fee set forth in 37 CFR 1.17(r) by applicant will be
construed as arequest to dismiss the appeal and to continue prosecution
under 37 CFR 1.129(a). In view of 35 U.S.C. 132, no amendment
considered as & result of payment of the fee set forth in 37 CFR 1.17(r)
may introduce new matter into the disclosure of the application.

Examiner Note:

1. Thisform paragraphistofoliow anyofformparagraphs 7.39 —
7.41inanyapplicationfiledprior to June 9, 1995, which hasbeenpending
for atleast twoyears as of June 8, 1995, taking into account any reference
under35U.S.C. 126,121 or 365(c) to a previously filed application and a
first submission fee has been previously paid under 37 CFR 1.17(r).

2. ThisformparagraphshouldNOTbeusedinadesignorreissue
application or in a reexamination proceeding.

3. Inbracket1,insertthecurrent fee for a large or small entity, as
appropriate.

4. TIn bracket 2, insert “small” or “large,” depending on the
current status of the application.

5. If the fee set forth in 37 CFR 1.17(r) has been twice paid, the
provisions of 37 CFR 1.129(a) are no longer available.

Any submission filed after a final rejection made in
the application subsequent to the fee set forth in 37 CFR
1.17(r) having been twice paid will be treated in accor-
dance with the current after—final practice set forth in
37CFR 1.116.<

707 Examiner’s Letter or Action [R—1]

>37 CFR 1.104. Nature of ecamination; examiner’s action

(a) Qa taking wp en application for exminstion or a patert in a
cexaroination proceoding, the examiner shell moeke a thorough study
melm&eammmwmdmewaﬂdﬂem
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S ExAMINATloN OF"APPLI'CArIONs

art relatmg m the subjeet nmtter of the clmmed mvennon The

~ examination shallbecompletethhreapectboth toeomphance of the
tapphcatlon or patent: under reexamination with the apphcable statutes
and rules and to the patentsbility of the invention as claimed, as well‘-

. as wrth respect to matters of form, unless otherwise indicated:

continuing the prosecution. -

“(¢) An international—type search will be made in ali natlonal
applications filed on and after June 1, 1978. '

{d). Any natmnal apphcatlon may also bave an mtemauonal—

' type search report prepared thereon at- the time of the national ‘

examination on the merits, upon specific written request therefor and

payment of the international—type search report fee. See § 1.21(¢)

for amount of fee for preparation of international —type search report.
NOTE. — The Patent and Trademark Office does not require that
a formal report of an international —type search be prepared in order to
obtain a search fee refund in a later filed international application.
() Co-—pending applications will be considered by the examiner
to be owned by, or subject to an obligation of assignment to, the same
person if: (1) the application files refer to assignments recorded in the
Patent and Trademark Office in accordance with Part 3 of this chapter
which convey the entire rights in the applications to the same person or
organization: or (2) copies of unrecorded assignments which convey the

entire rights in the applications to the same person or organization are -

filed in each of the applications; or (3) an affidavit or declaration by the

common owner is filed which states that there is common ownership and

states facts which explain why the affiant or declarant befieves there is
common ownership; or (4) other evidence is submitted which establishes
common ownership of the applications. In circumstances where the
common owWner is a corporation or other organization, an affidavit or

declaration may be signed by an official of the corporation or organization
empowered to act on behalf of the corporation or organization.

For Office actions in reexamination proceedings, see
MPEP § 2260.

Under the current first action procedure, the examin-
er signifies on the action form PTOL—326 certain infor-
mation including the period set for response, any attach-
ments, and a “summary of action,” the position taken on
all claims.

Current procedure also allows the examiner, in the
exercise of his professional judgment to indicate that a
discussion with applicant’s or patent owner’s represen-
tative may result in agreements whereby the applica-
tion or patent under reexamination may be placed in
condition for allowance and that the examiner will
telephone the representative within about 2 weeks.
Under this practice the applicant’s or patent owner’s
representative can be adequately prepared to conduct
such a discussion. Any resulting amendment may be
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™

o made elther by the appheant’s or patent ewner’s attor- o
-mey.or agent or_by the examiner in an - exammer’s R
~ - amendment. It should be reeogmzed that when exten:
Cosive amendments are. necessary 1t would be preferable;; C AR
() The appllcant, orin thecase of a reemmlnanen proeeedmg, S e
both the ‘patent owner. and ‘the requester, will be notified of the -
exammer’s action. The reasons for any adverse action or any ob;ectlont
"' or requirement will be stated and such information or references will
‘begwenasmaybeuseﬂllmardmgtheapphcantormtheeaseofa'
-reexamination proeeedmg the patent owner, to ]udge the propnety of .

- if they were filed by the attorney or agent ;ef reeord
therehy reducmg the professronal and- clerical work- P

load in the: Ofﬁce and also provrdmg the ﬁle wrapper. )

“‘w1thabetterrecord nﬁudmgapplmnt’sargumemsfor SRR

allowabihtyasrequnedby37 CFR 1. 11

“The list of references cited' appears ona separate o

form, Notice of References Crted PTO-892 (copy in

. MPEP § 707.05) attached to applicant’s copies oftheac- -
tion, Where apphcable, Notice of Informal Patent Draw-.

ings, PTO—948 and Notice: of Informal Patent Apphca-
tion, PTO—152 are attached to the ﬁrst action. ‘
The attachments have the same paper number and

- areto be considered as part of the Office action.

Replies to Office actions should include. the 4- —digit
art unit number and the exammer’s name to expedite
handlmg within the Office.

In accordance wrth the Patent Law, “Whenever, on -
examination, any claim for a patent is rejected or any
objection . . . made”, notification of the reasons for re-
jection andfor objection together with such informa-
tion and references as may be useful in judging the
propriety of continuing the prosecution (35 US.C.
132) should be given.

When considered necessary for adequate informa-
tion, the particular figure(s) of the drawing(s), and/or
page(s) or paragraph(s) of the reference(s), and/or any
relevant comments briefly stated should be included.
For rejections under 35 U.S.C. 103, the way in which a
reference is modified or plural references are com-
bined should be set out.

In exceptional cases, as to satisfy the more stringent
requirements under 37 CFR 1.106(b), and in pro se cases
where the inventor is unfamiliar with the patent law and
practice, a more complete explanation may be needed.

Objections to the disclosure, explanation of refer-
ences cited but not applied, indication of allowable sub-
ject matter, requirements {including requirements for
restriction if applicable) and any other pertinent com-
ments may be included. Summary sheet PTOL~-326,
which serves as the first page of the Office action, isto be
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_*,,Davxs&Brown
" :Suite 263 _
: -']‘324ElmStreet
; 'Boston,Mass 11111

: Mnnmmmmﬁonmmemmahmﬁy«uupphmum
COWBSIONEROFPATWSANDTRADEMARKS :

E'Ihuapphamnhubeeummmd o ‘_ . . D Rmpowvemmmumcauonﬁledon ;

LN

Aﬂmmudmmpemdﬁorremubthummntwupm S SR - momh(a),

days from the dete of thisletter:
h&mmmﬂwﬂmﬂmwmdf«wwﬂlﬂmdnlpphmmnbbmcm 3susc,133 i - R
Part1 m‘munwme ATI‘ACBMENT(S) ARE PART OF 'I'ﬂls ACTION:
L Notice of References Cited by Examines, PTO-892. f 2] Wotice re Pateat Drawing, PTO-968.
3. Kotice of Art Cited by Applicant, PTO=1449 4.} - Notice of informai PltenlApphclmn, Form PTO~152 -
5. Informatioa en How to Effect Drawing Changes, PTO-1474 6. D
Pest Ul SUMMARY OF ACTION ) . B . .
1.0 cuims o 1=11 - ... are pending in the application.
Of the above, claims . M i  arewithdrawn from consideration.
3] Ciaims aze alfowed.
3 cuims _1-8 ~ are rejected
s B clims 9211 are abiected o, -
6.[] Ctaios ‘ are subject to restriction or election requircment,
7.D 'lhupplicanon!msbeenﬁledm&mﬁsmﬂdmnpwﬁchmmpﬂbhﬁrmmmtbnpummummmunuw%wbm
matter &8 indicated.
S.D Aliowsble subject matter having been indicated, formal drawings are required in response to this Office action. D
9. The corrected or substitute drawings have been received on « These drawings are accepiable;
D 3 not acceptable (sce explanation). -
IO.D The D d drawing comection andlor the Ul proposed additional or substitute sheet(s) of drawings, filed cn
bhas (have) been approved by the examiner. - disapproved by the examiner (see explianation). ;
correction, filed =187 , has been approved. disappeoved (soe explanation). However,
1L by mmmmmﬁwmmmmw Ttisnow . 0 ensare meam( )

Corrections MUST be effecizd in accordance with instructions wet forth on the attached letter “INFORMATION ON HOW TO EFFECT DRAWINGS |
CHANGES" PTO-1474.

12z BB Acknowledgment is made of the claim for priotity under 35 US.C. 119, The certifiedcopylss |1 been received ot been ceceived
L teen ftedin parcnt application, serial no. ; Bledon

13. D Since this application appears to be in condition for aliowence exvept for formal melters, prosecution as to the meris s closed in
accordance with the practice under Ex parte Quayle, 1935 CID. 11; 453 0.G. 213.

1. ] Oter

PTOL~—326 (Rev. 7.82) EXAMINER'S ACTION
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- MANUAL OF PATENI‘ EXAMINING PROCEDURE |

707 01
707, 01
o t‘or New Assistant [R- 1]

: >Afterthe searchhasbeen completed actlon lstak-eflk“v _EnmtnerNote o W \ Sl
Whensuchpnoranxscxted,zmpemnencesheuldbeexphmedm' e

en in the light of the references found. Where: the assns— o
o aecordancemthMPEPﬂO?OS

‘tant exammer has been inthe Office buta short tlme, itis

the duty of the primary examiner to go into the case thor-
oughly. The usual procedure is for the assistant examiner
 to explain the invention and discuss the references which
he or' she regards. as most pertinent. The primary ex-
aminer may indicate the action to be taken, whether re-
striction or electlon of specles is to be requlred or -

whether the claims are to be considered on their merits.
If action on the merits is to be given, the examiner may
indicate how the references are to be applied in cases
where the claim is to be rejected or authorize allowance
if it is not met in the references and no further field of
search is known.< :

707.02(a) Cases Up for Third Action and
5—Year Cases [R—1]

>The supervisory primary examiners should impress
their assistants with the fact that the shortest path to the
final disposition of an application is by finding the best
references on the first search and carefully applying
them.

The supervisory primary examiners are expected to
personally check on the pendency of every application
which is up for the third or subsequent official action
with a view to finally concluding its prosecution.

Any case that has been pending five years should be
carefully studied by the supervisory primary examiner
and every effort made to terminate its prosecution. In or-
der to accomplish this result, the case is to be considered
“special” by the examiner. <

%

707.05 Citation of References [R—1]

>During the examination of an application or reex-
amination of a patent, the examiner should cite ap-
propriate prior art which is nearest to the subject matter
defined in the claims. When such prior art is cited, its
pertinence should be explained.

Form Paragraph 7.96 may be used as an introducto-
1y sentence.

Rev. 1, Sept. 1995

Primary Examiner Indicates Action v

q 7.9 Cdatwn afPamumrArt

L 'lhepmrartmadeofrecotdandnotrehedupon:sconsxdcted o ;;
o :pertmenttoapphennt’sdxsclowre [1] - S

Effective June 8, 1995, Public Law 103465
amended 35 US.C. 1546 change the term of 2 patent to

20 years measured from the ﬁlmg date of the earhest S

Us. application for which benefit under 35 U.S. C. 120,

121 or 365(c) is claimed. ‘The 20-year patent term ap-
plies to all utility and plant patents issuedon apphcatlons\ L
 filed on or after June 8, 1995, Asaresult of the 20—year . B

_ patent term, it is expected, in certain cu'cnmstances, that -
applicants may cancel their claim to pnonty byamending

the specification to delete any. references to prior ap--
plications. Therefore, examiners should search all ap-~
plications based on the actual U.S. filing date of the ap- -
plication rather than on the filing date of any parent U.S.
application for which priority is claimed. Examiners
should cite of interest all material prior art having an ef-
fective filing date after the filing date of the U.S. parent
application but before the actual filing date of the ap-
plication being examined.

Allowed applications should generally contain a cita-
tion of pertinent prior art for printing in the patent, even
if no claim presented during the prosecution was consid-
ered unpatentable over such prior art. Only in those
instances where a proper search has not revealed any
prior art relevant to the claimed invention is it appropri-
ate to send a case to issue with no art cited. In the case
where no prior art is cited, the examiner must write
“None” on a form PTO-892 and insert it in the file
wrapper. Where references have been cited during the
prosecution of parent applications and a continuing ap-
plication, having no newly cited references, is ready for
allowance, the cited references of the parent applica-
tions should be listed on a form PTO-892. The form
should then be placed in the file of the continuing ap-
plication. See MPEP § 1302.12. In a file wrapper contin-
uing application under 37 CFR 1.62, it is not necessary to
prepare a new form PTO—892 since the form from the
parent application is in the same file wrapper and will be
used by the printer.

In all continuation and continuation—in—part ap-
plications, the parent applications should be reviewed
for pertinent prior art.
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'\EXAMINA'HON OF APPLICATIONS |

, Applrcants and/or appllcant’s attomey m PCT
related national apphcatrons may wish to cite the materi-

al citations. from the PCT Internatronal Search Re-
port by an mformatron dlsclosure statement undet

37 CFR 1.97 and 1. 98 in order to ensure consrder-
ation by the examiner.

In those mstances ‘where no mformatlon disclosure -
statement has been filed by the appllcant andwhere doc-

uments are cited in the International Search Report but
neither a copy of the documents nor an English transla-
tion (or English family member) is provided, the examin-
er may exercise discretion in deciding whether to take
necessary steps to obtain the copy and/or translation.
Copies of documents cited will be provided as set

forth in MPEP § 707.05(a). That is, copies of documents
cited by the examiner will be provided to applicant except
where the documents

A. are cited by applicant in accordance with MPEP
§ 609, § 707.05(b), and § 708.02,

B. have been referred to in applicant’s disclosure
statement, ,

C. are cited and have been provided in a parent ap-
plication, and

D. are U. S. Patents which are cited at allowance
(MPEP § 1302.04).

37CFR 1.107. Citation of references.

(a) If domestic patents are cited by the examiner, their numbers
and dates, and the names of the patentees, and the classes of inventions
must be stated. If foreign published applications or patents are cited,
their nationality or country, numbers and dates, and the names of the
patentees must be stated, and such other data must be furnished as may
be necessary to enable the applicant, or in the case of a reexamination
proceeding, the patent owner, to identify the published applications or
patents cited. In citing foreign published applications or patents, in case
only a part of the document is involved, the particular pages and sheets
containing the parts relied upon must be identified. If printed publica-
tionsarecited, the author (if any), title, date, pages orplates, and place of
publication, or place where a copy can be found, shall be given.

{(b) Whenarejectionin an application isbased on facts within the
personal knowledge of an employee of the Office, the data shall be as
specific aspossible, and the reference mustbe supported, whencailed for
by the applicant, by the affidavit of such employee, and such affidavit
shall be subject to contradiction or explanation by the affidavits of the
applicant and other persons.<

707.05(a) Copies of Cited References [R—1]

>Copies of cited references (except as noted below)
are automatically furnished without charge to applicant
together with the Office action in which they are cited.
Copies of the cited references are also placed in the ap-

700 - Si

707.05() |

N pl:catlon ﬁle for use by the exammer dunng the prosecu

tion.. .
Coples of references ated by apphcant in accor-,;

dance with MPEP § 609, § 707.05(b) and § 708.02 are
not’ furmshed to appllcant with the Office action. Ad- ,

drtlonally, copies of references cited in continuation :
appllcatlons if they had been previously cited in the

- parent application are not furnished. The examiner

should check the. left hand column of form PTO-892 t
ifa copy of the reference 1s not to be furmshed to the
appllcant : - :
Copies of foreign patent documents and nonpatent ‘
literature. (NPL) which are cited by the exammer at

~ the time of allowance will be furnished to appllcant

with the Office action, and copies of the same will also

- be retained in the file. This will apply to all allowance

actions, including first action allowances and Ex Parte
Quayle actions.

In the rare instance where no art is crted in a continu-
ation application, all the references cited during the pro-
secution of the parent application will be listed at allow-
ance for printing in the patent.

To assist in providing copies of references, the ex-
aminer should:

(a) Write the citation of the references on form
PTO-892, “Notice of References Cited”.

(b) Place the form PTO—892 in the front of the file
wrapper.

(c) Include in the application file wrapper all of the
references cited by the examiner which are to be fur-
nished to the applicant and which have been obtained
from the classified search file.

(d) Make two copies of each reference which is to be
supplied and which has been located in a place other
than the classified search file (i.e. textbooks, bound mag-
azines, personal search material, etc.). Using red ink
identify one copy as the “File Copy” and the other copy
as the “Applicant’s Copy”. Both copies should be placed
in the application file wrapper.

(e) Turn the application in to the Docket Clerk for
counting. Any application which is handed in without all
of the required references will be returned to the exam-
iner. The missing reference(s) should be obtained and
the file returned to the Docket Clerk as quickly as pos-
sible.

Rev. 1, Sept. 1995
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EXAMINA’I‘IONOFAPPLICATION_S : e
‘ ' 707.05(a) )

TO SEPARATE, HOLD TOP AND BOTTOM EDGES, SNAP APART AND DISCARD CARSON

" U8 DEPARTMENT OF COMMERCE SERIALNO. GROUP ART URIT
m'mmnmnmnxomcn {ooop00 425 ‘

NOTICE OF REFERENCES CITED JAPRLICANTG) | STRUCK,; et al.

U.S. PATENT DOCUMENTS

. DATE NAME
VERA]N )

1

)
q,

9-1955
10 -1951 HEALY

11-1938 j ALTORFER

Jrary
E-N

L)
~}

3 [ (o

Aivio ok = uniw

121970 | JONES
5-1964 BOERNER

1-1975 DAVIDSON

5-1928 | scoTr
1-1976 | OWENS

6 - 1960 ROCHE
MARINSKY

(SR A IR I [T LU - (P RN L
B fC0 | P [~ [N = w N

[k i~ Rl I

4-1932
5-1962 |} WOLFF
FOREIGN PATENT DOCUMENTS

A

IB
C
D
E
F
G
H
I
1
K

mls i iole N o |

uhm-hm“.hc'

o
s

DATE COUNTRY NAME | crassf SuB-

1-1950 Jaustraua  [Paper Product} 24 [134QA
11 - 1934 JFrRANCE LORENZ 26 f1SR
OF 1913 Junrrep KINGDOM, CROSSE 26 [51.6
7-1963 |GERMANY MUTHER 19 |6
3-1964 |canapa FISHBOURNE (100 216 | 1-5
5 1-1986 |uaran marsusrz | ot 92/112)
OTHER REFERENCES (Including Authior, Title, Date, Pertinent Pages, Etc.)

“Chemical Abstracts,” Vol 75,No. 26, Nov. 15, 1971, p. 163, Abstract no. 120718k,
Skutulav, A. L, “Surface Effects Dnrmngetal Fangue, Copy in Group 120 Library.

Richard Stone

& copy of iz vefievence ts et belng furnivhed with tils olfice nction.
(See Menae of Petent Examiniag Procedare, secthin 707.06(0).)
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707, 05(b)

) 707 05 (b) Citation of Related Art by
Applicants [R- 1]

' >MPEP § 609 sets forth posrtlve guldelmes for apph- o
cants, their. attorneys- and agents who desire to submit
prior art for consrderatron by the Patent and 'Ii‘ademark o

‘Office. :
 Submitted cltatrons wrll not in any way dnmmsh the
obligation of examiners to conduct mdependent prior
art searches, or relieve examiners of citing pertinent
prior art of which they may be aware, whether ornot such
art is cited by the applicant. '

Prior art submitted by applicant in the manner pro- :
vided in MPEP § 609 will not be supplied with an Office

action.<

707.05(c) Order of Listing [R~1]
>In citing references for the first time, the identify-

ing data of the citation should be placed on form

PTO-892 “Notice of References Cited”, a copy of which
will be attached to the Office action. No distinction is to
be made between references on which a claim is rejected
and those formerly referred to as “pertinent”. With the
exception of applicant submitted citations, MPEP § 609
and § 708.02, it is recommended that the pertinent fea-
tures of references which are not used as a basis for rejec-
tion, be pointed out briefly.

See MPEP § 1302.12.<

707.05(d) Reference Cited in Subsequent
Actions [R-1]

>Where an applicant in an amendatory paper refers
to a reference which is subsequently relied upon by the
examiner, such reference shall be cited by the examiner
in the usual manner using a form PTO~892, “Notice of
References Cited”, unless applicant has listed the refer-
ence on a PTO—~1449 which has been initialled by the ex-
aminer.<

707.05(e) Data Used in Citing References
[R-1]

>37CFR 1.107 ( MPEP § 707.05 and § 901.05(a)) re-
quires the examiner to give certain data when citing ref-
erences. The patent number, patent date, name of the
patentee, class and subclass and the filing date, if ap-
propriate, must be given in the citation of U.S. patents.
This information is listed on the “Notice of References

Rev. 1, Sept. 1995

o Crted” form P’l‘0-892 (Copy at MPEP § 70705) See -
- MPEP.§901.04 for details concerning the various series .
- of U.S. patents and how to cite them. Note that patents . -
of the X~Series (dated prior to July 4, 1836) arenot tobe
cited by number. Some U.S. patents issued in 1861 have
- two numbers thereon The larger number should be
clted

if the patent date of a U S patent is after, and the ef-

fective filing date of the patent is before, the effective

U.S. filing date of the application, the filing date of the .
patent must be set forth along with the citation of the
patent. This calls attention to the fact that the particular

 patent relied on is a reference because of its filing date

and not its patent date. Srmrlarly, when the reference isa
continuation—in—part of an earlrer filed apphcatlon

* which discloses the anticipatory matter and it is neces-

sary to go back to the earlier filing date, the fact that the
subject matter relied upon was originally disclosed on
that date in the first application should be stated.

In the rare instance where no art is cited in a continu-
ation application, all the references cited during the pro-
secution of the parent application will be listed at allow-
ance for printing in the patent. See MPEP § 707.05(a).

CROSS—-REFERENCES
Official cross—references should be marked “X”.

FOREIGN PATENTS AND PUBLISHED
APPLICATIONS

In citing foreign patents, the patent number, citation
date, name of the country, name of the patentee, and
U..S. class and subclass must be given. Foreign patents
searched in those Examining Groups filing by Interna-
tional Patent Classification (IPC) will be cited using the
appropriate IPC subclass/group/subgroup. On the file
wrapper “Searched” box and PTO-892, the IPC sub-
class shall be cited in the space provided for “Class”, and
IPC group/subgroup shall be cited in the space provided
for “Subclass”.

In actions where references are furnished, and (1)
less than the entire disclosure is relied upon, the sheet
and page numbers specifically relied upon and the total
number of sheets of drawing and pages of specification
must be included (except applicant submitted citations);
(2) the entire disclosure is relied on, the total number of
sheets and pages are not included, and the appropriate
columns on PTO—892 are left blank.



_ tlon dates to be éxted are llsted :

' [ PUBLICATIONS

See MPEP § 711 06(a) for cntatxon of abstracts
abbrevxatures and defenswe publlcanons See MPEP -
§ 901.06(c) for cltauon of Alien Property Custodian pub-
lications. In cmng a pubhcatnon, sufficient information’ _

should be glven to determine the 1dentlty and facilitate

the location of the pubhcatlon For books the data re--

quired by 37 CFR 1.107 (MPEP § 707. 05) with the spe-
cific pages relied on identified together with the SCIEN-
TIFIC LIBRARY call number will suffice. The call num-
ber appears on the “spine” of the book if the book is thick
enough and, in any event, on the back of the title page.
Books on interlibrary loan will be marked with the call
numbers of the other library, of course. THIS NUMBER
SHOULD NOT BE CITED. The same convention
should be followed in citing articles from periodicals.
The call number should be cited for periodicals owned by
the Scientific Library, but not for periodicals borrowed
from other libraries. In citing periodicals, information
sufficient to identify the article includes the author(s)
and title of the article and the title, volume number issue
number, date, and pages of the periodical. If the copy re-
lied on is located only in the group making the action
(there may be no call number), the additional informa-
tion,
“Copy in Group == == should be given.
Examples of nonpatent bibliographical citations:

1. For books:
Winslow. C. E. A. Fresh Air and Ventilation NY  E.B
Dutton, 1926. p. 97—112. TI17653.W5.

0 - 55

Pubhcat:ons such"as German alluwed;apphcatlons‘ e pi

«i-ffff'i'.4 For sections of iandbooks: - e
M MachmerysHandbook 16thed New York, Interna-'gjf g
' r;tlonal Press, 1959 pp 1526-— 1527_ TJ151 M3 1959

- s.Forpeﬁodicalmieles., e ECa e
- Noyes, W. A.4 Climate forBaszc ChemwalResearch. T A
Chemtcal&EngmeenngNews, Vol 38 no 42(Oct 17 £

1960), pp. 91-95. TPLI418.

cals.
A cltatlon to PS E B. M is meamngless Referenc&s

aretobe cited so that anyone reading a patent may iden-

tify and retrieve the pubhcatlons cited. Give as much bib-

liographic information as possible, but at least enough to |

identify the publication. For books, mxmmal information
includes the author, title and date. For penodlcals, at

~ least the title of the periodical, the volume number, date,

and pages should be given. These minimal citations may -
be made ONLY IF the complete bibliographic details are
unknown or unavailable. _ )

If the original publication is located outside the Of--
fice, the examiner should immediately make or order a
photocopy of at least the portion relied upon and indi-
cate the class and subclass in which it will be filed. The
Office action MUST designate this class and subclass. <

707.05(f) Effective Dates of Declassified
Printed Matter [R—1]

>In using declassified material as references there
are usually two pertinent dates to be considered, namely,
the printing date and the publication date. The printing
date in some instances will appear on the material and
may be considered as that date when the material was
prepared for limited distribution. The publication daté is
the date of release when the material was made avail-
able to the public. See Ex parte Harvis et al., 79 USPQ
439. If the date of release does not appear on the mate-

Rev. 1, Sept. 1995
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_ ;. - rral thrs date may be determmed by reference to the
o Ofﬁee of 'Ibchmeal Semces, Department of Commeree
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of mipstion redcated upon

affrdavnt or declaratron under 37 CFR 1.131. <

[R- 1

>Where an error m crtatlon of a reference is brought :
 to the attention of the Ofﬁce by apphcant a letter cor-
rectmg the error, together with a correct copy of the ref-

erence, is sent to applicant. See MPEP § 710.06. Where
the error is discovered by the examiner, applicant is also
notified and the period for response restarted. In either
case, the examiner is directed to correct the error; in ink,
in the paper in which the error appears, and place his or
her initials on the margin of such paper, together with a
notation of the paper number of the action in which the
citation has been correctly given. See MPEP § 710.06.

Form PTOL-316 is used to correct an erroneous
citation or an erroneously furnished reference. Clerical
instructions are outlined in the Manual of Clerical Pro-
cedures, § 410.C (2) and (3).

Form Paragraphs 7.81-7.83 may be used to correct
citations or copies of references cited.

€ 7.81 Comrection Letter re Last Office Action
In response to applicant’s [1] regarding the last Office action, the
following corrective action is taken.
The period for response of [ 2] MONTEHS set in said office action
is RESTARTED to begin with the date of this letter.

Examiner Note:

1. Iabracket 1, insert —— telephone inquiry of
- gr—- communication dated o

2. Inbracket 2, insert the new period for response.

3. Thisparagraphmustbe followedby one ormore of paragraphs
7.82, 7.82.01 or 7.83.

4. Before restarting the period, the SPE should be consulted.

Rev. 1, Sept. 1995

“enclosed
- ExaminerNote.

'707 05(g) lneorrect Crtatlon of References Lo lsmmph

alsobeusedwrthparagraph7820r78

' pnorknowledge under 35 U.S.C. 102(a) the above noted - ) ic
 declassified material may ‘be taken as prima fucie evr-‘j?; i
- dence of such prior knowledge as of its: printing date even -

- though such material was classrﬁed at that time. ‘Whenso

used the matenal does not constltute an: absolute statu-

~ tory bar and its prmtmg date may be antedated by an_"

1 782 o1 Copy ofRefemnce(s) irmishe
Gopres of t.he followmg refere

-2. This paragraph must

. [i]ofthelastOﬁice actromsenclosed
Examiner Note

1. Inbracket1, eiplemwhat is enclosed For example
a. ‘A corrected copy” . ; . :

“Aeompletecopy" R L
c. Aspecrﬁcpageorpages,eg.,“Pages3—S” B
" d “A Notice of Referenee Cited, FonnPTO—892" : S
2, Tlusparagraphshouldfollowparagmph781andmayfollow' S

‘ paragraphs 7.82 and 7.82.01.

In any case otherwise ready for issue, in which the er-
roneous crtatron has not been formally corrected in an
official paper, the examiner is directed to correct the
citation on an examiner’s amendment form PTOL-37.

If a FOREIGN patent is incorrectly cited: for exam-

~ ple, the wrong country is - indicated or the country

omitted from the citation, the General Referenee
Branch of the Scientific Lrbrary may be helpful. The date
and number of the patent are often sufficient to deter-
mine the correct country which granted the patent.

To correct a citation prior to mailing, see the Manual
of Clerical Procedures, § 410.C(1).< '

707.06 Citation of Decisions, Orders
Memorandums, and Notices [R—1]

>1In citing court decisions, the USPQ citation should
be given and, when it is convenient to do so, the U.S,,
CCPA or Federal Reporter citation should also be pro-
vided.

The citation of manuscript decisions which are not
available to the public should be avoided.

700 - 56
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s Courtdeclsronthath s bee
be clted as authonty 8

It is nmportant to recogmze that a Federal Dlstnct
, reversed on appeal eannot 3

.gPatent Appeals::and Interferenees which. has not been
~- - published but which is available to the pnbhe in the pat-
 ented file should be cited, as “Er, parte === == deci-

sion of the: Board of Patent Appeals and Interferences, 3
, No — i

Patent “NO, ==
i pages o

'Decisions found only in patented fnles shonld be clted
only when there is no publlshed decnsnon on the same

point.

paper

Office Society or of the Official Gazette in which the same
may be found, should also be given.<

707.67 Completeness and Clarity of
Examiner’s Action [R—1]

>37 CFR 1.105. Completeness of examiner’s action.

The examiner’saction will be complete asto allmatters, except that
in appropriate circumstances, such as misjoinder of invention, funda-
mental defectsinthe application, and the like, the action of the examiner
may be limited to such matters before further action is made. However,
matters of form need not be raised by the examiner until a claim is found
allowable.

Form Paragraphs 7.37 and 7.38 may be used where
applicant’s arguments are not persuasive or moot.

§ 7.37 Arguments Are Not Persuasive
Applicant’sargumentsfiled {1} have been fullyconsidered but they
are not persuasive. [2].

Examiner Note: i

1. The examinermust address all argumentswhichhave not already
been responded to in the statement of the rejection.

2. In bracket 2, provide explanation as in non—persuasiveness.

§ 7.38 Arguments Are Moot Because of New Ground of Rejec-
tion

Applicant’s arguments with respect to claim [1] have been consid-
ered but are moot in view of the new grounds of rejection.

700 - 57

= EXAM (AM INA'I"ION'OF APPLICAHONS

When a Commrssroner’s order, notice or memoran-

dum not yet incorporated into this manual is cited in any :
official action, the title and date of the order, notice or .
memorandum should be given. When appropriate other -
~ data, such as a specific issue of the Journal of the Patent

'mv.tmd) S
Exxmiaerﬂow ‘

= leemmmermuet,howem addrwanywumwdhy} g
'{,'_:dreapplwantwhnheremﬂrelemmmyreferembmgappﬁed< i

‘_‘:‘Matters [n—n '

i formalmes noted by the: Draftsman (Form P’1‘0—948) i
‘»»andtheApphcatronDwxsron(FormP’ID—lSZ) Eachof
. these forms comprises an original for the file: xeeord and c
'/ acopy to be mailed to applicant as a pas R
“ers first action. They are speciﬁeally referred to as at- IS
~tachments to the letter and are marked with
number, In every instance where these forms are to be, o
- used, they should be marled w1th the exammer’s ﬁmt let- .
ter; and any additional formal requirements which the -

examiner desnres to make shonld be mcluded m the ﬁm~ ;
letter '

er’s action, that action should in all eases where it indi-
cates allow- able subject matter, call attentlon to 37 CFR

1.111(b) and state that a complete response ‘must elther o

comply with all formal requirements or specnﬁcally tra-‘.
verse each reqmrement not eomphed thh

9 7.43.03 AIIowabIe Subject Matter Fonnal Requu'emems Out-
standing

As allowable subject matter has been mdlcated appheant’s re-
sponse must either comply with all formal requirements or specifically
traverse each requirement not complied with. See 37 CFR 1.111(b) and -
MPEP § 707.07(a). ,

Examiner Note:

‘This paragraph would be appropriate when ehanges must be made
prior to allowance. For example, when there is a requirement for
drawing corrections that have to be submitted for approval or when
corrections to the specification have to be made prior to allowance.<

707.07(b) Requiring New Oath [R—1]
>See MPEP § 602.02.<
707.07(c) Draftsman’s Requirement [R~1]

>See MPEP § 707.07(a); also MPEP § 608.02(a),
(e), and (s).< ‘
707.07(d) Language To Be Used In Rejecting
Claims [R—1]

>Where a claim is refused for any reason relating
to the merits thereof it should be “rejected” and the
ground of rejection fully and clearly stated, and the

Rev. 1, Sept. 1995

When any formal requlrement is made inan examm- '_# R
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707.07 (e)

' word reject” must be used “The exarmner should des- L |
- er in a common rejection, unless that rejectlon is equally
'apphcable to all claims in the group <

707 07(e) NoteAll Outstanding Requirments

‘ 1gnate the statutory basrs for any ground of rejectlon by

express. reference to a section of 35 US.C. in the: _

opening’ sentence of. each ground of rejectlon ‘If the
~ claim is. rejected as too broad, the reason. for so hold-

ing should be given; if rejected asindefinite the ex-

‘aminer should point out wherein the mdeﬁmteness (-8

sides; or if rejected as mcomplete, the element or ele-

ments lacking should be specified, or the apphcant be
otherwise advised as to what the claim requires to ren-
deritcomplete. - -

See MPEP § 706.02 for language to be used.

Everythmg of a personal nature must be avoided.
Whatever may _be the examiners view as to the utter
lack of patentable merit in the disclosure of the ap-
plication examined, he or she should not express in the
record the opinion that the application is, or appears
to be, devoid of patentable subject matter. Nor should
he or she express doubts as to the allowability of al-
lowed claims or state that every doubt has been re-
solved in favor of the apphcant in granting him the
claims allowed. :

Although, not every ground of rejection may be
categorically related to a specific section of the statute,
35 U.S.C. 112 is considered as the more apt section for
old combination rejections than 35 U.S.C. 102 or 103;
Ex parte Des Granges, 864 0.G. 7122.

The examiner should, as a part of the first Office ac-
tion on the merits, identify any claims which he or she
judges, as presently recited, to be allowable and/or
should suggest any way in which he or she considers that
rejected claims may be amended to make them allow-
able. If the examiner does not do this, then by implica-
tion it will be understood by the applicant or his or her
attorney or agent that in the examiner’s opinion, as pres-
ently advised, there appears to be no allowable claim nor
anything patentable in the subject matter to which the
claims are directed.

IMPROPERLY EXPRESSED REJECTIONS

An omnibus rejection of the claim “on the references
and for the reasons of record” is stercotyped and usually
not informative and should therefore be avoided. This is
especially true where certain claims have been rejected
on one ground and other claims on another ground.

Rev. 1, Sept. 1995

A plurahty of claims should never be grouped togeth-

[R-ll

>In taking uvp an amended case for actnon the
examiner should note - in every letter all the re-
quirements outstanding against the case. Every point
in the prior action of an examiner which is still appli-
cable must be repeated- or referred to, to prevent the
1mplled waiver of the requirement.

As soon as allowable subject matter is found, correc-
tion of all informalities then present should be re-
quired.<

707.07() Answer All Materisl Traversed
[R-1]

>Where the requirements are traversed, or suspen-
sion thereof requested, the examiner should make prop-
er reference thereto in his action on the amendment.

Where the applicant traverses any rejection, the ex-
aminer should, if ke or she repeats the rejection, take
note of the applicant’s argument and answer the sub-
stance of it.

If a rejection of record is to be applied to a new or
amended claim, specific identification of that ground of
rejection, as by citation of the paragraph in the former
Office letter in which the rejection was originally stated,
should be given.

ANSWERING ASSERTED ADVANTAGES

After an Office action, the response (in addition to
making amendments, etc.) may frequently include argu-
ments and affidavits to the cffect that the prior art cited
by the examiner does not teach how to obtain or does not
inherently yield one or more advantages (new or im-
proved results, functions or effects), which advantages
are urged to warrant issue of a patent on the allegedly
novel subject matter claimed.

if it is the examiner’s considered opinion that the as-
serted advantages are without significance in determin-
ing patentability of the rejected claims, he or she should
state the reasons for his or her position in the record,
preferably in the action following the assertion or argu-
ment relative to such advantages. By so doing the appli-
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cant will know that the asserted advantages have actually :

‘been considered by the examiner and, if appeal is taken,
the Board of Patent Appeals and Interferences wrll also
be advised.

The rmportance of: answermg such arguments is illus-

trated by In re Herrmann et al., 1959 C.D. 159; 739 O.G.
549 where the applicant urged that the subject matter
claimed produced new and useful results. The court
noted that since applicant’s statement of advantages was
not questioned by the examiner or the Board of Appeals,
it was constrained to accept the statement at face value
and therefore found certain claims to be allowable. <

707.07(g) Piecemeal Examination [R-1]

>Piecemeal examination should be avoided as much
as possible. The examiner ordinarily should reject each
claim on all valid grounds available, avoiding, how-
ever, undue mulitiplication of references. (Sce MPEP
§ 904.02.) Major technical rejections on grounds such as
lack of proper disclosure, undue breadth, serious indefi-
niteness and res judicata should be applied where ap-
propriate even though there may be a seemingly suffi-
cient rejection on the basis of prior art. Where a major
technical rejection is proper, it should be stated with a
+ full development of reasons rather than by a mere con-
clusion coupled with some stereotyped expression.

In cases where there exists a sound rejection on the
basis of prior art which discloses the “heart” of the inven-
tion (as distinguished from prior art which merely meets
the terms of the claims), secondary rejections on minor
technical grounds should ordinarily not be made. Cer-
tain technical rejections (e.g. negative limitations, indef-
initeness) should not be made where the examiner, rec-
ognizing the limitations of the English language, is not
aware of an improved mode of definition.

Some situations exist where examination of an ap-
plication appears best accomplished by limiting action
on the claim thereof to a particular issue. These situa-
tions include the following:

(1) Where an application is too informal for a com-
plete action on the merits; sce MPEP § 702.01;

(2) Where there is an undue multiplicity of claims,
and there has been no successful telephone request for
election of a limited number of claims for full examina-
tion; see MPEP § 706.03(1);

700 — 59

‘707.07 (j)

3) Where there is a mrsjomder of mventlons and
there has been no successful telephone request for elec- -

~ tion; see MPEP §803, § 806.02, § 812, 01; -

(4) Where disclosure is directed to perpetual mo-
tron, note Ex parte Payne 1904 C.D. 42; 108 O.G. 1049.
However, in such cases, the best prror art readrly avail-
able should be cited and its pertinency pointed: out with-
out specifically applying it to the claims. -

On the other hand, a rejectron on the grounds of res
Jjudicata, no prima  facie showing for reissue, new matter,
or moperatrveness (not involving perpetual motion)
should be accompanied by rejection on all other avail-
able grounds.<

707.07(h) Notify of Inaccuracies in

Amendment [R—1]
>See MPEP § 714.23.<

707.07G) Each Claim To Be Mentioned
in Each Letter [R—1]

>In every letter each claim should be mentioned by
number, and its treatment or status given. Since a claim
retains its original numeral throughout the prosecution
of the case, its history through successive actions is thus
easily traceable. Each action should conclude with a
summary of all claims presented for examination.

Claims retained under 37 CFR 1.142 and claims re-
tained under 37 CFR 1.146 should be treated as set outin
MPEP § 821 to § 821.03 and § 809.02(c).

See MPEP § 2363.03 for treatment of claims in the
application of losing party in interference.

The Index of Claims should be kept up to date as set
forth in MPEP § 717.04.<

707.07() State When Claims Ave Allowable
[R-1]

>INVENTOR FILED APPLICATIONS

When, during the examination of a pro se case, it be-
comes apparent to the examiner that there is patentable
subject matter disclosed in the application, the examiner
shall draft one or more claims for the applicant and indi-
cate in his or her action that such claims would be al-
lowed if incorporated in the application by amendment.

This practice will expedite prosecution and offer a
service to individual inventors not represented by a reg-

Rev. 1, Sept. 1995
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istered patent attorney or agent Although thrs practrce

-may be desirable and is perrmssible in any case where:
deemed appropnate by the examiner, it will be expected B

‘tobe applied in all cases where it is apparent that the ap-

phcant is unfarmlrar with. the _proper preparatron and

prosecutron of patent apphcatrons .
ALDOWABLE EXCEPT AS TO FORM

When an applrcatron discloses patentable subject
matter and it is apparent from the claims and the appli-
cant’s arguments that the claims are intended to be di-
rected to such patentable subject matter, but the claims
in their present form cannot be allowed because of de-
fects in form or omission of a limitation, the examiner
should not stop with a bare objection or rejection of the
claims. The examiner’s action should be constructive in
nature and when possible should offer a definite sugges-
tion for correction. Further, an examiner’s suggestion of

allowable subject matter may justify indicating the pos- -

sible desirability of an interview to accelerate early
agreement on allowable claims.

If the examiner is satisfied after the search has been
completed that patentable subject matter has been dis-
closed and the record indicates that the applicant in-
tends to claim such subject matter, the examiner may
note in the Office action that certain aspects or features
of the patentable invention have not been claimed and
that if properly claimed such claims may be given favor-
able consideration.

If a claim is otherwise allowable but is dependenton a
cancelled claim or on a rejected claim, the Office action
should state that the claim would be allowable if rewrit-
ten in independent form.

EARLY ALLOWANCE OF CLAIMS

Where the examiner is satisfied that the prior art has
been fully developed and some of the claims are clearly
aliowable, the allowance of such claims shouid not be
delayed.

9 7.43 Objection to Claims, Allowable Subject Matter

Claim {1} objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten inindependent formincluding
ail of the limitations of the base claim and any intervening claims.

9 7.43.01Allowable Subject Mattes; Claims Rejected under
35 US.C. 112, Independent Claim

Claim {1] would be allowable if rewritten or amended to overcome
the rejection(s) uader 35 US.C. 112 set forth in thiz Office action.

Rev. 1, Sept. 1995
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R | 74302Ailmvable Sub]ectMat‘ter aaum}b]ecwd under
35USC 112, Dependent Claim - Q

Clsnu[llwouldheallcmhlerfrewnttentoovemomeﬂre:ﬁ S
re]ectlon(s)underSSUS.C 112 set forth in this Office actionandto .~
: mcludeallofthehmltaﬁomofthebaseclmmandanymmwenmgc!mms.k o |

Form Paragraph 7; 97 may be used to mdrcate allow-

‘ - aneeofclarms

% 797 CIamAllowed
Claim [1] allowed.<

707.07(k) Numbenng Paragraphs [R— 1]

>ltis good practrce to number the paragraphs of the

Tletter consecutively. This facilitates their identification

in the future prosecutron of the case.<

© 707.07(1) Comment on Examples [R-1]

>The results of the tests and exarnples should not
normally be questioned by the examiner unless there is
reasonable basis for questioning the results. If the ex-
aminer questions the results, the appropriate claims
should be rejected as being based on an insufficient dis-
closure under 35 U.S.C. 112, first paragraph, In re Bor-
kowski et al, 164 USPQ 642 (CCPA 1970). The applicant
must respond to the rejection or it will be repeated, for
example, by providing the results of an actual test or ex-
ample which has been conducted, or by providing rele-
vant arguments that there is strong reason to believe that
the result would be as predicted. Care should be taken
that new matter is not entered into the application.

If questions are present as to operability or utility,
consideration should be given to the applicability of a re-
jection under 35 U.S.C. 101.<

707.08 Reviewing and Initialing by Assistant
Examiner [R—1]

>The full surname of the examiner who prepares the
Office action will, in all cases, be typed below the action.
The telephone number below this should be called if the
case is to be discussed or an interview arranged. Form
paragraph 7.101 or 7.101.1 should be used.

§ 7101 Tlephone Inguiry Contacts— Nown 5/4/9 Schedule

Myiﬂq“il’ymﬁiﬂgﬂﬁs communicationoreathier communica-
tions from the examiner should be directed to [1] whose telephone
number is (703) [2]. The examiner can normally be reached on [3] from
[4lto [S)
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lfathemptstoreachthe emmmetby telephcme are umwcmﬁxl,

theexnmmer’ssupemmt, [G],canbeteachedon(‘IOS) [7]- mf“

4 __'~ phone number for this group is  (703) [8]. -

L Any: inquiry of 4 general nature or relatmg to the smtus of thls
u ‘apphcamnorpmceedmgshouldbednecwdmthegronprecepmmt e

1, ""‘"Inbmcketl lnsertyourname SR
-2, ";Inbmcketz,msertyour mdmdualphonenumber '
3. . -Inbracket3, msertthedaysthatwuwmkeveryweek,eg

, “Monday—'lhumdaf’ for an examiner. oE every Friday.,

4. Inbrackets 4 and 5, insert your normal duty hours, ¢.g.

4630 AM — SOOPM”Inthesebrackets donotmsertthe- o

.. core hours. :
5 In bm:ketﬁ,msertyourSPEsname L
6. - Inbracket 7, insert you SPE’s phone number.
7. In bracket 8, insert the group fax number.
8 In bmcket 9, msert the telephone number for your group
recept:omst. '

9 710101 Telephone Inquuy Contacts— 5/4/9 Schedule

Anyinquiryconcerninigthiscommunication orearlier communica-
tions from the examiner should be directed to [1] whose telephone
number is (703) [2). The examiner can normally be reached on [3} from

4] to [5]. The examiner can also be reached on alternate [6].

If attempts to reach the examiner by telephone are unsuecessful,
the examiner’ssupegvisor, [7], canbereached on(703) {8). The fax phone
number for this group is (703) [9).

Any inquiry of a general nature or relating to the status of this
application or proceeding should be directed to the group receptionist
whose telephone number is (703) [10].

Examiner Note:
1. In bracket 1, insert your name.
2. In bracket 2, insert your individual phone number.
3. Inbracket 3, insert the days thatyou work everyweek, e.g,,
“Monday—Thursday” for an examiner off on alternate
Fridays.

4. Inbracket4 and 3, insertyour normal duty hours, e.g. “6:30
AM —4:00 PM.” In these brackets, do not insert the core
hours.

5. Inbracket 6, insertthe dayin each pay—period that is your
compressed day off, e.g. “Fridays” for an examiner on 5/4/9
with the first Friday off.

In bracket 7, insert your SPE’s name.

In bracket 8, insert your SPE’s phone number.

In bracket 9, insert the group fax number.

Inbracket 10, insert the telephone number for your group
receptionist.

L PR

After the action is typed, the examiner who prepared
the action reviews it for correctness. If this examiner
does not have the authority to sign the action, he or she
should initial above the typed name, and forward the ac-
tion to the authorized signatory examiner for signing. <
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| ‘m'.mi o
7&7.09 Signlag by Prlmary or Other
Autlmrized Examiner [R—l]

>Although only the ongmal is sngned, the word_-i SRER
Exammer “and the name of the’ sngner should appear} ool
ER qntheorlgmalandcopxes : :{‘:f", St : g

: Alllettersandlssuesshouldbesngnedpmmpﬂy< _ . P

r_7o7.1o Entry R-1]

>The ongmal sxgned by the authonzed exammer,‘? RN

i¢ the copy which is placed in the file' wrappes. The =~ . -
* character of the action;, lts paper | number and the date O
< of mallmg are entered in black mk on the outsnie of

- the file: wrapper under “Contents” SR

E _7707 11 Date [R-—l]

>The date should not be typed when the letter is
written, but should be stamped or printed on all copiesof

- the letter after it hasbeen sngned bythe authorized signa- '

tory examiner and the ‘copies are about to be mailed.<
707.12 Mallmg [R-1] |

>Cop|es of the examiner’s action are manled by the

 group after the original, initialed by the assistant ex-

aminer and signed by the authorized signatory examiner,
has been placed in the file. After the copies are mailed
the original is returned for placement in the file.<

707.13 Returned Office Action [R—1]

>Letters are sometimes returned to the Office be-
cause the Post Office has not been able to deliver
them. The examiner should use every reasonable
means to ascertain the correct address and forward the
letter again, after stamping it “remailed” with the date
thereof and redirecting it if there be any reason to be-
lieve that the letter would reach applicant at such new
address. If the Office letter was addressed to an attor-
ney, a letter may be written to the inventor or assignee
informing him or her of the returned letter. The
period running against the application begins with the
date of remailing. (Ex parte Gourtoff, 1924 C.D. 153,
329 0.G. 536.)

" i the Office is not finally successful in delivering the
letter, it is placed, with the envelope, in the file wrapper.
If the period dating from the remailing elapses with no
communication from applicant, the case is forwarded to
the Abandoned Files Repository. <
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708
708 Order ot' Examination [R- 1]

>37CFR 1.101L Orderofexamumm :

(a) -Applications filed in the Patént and Trademark Ofﬁce and
accepted as complete applications are assigned for examination to the
respective exammmggmupshavmgtheclassesofmvenhonstowhlchthe
applicationsrelate; Applications shallbe takenup forexamination by the
examiner to whom they have been assigned in the order in which they
have been filed except for those applications in which examination has
becn advanced pursuantto § 1,102, See §1.496 fororder of examination
of international applications in the national stage.

®) Apphmuouswhlchhavebeeuacteduponbytheemmmer,and' ‘

whichhave beenplacedbythe éppllcantmcondmon forfurther actionby
the examiner (amended applications) shall be takenup foractioninsuch
order as shall be determined by the Commissioner.

Each examiner will give priority to that applicant in
his or her docket, whether amended or new, which has
the oldest effective U.S. filing date. Except as rare cir-
cumstances may justify group directors in granting in-
dividual exceptions, this basic policy applies to all ap-
plications.

The actual filing date of a contmuatlon-m—part
application is used for docketing purposes. However,
the examiner may act on a continuation—in—part ap-
plication by using the effective filing date, if desired.

If at any time an examiner determines that the “effec-
tive filing date” status of any application differs from
what the records show, the clerk should be informed,
who should promptly amend the records to show the cor-
rect status, with the date of correction,

The order of examination for each examiner is to
give priority to reissue applications, with top priority
to those in which litigation has been stayed (MPEP
§ 1442.03), then to those special cases having a fixed
30—day due date, such as examiner’s answers and de-
cisions on motions. Most other cases in the “special”
category (for example, interference cases, cases made
special by petition, cases ready for final conclusion,
etc.) will continue in this category, with the first effec-
tive U.S. filing date among them normally controlling
priority.

All amendments before final rejection should be re-
sponded to within two months of receipt.<

708.01 List of Special Cases [R—1]

>37 CFR 1.102. Advancemeni of examination.

(a) Applications will not be advanced out of turn for examina-
tion or for further action except as provided by this part, er upon
order of the Commissioner to expedite the business of the Office, or
upon filing of a request under paragraph (b) of this section or upan
filing a petition under paragraphs (¢) or (d) of this section with a

Rev. 1, Sept. 1995

venﬁedshovnuswluch mthcopmmofthemmmmomr will

- justify o advancing it.

(b) Applications wherein the uwcmmns are deemed ofpecullar
unpomncetosomebﬂucbofthepubhcsemandthcheadofsome :
department of the Government requests immediate action for that
reason,maybeadvancedformmmatnon SRS o

() Apehtxon&umakeanapphcanonspwalmaybeﬁhdwmwut

'afeenfthebasxsforthepeuuonlstheapphmnt’sagemhealthorthatthe‘ ‘

invention will materially enhance the quality of the environment or .
materially contribuie to the development or consewatmn ‘of encrgy

- Fesources. -

@ A pelmon to make an apphcauon special on gmunds other
than those referred to in paragraph (¢) of this section must be_
accompanied by the petition fee set forth in § l 17().

Certain procedures by the exammers take prece-
dence over actions even on special cases.

For example, all papers typed and ready for signature
should be completed and mailed.

All issue cases returned with a “Printer Waiting” shp
must be processed and returned within the period indi- -
cated.

Reissue applications, particulasly those involved in
stayed litigation, should be given priority.

Cases in which practice requires that the examiner
act within a set period such as two months after appel-
lants brief to furnish the examiner’s answers (MPEP
§ 1208), necessarily take priority over specnal cases with-
out specific time limits.

If an examiner has a case in which he or she is satis-
fied that it is in condition for allowance, or in which he or
she is satisfied will have to be finally rejected, he or she
should give such action forthwith instead of making the
case await its turn.

The following is a list of special cases (those which are
advanced out of turn for examination):

(a) Applications wherein the inventions are deemed
of peculiar importance to some branch of the public ser-
vice and when for that reason the head of some depart-
ment of the Government requests immediate action and
the Commissioner so orders (37 CFR 1.102).

(b) Cases made special as a resuit of a petition. (Sece
MPEP § 708.02.)

Subject alone to diligent prosecution by the appli-
cant, an application for patent that has once been made
special and advanced out of turn for examination by rea-
son of a ruling made in that particular case (by the Com-
missioner or an Assistant Commissioner) will continue
to be special throughout its entire course of prosecution
in the Patent and Trademark Office, including appeal, if
any, to the Board of Patent Appeals and Interferences;
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EXAMINATION OF APPLICATIONS

‘and any mterferenee in Wthh such an apphcauon be-“ ,
comes mvolved shall in like measure be consrdered spe- '

' clal by all Ofﬁce ofﬁmals concemed

(c) Apphcatlons for reissues, partlcularly those in- :

volved in stayed lmgatron (37 CFR 1.176).

(d) Applrcatrons remanded by an appellate tnbunal ,' |

for further action.

(e) An appllcatron, once taken up for aetron by an

examiner according to its effectlve filing date, should be
treated as specral by an examiner, art unit or group to
- which it may subsequently be transferred; exemplary
situations include new cases transferred as the resultof a

telephone election and cases transferred as the result of

a timely response to any official action.

() Appllcatrons which appear to interfere with oth-
er applications previously considered and found to be al-
lowable, or which will be placed in interference with an
unexpired patent or patents (37 CFR 1.201).

(g) Applications ready for allowance, or ready for al-

lowance except as to formal matters.
(h) Applications which are in condition for final re-
jection.

(i)Applications pending more than 5 years, includ-
ing those which, by relation to a prior United States ap-
plication, have an effective pendency of more than
Syears. See MPEP § 707.02(a).

(j) Reexamination Proceedings, MPEP § 2261.

See also MPEP § 714.13, § 1207 and § 1309.<

708.02 Petition To Make Special [R~—1]}

>37CFR 1.102 Advancement of examination.

(a) Applicationswill not be advanced out of turn for examination
or for further action except as provided by this part, or upon order of the
Commissioner to expedite the business of the Office, or upon filingof 2
request vnder paragraph (b) of this section or upon filing a petition
under paragraphs (c) or (d) of this section with a verified showing which,
in the opinion of the Commissioner, will justify so advancing it.

(b) Applications wherein the inventions are deemed of peculiar
importance to some branch of the public service and the head of some
department of the Government requests immediate action for that
reason, may be advanced for examination.

(c) A petitiontomake an application special maybe filed without
afee ifthebasis for the petitionis the applicant’s age or healthor that the
invention will materially enhance the guality of the environment ot

materially contribute to the development or conservation of energy

TESOUICES.

(d) A petition to make an application special on grounds other
than those referred to in paragraph (c) of this section must be
accompanied by the petition fee set forth in § 1.17().

New applications ordinarily are taken up for ex-
amination in the order of their effective United States

700 — 63

I MANUFACI'URE

. An appllcatron maybe made specral on the ground of -

' prospectlve manufacture upon t the filmg ofa petmon ac-
compamed bythe fee under 37 CFR 1. 17(1) by the apph-» L
. cant or assrgnee allegmg under oath or declaratmn e

(l) The possession by the prospectlve manufacturerv e

of sufficient presently available capltal (statmg approxr-".f o L

ture thereof) to manufacture the invention in quantrty or
that sufficient capital and facnhtles wrll be made avallable

ifa patent is granted;

If the prospective manufacturer i is an mdmdual '
there must be a corroboratmg_affidavnt from some re-
sponsible party, as for example, an officer of a bank,
showing that said individual has the required available
capital to manufacture; ‘

(2) That the prospective manufacturer w1|1 not
manufacture, or will not increase present manufacture,
unless certain that the patent will be granted;

(3) That affiant obligates himself or herself or the
prospective manufacturer, to manufacture the inven-
tion, in the United States or its possessions, in quantity
immediately upon the allowance of claims or issuance of
a patent which will protect the investment of capital and
facilities.

The attorney or agent of record in the application (or
applicant, if not represented by an attorney or agent)
must file an affidavit or declaration to show:

(1) That the applicant or assignee has made or
caused to be made a careful and thorough search of the
prior art, or has a good knowledge of the pertinent prior
art; and

(2) That the applicant or assignee believes all of the
claims in the application are allowable.

IL. INFRINGEMENT

Subject to a requirement for a further showing as may
be necessitated by the facts of a particular case, an ap-
plication may be made special because of actual infringe-
ment (but not for prospective infringement) upon pay-
ment of the fee under 37 CFR 1.17(i) and the filing of a
petition alleging facts under oath or declaration to show,

Rev. 1, Sept. 1995

: R 70802
: filmg dates. Certam exeeptromaremadebywayofpetx-e Lo
© tions to make spectal which. may be granted under the:; S

. eondrtronssetfortbbelow. e S




- MANUAL OF PATENT EXAMINING PROCEDURE

708.02
or indicating why it is not possible to shaw, (1) that there

‘isan mfnngmg device or product actually on the market

or method in use, (2) a statement by appllcant’s attorney

- oragent reglstered to practnce before the PTO to show,

(3) that a rigid comparison of the alleged mfrmgmg de-
vice, product, or method with the claims of the applica-
tion has been made, (4) that, in his or her opinion, some
of the claims are unquestlonably infringed, (5) that he or

she has made or caused to be made a careful and thor--

ough search of the prior art or has a good knowledge of

the pertinent prior art, and (6) that he or she believes all -

of the claims in the application are allowable.

Models or specimens of the infringing product or
that of the apphcatlon should not be submitted unless re-
quested.

III. APPLICANT’S HEALTH

An application may be made special upon a petition

by applicant accompanied by a showing as by a doctor’s
certificate, that the state of health of the applicant is such
that he might not be available to assist in the prosecution
of the application if it were to run its normal course. No
fee is required for such a petition, 37 CFR 1.102(c).

IV. APPLICANT’S AGE

An application may be made special upon filing a
petition including a showing, as by a birth certificate or
the applicant’s affidavit or declaration, that the appli-
cant is 65 years of age, or more. No fee is required with
such a petition, 37 CFR 1.102(c).

V. ENVIRONMENTAL QUALITY

The Patent and Trademark Office will accord “spe-
cial” status to all patent applications for inventions
which materially enhance the quality of the environment
of mankind by contributing to the restoration or mainte-
nance of the basic life—sustaining natural elements —
air, water, and soil.

All applicants desiring to participate in this program
should petition that their applications be accorded “spe-
cial” status. Such petitions should be written, should
identify the applications by serial number and filing date,
and should be accompanied by affidavits or declarations
under 37 CFR 1.102 by the applicant or his attorney or
agent explaining how the inventions contribute to the
restoration or maintenance of one of these life—sustain-

Rev. 1, Sept. 1995

ing elements No fee is requu'ed for such a petition,
37CFR 1. 102(c)

VI ENERGY

The Patent and ’n‘ademark Office w1[l on petmon ) k

~-accord spemal” status to all patent applications for in-

ventions which materially contribute to-(1) the discov-
ery or development of energy resources, or (2) the

more efficient utilization and conservation of energy .
. TESOUFCES. Examples of inventions in category (1)

would be developments in fossil fuels (natural gas,
coal, and petroleum), nuclear energy, solar energy, etc.
Category (2) would include inventions relating to the
reduction of energy consumption in combustion sys-
tems, industrial equipment, household appliances, etc.

All applicants desiring to participate in this pro-
gram should petition that their applications be ac-
corded “special” status. Such petitions should be writ-
ten, should identify the application by serial number
and filing date, and should be accompanied by affida-
vits or declarations under 37 CFR 1.102 by the appli-
cant or applicant’s attorney or agent explaining how
the invention materially contributes to category (1) or
(2) set forth above. No fee is required for such a peti-
tion, 37 CFR 1.102(c).

VII. INVENTIONS RELATING TO
RECOMBINANT DNA

In recent years revolutionary genetic research has
been conducted involving recombinant deoxyribonucleic
acid (“recombinant DNA”). Recombinant DNA re-
search appears to have extraordinary potential benefit
for mankind. It has been suggested, for example, that
research in this field might lead to ways of control-
ling or treating cancer and hereditary defects. The
technology also has possible applications in agriculture
and industry. It has been likened in importance to the
discovery of nuclear fission and fusion. At the same
time, concern has been expressed over the safety of
this type of research. The National Institutes of Health
(NIH) has released guidelines for the conduct of re-
search concerning recombinant DNA. These “Guide-
lines for Research Imvolving Recombination DNA
Molecules,” were published in the Federal Register of
July 7, 1976, 41 FR 27902-27943. NIH is sponsoring
experimental work to identify possible hazards and
safety practices and procedures.
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- ln view of the exeeptlonal rmportance of recombn-'-
_.nant DNA and the desrrablhty of prompt disclosure of
_ developments in the field, the Patent and ’]}ademark Of-.

fice will accord “specral” status to patent apphcatlons re-
latmg to. safety of research i in the field of recombinant

DNA. Upon appropnate petition and payment ofthefee
under 37 CFR 1. 17(1), the Office will make special patent
apphcauons for mventlons relating to safety of research -
in the field of recombmant DNA. Petitions for special

status should be in wntmg, should 1dent|fy the applica-

tion by serial number and filing date, and should be ac-

companred by affidavits or declarations under 37 CFR

1.102 by the applicant, attorney or agent explaining the

relationship of the invention to safety of research in the
field of recombinant DNA research. Petitions must also
include a statement that the NIH guidelines cited above,
or as amended, are being followed in any experimenta-
tion in this field, except that the statement may include
an explanation of any deviations considered essential to
avoid disclosure of proprietary information or loss of
patent rights. The fee set forth under 37 CFR 1.17(i)
must also be paid.

VIIIL. SPECIAL EXAMINING PROCEDURE FOR
CERTAIN NEW APPLICATIONS —
ACCELERATED EXAMINATION

A new application (one which has not received any
examination by the examiner) may be granted special
status provided that applicant (and this term includes ap-
plicant’s attorney or agent) complies with each of the fol-
lowing items:

(a) Submits a written petition to make special
accompanied by the fee set forth in 37 CFR 1.17(i);

(b) Presents all claims directed to a single in-
vention, or if the Office determines that all the claims
presented are not obviously directed to a single inven-
tion, will make an election without traverse as a prereq-
uisite to the grant of special status.

The election may be made by applicant at the time of
filing the petition for special status. Should applicant fail
to include an election with the original papers or petition
and the Office determines that a requirement should be
made, the established telephone restriction practice will
be followed.

If otherwise proper, examination on the merits will
proceed on claims drawn to the elected invention.

If applicant refuses to make an election without tra-
verse, the application will not be further examined at
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made by a foreign patent office satnsﬁes thrs reqmre- =

- ment;

(d) Submrts one copy each of the references
deemed most closely related to the subject matter en-
compassed by the claims;and

_ (¢) Submits a detailed -discussion of the refer--
ences, which discussion points out, with the particularity
required by 37 CFR 1.111 (b) and (c), how the claimed
subject matter is distinguishable over the references.
Where applicant indicates an intention of overcoming
one of the references by affidavit or declaration under
37 CFR 1.131, the affidavit or declaration must be sub-
mitted before the application is taken up for action, but
in no event later than 1 month after request for special
status.

In those instances where the request for this special
status does not meet all the prerequisites set forth above,
applicant will be notified and the defects in the request
will be stated. The application will remain in the status of
a new application awaiting action in its regular turn. In
those instances where a request is defective in one or
more respects, applicant will be given one opportunity to
perfect the request. If perfected, the request will then be
granted.

Once a request has been granted, prosecution will
proceed according to the procedure set forth below; there is
no provision for “withdrawal” from this special status.

The special examining procedure of VIII (acceler-
ated examination) involves the following procedures:

(1) The new application, having been granted spe-
cial status as a result of compliance with the require-
ments set out above will be taken up by the examiner
before all other categories of applications except
those clearly in condition for allowance and those
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thattune 'Ihepetntlonwrllbedemedonthegmund that*':_'- R
* the claims are not directed to a single lnventron, and the_ Ll

;apphcatxon will await action in its regular turn, RO

. Divisional applications dirécted to the nonelected i

S ventlons will not automatrcally be ngen specral status o
based on papers filed with the petrtron in the parentcase.
- Each such apphcatlon must meet onits own all requlre- o
- ments for the new speclal status, ' -
— (c) Submits a statements that a pre—examma-}_ e
~ tion ‘search was made; and spec:fymg whetherbythein-
' _ventor,. attomey, agent, professronal searchers, etc., and_' -
listing the field of search by class and- subclass, pubhca- e
tion, Chemical Abstracts, forelgn patents, etc A search o
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~etc., and will be givena complete first actlon which

* will include all essentlal ‘matters of merit as. to all
" claims. The examiner’s search will be restricted to the
- subject matter encompassed by the claims. A first action =

- rejection w1ll seta: 3—month shortened penod for re-, ’

fsponse

flective consnderatron before the interview, appllcant or

his or her representatrve should cause to be placed in the. ‘

hands of the examiner at least one workmg day prior to
the interview, a copy (clearly denoted as such) of the

amendment that he copy (clearly denoted as such) of the

amendment that he proposes to file in response to the
examiner’s action. Such a paper will not become a part of
the file, but will form a basis for discussion at the inter-
view. '

(3) Subsequent to the interview, or responsive to the
examiner’s first action if no interview was had, applicant
will file the “record” response. The response at this
stage, to be proper, must be restricted to the rejections,
objections, and requirements made. Any amendment
which would require broadening the search field will be
treated as an improper response.

(4) The examiner will, within 1 month from the date
of receipt of applicant’s formal response, take up the
application for final disposition. This disposition will
constitute either a final action which terminates with the
setting of a 3—month period for response, or a
notice of allowance. The examiner’s response to any
amendment submitted after final rejection should be
prompt and by way of form PTO-303 or PTO-327, by
passing the case to issue, or by an examiner’s answer
should applicant choose to file an appeal brief at this
time. The use of these forms is not intended to open the
door to further prosecution. Of course, where relatively
minor issues or deficiencies might be easily resolved, the
examiner may use the telephone to inform the applicant
of such.

(5) A personal interview after final Office action will
not be permitted unless requested by the examiner.
However, telephonic intesviews will be permitted where
appropriate for the purpose of correcting any minor
matters which remain outstanding.
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wnth set tlme lumts, such as exammer s answers, .

After allowance, these applmtlmls are gwen top“ |

prnonty for pnntmg See MPEP §1309.

IX. SPECIAL STATUS FOR PATENT
APPLICATIONS RELATING
TO SUPERCONDUCTIVITY

In accordanoe wrth mePresrdent’s proposal dlrectmg . o

(2) Dumg the 3_month penod for response, app]l- ‘ 1 the Patent and Ti'ademal‘k Ofﬁce tO amlerate the pl'oc- -

cant is encouraged to arrange for an interview wnth the
examiner in order to resolve, with ﬁnalrty, as many issues
as possible. In order to afford the examiner time for re-.

- essing of patent applications and adjudication of dis- .
. putes involving superconductmty technologies whenre-

quested by the apphcant to do so, the Patent and Trade- -~
- ‘mark Office will, on" request accord “special” status

to all patent applrcatrons for mventlons mvolvmg super-
conductlvrty materials. Examples of such inventions.

would include those directed to the superconductrve ma- . -

- terials themselves as well as to therr manufacture and ap-

plication, In order that the Patent and 'Ii'ademark Office
may implement this procedure, we invite all apphcants'- B

* desiring to participate in this program to request that

their applications be accorded “special” status. Such re-
quests should be in writing, should rdentrfy the applica-
tion by serial number and filing date, and should be ac-
companied by a statement under 37 CFR 1.102 that the
invention involves superconductive materials. No fee is
required. The statement must be verified if made by a
person not registered to practice before the Patent and
Trademark Office. Decisions whether to accord “spe-
cial” status on the basis of a request will be made by the
appropriate Group Director.

X.INVENTIONS RELATING TO HIV/AIDS
AND CANCER

In view of the importance of developing treatments
and cures for HIV/AIDS and cancer and the desirability
of prompt disclosure of advances made in these fields,
the Patent and Trademark Office will accord “special”
status to patent applications relating to HIV/AIDS and
cancer. Applications which have been made special will
be advanced out of turn for examination and will contin-
ue to be treated as special throughout the entire prosecu-
tion in the Patent and Trademark Office.

Applicants who desire that an application relating to
HIV/AIDS or cancer be made special should file a peti-
tion and the fee under 37 CFR 1.17 (i) requesting the
Patent and Trademark Office to make the application
special. The petition for special status should be made in
writing, should identify the application by serial number
and filing date, and should be accompanied by a state
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ment explmnmg how the mventnon conmbutes to.the

dlagnosns, treatment or prevention of HIV/AIDS or can-
cer. Such statement must be set forth i in oath or declara- ‘

tion form unless it is sngned by a reglstered practitioner.

The petmon will be decided by the Director of the patent -

examining group to which the. apphcatxon is ass:gned
HANDLING OF PETITIONS TO MAKE SPECIAL

Each petmon to make special, regardless of the
ground upon which the petmon is based and the nature

of the decision, is made of record in the appllcatlon ﬁle, ,

together with the decision thereon. The Office that rules
on a petition is responsible for properly entering that
petition and the resulting decision in the file record. The
petition, with any attached papers and supporting affi-
davits, will be given a single paper number and so entered
in the “Contents” of the file. The decision will be ac-
corded a separate paper number and similarly entered.
To ensure entries in the “Contents” in proper order, the
clerk in the examining group will make certain that all
papers prior to a petition have been entered and/or listed
in the application file before forwarding it for consider-
ation of the petition. Note MPEP § 1002.02 (b), (c),
and (j).<

708.03 Examiner Tenders Resignation [R—1]

>Whenever an examiner tenders his or her resigna-
tion, the supervisory primary examiner should see that
the remaining time as far as possible is used in winding
up the old complicated cases or those with involved re-
cords and getting as many of his amended cases as pos-
sible ready for final disposition.

If the examiner has considerable experience in his or
her particular art, it is also advantageous to the Office if
he or she indicates (in pencil) in the file wrappers of
cases in his or her docket, the field of search or other per-
tinent data that he considers appropriate.<

709 Suspension of Action [R—1]

>37 CFR 1.103. Suspension of action.

{a) Suspension of action by the Office will be granted for good and
sufficient cause and for a reasonable time specified upon petition by the
applicant and, if such cause is not the fault of the Office, the payment of
the fee set forth in § 1.17(i). Action will not be suspended when a
response by the applicant to an Office action is required.

(b) If action by the Office on an application is suspended when not
requested by the applicant, the applicant chafl be notified of the ressons
therefor.
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appropriate department ot agenty.
(d) Action on applications in wlnch the Offioe has accepwd a
request to publish a defensive pubhcamn will be suspended for the -

entire pendency of these applications except for purposes relatmg to

patent mterfercnoe proceedmgs under Subpart E.

Suspension of action (37 CFR 1;103) should not be
confused with extension of time for reply (37 CFR
1.136). It is to be noted that a suspension of action ap-
plies to an impending Office action by the examiner

whereas an extension of time for reply applies to action

by the applicant. In other words, the action cannot be
suspended in an application which contains an outstand-
ing Office action or requirement awaiting response by
the applicant. It is only the action by the examiner which
can be suspended under 37 CFR 1.103. :

A request that action in an application be delayed will
be granted only under the provisions of 37 CFR 1.103,
which provides for “Suspension of Action.” A petition
for suspension of action must be presented as a separate
paper accompanied by the petition fee, must request a
specific and reasonable period of suspension not greater
than six months, and must present good and sufficient
reasons why the suspension is necessary. If the require-
ments of 37 CFR 1.103 are not met, applicants should ex-
pect that their applications, whether new or amended,
will be taken up for action by the examiner in the order
provided in 37 CFR 1.101, Order of Examination.

A petition for suspension of action to allow applicant
time to submit an information disclosure statement will
be denied as failing to present good and sufficient rea-
sons, since 37 CFR 1.97 provides adequate recourse for
the timely submission of prior art for consideration by
the examiner.

In new applications, the mere inclusion in the trans-
mittal form letter of a request that action be delayed can-
not be relied upon to avoid immediate action in the ap-
plication. Many Group Art Units and examiners have
short pendency to first action, and new applications may
be taken up for action before preliminary amendments
are filed in those applications. Where a preliminary
amendment and petition to suspend action have been
filed, it would be helpful to telephone the examiner in
that regard to avoid having the amendment and the first
office action cross in the mail.
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Paragraph (b) of the rule provrda for a suspensnon of :
- Ofﬁce action by the examiner on his or her own initia- " -
thC, as m MPEP §709. 01 and. §2315 01 The pnmary ex- -

- amingr. may grant an initial suspension of actlon fora
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:]under37CFR1103(a)udeiﬁedasbeinglm‘oper Aeuoneamotbe L

patent appllcatlons under 37 CFR 1 103 are declded . o

by the group director. See MPEP § 1002, 02(c), item 11.

Suspensmn of actron under 37 CFR 1 103(c) is de- o

cided by the Dlrector of Group 2200.

Suspensxon of actlon under37CFR 1 103(c) 1s de-
cided by the Director of Group 2200

Form Paragraphs 7.52-1.56 should be used in ac-
tions relatmg to suspensron of action.

1 7.52 Suspem:an ofAcuon, Awanmg New Refemnce '

A reference relevant to the examination of this application -
maysoonbecome available. Exparte prosecutionisSUSPENDED FOR

A PERIOD OF [1] MONTHS from the date of this letter. Upon
expiration of the period of suspension, apphcantshould make aninguiry
as to the status of the application.

Examiner Note:

1. Maximum period for suspension is six months.

2. ‘The group director should approve all second or subsequent
suspensions. See MPEP § 1003, paragraph 10.

9 7.53 Suspension of Action, Possible Interference

Aliclaims are allowable. However, due to a potential interference,
ex parte prosecution is SUSPENDED FOR A PERIOD OF (1]
MONTHS from the date of this letter. Upon expiration of the period of
suspension, applicant should make an inquiry as to the status of the
application.

Examiner Note:

1. Maximum period for suspension is six months.

2. The group director should approve all second or subsequent
suspensions. See MPEP § 1003, paragraph 10.

3. Director’s approval must appear on the letter granting any
second or subsequent suspension.

9 7.5¢ Suspension of Action, Applicant’s Request

Pursuant to applicant’s request filed on [1], action by the Office is
suspended on this application under 37 CFR 1.103(a) for a period of [2]
months. At the end of this period, applicant is required to notify the
examiner and request continuance of prosecution or a further suspen-
sion. See MPEP § 709.

Examiner Note:

1. Maximum period of suspension is six months.

2. Only the group director can grant sccond or subsequent
suspensions, see MPEP § 1003, paragraph 10. Such approval must
appear on the Office letter.
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~fore the Office.in inter partes’ proeeedmgs mvolvmg the
" same apphcant ‘(See Ex parte Jones, 1924 C.D 59
3270G.681)

gets into an interference it was formerly the. practlce

“not in the interference in accordance wnth Ex parte -

: >Exammers should not consrder,.ex parte when
raised by an appllcant, questlons which ‘are: pendmg be- .

Because of this where one of several apphmtrons ,
of the same mventor which eontam overlappmg claims -

to suspend action by the Office on the applrcatlons'

McCormick, 1904 C.D. 575; 113 0.G. 2508. - :

- However, the better practice woilld appear to be to
rejeet claims in an application related to -another ap-
plication in interference over the counts of the mterfer-_
ence and in the event said claims are not cancelled in
the outside application, prosecution of said application
should be suspended pending the final determmatlon of
priority in the interference. '

If, on the other hand apphcant wishes to prosecute
the outside application, and presents good reasons in
support, prosecution should be continued. Ex parte
Budllier, 1899 C.D. 155, 88 O.G. 1161; In re Seebach,
1937 C.D. 495, 484 O.G. 503; In re Hammell, 1964
C.D. 733, 808 O.G. 25. See MPEP § 804.03.<

710 Peried for Response [R—1]

>35U.S.C. 133. Time for prosecuting application.
Upon failure of the applicant to prosecute the application

within six months after any action therein, of which notice has been
given or mailed to the applicant, or within such shorter time, notless
than thirty days, as fized by the Commissioner in such action, the
application shali be regarded as abandoned by the parties thereto,
unless it be shown to the satisfaction of the Commissioner that such
delay was unaveidable.

I5US.C. 267. Time for taking action in Government applications.
Notwithstanding the provisions of sections 133 and 151 of this
title, the Commissioner may extend the time for taking any action to
three years, when an application bas become the property of the
United States and the head ofthe appropriate department or agency
of the Government has certified to the Commissioner thut the
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invention disclosed thereinis |mp0rtnnt tothe armament ordefense

of the Umted States o

See. MPEP Chaptcr 1200 for penod for response .

when appeal is taken or court review sought.

Extensnon of time . under 35 U.S.C. 267 ls de-‘

cided by the Dlrector of Group 2200 <
710.01 Statutory Period [R— i

>37 CFR 1 135 Abandonmem for fallum to respond within time hmu. 1

(@) Ifanapplicantofa patent application fails to respond within

the time period provided under 8§ 1.134 and 1.136, the application will

become abandoned unless an Office action indicates otherwise.

(b) . Prosecution of an. application to save it from abandonment

pursuantto paragraph (a) of thissection mustinclude suchcomplete and
proper action asthe condition of the case may require. The admission of
an amendment not responsive to the last Office action, or refusal to
admit the same, and any proceedings relative thezeto, shall not operate
to save the application from abandonment.

(c) When action by the applicant is a bona fide attempt to respond
and to advance the case to final action, and is substantially a complete
response to the Office action, but consideration of some matter or
compliance with some requirement has been inadvertently omitted,
opportunity to explain and supply the omission may be given before the
question of abandonment is considered.

The maximum statutory period for response to an
Office action is 6 months, 35 U.S.C. 133. Shortened peri-
ods are currently used in practically all cases, see MPEP
§ 710.02(b).

37 CFR 1.135 provides that if no response is filed
within the time set in the Office action under 37 CFR
1.134 or as it may be extended under 37 CFR 1.136, the
application will be abandoned unless an Office action in-
dicates that another consequence, such as disclaimer,
will take place.

Paragraph (c) has been amended to add that appli-
cant’s reply must be a bona fide attempt to respond as
well as to advance the case to final action in order for ap-
plicant to be given an opportunity to supply any omis-
sion.<

710.01(a) Statutory Period, How
Computed [R—1]

>The actual time taken for response is computed
from the date stamped or printed on the Office action to
the date of receipt by the Office of applicant’s response.
No cognizance is taken of fractions of a day and appli-
cant’s response is due on the corresponding day of the
month 6 months or any lesser number of months speci-
fied after the Office action.
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‘ened statutory period, dated November 30isduconthe -
following February 28 (or 29 if it is a leap ycar), wlnle a-
- response to an Office action dated February 28 is due on
' 'May 28 and not on the last day of May. ExparteMesswk .
‘ '7USPQS7 1930CD 6;400 0.G. 3 (Comny’r Pat. 1930).

A 1-month extensmn of time extends the time for .

- response to the date correspondmg to the Office ac-
- tion date in the following month. For example, a re-
~ sponse to an Office actlon:mmled on January 31 witha
-3—month shortened statutory period would be due on

April 30. If a 1—month extension of time were given,

‘the response would be due by May 31 The fact that

April 30 may have been a Saturday, Sunday, or Feder-
al holiday has no effect on the extension of time.
Where the period for response is extended by some
time period other than “1—month” or an even multi-
ple thereof, the person granting the extension should
indicate the date upon which the extended penod for
response will expire.

When a timely response is ultimately not filed, the
application is regarded as abandoned after midnight of
the date the period for response expired. In the above ex-
ample where May 31 is not a Saturday, Sunday, or Feder-
al holiday and no further extensions of time are obtained
prior to the end of the 6—month statutory period, the ap-
plication would be abandoned as of June 1. The fact that
June 1 may be a Saturday, Sunday, or Federal holiday
does not change the abandonment date since the re-
sponse was due on May 31, a business day. See MPEP
§ 711.04(a) regarding the pulling and forwarding of
abandoned applications.

A 30-day period for response in the Office means 30
calendar days including Saturdays, Sundays, and federal
holidays. However, if the period ends on a Saturday,
Sunday, or Federal holiday, the response is timely if it is
filed on the next succeeding business day. If the period
for response is extended, the time extended is added to
the last calendar day of the original period, as opposed to
being added to the day it would have been due when said
last day is a Saturday, Sunday, or Federal holiday.

The date of receipt of a response to an Office action
is given by the “Office date” stamp which appears on the
responding paper.

In some cases the examiner’s letter does not deter-
mine the beginning of a statutoty response period. In all
cases where the statutory response period runs from the
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date of a prevnous actlon, a statement to that effect

'shouldbemcluded e
Snweelaemonsofumeareavaﬂahlepmwant
37 CFR 1136(a),

which any. response is due- will normally be

cated only in those mstances ‘where the: provnsnons’ :
of 37 CFR ‘1. 136(a) are not. available. See MPEP r
. set'so that a person merely scanmng the actlon can . o i}

casily see it. '

Chapter 2200 for reexammatton prooeedmgs <

71002 Shortened Statutory Perrod and Tlme
‘Limit Actlons Computed [R—l] "

>37 CFR 1.136. Filing af umely mponses wuh pemwn and Jee for
extension of time and exiensions of time for cause.

(a) If an applicant is required to respond within a non—statutory
or shoriened statutory time period, applicant may respond up to four

months after the time period set if a petition for an extension of time
and the fee set in § 1.17 are filed prior to or with the response, unless :

(1) applicant is nofified otherwise in an Office action or (2) the

application is involved in an interference declared pursuant to § 1.611.

The date on which the response, the petition, and the fee have been
filed is the date of the response and also the date for purposes of
determining the period of extension and the corresponding amount of
the fee. The expiration of the time period is determined by the amount
of the fee paid. In no case may an applicant respond later than the
maximum time period set by statute, or be granted an extension of
time under paragraph (b) of this section when the provisions of this
parageaph are available. See §1.645 for extension of time in interfer-
ence proceedings, and § 1.550(c) for extension of time in reexamina-
tion proceedings.

(b) When a response with petition and fee for extension of time
cannot be filed pursuant to paragraph (a) of this section, the time for
response will be extended only for sufficient cause, and for a
reasonable time specified. Any request for such extension must be
filed on or before the day on which action by the applicant is due, but
in no case will the mere filing of the request effect any extension. In no
case can any extension carry the date on which response to an Office
action is due beyond the maximum time period set by statute or be
granted when the provisions of paragraph (2) of this section are
available. See § 1.645 for extension of time interference proceedings
and § 1.550(c) for extension of time in reexamination proceedings.

37 CFR1.136 implements 35 U.S.C. 41(a)(8) which
directs the Commissioner to charge fees for extensions
of time to take action in patent applications.

Under 37 CFR 1.136 (35 U.S.C. 133) an applicant
may be required to respond in a shorter period than
6 months, not less than 30 days. Some situations in which
shortened periods for response are used are listed in
MPEP § 710.02(b).

In other situations, for example, the rejection of a
copied patent claim, the examiner may require applicant

Rev. 1, Sept. 1995

) ~;|s]mmrbent upon applmnts to- rec-?;k-ff”
- ognize the date for’ response so that the proper: fee
. for any extensxon will be submitted. Thus; the: date ‘upon-
‘indi~ -
E appear pronunently on the first’ page of all copies of

to respond on or before a specnﬁed date Thwe are
- known as time limit actions and are established under
" authority of 35 U.S.C. 6. Some situations in which time =~
limits are set are noted in MPEP § 710.02(c). The time -
limit requrrement should be typed m caprtal letters
:“'f-'where required. R ‘

An mdrcauon of a Shortened trme for reply should

actions in which a shortened time for reply has been

Shortened statutory penods and- tune hnuts are .

-subject to the provisions of 37 CFR 1 136(a) unless ap-
plicant is notified otherwise in an ‘Office action. See

MPEP § 710.02(c) for a discussion of extensions of
time. See Chapter 2200 for- reexammatlon proceedw '
ings.< R

710 02(b) Shortened Statutory Penod
Srtuatlons In Which Used [R— 1]

>Under the authority given him by 35 U.S.C. 133,
the Commissioner has. directed the examiner to set a
shortened period for response to every action. The
length of the shortened statutory period to be used de-
pends on the type of response required. Some specific
cases of shortened statutory perlod for response to be
given are:

THIRTY DAYS

Requirement for restriction or election of species —
no claim rejected .....MPEP § 809.02(a) and § 817.

TWO MONTHS

Winning party in terminated interference to reply to
unanswered Office action ......MPEP § 2363.02.

Where, after the termination of an interference pro-
ceeding, the application of the winning party contains an
unanswered Office action, final rejection or any other
action, the primary examiner notifies the applicant of
this fact. In this case response to the Office action is re-
quired within a shortened statutory period running from
the date of such notice. See Ex parte Peterson, 49 USPQ
119; 1941 C.D. 8; 525 O.G. 3 (Comny’r Pat. 1941).

Ex parte Quayle, 25 USPQ 74; 1935 C.D. 11; 453
0.G. 213 (Comm’r Pat. 1935) ......... MPEP § 714.14.

When an application is in condition for allowance,
except as to matters of form, such as correction of speci-
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| fication, a new oath, etc., the case will be considered spe-
cial and prompt action taken to require correction of for-

mal matters. Such action shiould include an indicationon =~
the first page of form letter PTOL~326 that prosecution
' onthements:sclosedmaocordancethhthedecrslonm '

ExpaneQuayk, 1935C.D.11; 4530.G. 213. A2--month o
 insdvertently omitied, opportunity to explein and supply the omision

shortened statutory penod for response should be set. -
Multlphclty rejection —
tion........ MPEP § 706.03(1)

A new ground of rejection in an exannner’s answer

on appeal ...... MPEP § 1208.01
~ THREE MONTHS
To respond to aﬁy Ofﬁce action on the merits.
PERIOD FOR RESPONSE RESTARTED

Incorrect citation by examiner — regardless of time
remaining in original period ... MPEP § 710.06.

The above periods may be changed under specnal,
rarely occurring circumstances.

A shortened statutory period may not be less than
30 days (35 U.S.C. 133).<

710.02(c) Time—Limit Actions: Situation In
Which Used [R-1]

>As stated in MPEP § 710.02, 35 U.S.C. 6 provides
authority for the Commissioner to establish rules and
regulations for the conduct of proceedings in the Patent
and Trademark Office. Among the rules are certain situ-
ations in which the examiner sets a time limit within
which some specified action should be taken by appli-
cant. Some situations in which a time limit is set are as
follows:

(a) A portion of 37 CFR 1.605(a) provides that in
suggesting claims for interference:

The applicant to whom the claim is suggested shall amend the
application by presenting the suggested claim within a time specified by
the examiner, notless than one month. Failure or refusal of an applicant
to timely present the suggested claim shall be taken without further
action as a disclaimer by the applicant of the invention defined by the
suggested claim.

See MPEP § 2305.02.

(b) When applicant has made a bona fide attempt to
respond but has made an inadvertent omission, appli-
cant should be given a time limit of 1 month, which can-
not be extended under 37 CFR 1.136(a) or (b), to com-
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- Under 37 CFR 1. 135(c), the missing matter or lack
of compliance must be considered by the examiner as
being “inadvertently omitted.” Once an inadvertent

- omission is brought to the attention of the applicant,

the question of inadvertence no longer exists. There-
fore, any further time to complete the response would -
not be appropriate under 37 CFR 1.135(c). Accordmg—' :
ly, no extension of time will be: granted in these situa-
tions and 37 CFR 1. 136(a) is not apphcable See :
MPEP § 710.02(e) and § 714.03. :

“(c)If an amendment is filed wluch amends the clanms
and/or presents additional claims so as to require addi-

 tional fees pursuant to 37 CFR 1. 16(b), (c),or(d), appll-

cant should be given a time limit of 1 month or the re-

" mainder of the period for response, whichever is longer,

withinwhich to remit the additional fees due or to submit
an amendment which amends or cancels the claims so
that no additional fee is due. The 1—month time limit is
not extendable under 37 CFR 1.136(a) or (b). However,
the period for response set in the previous Office action
may be extended pursuant to 37 CFR 1.136(a) provided
the extension does not go beyond the 6—month period
from the date of the previous Office action. See MPEP
§ 607 and § 714.03.

(d) To correct an unsigned or improperly signed
amendment, applicant should be given a time limit of
1 month or the remainder of the period for response,
whichever is longer, to supply a duplicate paper or ratifi-
cation, properly signed. The 1—month time limit is not
extendable under 37 CFR 1.136(a) or (b). However, the
period for response set in the previous Office action may
be extended pursuant to 37CFR 1.136(a) provided the
extension does not go beyond the 6—month period from
the date of the previous office action. See MPEP
§ 714.01(a).

(e) Where an application is otherwise allowable but
contains a traverse of a requirement to restrict, 1 month
is given to cancel claims to the nonelected invention or
species or take other appropriate action. See 37 CFR
1.141 and 1.144, and MPEP § 809.02(c) and § 821.01.<
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710.02(d)

710.02(d) Difference Between Shortened
Statutory and Time—Limi¢
Periods [R—1]

>The distinction between a limited time for reply

and a shortened statutory period under 37 CFR 1.136 -

should not be lost sight of. The penalty attaching to
failure to reply within the time limit (e.g., from the
suggestion of claims) is loss of the subject matter in-
volved on the doctrine of disclaimer. A rejection on
the ground of disclaimer is appealable. On the other
hand, a complete failure to respond within the set stat-
utory period results in abandonment of the entire
application. This is not appealable, but a petition to
revive may be granted if the delay was unavoidable
(37 CFR 1.137(a)) or unintentional (37 CFR
1.137(b)). Further, where applicant responds a day or
two after the time limit, this may be excused by the ex-
aminer if satisfactorily explained. The examiner may
use his or her discretion to request an explanation for
the delay if the reason for the delay is not apparent
from the response. A response 1 day late in a case car-
rying a shortened statutory period under 35 U.S.C.
133, no matter what the excuse, results in abandon-
ment; however, an extension of the period may be
obtained under 37 CFR 1.136 provided the extension
does not go beyond the 6—months statutory period
from the date of the Office action.

The situation sometimes occurs where a nonfinal
Office action with a 3—month shortened statutory peri-
od is sent to applicant. Just before or on the last day of
the maximum permitted statutory period of 6 months,
applicant files a petition for an extension of time of
3 months and the required fee, and a response, whichisa
bona fide attempt but through apparent oversight or in-
advertence omits some necessary point. A letter is sent
out with a 1—month time limit, seemingly giving appli-
cant more than 6 months to respond.

However, by determining that the response is a bona
fide attempt, 37 CFR 1.135(c), the examiner has deter-
mined that applicant has prosecuted the application
within 6 months as required by 35 U.S.C., 133, and the pe-
riod for response has been tolled. The time limit of
1 month given to applicant is not and should not be
construed as an extension of time to the statutory period.
Rather, it is a time limit in order to give applicant an op-
portunity to supply the inadvertent omission.
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failure constitutes evidence that the holding that the re-
sponse was a bona fide attempt was in error. In that
event, the response would not be considered to meet the
requirements of 37 CFR 1.111 and the application
would, therefore, be abandoned as of the end of the
shortened statutory period (per 37 CFR 1.135(a) and
(b)), as extended by any timely filed petmcm for exten-
sion of time, per 37 CFR 1.136(a).

In the above situation, therefore, the application
would not have become abandoned upon expiration of
the 1—-month time limit. Rather, it would be abandoned
as of midnight of the last day of the 6—month statutory
period.

In another example, if an Ofﬁce action is mailed on
April 22, 1991 setting a 3—month shortened statutory
period for response, the response would be due on July
22, 1991. If applicant files an amendment that is deemed
to be a bona fide response on July 15, 1991 but through
apparent oversight or inadvertence omits some neces-
sary point, a letter holding the amendment nonrespon-
sive would be mailed giving the applicant a 1—month
time limit or the remainder of the period for response,
whichever is longer, in order to complete the response.
Assuming the letter holding the amendment nonrespon-
sive is mailed on August 12, 1991, applicant would have
until September 12 to complete his response. Further as-
suming that applicant failed to respond to the August 12,
1991 letter at all, then the application would have be-
come abandoned as of midnight on July 22, 1991 with the
date of abandonment being July 23, 1991.

Time periods such as time periods for responding to a
requirement for information or filing a brief on ap-
peal to the Board of Patent Appeals and Interferences are
normally subject to 37 CFR 1.136(a), but, in exceptional
circumstances, additional time may be granted under
37 CFR 1.136(b) where no further time is available un-
der 37 CFR 1.136(a). This is possible since these periods
are not statutory periods subject to the requirement of
35U.8.C. 133. See MPEP § 710.02(e).<

710.02(e) Extension of Time [R-1]

>37 CFR 1.136 Filingof timelyresponseswithpetitionandfee forextension
of time and extensions of time for cause.

(a)(1) If anapplicantisrequired torespondwithin anonstate-
toryorshortenedstatutorytimeperiod,applicantmayrespondupto
fourmonthsafterthe time periodsetifapetitionforanextensionof
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time and the fee sstin § 1.17 are filed prioe to or with the responss,
valess:

(i) Applicant is notified otherwise in an Office actios,

(ii) The response is a reply beief submitted pursuant to
§ 1.193(b),

(iii)The response is a request for an orsl heering submitted
persuant to § 1.194(b),

(h)nammhmamwwmudmmtwm
Intesfierences purment o § 1196, § 1,197 0r § 1,304, 0

(v) The application is involved in an interference doclared
pursuant 6 § 1.611,

{2){2) Thedatsonwhichtheresponse,thepetition,andthefee
have been filed is the date of the response and also the date for
purposes of determining the period of emension and the corresponding
amount of the fee. The expiration of the time period is determined by
the amount of the fee paid. In no case may an applicant respond later
than the maxinwum time period set by stetute, or be granted an extension of
time under paragraph (b) of this section when the provisions of this
paragraph are available. See § 1.136(b) for extensions of time relating o
proceedings pursuant to 8 1.193(b), 1.194, 1.196 or 1.197. See § 1.304 for
extension of time to appesl to the US. Court of Appeals for the Federel
Circuit or to commence a civil action. See § 1.550{c) for extensionof
time in reexamination proceedings and § 1.645 for extension of time in

{b) When a response with petition and fee for ex- tension of
time cannot be filed pursuant to paragraph (a) of this section, the
time for response will be extendedonly for sufficientcauseandfora
reasonable time specified. Any request for such extension mustbe
filedonorbefore the dayonwhichactionbythe applicantisdue,but
innocasewillthemetefilingoftherequesteffectanyextension.Inne
casecan anyextensioncarry thedateonwhich response to an Office
action is due beyond the maximum time period set by statute or be
granted when the provisions of paragraph (2) of this section are
available. See § 1.304 for extension of time to appeal to the U.S. Courtof
Appeals for the Federal Circuitor tocommence acivil action, § 1.645
for extension of time in interference proceedings, and § 1.550(c) for
extension of time in reexamination proceedings.

37 CFR 1.136 provides for two distinct procedures to
extend the period for action or response in particular
situations. The procedure which is available for use in a
particular situation will depend upon the circumstances.
37 CFR 1.136(a) permits an applicant to file a petition
for extension of time and a fee as in 37 CFR 1.17 (a), (b),
(c), or (d) up to 4 months after the end of the time period
set to take action except (1) where prohibited by statute,
(2) where prohibited by one of the items listed in the
rule, or (3) where applicant has been notified otherwise
in an Office action. The petition and fee must be filed
within the extended time period for response requested
in the petition and can be filed prior to or with the re-
sponse. The filing of the petition and fee will extend the
time period to take action up to 4 months dependent on
the amount of the fee paid except in those circumstances
noted above. 37 CFR 1.136(a) will effectively reduce the
amount of paperwork required by applicants and the Of-
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of paragraph (a) s not available. Althoug

and fee procedure of 37 m l I36(a) wm normally
available within 4 months aficr a set period for response
has expired, an extension request for cause wader
37 CFR 1.136(b) must be filed during the set period for
response. Extensions of time in interference proceed-
ings are governed by 37 CFR 1.645.

It should be very carefully noted that neither the pri-
mary examiner nor the Commissioner has authority to
extend the shortened statutory period unless a petition
for the extension is filed. While the shortencd period
may be extended within the limits of the statutory
6 months period, no extension can operate to extend the
time beyond the 6 months.

Compare, however, 37 CFR 1.135(c) and MPEP
§ 714.03.

Any request under 37 CFR 1.136(b) for extension
of time for reply must state a reason in support there-
of. Such extensions will only be granted for sufficient
cause and must be filed prior to the end of the set pe-
riod for response.

Extensions of time with the payment of a fee pur-
suant to 37 CFR 1.136 are possible in response to most
Office actions of the examiner. Exceptions include (1) all
extensions in a reexamination proceeding (see 37 CFR
1.550(c) and MPEP § 2265) (2) all extensions during an
interference proceeding (but not preparatory to an in-
terference such as where a claim is suggested for interfer-
ence), (3) those specific situations where an Office ac-
tion states that the provisions of 37 CFR 1.136(a) are not
applicable; e.g., in reissue applications associated with
litigation, or where an application in allowable condition
has non-elected claims and time is set to cancel such
claims, and (4) those limited instances where applicant is
given a 1—month time limit to complete an incomplete
response pursuant to 37 CFR 1.135(c).

The fees for extensions of time are set forth in
37 CFR 1.17(a)—(d) and are subject to a 50% reduction
for persons or concerns qualifying as small entities. The
fees itemized at 37 CFR 1.17(2)—(d) are cumulative.
Thus, if an applicant has paid an extension fee in the
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amount set forth in 37 CFR 1.17(a) fora 1~
tension of time and thereafter decides that an additional
1 nmthnsmwed,ﬂmmmfwmmmm
set forth in 37 CFR 1. 17(b)lemt!wammm&mhm
37 CFR 1.17(a) which was previously paid.

The statute at 35 U.S.C. 41(&)(8) requires the filing
of (1) a petition to extend the time and (2) the appropri-
ate fee. Such a petition need not be in any required for-
mat, but the petition should explicitly request, in writing,
an extension of time for the specific number of months
needed.

Although a preferred 37 CFR 1.136(a) petition in-
cludes the above noted request for a specific number of
months, an acceptable petition will be considered to
comprise (1) a response accompanied by (2) a writing
which specifically refers to the provisions of 37 CFR
1.136(a) and thereby manifests a clear intent by appli-
cant to obtain an extension of time.

A general authorization under 37 CFR 1.25(b) to
charge any necessary fees under 37 CFR L.16or1.17toa
deposit account will NOT be interpreted as a petition for
an extension of time.

A petition for an extension of time must be filed in
response to each Office action or requirement for which
the extension is requested. A general request for an ex-
tension of time filed prior to examination would NOT be
effective since it is not provided for, and it would notbe a
petition in response to an Office action or requirement
as intended by the statute and rules. A proper petition
may be a mere sentence such as

‘The applicant herewith petitions the Commissioner of
Patentsand Trademarkstoextend the time forresponsetothe
Office action dated v fOr wue wemn ONELI{E) FROM corn o
10 e - Submitted herewith is a check f0f e e t0
cover the costofthe extension [Please Charge my depositac-
count number —— —, in the amount ¢ f — -— tocover
the cost of the extension. Any deficiency or overpayment
should be charged or credited to the above numbered deposit
account.]’

Where applicant desires to file a continuing ap-
plication rather than a response to a given action by
the examiner, it is appropriate to merely file a petition
to extend the time along with the proper fee in the
pending application and file the continuing application
during the extension period. It is not necessary to file
a response in the pending application. The petition
plus fee provides the time for applicant to take what-
ever action is appropriate. Desirably, applicant should
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and the fee, If either is missing, the response is not ac-
ceptable until such time as the missing petition or fee is
submitted. For example, if an Office action sets a
3—month period for response and applicant responds in
the fourth month and includes only the fee for a
1-month extension of time, the response is not accept-
able until the petition is filed. If the petition is not filed
until the fifth month, an additicnsl fee for the second
month extension would also be required in order to ren-
der the response timely.

When the provisions of 37 CFR 1.136(a) are not ap-
plicable, extensions of time for cause pursuant to 37 CFR
1.136(b) are possible. Any such extension must be filed
on or before the day on which action by the applicant is
due. The mere filing of such a request will not effect any
extension. All such requests are to be decided by the
Group Director. No extension can operate to extend the
time beyond the 6—month statutory period.

If a request for extension of time under 37 CFR
1.136(b) is filed in duplicate and accompanied by a
stamped return—addressed envelope, the Office will in-
dicate the action taken on the duplicate and return it
promptly in the envelope. Utilization of this procedure is
optional on the part of applicant. In this procedure, the
action taken on the request should be noted on the origi-
nal and on the copy which is to be returned. The notation
on the original, which becomes a part of the file record,
should be signed by the person granting or denying the
extension, and the name and title of that person should
also appear in the notation on the copy which is returned
to the person requesting the extension.

When the request is granted, no further action by the
Office is necessary. When the request is granted in part,
the extent of the extension granted will be clearly indi-
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giving the reason for the denial will be forwarded
promptly after the mailing of the duplicate.

If the request for extension of time is granted, the
due date is computed from the date stamped or
printed on the action, as opposed to the original due
date. See MPEP § 710.01(a). For example, a response
to an action with a 3—month shortened statutory peri-
~ od, dated November 30, is due on the following Febru-
ary 28 (or 29, if it is a leap year). If the period for re-
sponse i¢ extended an additional month, the response
‘becomes due on March 30, not on March 28.

For purposes of convenience, a request for an exten-
sion of time may be personally delivered and left with the
appropriate area to become an official paper in the file
without routing through the mail room. The person who
accepts the request for an extension of time will have it
date stamped.

If duplicate copies of a request for an extension of
time under 37 CFR 1.136(b) are hand delivered to an ex-
amining group, both copies are dated, cither stamped
approved or indicated as being approved in part or de-
nied, and signed. The duplicate copy is returned to the
delivering person regardiess of whether the request was
signed by a registered attorney or agent, either of record
or acting in a representative capacity, the applicant or
the assignee of record of the entire interest.

If the request for extension under 37 CFR 1.136(b) is
not presented in duplicate, the applicant should be ad-
vised promptly by way of form letter PTOL~327 regard-
ing action taken on the request so that the file record will
be complete.

Form Paragraph 7.98 may be used where aresponse is
filed late but an extension of time is possible.

% 7.98 Responseis Late, Extension of Time Suggested

Applicant’sresponsewasreceived inthe Office oa[1),whichisafter
the expiration of the period for response set in the last Office action
mailed on [2]. This application will become abandoned unless applicant
obtains an extension of time to reply to the fast Office action under
37 CFR 1.136(a).

Examiner Note:

Since the provisions of 37CFR 1.136(a) donctapply torecxamina-
tion proceedings or to litigation related reissue applications, donoiuse
this paragraph in these applications.

mmmumzma),pzmm
any first response after a final rejection and to take care
of any situations in which the examiner does not timely
respond to a fivst response after final rejection which is
filed early in the period for response, the am h%
changed the manner in which the period for respons

setonmyfinalmecmnmailedm%wm 1083
Under the changed procedure, if an applicant ini-

tially responds within 2 months from the date of mail-

ing of any final rejection setting a 3—~month shortened
statutory period for response and the Office does not
mail an advisory action until after the end of the
3—-month shortened statutory period, the period for
response for purposes of determining the amount of
any extensicn fee will be the date on which the Office
mails the advisory action advising applicant of the sta-
tus of the application, but in no event can the period
extend beyond 6 months from the date of the final re-
jection. This procedure will apply only to a first re-
sponse to a final rejection and has been implemented
by including the following language in each final rejec-
tion mailed after February 27, 1983.

A SHORTENED STATUTORY PERIOD FOR
RESPONSE TO TFais FINAL ACTION ISSET TOEX-
PIRE THREE MGMNTHS FROM THE DATE OF THIS
ACTION. IN THE EVENT A FIRST RESPONSE IS
FILED WITHIN TWO MONTHS OF THE MAILING
DATE OF THIS FINAL ACTION AND THE ADVISO-
RY ACTION IS NOT MAILED UNTIL AFTER THE
ENDOFTHE THREE-MONTHSHORTENEDSTAT-
UTORY PERIOD, THEN THE SHORTENED STAT-
UTORY PERIOD WILLEXPIREONTHEDATETHE
ADVISORY ACTIONISMAILED, ANDANY EXTEN-
SION FEE PURSUANT TO 37 CFR 1.136(a) WILL BE
CALCULATEDFROMTHEMAILINGDATEQFTHE
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lated from the end of the 3-month period. Iif the i
er, however, does not mail an advisory action until after
the end of 3 months, the shortened statutory period will
expire on the date the examiner mails the advisory action
and any extension fee may be calculated from that date.
See also MPEP § 706.07(f).

EXTENSIONS OF TIME TO SUBMIT
AFFIDAVITS AFTER FINAL REJECTION

Frequently, applicants request an extension of time,
stating as a reason therefor that more time is needed in
which to submit an affidavit. When such a request is filed
after final rejection, the granting of the request for exten-
sion of time is without prejudice to the right of the examin-
er to question why the affidavit is now necessary and why it
was not earlier presented. If applicant’s showing is insuffi-
cient, the examiner may deny entry of the affidavit, not-
withstanding the previous grant of an extension of time to
submit it. ’Ihegrantofanextemmofﬂmmthe%m-
cumstances serves merely to keep the case from becoming
abandoned while allowing the applicant the oppe
present the affidavit or to take other approprie

abandonment must include such timely, complete and
proper action as required by 37 CFR 1.113. The admission
of the affidavit for purposes other than allowance of the ap-
plication, or the refusal to admit the affidavit, and any pro-
ceedings relative thereto, shall not operate to save the ap-
plication from abandonment.

Implicit in the above practice is the fact that affidavits
submitted after final rejection are subject to the same
treatment as amendments submitted after final rejec-
tion; In re Affidavit Filed After Final Rejection, 152 USPQ
292, 1966 C.D. 53.

Failure to file a response during the shortened statu-
tory period results in abandonment of the application.
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sponse to the rejection (either first or final). The date of
the last unanswered Office action on the claims other
rolling date of

ﬂm:su“““ny Penﬂd QE”EWNM o,
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710.05 Period Ending on Saturday, Sunday, or
a Federal Holiday [R—1]

>35US.C. 21 Filing date and day for taking action.

L X 2L

(b) When the day, or the last day, for taking any action or peying
any fee in the United States Pateat and Tredemark Office falls an
Saturday, Sunday, or a Federal holiday within the District of €
the action mey be taken, oz the fee peid, on the newt swceedis
secular or business day.
37CFR 1.7. Times for taking action; Expiration on Saturday, Sunday, ce
Federal holiday.

Whenover petiods of tise are specified in this part in daye, ol
days are intended. wm:mm‘mmmmmwm@mwm
under this part for taking any sction or paying soy fee inthe Petent end
Tradermark Offfice falls on Saturday, Sunday, or on & Federsl
mmntmmmcmmmmmmmmmmm
on the next succeeding day which is not a Suturday, Sunday, or a Federal

The Federal holidays are New Year’s Day, January 1;
Martin Luther King’s birthday, the third Monday in Jan-
uary; Washington’s Birthday, the third Monday in Febre-
ary; Memorial Day, the last Monday in May; Indepen-
dence Day, July 4; Labor Day, the first Monday in Sep-
tember; Columbus Day, the second Mmday in October;
Veteran’s Day, November 11; Thanksgiving Day, the
fourth Thursday in November; Christmas Day, Decem-
ber 25; Insuguration day (January 20, every 4 years).
Whenever a Federal holiday falls on a Sunday, the fol-
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It tlw error in citatim or ot!m d&fwﬁw Dffice
action is called to the attention of the Office afier the
expiration of the period for response, the period will
not be restarted and any appropriate cxtension fee
will be required to render a response timely. The Of-
fice letter correcting the error will note that the time
period for response remains as set forth in the pre-
vious Office action.

See MPEP § 505, ﬂSIz,aud§513ﬁmPamm
Trademark Office mwm on d&m stamping

In the event that correspondence fr
received late due to (1) de!ayx in the Us. Pﬁml vaiw,
or (2) because the mail was delayed in leaving the PTO
(the postmark date is later than the mail date printed on
the correspondence), applicants may petition to reset
the period for response, which petitions shall be evaluat-
ed according to the guidelines which follow. Where the
PTO action involved in the petition was mailed by an ex-
amining group, the authaority to decide such petitions has
been delegated to the Group Director. See 1160 Q.G. 14,

PETITIONS TO RESET A PERIOD FOR
RESPONSE DUE TO LATE RECEIPT
OF A PTO ACTION

The PTO will grant a petition to restart the previously
setpemdfmwsmwtea?ﬁ)mmtomﬁfmthe
date of receipt of the PTO action at the correspond
address when the following criteria are met:

(1) the petition is filed within 2 weeks of the date of
receipt of the PTO action at the corresponde
dress;

(2) a substantial portion of the set response
had elapsed on the date of receipt (e.g., at least 1 month
of a 2 or 3—month response period had elapsed); and

(3) the petition includes (a) evidence shmmg the
date of receipt of the PTO action at the correspondence
address (e.g., ampyofﬂmﬂbmnhamgmed&emf
receipt of the PTO action at the correspondenc
stamped thereon, a copy of the envelope
tained the PTO action) hmng the date of re pwf ﬁw
PTO action at the corresponden REAEE
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>37CFR 1,138, Abandonment for failire to vespond within thne lemit.
(a) lfmammmwtmm%mumw :

®) Pmmofmammﬁmwmmm
pursuantto paragraph (a) of thissectionmunt include such ¢
proper action as the condition ofthe case may require. The
mmmwmmmmmmmw
adnmﬁwmmdmym@dkmsmmtmmmmww
to save the application from absndonmen

() Whenwmbythe&ppﬁcmnuam%mwwmw
and to advance the case to final action, and is subsentielly a complete
response to the Office action, but consideration of some matter or
compliance with some requirement has been inadvertently omitted,
opportunity to explain and supply the omission mey be given before the
question of sbandonment is considered.

37CFR 1.138. Express abandonment.

An application may be expressly sbandoned by filing in the Patent
and Trademark QOffice a written declaration of shandonment signed by
theap@wmtmd&emmofmd,rfm,mdideﬁﬁymgtﬁm

mnmd@m&mﬂ%ma@mdwmemwwﬁ
record. A registered attorney oc agent acting under the provision of

§ 1.34(a), or of record, may also expressly ebandon a prior application
asoftmﬁhugdmemmedmammmnmppm&mmﬁﬁzmmm

officials in timo to act thercon before the date of lasue,

Abandonment may be either of the invention or of an
application. This discussion is concerned with abandon-
ment of the application for patent.

An abandoned application, in accordance with
37 CFR 1,135 and 1.138, is one which is removed from
the Office docket of pending cases through:

(1) formal abandonment
() by the applicant (acquiesced in by the assign-
ce if there be one), or
(b) by the attorneyor agent of record including an
associate attorney or agent appointed by the principal
attorney or agent and whose power is of record but not
including a registered attorney or agent acting in a repre-

-7

See MPEP § 712 for
pay issue fee.<

doament may be the date af twﬁgmtwn ora d:ﬁerem
date if so apemfied in the W itself, For example,

on is filed with a request to
tion as of the filing date ac-
m,thedmeaﬂh@m

may take the form of an acknowledgme
erm&e%b@nwmmmaf&emn@ﬂwmm
sandonment, indiicating that it 1S in compliance with
37 CFR 1.138. Altemnatively, recognition may be no
mmmmmmmamw@m

femd(seeS?CFRlﬁﬁmdMPE?§w@Wa))
nntteduuderwcmw@berevmedbd@wmmgm
doned. &mﬁmﬂd%e&mﬂmm&u&mwﬂnm
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ments of 37 CFR 1.138.

Form Paragraph 7.88 maybe used to acknowledge
proper express abandonments.

9 7.88 Acknowledge Express Abandowment

This application is sbandoned in view of the letter of express
abandonment complying with 37 CFR 1.138 filed on [1].
Exnminer Note:

1. Mth&emcpﬂoaofumabmdmm&mmkmm
theﬁlmgefaﬁlemapperconmmm application or filed with a

continuing application, all express sbandoaments must be signed by all
theuwen&om,theownersoftheenmein@mt,eranattemeyofmtd.

2. The provisions of 37 CFR 1.34 do not apply to express
abandonments unless filed with a continuing spplication.

if the letter expressly abandoning the application
does comply with 37 CFR1.138, the examiner should re-
spond by using form PTOL~1432 and by checking the
appropriate boxes which indicate that the letter is in
compliance with 37 CFR 1.138 and that the application is
being forwarded to the Files Repository. The examiner’s
signature may appear at the bottom of the form. Ifsuch a
letter does not comply with the requirements of 37 CFR
1.138, a fully explanatory letter should be sent.

Form Paragraph 7.89 may be used to acknowledge
improper express abandonments.

§ 7.89 Letter of Express Abaundowment, Improper
The letter filed on [ 1] does not comply with the requirements of 37
CFR 1.138, and therefore is not a proper letter of express sbandonment.

Examiner Note:

The reasons why the letter fails to comply with 37 CFR 1.138 must
befullyexplained, e.g., theindividual signing the expressabandonment is
not of record. See the Examiner Notes of form paragraph 7.88.

A letter of express abandonment which is not time-
ly filed (because it was not filed within the period for
response), is not acceptable to expressly abandon the
application. The letier of express abandonment should
be endorsed on the file wrapper and placed in the ap-
plication file but not formally entered.
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abandonment.

AFTER NOTICE OF ALLOWANCE

Letters of abandonment of allowed applications
acknowledged by the Publishing Division.

37 CFR 1.313 provides that an allowed app!
will not be withdrawn from issue except by apps
the Commissioner, and that after the issue fee has been
paid, it will not be withdrawn for any reason except

(1) mistake on the part of the Office,

(2) a violation of 37 CFR 1.56 or illegality in the ap-
plication,

(3) unpatentability of onc or more claims,

(4) for interference, or

(5) for abandonment to permit consideration of an
information disclosure steiement under 37CFR 1.97ina
continuing application. See MPEP § 711.05 and § 1308.

In cases where 37 CFR 1.313 precludes giving effect
to an express abandonment, the appropriate remedy isa
petition, with fee, under 37 CFR 1.183, showing an ex-
traordinary situation where justice requires suspension
of 37 CFR 1.313.

APPLICATION IN INTERFERENCE

A written declaration of abandonment of the applica-
tion signed only by an attorney or agent of record, when
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35 US.C. 135, mmaﬁemmmmm
ence, and will not be considered until afier ex parte pro-
secution is resumed. In order to be effective to terminate
an interference proceeding, an abandonment of the ap-
plication must be signed by the inventor in person with
the written consent of the assignee where there has been
an assignment. <

711,02 Failure To Take Required Action
During Statutory Period [R—1]

>37 CFR 1.135(a) specifies that an application be-
comes abandoned if applicant “fails to prosecute™ his or
her application within the fixed statutory period. This
failure may result either from (1) failure to respond with-
in the statutory period, or (2) insufficiency of response,
i.e., failure to take “complete and proper action, as the
condition of the case may require” within the statutory
period (37 CFR 1.135(b)).

When an amendment is filed after the expiration of
the statutory period, the case is abandoned and the rem-
edy is to petition to revive it. The examiner should notify
the applicant or attorney at once that the application has
been abandoned by using form letter PTOL~-1432. The
proper boxes on the form should be checked and the
blanks for the dates of the proposed amendment and the
Office action completed. The late amendment is en-
dorsed on the file wrapper but not formally entered. (See
MPEP § 714.17.)

Form Paragraph 7.90 may also be used.

§ 790 Abandonment, Failure To Respond

This application is abandoned in view of applicant’s failure to
submit a response to the Office action mailed on [ 1] withia the required
period for respouse.

Exsminer Note:
1. 4 letter of ebandonment should not be mailed until after the
period for requesting an extension of time under 37 CFR 1.136(2) has
ired.
o 2. In pro se cases see form paragraph 17.10.

To pass on questions of abandonment, it is essential
that the examiner know the dates that mark the begin-
ning and end of the statutory period under varying situa-
tions. Applicant’s response must reach the Office within
the set shortened statutory period for reply dating from
the date stamped or printed on the Office letter or within

0 — 81

fact setting forth the above must be vesified by
under oath befmeaNmaxyPub%mm, in'the altes

mumcatwn, wherein ﬁle ml’lﬂd ﬁi’ TEENONEE
pired, mbywawaapeummmm.momcewm
notreoep&weto mmmmmm petitions
gardless of the evidence presented in support
tention that the Office action was not 1
er, in 1971, the District Court, District of (
Delgar Inc. v. Schugler, 172 USPQ 513, deci
Commissioner should mail a new Notice of 2
view of the evidence presented in LUPPoIt ©

tion that plaintifi’s attormey never received the ﬁm
Notice.<

711.02(2) Insufficicncy of Response

app!mmt’replymmtbmthepenndfm
notﬁxﬂyresmvetothe@fﬁcemﬁmmm
§ 710.02(c), par. {c). Sec also MPEP § 714.02t0 § 714.04.

Y 791 Replyis Not Fly Responsive, Extension of Time Suggesied

wﬂwm(}ﬁmmmm Sizoe theperiod for response sctin
the pmr Oflice m has Wﬁ, s ,1.‘;:12::»‘;;)1;7 ﬂ W
mmmofmmmwml 136(a).

37CFR 1. 1wa;mmmm&emmwmbemm@fm
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corrensponding mmeiwem Mnmmmym
wmmmmmmmaw ohints
for more thes four months beyond the date of response sat inan
action.

Exsminer Wote:

mmmmmmmwmmm
paragraph 7.95.<

711.02(b) Special Situations Involving
Abandonment [R—1]

>The following situations involving questions o
abandonment often arise, and should be specially momd

(1) Copying claims from a patent when not sug-
gested by the Patent and Trademark Office does not
constitute a response to the last Office action and will not
save the case from abandonment, unless the last Office
action relied solely on the patent for the rejection of alt
the claims rejected in that action.

(2) A case may become abandoned through with-
drawal of, or failure to prosecute, an appeal to the Board
of Patent Appeals and Interferences. Sce MPEP
§ 1215.01 to § 1215.04.

(3) Likewise it may become abandoned through dis-
missal of appeal to C.A.EC. or civil action, where there
was not filed prior to such dismissal an amendment putt-
ing the case in condition for issue or fully responsive to
the Board's decision. Abandonment results from faiture
to perfect an appeal as required by CAEC. See MPEP
§ 1215.05 and § 1216.01.

(4) Where claims are suggested for interference
ncar the end of the period for response running against
the case, sce MPEP § 2305.

(5) When an FWC application under 37 CFR 1.62
is filed. See MPEP § 201.06(b) and § 711.01.<

711.02(c) Termination of Proceedings [R—1]

>“Termination of proceedings” is an expression
found in 35 U.S.C. 120. Asthere stated, a second applica-
tion is considered to be copending with an earlier case nf
it is filed before (a) the patenting, (b) the abandonme:
of, or (c) other termination of proceedings in the eaﬂfer
case. Before “has consistently been interpreted, in this
context, to mean “not later than.”

In each of the following situations, proceedings are
terminated:

the basis tbatthete m no sbendonmy
tion for revival under 37 CFR 1L.137.<

7i1.63(a) |
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situation involving wmcwacy of
cant may take issue with the exa

711.03(c)

»37 CFR 1.137. Revival of abandoned application.

() An application shendoned for fallure to prosecute may be
revived as a pending application if it is shown to the satisfaction of the
WMWWW“WMAWMWW
natified of, mmhendwbecmsmqf,m

be

(4] aptopmadmmmmmmcmeimm
tion, or filing of a continuing application, unless cither has been
previously filed;

(2) the petition fee as sot forth in § 1AW and

(3) ashowing that the delay was unavoidable. The showisg must
be a verified showing if made by a person not regiitered to practice before
the Patent and Trademark Office.

(b) An application unintentionelly sbendoned for failure to
mmmymmmdmamnmw&m&hym
unintentional. A petition to revive an wally sbendoned
application must be:

(1) accompaniedbya pmmdmpome meummeptwm»
tion of that application, or the fillng of a continuing ap
either has been previously filed;

(2) accompanied by the petition fee as sat forth iﬂ &l.l?(m)‘

; (3) eccompaniedbyastatement thatthe delaywatunis 15

The statement must be awriﬁedmmmémwmawmm
registered to practice before the Patent and Thadewunh Office. The
Commisslonce way require sdditional laformation where thete is &
question whether the deloy wes unintentional; and

(@) filed either:

(i} within cneyear of the date on which the spplication

shandoned; or

(ii) within theee months of the date of the st decldon an a
mn«mmmmeamhrpw&ph(a)e&ﬂmmﬂn&mﬁm
withinoneyear of the date on which the application andionee

(c)mmmwmm@(a)wmmmﬁm
within sivmonths of the date of shandonmen! oplieation
meammmmmmmm edicating
mﬂ\epub%acamnuwlpmﬁthemﬁmymmywmm
equivalent to the period of abendone application
temml&mhmmmﬂmwﬂy%mypnmmm@mm
continuing applicationentited under I3 US.C 1 0w thebenetitoltbe
filing date of the application for which vevival is sought.

(d)memmmm&ammmm
torevive an applicetion upon petition flled pursuant to paragraphs (a) ¢
(b) of this section, to be considered twmely, mmmmm
monthsofthe decision refusing torevive orwithinsuchtime as et in
the decision.

to Public Law 97-247.
37CFR 1.1%m)
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spondwithmaaetpemd,wuhm '
been paid, would not require the paymen
fees as a condition of revival.

PETITIONS TO WITHDRAW THE HOLDIRG
OF ABANDONMENT

Prior to 1971, the only relief available to an applicant
alleging the noareceipt of an Office communication,
wherein the period for response had expired, was by way
of a petition tamﬂmﬂﬁieemmremmmm
treaungmhmnmmmmmfmthe withdrawal
of the holding of abandonment regard]
denccpresentedmmpmofﬂwwmmm that the
Office action was not received. Howwer m 19?‘1 the
District Court, District of Columbis '
v. Schuyler, 172 USPQ 513 (DD.C. 1971)3 . |
the Commissioner should mail & new Notice e:xf Aﬁuw
ance in view of the evidence preseated in sumwﬁ c’xwm
contention that plaintiff's attorney never rective
first Notice.

While the decision may have been based on the fact
that a petition to revive was not availeble in a case
doned for failure to pay the issue fee, the reasoning of
the court can appropriately be appm to ¢
doned for failure to prosecute. According
relief provided mm@ermexteadedmmertheahm
donment of an application for failure to respond to an
Ofﬁceamonwlwhwasnmmmdbythwppm«w
his or her representative. Henceforth, an al
an Office action was not received may be considered as a
petition for the withdrawal of the holding
ment. If the W&mmaﬂequa&lymmmﬁ%ﬁmp&«
tion may be granted and a new Office action mailed.

mlm),
may be either an
37(2’??{1&1 & re
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&Mtﬁ‘pwﬁmuﬁ&dmm&
; tions filed before June 8,
applicuticns filed on or alter June 8, E%S. m@

{4} Adequate showing of the cause of unevoideble delay

1. Peddon fee

] small emiy « fee §.......... (37 CFR LATW).
m mzmny

2. Proposed reaponse ardior fee

le of 3t
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By comgpleting the Centiffents of Meiling, bolow, te dete wailed wilk be considaed

CERTIFICATE OF MAILING [37 CFR 1.5(2)}
I hereby certify that this corregpondence is being deposited with the Usi

showa below with sufficient portage os firgt cloags el in o euveloge sdidresnnd v e Asule
for Patenis, Box DAC, Washingion, D.C. 20231.

i Srsas Povnl Servivoe en G daie
wnde Cion Rt

Dase

‘Typed or peinted nese of person signing Cestificas

l hgeaam

Bew. B, Sepp. 1933



N 711.63(e) gt

dﬂw
"‘mpdbyuﬂwpkgmmdbymomwwmhmmmmmdm
mwmmmmwmammmmmmm”

these statemnents made on formation wnd belief sre believed tn be true; end further, thet those slatomsenis

.. are wiede with the knowledge that wiliful falie saatemants, and e likie 50 made, ave punishable by fasor

Sio o Cienprisonsnent, or both, under Section 1001, Tile 18 of the Unleed Staws Code, and ihet such wiliful false -
Ummumayjmpudimthevuh&tyof&wnpp&uﬁmmmypumwgm

(hmespawpmwded below, please explainin detail the reasons for the delay in filing a propes response)

{Please attach additional sheets if additional space is necessary)
[Page3of3]
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MANUAL OF PATENT EXAMINING PROCEDURE
711.03(¢)

PIC/ERI 63 (10-94)
Aggroved for woe theough GT/3 16, OMI 6651-0031
Offies: 1.3, DEPARTMENT OF COMMIRCE

TERMINAL DISCLAIMER TO ACCOMPANY PETITION
' (Period ofclm«»hmphud by Petitions Examiner)

ln re Apphcauon of:
_Namc'

Apphcauan MNumber:
Fllcd

For:

The owner, of percent interest in the above-identified application “j
hereby disclaims a terminal part of the term of the patent equivalent to the period of shandonment of the |
‘ahove-identified application. This terminal disclaimer applies to any patent gramted on the agbove-idensified |

application or on any application which is entitled to the benefit of the filing dete of this application under 35U.S.C.
120. This disclaimer is binding upon the grantee, its successors or assigns.

Check either box 1 or 2 below, if appropriate.

1.[7] For submissions on behalf of un organization (e.g. corporation, perincrship, university, goverament agency,
ete.), the undersigned is empowered to act on behalf of the crgenization.

1 hereby declare that all statements mede herein of my own knowledge are rue and that all stetements made on § :
and belief sre believed o be true; and furiher, tha: these statements are mede with the knowledge that willful false

and the like s0 made are punishable by fine or imprisonment, or both, under Section 1001, Title 18 of the United States
and that such willful false statements may jeopardize the validity of the application or eny palent issuing thereon.

2. [] The undersigned is an attorney of record.

Date Signature

Typed or printed name
[] Terminal disclaimer fee under 37 CFR 1.2(d) included.

THE STATEMENT BELOW IS FOR OFFICE USE ONLY

accepted. The period of abandonment specified above has been accepted 2s eruivalent to months.

In accordance with the decision granting the petition filed on _ this terminal disclaimer is '

Petitions Examiner

Burden Hour Stalement: This form is estimated to ke 1 hour to complete. “mﬂl%%mw needs of the &

me.mcmnmmsmﬂnmmoftlmyoummc&mmdw & tiis form should
Enhancement Division, Patent end Tredemark Office, MI.mmuthoﬂnfmﬂmm eoval Bl .M’?
Offfica of M mdB (PamemﬂﬁSl-ﬂOm).Wstmmml. 20503. DO NOT SEND FEES OR COMPLE FOR

TCO THIS ADD . SEND TO: Assistant Commissioner for Patents, Washingion, DT 20831.
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EXAMINATION OF APPLICATIONS

Applicants may petmoa under the provisions of
37 CFR 1.183 for a waiver of the requirement that a peri-
od equivalent to the period of abandonment be dis-
claimed if it can be shown that an extraordinary situation
exists in which Jusuce requires waiver of this require-
ment, -

In sltuauons where petitions to revive are not grant-
able because of insufficient evidence submitted or peti-
tioner’s failure to comply with certain requirements, the
Office may dismiss those petitions with an indication as
to the missing items and warn petitioners that if recon-
sideration is desired a renewed petition supplying the
omissions has to be filed within 2 months from the date
of the decision or such time as may be set in the dismissal
as being the appropriate deadline for requesting recon-
sideration. In those situations where petitioners require
more time to gather additional evidence or items needed
for reconsideration, an extension of time of up to
4 months may be obtained under the provisions of
37 CFR 1.136(a). The filing of a renewed petition within
the period specified in the decision or within the ex-
tended period permitted under 37 CFR 1.136(a) will sat-
isfy the promptness requirement of petitions under the
unavoidable standard.

Upon failure to timely file a renewed petition under
the unavoidable standard, the Office will require a show-
ing of unavoidable delay for the entire period of aban-
donment. To be entitled to relief under the unavoidable
standard, petitioner must be able to show unavoidable
delay from a time prior to abandonment to the filing
of a grantable petition. In re Application of Takeo,
17 USPQ2d 1155 (Comm’r Pat. 1990).

It should also be recognized that a petition to revive
an abandoned application under 37 CFR 1.137 alleging
nonreceipt of the Office action may be treated as a re-
quest to withdraw the holding of abandonment. Howev-
er, any petition fee, filed with a 37 CFR 1.137 petition so
treated, may be returned or credited to petitioner’s ac-
count by indicating in the decision that a request should
be made to the Office of Finance.

The granting of a petition to revive does not neces-
sarily mean that the proposed response is complete. The
Office of Petitions will normally route the application for
determining if the response to a final Office action
places the application in condition for allowance before
granting a petition to revive. The patent examiner is
instructed that if the response places the application in
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revival.” If, on the other lwu!, the response would not
place the application in condition for allowance, the pat-
ent examiner is instructed to complete form PTOL~303
and return the unmailed form to the Office of Petitions
with the application. If the petition is otherwise grant-
able and the patent examiner indicates that the response
places the application in condition for allowance, the
petition will be granted. If such an amendment does not
place the application into condition for allowance, the
petition will not be granted. A copy of the form
PTOL~303 is not mailed with the decision on the peti-
tion but merely serves as an advisory to the Office of Peti-
tions regarding the decision of the patent examiner on
the amendment after final rejection.

Where the proposed response is to a nonfinal Office
action, the petition may be granted if the response ap-
pears to be bona fide. After revival of the application, the
patent examiner may, upon more detailed review, deter-
mine that the response is bona fide but lacking in some
respect. In this limited situation, the patent examiner
should send out a letter giving a 1—month (or 30 days in
the event that a 1—-month period for response would be
less than 30 days) shortened statutory period in order to
correct the error or omission. Extensions of time under
37 CFR 1.136(a) are permitted. If applicant does not
complete the response within the shortened statutory
period including any extension, the application is again
abandoned.

See MPEP § 712 for a petition for late payment of
the issue fee.

UNINTENTIONAL ABANDONMENT

A decision on a petition to revive an unintentionally
abandoned application under 37 CFR 1.137(b) is based
substantially on whether the statement that the delay
was unintentional is present along with the required fee
and the proposed response. Generally, nothing else is re-
quired unless thers is reason to believe that the aban-
donment was intentional such as a letter of express aban-
donment being of record in the abandoned application.
In such an instance, the Office might inquire as to the cir-
cumstances surrounding the abandonment in order to
clarify that the abandonment was, in fact, unintentional,

A petition to revive based upon unintentional delay
does not require the submission of a terminal disclaimer.
37 CFR 1.137(c) specifically states that such disclaimers
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711.03(¢)
are only required when a grantable petition based on un-
avoidable delay is not filed within 6 months of the date of
abandonment in all applications filed before June 8,
1995 and in all design applications filed on or after June
8,1995. ) o o

If a petition to revive based upon unavoidable delay
is unsuccessful, an applicant is not estopped from filing a
petition based upon unintentional delay so long as such
petition is filed within 1 year of the date of abandonment
of the application or within 3 months of the date of the
first decision on a petition to revive based upon avoid-
able delay, which was filed within 1 year of the date of
abandonment of the application. The petition must in-
clude a statement that the delay was unintentional, a
proposed response if not filed previously, and the re-
quired petition fee. The statement that the delay was
vnintentional must be verified if made by a person not
registered to practice before the Office. The 3—month
period referred to above which is measured from the
date of the first decision on a petition to revive based
upon unavoidable delay is extendable for a period of up
to 4 months under 37 CFR 1.136(a), but no further ex-
tensions under 37 CFR 1.136(b) will be granted.

The manner of determining the end of the 1—year
period set forth in 37 CFR 1.137(b) is the same as that for
determining the date of abandonment. If the 1-year an-
niversary falls on a Saturday, Sunday, or Federal holiday,
the 1-year anniversary date is deemed to be the next
succeeding business day. The 1—year period would be
over after midnight of the 1—year anniversary date.

A copy of an appropriate form for use in filing a peti-
tion to revive an unintentionally abandoned application
is reproduced below.

37 CFR 1.137(b) is permissive in the sense that it does
not require a showing of unavoidable delay and does not
require a terminal disclaimer, but it is not meant to en-
courage delay. Applicants who have received a Notice of
Abandonment in their applications sometimes calculate
the time when the 1~-year period for filing a petition for
unintentional abandonment ends with a view toward de-
laying the filing of a petition until the end of the period.
Applicants are pot permitted to do this. The Office has
amended 37 CFR 1.137(b) (effective May 1, 1993) to re-
quire applicant to state that the delay was unintentional,
rather than the abandonment was unintentional. A per-
son sceking revival should not make a statement that the
delay was unintentional unless the entire delay, includ-
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ing the delay from the date it was discovered that the ap-

plication was abandoned up until the petition to revive .

was actually filed, was unintentional. For example, a

- statement that the delay was unintentional would not be

proper when an applicant becomes aware of an abandon-
ment and then intentionally delays filing a petition to re-
vive the application under 37 CFR 1.137.

Applicants are cautioned against intentionally delay-
ing the filing of a petition to revive an abandoned ap-

 plication because it may preclude any revival from an.

abandoned status. Applicants have delayed filing a peti-
tion under the unintentional standard until after expira-
tion of the 1—year period because of a miscalculation of
the 1—year period. This miscalculation resulted in the
applicant being unable to show that the delay was un-
avoidable. In re Application of S, 8 USPQ2d 1630
(Comm’r Pat. 1988). Note that 37 CFR 1.137(a) requires
that petitions under that section of the Rule be promptly
filed after the application is notified, or otherwise be-
comes aware of, the abandonment.

Upon failure to timely file a renewed petition under

the unintentional standard (see 37 CFR 1.137(d),
1.155(¢), 1.316(¢), and 1.317(¢)), petitioner may be sub-
ject to a loss of the right to proceed under the uninten-
tional standard if more than 1 year lapsed between the
date of abandonment and the date the renewed petition
is filed. :
The unintentional provisions specified in 37 CFR
1.137(b) apply to applications abandoned under 37 CFR
1.53(d). Prior to May 1,1993, 37 CFR 1.137(b) specified
that unintentional revival was not permitted if the ap-
plication had been abandoned under 37 CFR1.53(d).
However, on November 5, 1990, the Commissioner
waived, under 37 CFR 1.183, that exception as to appli-
cability of petitions vwnder the unintentional standards
to applications abandoned under 37 CFR 1.53(d). See
“Petitions to Revive Patent Applications Waiver of
Provisions of 37 CFR 1.137(b),” 1121 Off. Gaz. Pat.
Office 6 (December 4, 1990).

PETITIONS UNDER 37 CFR 1.183 TO WAIVE
THE 1- YEAR TIME PERIOD REQUIREMENT
IN 37 CFR 1.137(b), 1.155(c), AND 1.316(c)

Petitions to revive an unintentionally abandoned ap-
plication (37 CFR 1.137(b)) or to accept an unintention-
ally late paid issue fee (37 CFR 1.155(c) or 1.136(c))
must be filed within one year of the date on which the ap-
plication became abandoned.
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" EXAMINATION OF APPLICATIONS

Appmndfarm MWBIHG. OMBOGél
‘ ‘ . / MR

Anmum Ol’f’ce of "emxons .

: Amsum Comrmsmoner for Patents’
‘Box DAC - - .
Wushmgwm. DC. 20231

‘NOTE: If mformmon or assistance is needed in compleung this form. please contact Pumons Infm-mmon st
‘ _ (703)305 9282. . :

‘The above-ndmuﬁed application became abandonced for failure to i le a timely and proper tespome o the Office acuon o
mailed on ., whichseta month/day period for response. The abandonment -
date of this applicetion is ' (i.e., the day after the expiration dste of the period set for response)
plus any extensions of time obtained therefore). . . : - ] o

APPLICANT HERERY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A granteble petition requires the following items:
{1) Petition fee
(2) Proposed response and/or issue fee
(3) Verified statement that the sbandonment was unintentional

1. Petjtion fee ;
] Smeil entity - fee § (37 CFR 1.17(m))
] Srmall entity statement enclosed herewith,
[ Small entity statement previously filed.
D Oiher than small entity - fee § (37 CFR L.17(m))

2. Proposed responise andfor fee

A. The propoged response and/or fee to the above-noted Office action in
the form of ({identify type of vesponse):
[} has been filed previously on .
] is enclosed herewith.

B. The issue fec of §
[C] has been paid previously on
[] isenclosed herewith.

Burden Hour Sttement: This form suﬁmmdu)ukellwwlocompm Time will v dgcnd the needs uf the individual
ofumeyoum comphwthm tacmshouldbeumn;” &&m Enlum‘i::;

coraments on Ues amount 1ance &cwd

Patent and Trademash Office, Waghinglon, 1, snid t6 the Office of nmmmmfgmw\mm (Pe?

gssi-ooav}). ngnc %: 20503, DO NOT SENDE-EES OR COMPLETED FORMS TO L END'm Assigtant Commu or
m‘m 'y

{Page 1 of 2]
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Mu:umwumdﬁwhbewmadcmpmmwmmmﬁammm
n 10K MemoftheUm&udSmCode.mdMuwhwmﬁﬂfahesmmmm
fty,ofﬂleiapplicmon.my nt issuing thereon, ormypnwubwhncht]mvmﬁedmu

Enclomﬁﬁ: ' D Response
D Fee Payment ;
] smal Bty Status Form

By completing the Certificate of Mailing, below, the date mailed will be considered the date this correspondence is filod.
CERTIFICATE OF MAILING {37 CFR 1.8()]
1 hereby cextify that this correspondence is being deposited with the United States Posial Scrvice on the date shown »

below with sufficient postage as first class mail in an envelope addressed to the: Aszgistant Commissioner for -
Patents, Box DAC, Washington, DC 20231. '

Date Signature

Typed or printed name of person signing Certificate

{Page 2 of 2}
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EXAMINATION OF APPLICATIONS

‘The prohibition against requests for waiver previous-
ly found in 37 CFR 1.137(b), 1.155(c), 1.316(c), and
1.317(c) have been deleted, effective May 1, 1993, How-
ever, applicants are cautioned that waiver of the 1—year
deadline under the unintentional standard will continue
to be subject to strictly limited conditions. The Office has
determined that under certain very limited conditions,
the interests of the patent system would be better served
by waiving the 1—year time period.

These very limited conditions arise when an applica-
tion becomes abandoned due to an action or inaction by
applicant and the Patent and Trademark Office per-
forms a documented and Official act (e.g., by issuing an
Official document) which could lead a reasonable indi-
vidual to conclude that the action or inaction was ap-
propriate. If this conclusion is a contributing factor in the
applicant’s failure to realize the “true” abandoned status
of his application in time to file a petition under one of
the above—noted subsections, then conditions exist un-
der which a 37 CFR 1.183 petition will be considered.

For example, if an applicant files papers for a contin-
wing application under 37 CFR 1.60 or 1.62 on a date
when the parent application is abandoned (e.g., the ap-
plicant neglected to obtain an extension of time in the
parent application), the requirements of these regula-
tions are not satisfied and the papers should not be pro-
cessed into an application. However, if in spite of this er-
ror the Office issues a filing receipt for the continuing ap-
plication, a reasonable individual could conclude that
the continuing application had been properly filed on a
date when the parent application was pending. Further,
if the lack of copendency between the parent and the
continuing applications is not discovered until after 1
year from the date on which the parent application be-
came abandoned, the opportunity to obtain copendency
by reviving the parent application under 37 CFR
1.137(b) is lost. As an additional example, if an applicant
submits a check for payment of the issue fee and the pay-
ment is improper (e.g., the check is not timely submitted
or is returned to the Office unpaid due to insufficient
funds), the application should be held abandoned. How-
ever, if in spite of the improper issue fee payment the Of-
fice issucs the application as a patent, a reasonable indi-
vidual could conclude that the issue fee payment had
been proper. Further, if the improper issue fee payment
is not discovered until after one year from the date on
which the application became abandoned, the opportu-

700 - 95

71003(c)

nity to request acceptance of a late paid issue fee under
37 CFR 1.155(c) or 1.316(c) is lost.

The abandonment problems described in the above
noted examples are clearly attributed to an esror on the
part of the applicant. Nevertheless, such a problem could
be aggravated when the Office performs a documented
and Official act which, in the circumstances recounted
above, may be a contributing factor in the loss of an op-
portunity to rectify this problem by filing a petition un-
der one of the above-noted subsections. In light of these
factors, the Commissioner will exercise his authority un-
der 37 CFR 1.183 to waive the 1—year period require-
ment for filing a petition pursuant to 37 CFR 1.137(b),
1.155(c) or 1.316(c) providing the following strictly limit-
ed conditions are present:

(1) The applicant’s action or inaction which caused
the applicatiofi to become abandoned was clearly an
unintentional oversight which resulted from a bona fide
attempt, as evidenced by Patent and Trademark Office
records, to comply with patent statutes, rules, and proce-
dures in order to keep the applicaticn pending as de-
sired;

(2) The Office performed a documented and Offi-
cial act which could lead a reasonable individual to con-
clude that the action or inaction was proper and this con-
clusion was contributing factor in the applicant’s failure
to realize the true abandoned status of his application in
time to file a petition under one of the above—noted sub-
sections;

(3) A petition under 37 CFR 1.183 and one of the
above—noted subsections is filed promptly after the ap-
plicant is notified by the Office or otherwise becomes
aware of the “true” abandoned status of the application;
and

(4) ¥ the period of delay is over 6 months, the peti-
tion must be accompanied by a terminal disclaimer with
fee under 37 CFR 1.321 dedicating to the public a termi-
nal part, equivalent to the period of abandonment, of the
term of any patent granted on the application or on any
application entitled to the benefit of the filing date of the
application under 35 U.S.C. 120.

Applicants should note that this is intended to be a
very limited extension of the Commissioner’s discretion
in exercising his authority to waive the 1—year period re-
quired under the above—mentioned subsections.
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7 11.03(c) \
- NOTIFICATION OF CHANGE OF ADDRESS

Applications have become abandoned as a conse-
quence of a change of chrrespondicnce address thezein,
where an Office action is mailed to the old, uncorrected
address and fails to reach the addressee sufficiently early
to permit fillng of a timely response. One factor for con-
sideration in deciding petitions under 37 CFR 1.137 to
revive such applications is the degree of care that has
been exercised in adhering to the requirement (see
MPEP § 601.03) for prompt notification in each con-
cerned application of the change of address. In such
instances, the showing of the cause of unavoidable delay
must include an adequate showing that a timely notifica-
tion of the change of address was filed in the application
concerned, and in a2 manner reasonably calculated to call
attention to the fact that it was a notification of a change
of address. The mere inclusion, in a paper filed in an ap-
plication for another purpose, of an address differing
from the previously provided correspondence address,
without mention of the fact that an address change was
being made, ordinarily will not be considered sufficient
notification of a change of address. If no such notifica-
tion was filed, or was filed belatedly, the showing must in-
clude an adequate explanation of that failure or delay
A showing that notification was made on a paper filed in
the Patent and Trademark Office listing plural applica-
tions as being affected will not be considered to consti-
tute a proper notification. The showing should include
an indication of whether the Postal Service was notified
of the change of address and, if so, the date of that notifi-
cation,

OFFICE ACTION — TIMELY RESPONSE

The Patent and Trademark Office has in the past re-
ceived an excessively large volume of petitions to revive
based primarily on the late filing of amendments and
other responses to official actions. Many of these peti-
tions indicate that the late filing was due to unusual mail
delays; however, the records generally show that the fil-
ing was only 2 or 3 days late.

In order to alleviate, for applicants and the Office,
the problems and expenditures of time and effort occa-
sioned by abandonments and petitions to revive, it is sug-
gested that unless the certificate of mailing provisions of
37 CFR 1.8 cr 37 CFR 1.10 are used that responses to
Office actions be mailed to the Patent and Trademark
Office at least 1, and preferably 2, week(s) prior to the
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expu‘atnon of the period w:tlun which a response is re-

~ quired. ’mnssuggestmmsmadcmthemtemtofnmprw-r_ .
ing efficiency, thereby pmvndmg better service to the
‘public.. o

CONDITIONAL PETITION TO REVIVE FOR
- APPLICANTS RESIDING IN FOREIGN
'COUNTRIES AND MAILING BY AIR
'CARRIER SERVICE

Since applications that became abandoned uninten-
tionally present burdens to both the Patent and Trade-
mark Office and the applicant, a simplified procedure
has been devised to alleviate these burdens when the
abandonment results from a delay in the mails from for- -

eign countries. This procedure provides for an automatic

petition to revive or petition to accept the delayed pay-
ment of issue fee when mailing by using an air carrier ser-
vice. ;
The Certificate of Mailing procedures under 37 CFR
1.8 and 37 CFR 1.10 can only be used in the United
States of America. Therefore, it is suggested that when a
communication, complying with the circumstances enu-
merated below, is mailed from a foreign country to the
Patent and Trademark Office, a conditional petition be
attached to the communication.

However, foreign applicants are expected to avail
themselves of the fee extension of time provisions under
37 CFR 1.136(a) before they rely upon a conditional
petition to revive. Therefore, the Conditional Petition to
Revive is only appropriate when the period for response
cannot be extended under the provisions of 37 CFR
1.136(a).

If the communication is received in the Patent and
Trademark Office after the due date and the application
becomes abandoned, ‘he conditional petition will be-
come effective, subject to the following requirements.
The petition must include (1) payment of the appropri-
ate fee or an authorization to charge a deposit account
for any required fees, including the petition fee, and (2)
an oath or declaration signed by the person mailing the
communication and also signed by the applicant or his or
her registered attorney or agent. The wording of the
petition is dependent on the type of air carrier service
used to forward the communication.

The oath and declaration must identify the type of air
carrier service used and set forth the number of days ex-
pected for delivery by that air carrier service from the
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' ‘_,'desrgnated he_commumcatron and eondrtronal petrtron}:} e

must be posted no later than June 15, 1987 in order for_

: the condrtroual petrtron to be effectwe

The clrcumstances under whrch tlns procedure may-
e used are: those where the commumcatron, if tlmely',._:
filed, (1) would be a proper and complete responsetoan
actron or request by the Patent and 'Ii'ademark Office, .
and (2) would stop aperiod for response from contmumg_
to run. Accordmgly, this procednre would be appropn- :

ate for:
1) A response to a nonfinal Office action.

A response to a final Office action in the form of

an amendment that cancels all rejected claims or other-
wise prima facie places the application in condrtron for al-
lowance.

(3) A notice of appeal and requisite fee.

(4) An appeal brief, in triplicate, and requisite fee.

(5) An issue fee.

Examples for which this procedure would not be ap-
propriate and will not apply include the following types
of communications when they are forwarded to the Pat-
ent and Trademark Office.

(1) Application papers.

(2) A response to a final Office action other than
that indicated in categories 2 and 3, above.

(3) Extensions of time.

(4) Amendments under 37 CFR 1.312.

(5) Priority documents.

Normal petition practices are not affected in those si-
tuations where this procedure is either not elected or ap-
propriate.

A suggested format for the conditional petition is
shown below:

' peutronfeeof S
i The undersrgned declares further
- true; based upon the ‘best- available

_,‘these statements were madc”wrtb
statements and the lrke _so ;

(date) - :
‘ .. registration number of a chlstered Repre- ;
‘sentatwe),f L L
(date) ' (Slgnature of person matlmg, lf other

- -Code,andthatsucb\wllfulfalsestatementsnialn"” e e o

of the appllcatlon or auy patent rssumg thereof

- '(Srgnature ofapplrcautorsrgnatureand o

: than tbe above)

The procedure for handlmg applrcatrons becommg SR
abandoned due to late filing of a communication having =~ -
a conditional petition attached thereto is as follows: ~

(1) Forward the papers and the applrcatron ﬁle
wrapper to the Office of Petitions. o

(2) Do not mail a form PTOL~1432 or forward the _ﬁ'
file wrapper to the Abandoned File Unit.-

(3) In the event that the application is revived, the
file wrapper will be returned to the forwarding group for
further action. In view of the availability of 37 CFR
1.136(a), the Certifi:ate of Mailing practice, and the Ex-
press Mail practice, the Conditional petrtron to revive
practice is not expected to be used frequently <

711.03(d) Examiner’s Statemeut on Petition
To Set Aside Examiner’s Holdmg :
[R-1]
>37 CFR 1.181 states that the examiner “may be di-
rected by the Commissioner to furnish a written state- =
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’ ment w1thm a specxﬁc tnne settmg forth the reasons for -
“hisor her decision upon the matters averred in the peti-
~_tion, supplymg a‘copy thereof to the petmoner » Unless_ o
~dure for reviving an abandoned provnslonal apphmtlon o

requested, however, such a statem_ent should not be pre-
pared See MPEP § 1002 01 < : :

71103 (e) : Penﬁons Relatlng to Revival
’ ofAbandoned Provnslonal S
Applications [R-l] '
>37CFR 1139 Revzval of, pmmzonal applzcaaon.

(a) A provisional: apphcatlon which has been accorded a filmg
date and abandoned for failure to timely respond to an Office

requirement may be revived so as to be pending for a period of no

longer than twelve months from its filing date if it is shown to the
satisfaction of the Commissioner that the delay was unavoidable.
Under no circumstances will the provisional application be pending
after twelve months from its filing date. A petition to revive an
abandoned provisional application must be promptly filed after the
applicant is notified of, or otherwise becomes aware of, the abandon-
ment, and must be accompanied by:

(1) the required response unless it has been previously filed;

(2) the petition fee as set forth in § 1.17(1); and

(3) ashowingthatthe delaywas unavoidable. The showing must
be a verified showing if made by a person not registered to practice
before the Patent and Trademark Office.

(b) A provisional application which has been accorded a filing
date and abandoned for failure to timely respond to an Office
reguirement may be revived so as to be pending for a period of no
fonger than twelve months from its filing date if the delay was
unintentional. Under no circumstances will the provisional application
be pending after twelve months from its filing date. A petition to
revive an abandoned provisional application must be:

(1) accompasied by the required response unless it has been
previously filed;
(2) accompanied by the petition fee as set forth in § 1.17(m);
(3) accompaniedbya statement thatthe delaywas unintentional
The statement must be a verified statement if made by a person not
registered to practice before the Patent and Trademark Office. The
Commissioner may require additional information where there is a
question whether the delay was unintentional; and
(4) filed either:
(i) within one year of the date on which the provisional
application became abandoned; or
(i) within three months of the date of the first decision on a
petition to revive under paragraph (a) of this section which was filed
within one year of the date on which the provisional application became
abandoned.

{c) Any request for reconsideration or review of a decision
refusing to revive a provisional application upon petition filed
pursuant to paragraphs (a) or (b) of this section, to be considered
timely, must be filed within two months of the decision refusing to
revive or within such time as set in the decision.

(d) The time periods set forth in this section canmnot be
extended, except that the three —month period set forth in paragraph
(b)(4)(ii) of this section and the time period set forth in paragraph (c)
of this section may be extended under the provisions of § 1.136.
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37 CFR L 139(a) sets forth the prooedure for revwmg'
~an abandoned provisional application. where the delay

: s unavoxdable 37 CFR 1.139(b) sets forth the proce-

where the delay was unintentional. The requirements for

" reviving an abandoned. provnslonal appllcatlon set forth
“in 37 CFR 1.139 parallel the existing requnrements set
* " forthin37 CFR 1.137. See MPEP § 711, 03(c).

A provnsnonal apphcat:on is abandoned, by operatlon

of law, 12" months from its filing date, 35 US.C.
"111(b)(5). A provisional application may ' be;abandoned

prior-to 12 months from its filing date for fanlure_ to re-
spond to an Office requirement, e.g,, failure to submit
the filing fee and/or cover sheet. Applicant may petition
to have an abandoned provisional application revived as
a pending provisional application for a period of no lon-
ger than 12 months from the filing date of the provisional
application where the delay was unavoidable or uninten-
tional. It would be permissible to file a petition for reviv-
al later than 12 months from the filing date of the provi-
sional application but only to revive the application for
the 12—month period following the filing of the pro-
visional application. Thus, even if the petition were
granted to establish the pendency up to the end of the
12—month period, the provisional application would not
be considered pending after 12 months from its filing
date.<

711.04  Disposition of Abandoned
Applications [R—-1]

>37 CFR 1.14(b) states that “complete applications
(§ 1.51(a)) which are abandoned may be destroyed after
20 years from their filing date, except those to which par-
ticular attention has been called and which have been
marked for preservation. Abandoned applications will
not be returned.”

As explained in MPEP § 1302.07, a retention label is
used to indicate applications not to be destroyed. <

711.04(a) Pulling and Forwarding Abandoned
Applications [R—1]

>The files of abandoned applications are pulled and
forwarded to the Files Repository on a biweekly basis
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1 month after the full 6~month statutory period has ex-
pired. However, the date of abandonment is after mid-
night of the date on  which the set shortened statutory pe-
riod, mcludmg any extensxons under 37 CFR 1. 136 ex-

pired.

1 They should be carefully scrutinized by the appropn- -

ate examiner to venfy that they are actually abandoned.
A check should be made of files containing decision of

the Board of Appeals for the presence of allowed claims

to avoid their bemg erroneously sent to the Frles Reposr-
tory. '

maximunm permlssrble period for which an extension of
time under 37 CFR 1.136(a) plus 1 month has expired,
the date of the abandonment is after midnight of the
date the period for response actually expired. This is nor-
mally the end of the 3 month shortened statutory peri-
od.<

711.04(b) Ordering of Patented and
Abandoned Files [R—1)

>In examination of an application it is sometimes
necessary to inspect the application papers of a previous-
ly patented or abandoned application. It is always neces-
sary to do so in the examination of a reissue application.

Recently patented and abandoned files are stored at
the Files Repository located near the other PTO build-
ings in Crystal City. Older files are housed in a ware-
house located in Suitland, Maryland.

Patented and abandoned files are ordered by means
of a PALM video display transaction. To place such an or-
der, the examiner is required to input his/her PALM
location code, employee number, and patent number(s)
and/or serial number(s) of the file(s) that are needed.
After transmission of the request transaction by the ex-
aminer, a “response” screen appears on the video dis-
play terminal which informs him/her of the status of the
request for each file. The examiner is informed that the
request (1) is accepted; (2) is accepted, but for which the
file is located at the Suitland warehouse (in which case
delivery time is increased); or that the request is not ac-
cepted since (3) the file is not located at the repository or
warehouse; (4) a previous request for the file has not yet
been filled; or (5) the patent or serial number inputted is
not valid.

Periodically each day, personnel at the Files Reposi-
tory perform a PALM print transaction which produces a
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Although the abandoned files are not pulled until the

711.04(c) _

list of all aoeepted requests in patent number order and, .

for requests for abandoned ﬁles, in serial number order.
The printed record of each requwt is detached from the

list when its assoctated file is found. It is then stapled to

it. Throughout the day,’ penodlc dehvenes of files are

'made directly to the offices of their: requestors by Files
- Repository. personnel Upon delivery of files at the vari-
. ous locations; files that are ready to be retumed to the ‘

reposntory are plcked up
“'With the exception of certain older ﬁles, the drawmgs ,

- of patented and abandoned files, if any, are now stored

within their respective application file jackets, Since it is

- desired not to separate one from the other, both the file

and its drawings are delivered when a file is ordered.<

711.04(c) Notifying Applicants of
Abandonment [R—1}

>The Patent Examining Corps currently mails to the
correspondence address of record, a Notice of Abandon-
ment Form PTOL~1432 in all applications which be-
come abandoned in the Corps for failure to prosecute.
However, in no case will mere failure to receive a notice
of abandonment affect the status of an abandoned ap-
plication.

This procedure should enable applicants to take ap-
propriate and diligent action to reinstate an application
inadvertently abandoned for failure to timely respond to
an official communication. In most cases, a petition to
revive under 37 CFR 1.137 will be the appropriate reme-
dy. It may be that a response to the Office action was
mailed to the Office with a certificate of mailing declara-
tion as a part thereof (MPEP § 512) but was not received
in the Office. In this instance, adequate relief may be
available by means of a petition to withdraw the holding
of abandonment.

In any instance, if action is not taken promptly after
receiving the nctice of abandonment, appropriate relief
may not be granted. If a lack of diligent action is predi-
cated on the contention that neither the Office action
nor the notice of abandonment was received, one may
presume that there is a problem with the correspondence
address of record. Accordingly, attention is directed to
MPEP § 402 and § 601.03 dealing with changes of ad-
dress. In essence, it is imperative that a paper notifying
the Office of a change of address be filed promptly in
each application in which the correspondence address is
to be changed.

Rev. 1, Sept. 1995



TGS | B
If an application is abandoned for more than
6 months, a terminal dlsclanncr may be requu'ed
(37 CFR 1137(0))- <

7 11 05 Letter of Abandonment Received

-After Applicatlon is Allowed [R—1] |

>Rece1pt of a letter of abandonment while an ap-

plication is allowed is acknowledged by the Publishing

Dmsnon

* An express abandonment arriving after the issue fee
has been paid will not be accepted without a showing of
one of the reasons indicated in 37 CFR 1.313(b), orelse a
showing under 37 CFR. 1.183 justifying suspension of
37CFR 1.313.<

71106  Abstracts, Abbreviatures, and
. Defensive Publications [R—1]

> Abstracts were prepared and published in accor-
dance with the Notice of January 25, 1949, 619 O.G. 258.
Each abstract includes a summary of the disclosure of the
abandoned application, and in applications having draw-
ings, a figure of the drawing. The publication of such ab-
stracts was discontinued in 1953.

ABBREVIATURES |

Abbreviatures were prepared and published in accor-
dance with the procedure indicated in the Notice of
October 13, 1964, 808 O.G. 1. Each abbreviature con-
tains a specific portion of the disclosure of the aban-
doned application, preferably a detailed representative
claim, and, in applications having drawings, a figure of
the drawing. The publication of such abbreviatures was
discontinued in 1965.

DEFENSIVE PUBLICATIONS

The Defensive Publication Program, set forth in
37 CFR 1.139, which provided for the publication of the
abstract of the technical disclosure of a pending applica-
tion if the applicant waived his or her rights to an en-
forceable patent, was removed from the rules effective
May 8, 1985, in view of the applicant’s ability to obtain a
Statutory Invention Registration.

An application is faid open for public inspection laid
open under the Defensive Publication Program and the
applicant provisionally abandons the application, retain-
ing rights to an interference for a limited period of
§ years from the earliest effective U.S. filing date.
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Tlné defensive publicatian of an application pre-

cluded a continuing application (divisional, continua-

tion—in—part, or continvation) filed under 35 US.C.
120 from bemgentlﬂcdtothebeneﬁt of the filing date of
the defensnvely published application unless a continu-

- ing application is filed within 30 months after the earliest

effective U.S. Filing date. Where a similar application is
not filed until after expiration of the 30-month period,
the application was examined, but it may not claim the
benefit of the earlier filing date of the defensive publica-
tion application. The examiner should require the can-
cellation of any claim or statement intended to obtain
the benefit of the earlier filing date in such cases, object-
ing to its inclusion on the ground of estoppel.

If a first continuing application was filed within
30 months from the earliest U.S. effective filing date
of the application published under the Defensive Pub-
lication Program, later copending continuing applica-
tions (such as divisions if restriction is required during
the prosecution of the first continuing application)
were not barred and could be filed during the penden-
cy of the first continuing application, even though be-
yond the 30 month period, without loss of the right to
claim the benefit of the filing date of the Defensive
Publication application.

The Defensive Publication Abstract and a selected
figure of the drawing, if any, were published in the
Official Gazette. Defensive Publication Search Copies,
containing the defensive publication abstract and suit-
able drawings, if any, were provided for the application
file, the Public Search Room and the examiner’s search
files.

The defensive publication application files are main-
tained in the Record Room.

Defensive Publiceion Application Interferences

During the S—year period from its earliest U.S. effec-
tive filing date, interferences may be declared between
defensive publication applications and other applica-
tions and/or patents in accordance with existing interfer-
ence rules and procedures.

Examiners search the Defensive Publication Search
Copies in the regular patent search files, when making
patentability searches. Where the claims of a defensive
publication application recite substantially the same
subject matter as the allowed claims, the allowed claims
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 should be suggested for interference purposes to the de-

| ,'f;fenswe publication apphcatum if thesc claims wou!d be

‘ allowablc therem.

* Abandonment of a dcfenswe publmtum application . =

will be stayed durmg the period beginning with the
~suggestion ¢ of claims orthcﬁhngofdamtseopwdfroma
; patent and endmg with the termination of the interfer-
~ ence proeeedmgs or. the mallmg of a decwon refusmg
the interference.
 Termination of the mterference in favor of the defen-
sive publlcatlon applncatlon would render the express
- abandonment ineffective but would not result in the is-
suance of an enforceable patent. The examiner cancels
by examiner’s amendment all the claims in the case ex-
cept those awarded to applicant and sends the case to is-
sue. The Notice of Allowance in these cases will be ac-
companied by a statement mformmg the applicant that
when the issue fee is remitted, a disclaimer of the entire
term of the patent to be granted, must be included in
accordance with 35 U.S.C. 253.
Distinct numbers are assigned to all Defensive Publi-
cations published December 16, 1969 through October
1980, for example.

T 869 001
I L. Number series, 001 -999 available monthly.
l 0.G. volume number,
Documents category, T for Technical
disclosure.

For Defensive Publications published or and after
November 4, 1980, a different numbering system is used.
The revised numbering system is as follows:

T XXX XX
Sequential Document Number
l L. Official Gazette Volume Number
I Document Category. T denotes
Technical Disclosure

Defensive Publications are included in subclass lists
and subscription orders. The distinct numbers are used
for all official reference and document copy require-
ments.

A conversion table from the application serial num-
ber to the distinct number for all Defensive Publications
published before December 16, 1969 appears at 869
0.G. 687.<

700 - 101

2
711.96(&) cm aud Usc of mmts,

>It is important that abstracts,abbrcvmtures,md -

 defensive publications (O.G. Defensive Publication and
:DefemwePubhcauonSearchCopy)bereferredtow
publications.

'I‘Imcpnntedpubhcauonsarec:tedaspnorattk

~under 35 US.C. 102(a) or 102(b) effective from the

date of publication in the Official Gazette. See Ex parte

- Osmond, 191 USPQ 334 (Bd. Appl. 1973) and In re

Osmond 191 USPQ 340, (Bd. Appl. 1976). . .
An application or portion thereof from which an ab-
stract, abbreviature or defensive pubhwtmn has been

prepared, in the sense that the application is evidence of
prior knowledge, may be used as a reference under
35 U.S.C.102(a), effective from the actual date of filing
in the United States. ; ‘

These publications may be used alone or in combina-
tion with other prior art in rejectmg c]mms under
35U.8.C. 102 and 103.

Defensive Publications are listed w1th “U.S. Patent
Documents.” Abstracts and Abbreviatures are listed un-
der “Other References” in the citation thereof as fol-
lows:

(a) Abstracts and Abbreviatures Brown, (abstract
or abbreviature) of Serial No. , fled s pub-
lished in 0.G. ......... L J— » {list classification).

(b) Applications or designated portions thereof, ab-
stracts, abbreviatures, and defensive publications Jones,
Application Serial No. , filed » laid open to
public inspection on ... as noted at ... 0.G.
(portion of application relied on), (list classification;
if any).<

712 Abandosment for Failure To Pay
Issue Fee [R—1]

>37 CFR 1.316. Application abandoned for fuilure to pay issue

Jee.

(a)(1) If an applicant is required to respord within 2 nonsta-
tutory or shortened statutory time period, applicant may respond
up to four months after the time period set if a petition for an
extension of time and the fee setin § 1.17 ave filed prior to orwith
the respounse, unless:

(i) Applicantis notified otherwise in an Office action,
(ii) The response is & reply brief submitted pursuant to
§1.193(b),
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(iii)The response is a request for an oral hearing submitted
pursuant to § 1.194(b),

(w)mmmmadeaambyunnoudommwm ;

!merﬁetmmmw§ 1.196,§1.1970r § 1.304,0r -
“(v) The apphcatlon is invoived inan mterference declared
pursuantto § 1.611,

(2)(2) The date onwhich the response, the petltlon, and the
fee have been filed is the date of the response and also the date for
purposes of deeemmmg the period of extension and the corresponding
‘amount of the fice. The expiration of the time period i determined by
the amount of the fee paid. In no case may an applicant respond later
than the maxionum tene period set by statute, or be granted an extension
of time under. paragraph (b) of this section when the provisions of this
pasagraph are available. See § 1.136(b) for extensions of time relating to
proceedings pursuant to0 §§ 1.195(), 1.194, 1196 or 1.197. See § 134
for extension of time to appeal to the US. Court of Appesls for the
Federal Circuit or to commence a civil action. See §1.550(c) for
extension of time in reexamination proceedings and § 1645 for
extension of time in interference proceedings.

(b) When a response with petition and fee for extension of
time cannot be filed pursuant to paragraph (a) of this section, the
time for response will be extended only for sufficient cause and for
a reasonable time specified. Any request for such extension must
be filed on or before the day on which action by the applicant is
due, but in no case will the mere filing of the request effect any
extension. In no case can any extension carry the date on which
response to an Office action is due beyond the meximum time
period set by statute or be granted when the provisions of paragraph
(a) of this section are available. See § 1.304 for extension of time to
appeal to the U.S. Court of Appeals for the Federal Circuit or to
commence a civil action, § 1.645 for extension of time in interfer-
ence proceedings, and § 1.550(c) for extension of time in reexamina-
tion proceedings.

35 U.S.C. 41(a)7 establishes two different fees for fil-
ing petitions with different standards to accept the
delayed payment of the fee for issuing a patent. The fees
set forth in this section are due on filing the petition.
Since the section provides for two alternative fees with
different standards, the section permits the applicant
seeking acceptance of a delayed payment of the fee for
issning a patent to choose one or the other of the fees and
standards.

Under 35 US.C. 41(a)(7) the Commissioner has
cstablished time limits within which petitions under
each of the different fees and standards can be filed.
37 CFR 1.17(m) establishes the fee for filing each peti-
tion for acceptance of the delayed payment of an issue
fee where the abandonment or the failure to pay the
issue fee is unintentional. In order to prevent abuse
and injury to the public the Commissioner can require
a terminal disclaimer in all applications filed before
June 8, 1995 equivalent to the period of abandonment
and require applicants to act promptly after becoming
aware of the abandonment. 37 CFR 1.17(1) establishes
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the fee for filing a petition under 35 US.C. 151 in ac-
cordance with standards requiring that the delay in
payment of the issue fee be unavoidable. Under this
section, a petition accompanied by either the fee un-
der 37 CFR 1.17(m) or the fee under 37 CFR L17(1)
would not be granted where the failure to pay the fee
for issuing the patent was intentional as opposed to
being unintentional or unavoidable.

37 CFR 1.316 implements the statutory provisions of
35 U.S.C. 41(a) with regard to petition fees for revival of
applications abandoned for failure to pay the issue fee.
Paragraph (b) provides for petitions for revival with the
fee in 37 CFR 1.17(1) where the delay in payment was
unavoidable, indicates that the petition must be prompt-
ly filed, and states when showings that the delaywas un-
avoidable must be verified. Paragraph (c) provides for
petitions for revival with the fee in 37 CFR 1.17(m)
where the delay was unintentional. Paragraph (c) also in-
dicates when such petitions can be filed, Paragraph (d)
requires a terminal disclaimer in all applications filed be-
fore June 8, 1995 if a grantable petition under 37 CFR
1.316(b) is not filed within 6 months of the date of aban-
donment. The period to be disclaimed must equal the
number of months between the date of abandonment
and the date a grantable petition is filed. The terminal
disclaimer should employ the format referred to in
MPEP § 711.03(c). See MPEP § 711.03(c) for a general
discussion of petitions relating to abandonment. <

713 Interviews [R—1]

>The personal appearance of an applicant, attorney,
or agent before the examiner or a telephone conversa-
tion between such parties presenting matters for the ex-
aminer’s consideration is considered an interview. <

713.01 General Policy, How Conducted [R-1]

>37CFR 1.133. Interviews.

(2) Interviews with examiners concerning applications and other
matters pending before the Office must be had in the examiners’
rooms at such times, within office hours, as the respective examiners
may designate. Interviews will not be permitted at any other time or
place without the authority of the Commissioner. Interviews for the
discussion of the patentability of pending applications will not be had
before the first official action thercon. Interviews should be arranged
for in advance.

(b) In every instance where reconsideration is requested in view
of an interview with an examiner, 8 complete written statement of the
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reasons presented at the interview as warranting favorable action must
be filed by the applicant. An interview does not remove the necessity
for response to Office actions as specified in §§ 1.111, 1.135.

Interviews are permissible on any working day except
during periods of overtime work. '

An interview should normally be arranged for in ad-
vance, as by letter, telegram or telephone call, in order to
insure that the primary examiner and/or the examiner in
charge of the application will be present and available in
the Office. When a second art unit is involved (Patent-
ability Report), the availability of the second examiner
should also be checked. {See MPEP § 705.01(f).) An ap-
pointment for interview once arranged should be kept.
Many applicants and attorneys plan trips to Washington
in reliance upon such appointments. When, after an ap-
pointment has been made, circumstances compel the ab-
sence of the examiner or examiners necessary to an ef-
fective interview, the other party should be notified im-
mediately so that substitute arrangements may be made:

When a telephone call is made to an examiner and it
becomes evident that a lengthy discussion will ensue or
that the examiner needs time to restudy the situation,
the call should be terminated with an agreement that the
examiner will call back at a specified time. Such a call and
all other calls originated by the examiner should be made
through the FTS (Federal Telecommunications Systent)
even though a collect call had been authorized. It is help-
ful if amendments and other papers, such as the letter of
transmittal, include the complete telephone number
with area code and extension, preferably near the signa-
ture of the writer.

The unexpected appearance of an attorney or appli-
cant requesting an interview without any previous notice
to the examiner may well justify his refusal of the inter-
view at that time, particularly in an involved case.

An examiner’s suggestion of allowable subject matter
may justify indicating the possibility of an interview to
accelerate early agreement on allowable claims.

An interview should be had only when the nature of
the case is such that the interview could serve to develop
and clarify specific issues and lead to a mutual under-
standing between the examiner and the applicant, and
thereby advance the prosecution of the application.
Thus the attorney when presenting himself or herself for
an interview should be fully prepared to discuss the is-
sues raised in the Office action. When it is obvious that
the attorney is not so prepared, an interview should not
be permitted. It is desirable that the attorney or appli-
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cant indicate in advance what issues be or she desires to

discuss at the interview by submitting, in writing, a pro-

posed amendment. This would permit the examiner to
prepare in advance for the interview and to focus on the
matters set forth in the proposed amendment.

Examiners should avoid unnecessary interruptions
during interviews with attorneys or inventors. In this re-
gard, examiners should notify their receptionist, imme-
diately prior to an interview, to not complete incoming
telephone calls unless such are of an emergency nature. ‘
As appropriate, cxaminers should familiarize them-
selves with the status and existing issues in an application
or reexamination proceeding before an interview.

The examiner should not hesitate to state, if such be
the case, that claims presented for consideration at the
interview require further search and study. Nor should
the examiner hesitate to conclude an interview when it
appears that no common ground can be reached nor
when it becomes apparent that the application requires
further amendment or an additional action by the ex-
aminer. However, the examiner should attempt to iden-
tify issues and resolve differences during the interview as
much as possible.

It is the responsibility of both parties to the interview
to see that it is not extended beyond a reasonable period,
usually not longer than 30 minutes. It is the duty of the
primary examiner to sce that an interview is not ex-
tended beyond a reasonable period even when he does
not personally participate in the interview.

During an interview with an applicant who is prose-
cuting his or her own case and is not familiar with Office
procedure the examiner may make suggestions that will
advance the prosecution of this case; this lies wholly
within his or her discretion. Too much time, however,
should not be allowed for such interviews.

Examiners may grant one interview after final rejec-
tion. See MPEP § 713.09.

Where the response to a first complete action in-
cludes a request for an interview or a telephone consulta-
tion to be initiated by the examiner, or where an out—
of—town attorney under similar circumstances requests
that the examiner defer taking any further action on the
case until the attorney’s next visit to Washington (pro-
vided such visit is not beyond the date when the Office
action would normally be given), the examiner, as soon
as he or she has considered the effect of the response,
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should grant such request if it appears that the interview
or consultatron would result in expedmng thecasc toa

final action, - ,

Where agrecment is reached asa result of an inter-
'view, applicant’s repreeentatwe should be ‘advised that
an amendment pursuant to'the- agreement should be
promptly sublmtted If the amendment prepares the case

_ for final action, the examiner should take the case up as
special, If not, the case should await its turn,

Consideration of a filed amendment may ' be had by
hand delrvery ofa duplrcate copy of said amendment.

Early communication of the results of the consider-
ation should be made to apphcant if requested, indicate
on attorney’s copy any agreement initial and date both
copies.

Although entry of amendatory matter usually re-
quires actual presence of the original paper, examiner
and clerical processing should proceed as far as practica-
ble based on the duplicate copy. The extent of processing
will depend on each amendment. _

The substance of any interview, whether in person or
by telephone must be made of record in the application.
See MPEP § 713.04.

VIEWING OF VIDEO TAPES DURING
INTERVIEWS

The Patent and Trademark Office has video tape
equipment available in the facilities of the Patent Acade-
my for viewing video tapes from applicants during inter-
views with patent examiners.

The video tape equipment may use VHS and UHS
(3/4—inch tape) cassettes.

Attorneys or applicants wishing to show a video tape
during an examiner interview must be able to demon-
strate that the content of the video tape has a bearing on
an outstanding issue in the application and its viewing
will advance the prosecution of the application. Prior ap-
proval of viewing of a video tape during an interview
must be granted by the Supervisory Primary Examiner.
Also, use of the room and equipment must be granted by
the Training Manager to avoid any conflict with the Pat-
ent Academy.

Requests to use video tape viewing equipment for an
interview should be made at least 1 week in advance to
aliow the Patent Academy staff sufficient time to ensure
the availability and proper scheduling of both a room
and equipment.
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Interviews using Office video tape equipment will be
held only in the Patent Academy facilities located in One
Crystal Park, Room 502. Attorneys or applicants should

‘not contact the Patent Academy directly regarding avail-
- ability and scheduling of video equipment. All schedul- -

mgofroomsandeqmpmentshomldbedonethroughand

by the examiner conducting the interview. The substance

of the interview, including a suramary of the content of
the video tape must be made of record in the applrcatron )
See MPEP §713.04. : . o

EXAMINATION BY EXAMINER OTHER THAN
THE ONE WHO CONDUCI'ED THE INTERVIEW

Sometimes the examiner who conducted the mter-'
view is transferred to another group or resigns, and the
examination is continued by another examiner. If there
is an indication that an interview had been held, the sec-
ond examiner should ascertain if any agreements were
reached at the interview. Where conditions permit, as in 7
the absence of a clear error or knowledge of other prior

. art, the second examiner should take a position consis-

tent with the agreements previously reached. See MPEP
§ 812.01 for a statement of telephone practice in restric-
tion and election of species situations.<

713.02 Interviews Prior to First Om&al'

Action [R-1)

>Prior to filing, no interview is permitted. However,
in the examiner’s discretion, a limited amount of time
may be spent in indicating the ficld of search to an attor-
ney, searcher or inventor.

A request for an interview prior to the first Office ac-
tion is ordinarily granted in continuing or substitute ap-
plications. A request for an interview in all other applica-
tions before the first action is untimely and will not
be acknowledged if written, or granted if oral; 37 CFR
1.133 (a).

SEARCHING IN GROUP

Search in the group art unit should be permitted only
with the consent of a primary examiner.

EXPOUNDING PATENT LAW

The Patent and Trademark Office cannot act as an
expounder of the patent law, nor as a counsellor for indi-
viduals.<
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713, 03 Interview for “Sounding ouwr
Examiner Not Permitted [R— 1]

. >Intemews that are solely for the purpose of
- “sounding out” the examiner, as by a local attorney act-
ing for an out—of—town attorney, should not be per- -
mitted when it is apparent that any agreement that .

would be reached is conditional upon bemg satlsfactory
to the pnncxpal attomey < :

713, 04 Substance of Interview Mnst Be
Made of Record [R-1]

>A complete wntten ;statement as to the substance

of any face—to—face or telephone interview with regard

to the merits of an application must be made of record in
the application, whether or not an agreement with the
examiner was reached at the interview. See 37 CFR
1.133(b), MPEP § 713.01.

37CFR 1133 Interviews

BepRE

(b) In every instance where reconsideration is requested in view
of an interview with an examiner, a complete written statement of the

reasons presented at the interview as warranting favorable action must -

be filed by the applicant. An interview does not remove the necessity
for response to Office actions as specified in §§ 1.111, 1.135.

37CFR 1.2 Business io be transacted in writing.

All business with the Patent and Trademark Office should be
transacted in writing. The personal attendance of applicants or their
attorneys or agents at the Patent and Trademark Office is unnecessary.
The action of the Patent and Trademark Office will be based
exclusively on the written record in the Office. No attention will be
paid to any alleged oral promise, stipulation, or understanding in
relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office can-
not be based exclusively on the written record in the Of-
fice if that record is itself incomplete through the failure
to record the substance of interviews.

It is the responsibility of the applicant or the attor-
ney or agent to make the substance of an interview of
record in the application file, unless the examiner indi-
cates he or she will do so. It is the examiner’s responsi-
bility to see that such a record is made and to correct
material inaccuracies which bear directly on the ques-
tion of patentability.

Examiners must complete a two—sheet carbon in-
terleaf Interview Summary Form for each interview
where a matter of substance has been discussed during
the interview by checking the appropriate boxes and
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ﬁllmg in the blankn in neat lmndwntten fonn using a
- ball point pen. Discussions regarding only procedural =~
- matters, directed solely to restriction requirements for - -
‘ -w}nch interview recordatlon is othemse pwvxded fork T
in MPEP. § 812 01, or pointing out typographneal er-

fors in Office. actions or the: like, - are excluded from7

the interview recordation procedures| below.
'The Examiner Interview Summary Form PTOL 413

shall be given an appropnate paper- number, placed in

the right hand portion of the file, and listed on the “Con-
tents” list on the file wrapper. In a personal mtervlew,, -

the duplicate copy of the Form i is removed and given to

the applicant (or attorney or agent) at the concluslon of .
the interview. In the case of a telephonic interview, the =

copy is mailed to the applicant’s correspondence address
either with or prior to the next official communication. If
additional correspondence from the examiner is not
likely before an allowance or if other circumstances dic-
tate, the Form should be mailed promptly after the tele-
phonic interview rather than with the next official com-
munication.
The Form provides for recordation of the following
information: ‘
- Serial Number of the appllcatlon
-= Name of applicant
- Name of examiner
- Date of interview
- Type of interview (personal or telephonic)
- Name of participant(s) (applicant, attorney, or
agent, etc.) ‘
- An indication whether or not an exhibit was
shown or a demonstration conducted
-= An identification of the claims discussed
- An identification of the specific prior art
discussed
- An indication whether an agreement was
reached and if so, a description of the general
nature of the agreement (may be by attachment
of a copy of amendments or claims agreed as
being allowable). (Agreements as to allowability
are tentative and do not restrict further action by
the examiner to the contrary.)
- The signature of the examiner who conducted
the interview
- Names of other Patent and Trademark Office
personnel present.
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The Form also contams a statement reuundmg the

apphcant of hls or her. responsnbrhty to record the sub—
astance of themtervrew e o
It is desirable. that the examiner orally renund the -
appllcant of hlS or ‘her ohllgatlon to’ record the sub- -
stance of the mtervrew in each case unless both apph-
“cant. ‘and examiner’ agree that the examiner will record . -
same.: Where the exammer agrees to record. the sub-»
stance of the mtervrew, or when. it is adequately re- Spomsc, whlchever is longer, to complete the response
, corded on the Form or in an attachment to the Form, -
the examiner will check a box at- the hottom of the
Form mformmg the. apphcant that he or she need not

supplement the Form by submitting a separate recordf‘ ’

of the substance of the interview. o

It should be noted, however,. that the: Intervrew
Summary Form will not be considered a complete and
proper recordation of the interview unless it includes,
or is supplemented by the applicant or the examiner to
include, all of the applicable items required below con-
cemning the substance of the interview. »

The complete and proper recordation of the sub-
stance of any interview should include at least the fol-
lowing applicable items:

(1) A brief description of the nature of any exhibit
shown or any demonstration conducted,

(2) an identification of the claims discussed,

(3) an identification of specific prior art discussed,

(4) an identification of the principal proposed
amendments of a substantive nature discussed, unless
these are already described on the Interview Summary
Form completed by the examiner,

(5) the general thrust of the principal arguments of
the applicant and the examiner should also be identified,
even where the interview is initiated by the examiner.
The identification of arguments need not be lengthy or
elaborate. A verbatim or highly detailed description of
the arguments is not required. The identification of the
arguments is sufficient if the general nature or thrust of
the principal arguments can be understood in the context
of the application file. Of course, the applicant may de-
sire to emphasize and fully describe those arguments
which he or she feels were or might be persuasive to the
examiner.

(6) a general indication of any other pertinent mat-
ters discussed, and
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(7) i appropnate, the general results or outcome of :
the interview unless already described in the Intervnew B

;SummaxyFormcompletedbytheexammcr Pooee T
_Examiners are expected to carefullyrevnew the ap-' Ny

: ‘,phcant’s record of the substance of an interview. If the
-record is not oomplete or accurate, the ‘examiner will:
give: the apphcant one month from’ the date of the RO-

tlfymg letter or the remamder of “any penod for re-

- and- thereby ; avord abandonment of the apphcatlon by, o :
: ‘,usmg Form paragraph 7 84 (37 CFR 1 135(c)) ’

iﬂ 7.84 Amendment Is Non—Respons:ve to Intemew l" |

The communication filed on {1] is non—responsive because it fails

. to include a cor_nplete ot aecurate record of the substance of the §2]
, mtemew i3 - »
Applicant is given a ONE MONTH TIME LIMIT ﬁ'om the dater ’

of this letter, or until the explratron of the penod for response set in
the last office action, whichever is the longer, to complete the re-
sponse. NO EXTENSION OF THIS TIME LIMIT MAY BE
GRANTED UNDER EITHER 37 CFR 1.136 (2) OR (b),

Examiner Nofe:
1. Inbracket 2, insert the date of the interview.
2. Inbracket3, explam the deficiencies.

EXAMINER TO CHECK FOR ACCU RACY

Applicant’s summary of what took place at the inter-
view should be carefully checked to determine the accu-
racy of any argument or statement attributed to the ex-
aminer during the interview. If there is an inaccuracy and
it bears directly on the question of patentability, it
should be pointed out in the next Office letter. If the
claims are allowable for other reasons of record, the ex-
aminer should send a letter setting forth his or her ver-
sion of the statement attributed to him or her.

If the record is complete and accurate, the examiner
should place the indication “Interview record OK” on
the paper recording ihe substance of the interview along
with the date and; the examiner’s initials. <

713.05 Interviews Prohibited or Granted,

Special Situations [R—-1]

>Saturday interviews, see MPEP § 713.01.

Except in unusual situations, no interview is per-
mitted after the brief on appeal is filed or after a case has
been passed to issue.

An interview may be appropriate before applicant’s -
first response when the examiner has suggested that al
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lowable“snbjeet‘ matter is present or where it will assist ;
applicant in judging the propnety of contmumg the pro- ‘

secution.
Office employees are forbndden to hold enther oral or
written communication wrth an unreglstered or a dis-

barred attomey regardmg an apphcatron unlessitbe one

in which said attorney is the applicant. See MPEP § 105.

Interviews are. frequently requested by persons
whose credentials are of such informal character that
there is serious question as. 0 whether such persons are
entitled to any information under the provisions of
37CFR 1.14.In general inter- views are not granted to
persons who lack proper authority from the applicant or
attorney of record in the form of a paper on file in the
case or do not have in their possession a copy of the ap-
plication file. A MERE POWER TO INSPECT IS NOT
SUFFICIENT AUTHORITY FOR GRANTING AN
INTERVIEW INVOLVING THE MERITS OF THE
APPLICATION.

However, interviews may be granted to registered in-
dividuals who are known to be the local representatives
of the attorney in the case, even though a power of attor-
ney to them is not of record in the particular application.
When prompt action is important an interview with the
local representative may be the only way to save the ap-
plication from abandonment. (See MPEP § 408.)

If a registered individual seeking the interview has in
his or her possession a copy of the application file, the ex-
aminer may accept his or her statement that he or she is
authorized to represent the applicant under 37 CFR 1.34
or is the person named as the attorney of record.

Interviews normally should not be granted unless the
requesting party has authority to bind the principal con-
cerned.

The availability of personal interviews in the “Con-
ference Period,” which is the time between the filing of
applicant’s thorough first response and a concluding ac-
tion by the the examiner, for attorneys resident or fre-
quently in Washington is obvious. For others more re-
mote, telephone interviews may prove valuable. Howev-
er, present Office policy places great emphasis on tele-
phone interviews initiated by the examiner to attorneys
and agents of record. See MPEP § 408.

The examiner, by making a telephone call, may be
able to suggest minor, probably quickly acceptable
changes which would result in allowance. If there are ma-

jor questions or suggestions, the call might state them

700 -
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oonc:sely,andsuggwtaﬁrrthertelephoneorpemonalm—' -
terview, at a prearranged later time, giving applicant -
more time for consxderauon before dlscussmg the pomts -

" raised.

For an interview thh an exammer who does not have
negotnatron authorlty, arrangements should always in-
clude an examiner who does have such authority, and

- who is familiar with the case, so that authoritative agree-

ment may be reached at the tlme of the interview.
‘ GROUPED INTERVIEWS

For attomeys remote from Washmgton who prefer.
personal interviews, the grouped interview practrce isef-

fective. If in any case there is a prearranged interview,

with agreement to file a prompt supplemental amendment
putting the case as nearly as may be in condition for con-

 cluding action, prompt filing of the supplemental amend-

ment gives the case special status, and brmgs it up! for im-
mediate special action.< :

71306 No Inter Partes Questions DiScussed
ExParte,[R—l] |

>The examiner may not discuss inter partes questions
ex parte with any of the interested parties.<

713.07  Exposure of Other Cases [R—1]

>Prior to an interview the examiner should arrange
his or her desk so that all files, drawings and other pa-
pers, except those necessary in the interview, are placed
out of view. See MPEP § 101.<

71308  Demonstration, Exhibits, Models
[R-1]

>The invention in question may be exhibited or
demonstrated during %iie interview by a model thereof. A
model received by (he examiner from the applicant or his
or her attorney must be properly recorded on the “Con-
tents” portion of the application file wrapper. See MPEP
§ 608.03 and § 608.03(a).

Oftentimes a model or exhibit is not given into the
custody of the Office but is brought directly into the
group by the attorney solely for inspection or demon-
stration during the course of the interview. This is per-
missible. Demonstrations of apparatus or exhibits too
large to be brought into the Office may be viewed by
the examiner outside of the Office (in the Washington
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7 13.09

' onstratxon or the revxewmg of the exhibit is actually es-
- sential in the developmg and clanfymg of thc issues in-
: volved in the apphcatlon < :

' 4.7"13.99 E

>Normally, one mtemew after ﬁnal rejectlon is per-
mitted. However, prior- to. the interview, the intended
purpose and content of the interview should be present-
ed briefly, preferably in wrmng Such an interview may’
be granted if the examiner is convinced that disposal or
clarification for appeal may be accomplished with only
nominal further consideration. Interviews merely to re-
state arguments of record or to discuss new limitations
which would require more than nominal reconsideration
or new search should be denied. Sec MPEP § 714.13.

Interviews may be held after the expiration of the
SSP and prior to the maximum permitted statutory peri-
od of 6 months without an extension of time. See MPEP
§ 706.07(f).

A second or further interview after a final rejection
may be held if the examiner is convinced that it will expe-
dite the issues for appeal or disposal of the application. <

713.10  Interview Preceding Filing

Amendment Under 37 CFR 1.312
[R-1}

> After a case is sent to issue, it is technically no lon-
ger under the jurisdiction of the primary examiner, 37
CFR 1.312. An interview with an examiner that would in-
volve a detailed consideration of claims sought to be en-
tered and perhaps en- tailing a discussion of the prior art
for determining whether or not the claims are allowable
should not be given. Obviously an applicant is not en-
titled to a greater degree of consideration in an amend-
ment presented informally than is given an applicant in
the consideration of an amendment when formally pre-
sented, particularly since consideration of an amend-
ment filed under MPEP § 1.312 cannot be demanded as
a matter of right.

Requests for interviews on cases where notes of al-
lowance has been mailed should be granted only with
specific approval of the Group Director upon a show-
ing in writing of extraordinary circumstances.<
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714 Ameudmeats, Applicant’smm [R—-l]

S >37CFRI IISAmendmem

Mammtmayamendbefmemaﬁcrm&nmmm
and action and also after the second or subsequent examinstion or -
reconsideration as specified in § 1.112 or when and as specifically
required by the examiner. The patent owner may amend in accordance
with §§ 1.510(¢) and 1.530(b) prior to reexamination, and during
reexammahonproceedmgsmwcordauoemthiﬁl 112 and 1.116.

See also MPEP § 714.12. _

For amendments in reexammatmn pmceedmgs see
MPEP§2250and§2266< o

714.01 Slgnatures to Amendments [R—l] .

>To facilitate any telephone call that may become:
necessary, it is recommended that the eomplete tele- -
phone number with area code and extension be given,
preferably near the signature.- Note MPEP § 605.04 to’
§ 605. 05(a) for a discussion of s1gnatures to the applica-
tion. <

714.01(a) Unsigned or Improperly Signed
Amend_ment [R-1}

>An unsigned amendment or one not. properly
signed by a person having authority to prosecute the case
is not entered. This applies, for instance, where the
amendment is signed by one only of two applicants and
the one signing has not been given a power of attorney by
the other applicant.

If copies (carbon or electrostatic) of papers which re-
quire an original signature as set forth in 37 CFR 1.4(e)
are filed, the signature must be applied after the copies
are made. MPEP § 714.07.

An amendment filed with a copy of a signature
rather than an original signature, may be entered if an
accompanying transmittal letter contains a proper
original signature.

When an unsigned or improperly signed amend-
ment is received the amendment will be listed on the
file wrapper, but not entered. The examiner will notify
applicant of the status of the case, advising him or
her to furnish a duplicate amendment properly signed
or to ratify the amendment already filed. Applicant
should be given either the time remaining in the peri-
od for response or a 1—month time limit in which to
ratify the previously filed amendment (37 CFR 1.135
©)-

Applicants may be advised of unsigned amend-
ments by use of Form Paragraph 7.84.01.
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"*1 78401Amnwmm1wnugm
unsigned

Apphcantmmnelmermeummxﬁngmmemspompen- T
‘ :‘-,odofthelastOﬁ‘iceactmoraONEMONmnMBUMfFﬁomm
‘k,-thedateofthlsletter,whwheveuslonger,mtbmwhichwwpplyadn-~;k :

plicate paper or ranfieetwn, properly signed. NO EXTENSION OF

THIS TIME: LIMIT MAY BE GRANTED UNDER EITHBR

: 37CFR 1 136 (a) OR(b)
EuminerNote: '

T the first “bracket” i @m (1) amendment (z) subsutute oatl: (3)?, :

' submmte declaratlon whlchever is apphcable

Sometlmes problems ansmg from unsxgned or 1m-‘ :
properly s1gned amendments may be dxsposed of by
calling in the local representatlve ‘of the attorney of re- -
cord, since’ he or she may have the authonty to s:gn '

the amendment.

An amendment s1gned by a person whose name is

known to have been removed from the registers of at-
torneys and agents under the provisions of 37 CFR

- 1.347 or § 1.348 is not entered. The file and unentered
amendment are submitted to the Office of Enrollment
and Discipline for appropriate action. <

714.01(c) Signed by Attorney Not of Record
(R—1]

>See MPEP § 405. A registered attorney or agent |

acting in a representative capacity under 37 CFR 134,
may sign amendments even though he does not have a
power of attorney in the application. See MPEP § 402.<

714.01(d) Amendment Signed by Applicant
But Not by Attorney of Record [R—1]

>If an amendment signed by the applicant is received in
an application in which there is a duly appointed attorney, the
amendment should be entered and acted upon. Attention
should be called to 37 CFR 1.33(a) in patent applications and
to 37 CFR 1.33(c) in reexamination proceedings. Two cop-
ies of the action should be prepared, one being sent to the at-
torney and the other directly to the applicant. The notation:
“Copy to applicant” should appear on the original and on
both copies.<
714.02  Must Be Fully Responsive [R—1]

>37 CER 1.111. Reply by applicant or patent owner.

(a) After the Office action, if adverse in any respect, the
applicant or patent owner, if he or she persists in his or her application
for a patent or reexamination proceeding, must reply thereto and may
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Thepmposed[l]ﬂledon&]hunotbeenenﬂmedbeumuk ‘

(b) !n mdw o be mmhd o momidmm or. ﬁtniwt
'mmmmmwmwmmmmﬁ '
_d;mﬁyandspec:ﬁcaﬂypmntouttbesuwmedmmmﬂn
- examiner’s action and must respond to every ground of objectionand

rejection in the prior Office action, If the reply is with respect to an

; ;_applmuon,areqnmmybemdeﬂmtob;ecmmmqumnmm_
-, to form not necessary to fusther consideration of the clzims be held in
 abeyance until allowable subject matter is indicated. The applicant’sor -

patentowner’sreplymstappmmwghomtobeabemﬁdep

" . attempt to advance the case to final action. A general allegation that - .-
- the claims define a patentsble invention without specifically pointing
 out how the language of the claims patentably distinguishes them from
the references does not comply with the requirements of this section.

(c)lnamenckngmresponsetoarejeeumofchmman‘
appheaﬂonorputentundergomgremmaﬂon,theapphwntm

 patent owner must clearly point out the patentable novelty whichhe or
* she thinks the claims present in view of the state of the art disclosed by

the references cited or the objections made. He or she must also show -

\howtheamendmentsavmdmchreferemorobjeetm(Seeﬁ o
1135and1136f0rumeforreply) : ‘

In all cases where response toa requlrement is indi-
cated as necessary to further consideration of the claims,

or where allowable subject matter has been mdxcated in

an application, a complete response must either comply
with the formal reqmrements or speelﬂcally traverse
each one not complied with. -
Drawing and specification corrections, presentatmn ’

of a new oath and the like are generally considered as
formal matters. However, the line between formal mat-
ter and those touching the merits is not sharp, and the
determination of the merits of a case may require that
such corrections, new oath, etc., be insisted upon prior to
any indication of allowable subject matter.

37CFR1.119. Amendment of claims.

The claims may be amended by canceling particular claims, by
presenting new claims, or by rewriting particular claims as indicated in
§ 1.121. The requirements of § 1.111 must be complied with by
pointing out the specific distinctions believed to render the claims
patentable over the references in presenting arguments in support of
new claims and amerdments. ;

An amendment submitted after a second or subse-
quent nonfinal action on the merits which is otherwise
responsive but which increases the number of claims
drawn to the invention previously acted upon is not to be
held nonresponsive for that reason alone. (See 37 CFR
1.112, MPEP § 706.)

The prompt development of a clear issue requires
that the responses of the applicant meet the objections to
and rejections of the claims. Applicant should also spe-
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' ,clfically pomt out the support for any amendments made
to the disclosure. See MPEP § 706.03(n). ‘
An amendment attemptmg to “rewrite” a cl aim in the

~ mannerset forth in 37 CFR 1.121(b) may be held nonre-
sponsxve if it uses parenthesec, ( ) where brackets, [ ], ‘

‘ arecalledforseeMPEP§7l422

Responses to reqmrements to restnct are treated un-

| derMPEP§818‘<‘~'? S
714 03

Action ’Ib Be 'lhken [R— 1]

SIf there is sufEcnent time. remalmng in the
6-month statutory period or set shortened statutory pe-
riod when applicant’s amendment is found to be not fully

- responsive to the last Office action, a letter should at
once be sent apphcant pointing out wherein his or her

amendment fails to fully respond coupled with a warning
that the response must be completed within the time pe-
riod in order to avoid the question of abandonmeat. See
MPEP § 714.05. '

Where a bona fide response to an examiner’s ac-
tion is filed before the expiration of a permissible peri-
od, but through an apparent oversight or inadvertence
some point necessary to a complete response has been

omitted — such as an amendment or argument as to

one or two of several claims involved or signature to
the amendment — the examiner, as soon as he or she
notes the omission, should require the applicant to
complete his or her response within a specified time
limit (usually one month) if the period for response
has already expired or insufficient time is left to take
action before the expiration of the period. If this is
done the application should not be held abandoned
even though the prescribed period has expired.

Under 37 CFR 1.135(c), the missing matter or lack
of compliance must be considered by the examiner as
being “inadvertently omitted.” Once an inadvertent
omission is brought to the attention of the applicant,
the question of inadvertence no longer exists. There-
fore, any further time to complete the response would
not be appropriate under 37 CFR 1.135(c). According-
ly no extensions of time can be granted in such situa-
tions. _

The practice of giving applicant a 1—-month time
limit in order to complete andfor correct a bona fide
effort to file a response does pof, however, normally
apply after a final rejection or final action. Amend-
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ments after final are normally only approved for eatry

~ if they place the application in condition for allowance

: or in better form for appeal. Otherwise, they are ot =
approved for entry. Sec MPEP § 714.12 and § 714.13.
~Thus even if some point necessary for a complete re- .

sponse. (after- ﬁnal) was omitted through an apparent -

 oversight or inadvertence, the amendment should be
_denied entry. A 1-month time limit to correct the

omission should not be { given. Applicant may, however,
Amendments Not Fnlly Responsive :

obtain additional time under 37 CFR. 1.136(a) to file -

‘another or supplemental amendment in order to eor-" :
. rect and/or complete the response. Two exceptlons to
‘the normal practice exist. An -applicant- may be given a

I—month time limit for an amendment after ﬁnal if

- the amendment is not aeceptable because: (1) it is not

signed or not properly signed, or (2) additional fees
are due for additional claims. See MPEP § 710 02(c).
~ In these limited circumstances, the applicant may-
be given a 1-month time ]nmt to complete the re-
sponse.

Where there is an mformahty as to the fee in con-
nection with an amendment - presenting additional
claims, the applicant is notified by the clerk on form
PTOL-319. See MPEP § 607 and § 714.10.

The examiner must exercise discretion in applying
the practice under 37 CFR 1.135(c) to safeguard aga.mst
abuses thereof.

The practice outlined above does not apply where
there has been a deliberate omission of some neces-
sary part of a compiete response. For example, if an
election of species has been required and applicant
does not make election because he or she holds the re-
quirement to be wrong, the amendment on its face is
not a “bona fide attempt to advance the case to final
action” (37 CFR 1.135(c)), and the examiner is with-
out authority to postpone decision as to abandonment.,

If there is ample time for applicant’s reply to be
filed within the %ime period, no reference is made to
the time for response other than to note in the letter
that the response must be completed within the period
for response dating from the last Office action or with-
in any extension pursuant to 37 CFR 1.136(a).

Form Paragraph 7.95 may be used where a bona fide
response is not entirely responsive.

9 7.95 Bona Fide Non—Responsive Amendments

The communication filed on [1] is non—responsive to the prior
Office action because [2]. Since the response appears to be bone fide,
but through an apparent oversight or inadvertence failed to provide a
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eompleterespome,npphcantts:equuedtoeompletethempome _
" within a TIME LIMIT of ONE MONTH from the dats of thiz Jetter -

extended up to a manmum of SIXMONTHS :'. o

“This practwe does not apply where there bas been a deliberate -' '
onnssnon of some nmatypart ofa complete response, Under such - ',
cases, the ‘examiner has no siithority to grant an extenmon ifthe

penodfortesponsehasexplred Seeformparagraph79l <

714 04 Clalms Presented in Amendment
. 'With No Attempt To Point Out
Patentable Novelty R— 1]

>In the consnderatlon of clanms in an amended case
where no attempt is ‘made to point out the patentable
novelty, the claims should not be allawed (See 37 CFR

1.113, MPEP§71402) =

An amendment failing to pomt out the patentable
novelty which the applicant believes to exist in his case
may be held to be nonresponsive and a time limit set to
furnish a proper response if the statutory period has ex-
pired or almost expired (MPEP § 714.03). However, if

the claims as amended are clearly open to rejection on

grounds of record, a final rejection should generally be
made.<

71405 Examiner Should Immediately

Inspect [R—1]

> Actions by applicant, especially those filed near the
end of the period for response, should be inspected im-
mediately upon filing to determine whether they are
completely responsive to the preceding Office action so
as to prevent abandonment of the application. If found
inadequate, and sufficient time remains, applicant
should be notified of the deficiencies and warned to
complete the response within the period. See MPEP
§ 714.03.

All amended cases put on the examiner’s desk should
be inspected at once to determine the following:

i the amendment is properly signed (MPEP
§ 714.01).

If the amendment has been filed within the statutory
period, set shortened period, or time limit (MPEP
§ 710).
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If the. changes made by e amendment warrantv-f't o

; ‘(MPEP § 714, 07) ; ST

S i appllcant has cnted references MPEP § = 05(b).', R

and § 1302.12). B i O

' If a termmal dlsclalmer ‘has’ béen- file (MPEP:_} R
© §508.01, §804.02, §80403 and § 90)'.": L

If any matter. mvolvmg ‘secur -;hes lyeen added' o
(MPEP § 107.01). e R

ACTION CROSSES AMENDMENT

A supplemental actnon is usually neeessary when an

: amendment is filed on or before the mailing date of the |

regular action but reaches the examining group later.
The supplemental action should be promptly prepared.
It need not reiterate all portions of the previous action
that are still applicable but it should specify which por-
tions are to be disregarded, pointing out that the period
for response runs from the mailing of the supplemental
action. The action should be headed “Responsive to
amendment of (date) and supplemental to the action
mailed (date).”<

714,06 Amendments Sent to Wrong Group |
[R-1] |

>See MPEP § 503.01.<

714.07 Amcndments Not in Permanent

Ink [R-1]

>37 CFR 1.52(a) requires “permanent ink or its
equivalent in quality” to be used on papers which will be-
come part of part of the record and In re Benson, 1959
C.D. 5,744 O.G. 353, holds that documents on so—called
“easily erasable” paper violate the requirement. The fact
that 37 CFR 1.52(a) has nct been complied with may be
discovered as soon as the amendment reaches the ex-
arnining group or, later, when later, when the case is
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714.08'

reached for acuon In the fn'st mstance, applicant is

promptly notified that the amendment is not entered

and is required to file a permanent copy within 1 month

or to order a copy to be made by the Patent and Trade-
mark Office at his or her expense. Physmal entry of the
amendment will be made from the permanent copy.

If there is no appropriate response within the
1—-month period, a copy is made by the Patent and
Trademark Office, applicant being notified and required

to remit the charges or authorize charging them to his

deposit account.

In the second instance, when the nonpermanence of
the amendment ‘is discovered only when the case is
reached for action, similar steps are taken, but action on
the case is not held up, the requirement for a permanent
copy of the amendment being included in the Office ac-
tion.

Office copier or good carbon copies on satisfactory
paper are acceptable. But see In re Application Fapers
Filed Jan. 20, 1956, 706 O.G. 4. Although a good copy is
acceptable, signatures must be applied after the copy is
made if the papers require an original signature as set
forth in 37 CFR 1.4(¢).

See MPEP § 608.01 for more discussion on accept-
able copies.<

714.08  Telegraphic Amendment [R—1]}

>When a telegraphic amendment is received, the
telegram is placed in the file but not entered. If a proper-
ly signed formal amendment does not follow in due time,
the applicant is notified that the telegram will not be ac-
cepted as a response to the former Office action. The
time period for response to the Office action continues
to run and is extendable under 37 CFR 1.136.

The same test as to completeness of response applies
to an amendment sent by telegraph as to one sent by
mail. See MPEP § 714.02.<

714.09 Amendments Before First Office
Action [R—1]}

> An amendment filed before the first Office action,
but not filed along with the original application, does not
enjoy the status of part of the original disclosure. See
MPEP § 608.04(b). However, an application will be ac-
corded a filing date based upon identification of the in-
ventor(s) and the submission of a complete specification
including claims and any required drawings. The oath or

Rev. 1, Sept. 1995

' MANUAL OF PATENT EXAMINING PROCEDURE '

declaration and/or filing fee can be submitted later.
“Thus, in the instance where an application is filed with-

out the oath or declaration and such application is ac-

~ -companied by an amendment, that amendment is con- -
 sidered a part of the original disclosure. The subsequent-

ly filed oath or declaration must refer to both the ap-
plication and the amendment. Any copy of the applica-
tion as filed must include a copy of the amendment as
well, particularly where certlﬁed copies for pnonty pur-
poses are requested.

In the case of 37 CFR 1.60 or 1.62 (unexecuted) ap-

 plications, an amendment to the specification stating

that, “This application is a division (continuation) of ap-
plication Serial No. filed ” and canceling
any irrelevant claims as well as any prehnunary amend-
ment should accompany the application. Amendments
should either accompany the application or be filed after
the application has received its serial number and filing
date. See MPEP § 201.06(a).<

714.10 Claims Added in Excess of Filing Fee
[R-1]

>The patent statute provides for the presentation of
claims added in excess of the filing fee. On payment of an
additional fee (sce MPEP § 607), these excess claims may
be presented any time after the application is filed, which of
course, includes the time before the first action.<

71411 Amendment Filed During

Interference Proceedings [R—1]
>See MPEP § 2364.01.<

71412 Amendments After Final Rejection

or Action [R—1}

>37CFR 1.116. Ainendments after final action.

{a) After final rejection or action (§ 1.123) amendments may be
made canceling claims or complying with any requirement of form
which has been made. Amendments presenting rejected claims in
better form for consideration on appeal may be admitted. The
admission of, or refusal to admit, any amendment after final rejection,
and any proceedings relative thereto, shall not operate to relieve the
application or patent under recxamination from its condition as
subject to appeal or to save the application from abandonment under
§1.135.

(b) If amendments touching the merits of the application or
patent under reexamination are presented after final rejection, or
after appeal has been taken, or when such amendment might not
otherwise be proper, they may be admitted upon showing of good and
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sufﬁmentreamwhytheyaremcessatyandwerenoteuhu
presenwd

(c) Noamendment mbe made as & matter of right in appealed
cases.Afterdecmononappcal amendments can oaly be made as
prowdednnill%ormmny:ntoefiectawcommendaﬂmunder
§1.196. , .

Onoe' a final rejection that is not premature has been
entered in a case, applicant or patent owner no longer
has any right to unrestricted further prosecution. This
does not mean that no further amendment or argument
will be considered. Any amendment that will place the
case either in condition for allowance or in better form

for appeal may be entered. Also, amendments complying

with objections or requirements as to form are to be per-

mitted after final action in accordance with 37 CFR

1.116(a). Ordinarily, amendments filed after the final ac-
tion are not entered unless approved by the examiner.
See MPEP § 706.07(f), § 714.13 and § 1207.

The prosecution of an application before the examiner
should ordinarily be concluded with the final action. How-
ever, one personal interview by applicant may be entertained
after such final action if circumstances warrant. Thus, only
one request by applicant for a personal interview after fi-
nal should be granted, but in exceptional circumstances,
a second personal interview may be initiated by the ex-
aminer if in his judgment this would materially assist in
placing the application in condition for allowance.

Many of the difficulties encountered in the prosecu-
tion of patent applications after final rejection may be al-
leviated if each applicant includes, at the time of filing or
no later than the first response, claims varying from the
broadest to which he or she believes he or she is entitled
to the most detailed that he or she is willing to accept. <

714.13 Amendments Afier Final Rejection
or Action, Procedure Followed [R—1]

>FINAL REJECTION — TIME FOR RESPONSE

On October 1,1982, pursuant to Public Law 97247,
the Patent and Trademark Office, discontinued the pre-
vious practice in patent applications of extending with-
out fee the shortened statutory period for response to a
final rejection upon the filing of a timely first response to
a final rejection (37 CFR 1.116). Since October 1, 1982,
applicants are able to obtain additional time for a first or
subsequent response to a final rejection by petitioning
and paying the appropriate fee under 37 CFR 1.136(a),
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714.13
provided the additional time does mot exceed the
6—month statutory period.

In order to continue to encourage the early filing of
any first response after a final rejection and to take care

of any situation in which the examiner does not timely re-

spond to a first response after final rejection which is
filed early in the period for response, the Office is chang-
ing the manner in which the period for response is set on
any final rejection mailed after February 27, 1983.
Under the changed procedure, if an applicant initial-
ly responds within two months from the date of mailing

~ of any final rejection setting a 3—month shortened statu-

tory period for response and the Office does not mail an
advisory action until after the end of the 3—month short-

. ened statutory period, the period for response for pur-

poses of determining the amount of any extension fee
will be the date on which the Office mails the advisory ac-
tion advising applicant of the status of the application,
but in no event can the period extend beyond 6 months
from the date of the final rejection. This procedure will
apply only to a first response to a final rejection and will
be implemented by including the following language in
each final rejection mailed after February 27, 1983:

A SHORTENED STATUTORY PERIOD FOR RE-
SPONSETOTHISFINALACTIONISSETTOEXPIRE
THREE MONTHS FROM THE DATE OF THIS AC-
TION.INTHEEVENT AFIRST RESPONSEISFILED
WITHIN TWO MONTHS OF THE MAILING DATE
OF THIS FINAL ACTION AND THE ADVISORY AC-
TIONIS NOT MAILED UNTIL AFTER THE END OF
THE THREE-MONTH SHORTENED STATUTORY
PERIOD, THENTHESHORTENEDSTATUTORYPE-
RIOD WILL EXPIRE ON THE DATE THE ADVISO-
RY ACTION IS MAILED, AND ANY EXTENSION
PEE PURSUANT TO 37 CFR 1.136(a) WILL BE CAL-
CULATEDFROMTHEMAILINGDATEOF THE AD-
VISORY ACTION. I'{ NO EVENT WILL THE STAT-
UTORY PERIO FOR RESPONSE EXPIRE LATER
THAN SIX MONTHS FROM THE DATE OF THIS
FINAL ACTION.

This wording is part of Form Paragraphs 7.39, 7.40,
and 7.41. Form Paragraph 7.39 appears in MPEP
§ 706.07. Form Paragraph 740 appears in MPEP
§ 706.07(a). Form Paragraph 7.41 appears in MPEP
§ 706.07(b).

For example, if applicant initially responds within
2 months from the date of mailing of a final rejection and
the examiner mails an advisory action before the end of
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3 months from the date of mailing of the final rejection,

the shoriened statutory period will expire at the end of
* 3 months from the date of marlmg of the final rejection.

In such a case, any extension fee would then be calcu-
~ lated from the end of the 3-month period. *If the ex-

aminer, however, does not marl an advisory action until

after the end of 3 months, tl_re shortened statutory period
will expire on the date the examiner mails the advisory
action and any extension fee may be calculated from that
date. In the event that a first response is not filed within

- two months of the mailing date of the final rejection, any
extension fee pursuant to 37 CFR 1.136(a) will be calcu-
lated from the end of the response period set in the final
rejection.’

Failure to file a response durrng the shortened statu-
tory period results in abandonment of the application
unless the time is extended under the provisions of
37CFR 1.136.

ENTRY NOT A MATTER OF RIGHT

It should be kept in mind that applicant cannot, as a
matter of right, amend any finally rejected claims, add
new claims after a final rejection (see 37 CFR 1.116) or
reinstate previously canceled claims.

Except where an amendment merely cancels claims,
adopts examiner suggestions, removes issues for appeal,
or in some other way requires only a cursory review by
the examiner, compliance with the requirement of a
showing under 37 CFR 1.116(b) is expected in all amend-
ments after final rejection. Failure to properly respond
to the final rejection results in abandonment.

An amendment filed at any time after final rejection
but before an appeal brief is filed, may be entered upon
or after filing of an appeal provided the total effect of the
amendment is to (1) remove issues for appeal, and/or (2)
adopt examiner suggestions.

See also MPEP § 1207 and § 1211.

ACTION BY EXAMINER

See also MPEP § 706.07 (f).

In the event that the proposed amendment does not
place the case in better form for appeal, nor in condition
for allowance, applicant should be promptly informed of
this fact, whenever possible, within the statutory period.
The refusal to enter the proposed amendment should
not be arbitrary. The proposed amendment should be
given sufficient consideration to determine whether the

Rev. 1, Sept. 1995

700 -

'MANUAL OF PATENT EXAMINING PROCEDURE

" claims are in condition for allowance and/or whether the |
issues on appeal are simplified. Ordinarily, the specific

deficiencies of the amendment need. not be: drscussed :

The reasons for nonentry should be concrsely expressed e

For example :

-~ (1) The claims, if amended as proposed would not
-avoid any of the rejections set forth in the last Office ac-
tion, and thus the amendment would not place the case
in condrtron for allowance or in better condition for ap-

- peal.

_(2) The claims, if amended as proposed would
avoid the rejection on the references. The amendment :
will be entered upon the filing of an appeal.

(3) The claims as amended present new issues re-‘
quiring further consideration or search.

(4) Since the amendment presents addrtronal clarms
without canceling any finally rejected claims it is not con-
sidered as placing the application in beiter condition for

~ appeal; Ex parte Wirt 1905 C.D. 247,117 O.G. 599.

Examiners should indicate the status of each claim of
record or proposed in the amendment, and which pro-
posed claims would be entered on the filing of an appeal
if filed in a separate paper.

Applicant should be notified, if certain portions of
the amendment would be acceptable as placing some of
the claims in better form for appeal or complying with
objections or requirements as to form, if a separate pa-
per were filed containing only such amendments. Simi-
larly, if the proposed amendment to some of the claims
would render them allowable, applicant should be so in-
formed. This is helpful in assuring the filing of a brief
consistent with the claims as amended. A statement that
the final rejection stands and that the statutory period
runs from the date of the final rejection is also in order.

Form letter PTOL~—303 should be used to acknowl-
edge receipt of a re.sponse from applicant after final re-
jection where such response is prior to filing of an appeal
brief and does not place the application in condition for
allowance. This form has been devised to advise appli-
cant of the disposition of the proposed amendments to
the claims and of the effect of any argument or affidavit
not placing the application in condition for allowance or
which could not be made allowable by a telephone call to
clear up minor matters.

Any amendment timely filed after a final rejection
should be immediately considered to determine whether
it places the application in condition for allowance or in
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‘ better fonn for appeal Exammers are expected toturn. i
 in their response to an amendment after final re]ectron 5
- within§ days. from the trme the amendment reaches their -

7 ERAMISATION GE AFFLICATIONS

k 5. Follow with form paragraph 7'41.01 IE u'ansrtronal provr

o desks. In those srtuatlons where the amendment reaches f ,

the examiner’s desk after the expnratron of the shortened_r S
: statutory penod the examiner is. expected to return hrs
action to the clerical force within 3 days Inalli mstanees,~_ :
both before and after final rejection; in which an applrca- .
tion is placed in condrtron for allowanee as by an inter- R
view or amendment, -before preparing it for. allowance,
applicant should be. notified promptly. of the allowa-
bility of all claims by means of Interview Summary

PTOL—1432 or an examiner’s amendment PTOL-37.

Such a letter is important because it may avoid an un-

necessary appeal and act as a safeguard against a holding
of abandonment. Every effort should be made to mail
the letter before the period for response expires.

If no appeal has been filed within the period for
response and no amendment has been submitted to
make the case aflowable or which can be entered in part
(see MPEP § 714.20), the case stands abandoned.

It should be noted that under 37 CFR. 1.181(f), the
filing of a 37 CFR 1.181 petition will not stay the period
for reply to an examiner’s action which may be running
against an application. See MPEP § 1207 for appeal and
post—appeal procedure. For after final rejection prac-
tice relative to affidavits or declarations filed under
37 CFR 1.131 and 1.132, see MPEP § 715.09 and § 716.

Form Paragraphs 7.67—7.80 are to be used when issu-
ing advisory actions after a final rejection.

9 7.67 Advisory After Final, Heading, Before Appeal

The period for response [1} to run [2] MONTHS from the date
of the final rejection. Any extension of time must be obtained by filing
a petition under 37 CFR 1.136(a) accompanied by the proposed
response and the appropriate fee. The date on which the re- sponse,
the petition, and the fee have been filed is the date of the response and
also the date for the purposes of determining the period of extension
and the corresponding amount of the fee.

Examiner Note:

1. This paragraph should appear as a heading in all advisory
actions prior to appeal. After appeal, use paragraph 7.68.

2. In Bracket 1, insert “continues” if applicant has not sub-
mitted a petition for an extension of time along with the appropriate
fee under 37 CFR 1.136. If a proper extension has been requested
under 37 CFR 1.136, insert “is extended” in bracket 1.

3. In bracket 2, insert the full statutory period resulting from
any extensions of time which have been granted, e.g., “FOUR”
months.

4. DO NOT USE THIS FORM PARAGRAPH FOR REEX-
AMINATION PROCEEDINGS.

700 - 115

; whichever is: later. ‘In no-event however, will

the- statutory penod for' response expire Iater than SIX: MONTHS"' B
- from the. date of the ﬁnal rejectwn Any extensmn of time must be
“obtained by filmg a petrtron under 37 CFR 1.136(a). aoeompamed by

the proposed response and the appmprmte fee. The date on which the

) response, the petmon, and the fee have been filed is. the date of the -
response and also the date for the purposes of determrmng the penod

of extensmn and the ‘corresponding amount of the fee. - ;

- Any extension fee required pursuant to 37 CFR 1,17 will be
calculated from: the date that the shortened statutory penod for
responses expires as set forth above.

Examiner Nete:
1.- This paragraph should be used in all advrsory actions if:
a. it was the firs response to the final rejection, and
b. itwasfiledwithinfwomonthsofthe date of thefinal rejection.
2. If a notice of appeal has been filed, alss use parageaph 7.68.
3. DO NOT USE THIS FORM PARAGRAPH FOR REEX-
AMINATION PROCEEDINGS.
4. Follow with form paragraph 7.41.01 IF transmonal provr
sions of 37 CFR 1.129(a) are applicable.

§ 7.67.02. Advisory After Final, Heading, No Variable SSP Set in Final

Since the first response to the final Office action has been filed
within TWO MONTHS of the mailing date of that action and the
advisory action was not mailed within THREE MONTHS of that date,
the THREE MONTH shortened statutory period for response set in
the final Office action is hereby vacated and reset to expire as of the
mailing date of the advisory action. See Notice entitled “Procedure for
Handling Amendments Under 37 CFR 1.116”, published in the
Official Gazette at 1027 O.G. 71, February 8, 1983. In no event,
however, will the statutory period for response expire later than SIX
MONTHS from the date of the final Office action.

Any extension fee required pursuant to 37 CFR 1.17 will be
calculated from the mailing date of the advisory action.

Examiner Note:
1.This paragraph s'iould be used in all advisory actions where:
a.The response is a first response to the final action;
b. the response was filed within two months of the mailing
date of the final; and
¢. the final action failed to inform applicant of a variable SSP
beyond the normal three monthperiod, asissetforth in form paragraphs
7.39-741.
2. If the final action set a variable SSF, do not use this paragraph,
Use paragraph 7.67.01.
3. If a notice of appeal has been filed, also use paragraph 7.68.

S 7.68 Advisory After Final, Heading, After Appeal

An appeal under 37 CFR 1.191 was filed in this application on {1},
Appellant’s brief is due on [2] in accordance with 37 CFR 1.192(a).

Rev. 1, Sept, 1995

“The shortened ‘statutory penod for: response exptres THREE f‘k -
“_‘MONTHS from the date of the final rejection or as of the mailing date_‘




o Theamendmen ﬁled[l]under37CFR1116; Tespons
final rejection will be entered upon the filing of an appeal, butisnot o
deemed to place the application in condition for allowance. Uponthe
ﬁhngofanappealandentryofﬂ:eamendment,thestamsofthem :

3 , 1 773 RamesNewIssues

claims would be as folhws
Allowed claims: 2]
Rejected claims: 3] :
Claim(s) objected to: [4] .

Examiner Nofe:

1. This paragrapb must be preceded by paragraph 7.67, 7.67.1, or
7.61.2.

2, In bracket 2—4 indicate the status of ail clarms

3. An explanation of any changes in the rejection necgssitated by
the amendment, a statement of reasons for allowance, or other
appropriate information may be added following the listing of the
claims.

8 7.70 Advisory After Final, After Appeal, Amendment Entered

The amendment filed {1} under 37 CFR 1.116 in response to the
final rejection has been entered, but is not deemed to place the
application in conditionforallowance. For purposesof appeal, the status
of the claims is as follows:

Allowed claims: [2]

Rejected claims: [3]

Claim(s) objecied to: [4]

The brief should be directed to the rejection of claim [S].

Examiner Note:

1. This paragraph must be preceded by paragraph 7.68

2. In brackets 2—4, indicate the status of all pending claims.

3. An explanation of appropriate changes, such as a change in the
rejection or 2 statement of reasons for allowance, may be added
following the listing of the claims.

4. In bracket 5, repeat claims identified in bracket 3.

G 7.71 Advisory After Final, Amendnment not Entered

The amendment filed [1] under 37 CFR 1.116 in response to the
final rejection has been considered but is not deemed to place the
application in condition for allowance and will not be entered becsuse:

Examiner Note:

1. This paragraph must be preceded by paragraph 7.67, 7.67.01
or 7.67.02 if an appeal has not been taken, or by pasagraph 7,68 if an
appeal hag been taken.

2. If it is not known whether a notice of appeal has been filed and
the full six month period has expired, do not use paragraphs 7.67,
7.67.01, 7.67.02 or 7.68; use instead the following:

“If an appeal under 37 CFR 1.191 has not been properly filed,
thig application is abandoned.”

3. One or more of the appropriate paragraphs 7.72—7.76 must
directly follow this paragraph.

Rev. 1, Sept. 1995

. The proposed amendment raises new lssues that would requlre :
further oonslderatron andlor search [1] RS -
Examiner Note' N S

1, This paragraph must be preceded by paragraph 7 71

2. The new issues must be fully explamed

11 7.74 Raises Issue of New Matter :
The proposed amendment raises the |ssue of new matter. -

Examiner Note:
1. ‘This paragraph must be preceded by paragraph 7. 71
2. The new matter must be clearly ldenufied

9 7.75 Form for Appeal Not Improved
The proposed amendment isnotdeemedtoplace the applicationin
better form for appeal by materially simplifying the issues for appeal.

Examiner Note:

1. This paragraph must be preceded by paragraph 7.71.

2. Follow with form paragraph 7.41.01 ]E transitional provi-
sions of 37 CFR 1.129(g) are applicable and only if not used in
previous action. '

9 7.76 Additional Claims Presented
The proposed amendment presents additional claims without
cancelling a corresponding number of finally rejected claims.

Examiner Note:

1. Paragraph 7.71 must precede this paragraph.

2. Follow with form paragraph 7.41.01 IF transitional provi-
sions of 37 CFR 1.129(a) are applicable and only if not used in
previous action.

§ 7.77 Accelerated Examining Procedure

Tis application has been examined under the accelerated examin-
ing proccdure set forsth in MPEP § 70802, Thus the proposed
amendment has not been considered since it does not prima facie place
the application in condition for allowance or in better form for appeal.
Examiner Note:

1, 'This paragraph must be preceded by paragraph 7.71.

2. Follow with form paragraph 7.41.01 ]E transitional provi-
gions of 37 CFR 1.12%(a) are applicable and only if not used in
previous action.

S 7.78 Proposed New Claims Would Be Allowable
Claim (1] a5 proposed would be allowable if submitted in a
separately filed amendment cancelling all non—atlowed claims.
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""ExaminerNote' e
SE 1 'Ihmparagraphmustbeprecededbyparagmpb77l,

- 2. Follow with form pmagraph 74101 lE transrtronal provr-j
~ sions of 37 CFR 1'129(a) are applrcable and onlyl"lffnot used |n71 S

 previous aetron

\ 77 Advrso:y Aﬁ‘er Final, Ajﬁdawt, Exhzbtt, or Request for e

Reconstderauon Considered --

The [1] has been entered and consrdered but does not overcome

there;ectronbemuse[Z]
ExaminerNote' -

1. This paragraph must be preceded by erther paragraph 767, '

7.67.01,7.67.02, or 7.68.

2. ‘In bracket 1, msert"‘aﬁﬁdavrt” “declaratlon”, “exhiblt” or

request for reconsideration”.
3. ' An explanation should be prowded in bracket 2.
4. Follow with form paragraph 7.41.01 IE transitional provi-
sions of 37 CFR 1.12%(a) are applicable and only if not used in
previous action.

9 7.80 Advisory after final, Affidavit or exhibit not considered
The [1} will not be considered because good and sufficient
reasons why it was not earlier presented have not been shown. [2].

Ezaminer Note:

1. This paragraph must be preceded by either paragraph 7.67,
7.6701,7.67.02, or 7.68.

2. In bracket 1, insert “affidavit”, “declaration”, “exhibit”, or
“request for reconsideration”.

3. An ezplanation should follow in bracket 2.

4. Foliow with form paragraph 7.41.01 JE transitional provi-
gions of 37 CFR 1.129(a) are applicable and only if not used in
previous action.

HAND DELIVERY OF PAPERS

Any paper which relates to a pending application may
be personally delivered to an examining group. Howev-
er, the examining group will accept the paper only if: (1)
the paper is accompanied by some form of receipt which
can be handed back to the person delivering the paper;
and (2) the examining group being asked to receive the
paper is responsible for acting on the paper.

The receipt may take the form of a card identifying
the paper. The identifying data on the card should be so
complete as to leave no uncertainty as to the paper filed.
For example, the card should contain the applicant’s
name(s), Serial No. filing date, and a description of the
paper being filed. If more than one paper is being filed
for the same application, the card should contain a de-
scription of each paper or item.

Under this procedure, the paper and receipt will be
date stamped with the group date stamp. The receipt will
be handed back to the person hand delivering the paper.
The paper will be correfated with the application and
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- the paper eontams an authonzatron to charge a Deposrt, AN
- Account, However, in suchan instance, the paperwillbe .~
o hand camed by group personnel to the Ofﬁce of Fmanoe L
o for processmg and then made an officral paperm the file R
- All such papers, together with the. cash, checks, or
money. orders, shall be hand—-.amed to the Cashier’s =~
Window, Room 2— 1BO1, between the hours of 3 00 p. m e
-and4:00p.m. ;

The papers shall be prooessed by the acoountmg clerk, k~
Office of Fmam:e, for pickup at the Cashrer’s Window by
3:00 p.m. the followmg work day. Upon return to the group,

the papers will be entered in the apphcatlon file « Wl‘appers = _

Expedzted Procedure for Processmg Amendments
and Other Responses After Final Rejection
(37 CFR 1.116)

In an effort to improve the timeliness of the process-
ing of amendments and other responses under 37 CFR
1.116, and thereby provide better service to the public,
an expedited processing procedure has been established
which the public may utilize in filing amendments and
other responses after final rejection under 37 CFR 1.116.
In order for an applicant to take advantage of the expe-
dited procedure the amendment or other response un-
der 37 CFR 1.116 will have to be marked as a “Response
under 37 CFR 1.116 ) — Expedited Procedure — Ex-
amining Group (Insert Examining Group Number)” on
the upper right portion of the amendment or other re-
sponse and the envelope must be marked “Box AF” in
the iower left hand corner. The markings preferably
should be written in a bright color with a felt point mark-
er. If the response is mailed to the Office, the envelope
should contain only responses under 37 CFR 1.116 and
should be mailed to “Box AF, Assistant Commissioner
for Patents, Washington, D.C. 20231.” Instead of mailing
the envelope to “Box AF” as noted above, the response
may be hand—carried to the particular Examining
Group or other area of the Office in which the applica-
tion is pending and marked on the outside envelope “Re-
sponse Under 37 CFR 1.116 - Expedited Procedure—
Examining Group (Insert Examining Group Number).”

Rev. 1, Sept. 1995




71414

‘Upon receipt by the Patent and Trademark Office
from the Postal Service of an envelope’ appropnately -
marked “Box AE™ the envelope will be specnally pro- .
cessed by the: Patent and. Trademark Office Mail Room -
and forwarded promptly to the Exammmg Group, via -
the Office of Finance if any fees have to be. charged or

otherwise processed. Upon receipt of the response in the
Examining Group it will be promptly processed by a des-

ignated clerical employee and forwarded to the examin-
er, via the Supervisory Primary Examiner (SPE), for ac- ‘

tion. The SPE is responsible for ensuring that prompt ac-
tion on the response is taken by the examiner. If the ex-
aminer to which the application is assigned is not avail-
able and will not be available for an extended period, the
SPE will ensure that action on the application is prompt-
ly taken to assure meeting the PTO goal described below.
Once the examiner has completed his or her consider-
ation of the response, the examiner’s action will be
promptly typed and mailed by clerical employees desig-
nated to expedite the processing of responses filed under
this procedure. The Examining Group supervisory per-
sonnel; e.g., the Supervisory Primary Examiner, Supervi-
sory Applications Clerk, and Group Director are re-
sponsible for ensuring that actions on responses filed un-
der this procedure are promptly processed and mailed.
The Patent and Trademark Office goal is to mail the ex-
aminer’s action on the response within 1 month from the
date on which the amendment or response is received by
the Patent and Trademark Office.

Applicants are encouraged to utilize this expedited
procedure in order to facilitate Patent and Trademark
Office processing of responses under 37 CFR 1.116. If
applicants do not utilize the procedure by appropriately
marking the envelope and enclosed papers, the benefits
expected to be achieved therefrom will not be attained.
The procedure cannot be expected to result in achieve-
ment of the goal in applications in which the delay results
from actions by the applicant; e.g., delayed interviews,
applicant’s desire to file a further response, or a petition
by applicant which requires a decision and delays action
on the response. In any application in which a response
under this procedure has been filed and no action by the
examiner has been received within the time referred to
herein, plus normal mailing time, a telephone call to the
SPE of the relevant Group Art Unit would be appropri-
ate in order to permit the SPE to determine the cause for
any delay. If the SPE is unavailable or if no satisfactory
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responsc is reeewed, the Group Dnrector of the Examm—

mg Group should be contacted <

714,14 Amendments After Allowanee of

Al Clalms [R-l]

>Under the dec:sxon in Ex parte Quayle, 1935 C.D.
11;453 0.G. 213, after all claims in a case have been al-
lowed the prosecutlon of the case on the merits is closed
even though there may be outstandmg formal objections
which preclude fully closing the prosecution.

Amendments touching the merits are treated in a
manner similar to amendments after final rejection,
though the prosecution may be continued as to the for-
mal matters. Sce MPEP § 714.12 and § 714.13.

See MPEP § 714.20 for amendments entered in part.

See MPEP § 607 for additional fee requirements.

Use Form Paragraph 7. 51 to issue an Ex parte
Quayle action, .

94 7.51 Quayle Action

This application is in condition for allowance except for the
following formal matters: [1].

Prosecution on the merits is closed in accordance with the
practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

A shortened statutory period for response to this action is set to
expire TWO MONTHS from the date of this letter.

Examiner Note:
1. Explain the formal matters which must be corrected in
bracket 1.<

71415  Amendment Received in Examining

Group After Mailing of Notice of
Allowance [R—1]

>Where an amendment, even though prepared by
applicant prior to allowance, does not reach the Office
until after the notice of allowance has been mailed, such
amendment has the status of one filed under 37 CFR
1.312. Its entry is a matter of grace. For discussion of
amendments filed under 37 CFR 1312, sce MPEP
§ 714.16 to § 714.16(e).

If, however, the amendment is filed in the Office
prior to the mailing out of the notice of allowance, but is
received by the examiner after the mailing of the notice
of allowance, it has the same standing in the case as
though the notice had not been mailed. Where the case
has not been closed to further prosecution, as by final re-
jection of one or more claims, or by an action allowing all
of the claims, applicant may be entitled to have such
amendment entered even though it may be necessary to
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e wnthdraw the apphcatnon from issue, Such wnthdrawal
- however, is unnecessary ifthe amendatory matter is such

37CFR1.312. -

As above rmphed the case wﬂl not be withdrawn

 fromi issue for the entry of an amendment that would re-
open the prosecutlon if the Oﬂrce action next preceding

the notice of allowance closed the case to furtheramend-

ment, i.e., by indicating the patentabrhty of all of the
claims, or by allowing some and finally rejecting the re-
mainder. e

After an- apphcant has been notified that the claims
are all allowable, further prosecution of the merits of the
case is a matter of grace and not of right (Ex parte Quayle,
1935 C.D. 11; 453 O.G. 213). To this extent the practice
affecting the status of an amendment received in the Of-
fice on the date of mailing the notice of allowance, as set
forth in Ex parte Miller, 1922 C.D. 36; 305 O.G. 419, is
modified. <

714.16 Amendment After Notice of

Allowance, 37 CFR 1.312 [R-1]

>37 CFR 1.312.Amendments after allowance.

(a) No amendment may be made as a matter of right in an
application after the mailing of the notice of allowance. Any amend-
ment pursuant to this paragraph filed before the payment of the issue
fec may be entered on the recommendation of the primary examiner,
approved by the Commissioner, without withdrawing the case from
issue.

(b) Any amendment pursuant to paragraph (a) of this section
filed afier the date the issue fee is paid must be accompanied by a
petition including the fee set forth in § 1.17(i) and a showing of good
and sufficient reasons why the amendment is necessary and was not
carlier presented.

The amendment of an application by applicant after
allowance falls within the guidelines of 37 CFR 1.312.
Further, the amendment of an application broadly en-
compasses any change in the file record of the applica-
tion. Accordingly, the following are examples of
“amendments” by applicant after allowance which must
comply with 37 CFR 1.312: An amendment to the speci-
fication, a change in the drawings, an amendment to the
claims, a change in the inventorship, the submission of
prior art, etc. Finally, it is pointed out that an amend-
ment under 37 CFR 1.312 filed on or before the date the
issue fee is paid must comply with paragraph (a) and that
such an amendment filed after the date the issue fee is
paid must comply with paragraph (b).
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71416
The Commrssroner has delegated the approval of

a reoommendatmnsunderiﬂCFRl 312(a)tothesupewr-
as the examiner would recommend for entry under

sory primary examiners.

- Asupplemental oath is not treated asan amendment

under 37 CFR 1.312, sec MPEP § 603.01. .
After the Notice of Allowance has been mailed, the

~ application is technically no longer under the jurisdic:

tion of the primary examiner. He or she can, however,
make examiner’s amendments (See MPEP§ 1302.04)
and has authority to enter amendments submitted after
Notice of Allowance of an application which embody
merely the correction of formal matters in the specifica-
tion or drawing, or formal matters in a claim without
changing the scope thereof, or the cancellation of claims
from the application, without forwarding to the supervi-
sory primary examiner for approval.

Amendments other than those which merely embody
the correction of formal matters without changing the

“scope of the claims require approval by the supervisory

primary examiner. The Group Director establishes
group policy with respect to the treatment of amend-
ments directed to trivial informalities which seldom af-
fect significantly the vital formal requirements of any
patent; namely, (1) that its disclosure be adequately
clear, and (2) that any invention present be defined with
sufficient clarity to form an adequate basis for an en-
forceable contract.

Consideration of an amendment under 37 CFR 1.312
cannot be demanded as a matter of right. Prosecution of
a case should be conducted before, and thus be complete
including editorial revision of the specification and claims
at the time of the Notice of Allowance. However, where
amendments of the type noted are shown (1) to be need-
od for proper disclosure or protection of the invention,
and (2) to require no substantial amount of additional
work on the part of the Office, they may be considered
and, if proper, entry may be recommended by the prima-
Iy examiner.

The requirements of 37 CFR 1111(c) (MPEP
§ 714.02) with respect to pointing out the patentable novel-
ty of any claim sought to be added or amended, apply in the
case of an amendment under 37 CFR 1.312, as in ordinary
amendments. See MPEP § 713.04 and § 713.10 regarding
interviews. As to amendments affecting the disclosure, the
scope of any claim, or that add a claim, the remarks accom-
panying the amendment must fully and cdearly state the
reasons on which reliance is placed to show:

Rev. 1, Sept. 1995



714. 16(a)

(1) why the amendment is needed;

(2) why the proposed amended or new clanms re-
quire no addmonal search or examination; -

(3) why: the claimis are patentable, and -

(4) why they were not prese,nted\carher

NOT TO BE USED FOR CONTINUED
PROSECUTION

37 CFR 1.312was never intended to provide away for
the continued prosecution of an application after it has
been passed for issue. When the recommendation is
against entry, a detailed statement of reasons is not nec-
essary in support of such recommendation. The simple
statement that the proposed claim is not obviously allow-
able and briefly the reason why is usually adequate.

Where appropriate, any one of the following reasons is -

considered sufficient:

(1) an additional search is required, or

(2) more than a cursory review of the record is nec-
essary, or ’

(3) the amendment would involve materially added
work on the part of the Office; e.g., checking excessive
editorial changes in the specification or claims.

Where claims added by amendment under 37 CFR
1.312 are all of the form of dependent claims, some of the
usual reasons for nonentry are less likely to apply
although questions of new matter, sufficiency of disclo-
sure, or undue multiplicity of claims could arise.

See MPEP § 607 and § 714.16(c) for additional fee re-
quirements.

AMENDMENTS FILED AFTER PAYMENT
OF ISSUE FEE

37 CFR 1.312(b) provides that amendments under
37 CFR 1.312 filed after the date the issue fee has been
paid must include a petition and fee under 37 CFR
1.17(i) and a showing of good and sufficient reasons why
such an amendment is necessary and was not earlier pre-
sented. Such petitions are decided by the Group Direc-
tor.<

714.16(a) Amendments Under 37 CFR 1.312,
Copied Patent Claims [R—1]

>See MPEP § 2305.04 for the procedure to be fol-
lowed when an amendment is received after notice of ai-
lowance which includes one or more claims copied or
substantially copied from a patent.

Rev. 1, Sept. 1995

MANUAL OF PATENT EXAMINING PROCEDURE

ﬂneentryofthewpiedpaténtclaimsisnmamtter
of right. Sec MPEP § 714.19item (4). - :
SeeMPEP§607and§7l4 lﬁ(c)forﬁdmonalfeere-

- quirements. <

714 16(b) Amendments Under 37 CFR 1.312
" Filed With a Motion Under
37 CFR 1.633 [R—l]

>Where an amendment filed with a motion under
37 CFR 1.633(c)(2) applies to a case in issue, the amend-
ment is not entered unless and until the motion has been
granted. See MPEP § 2333 < :

714.16(c) Amendments Under 37 CFR 1.312
Additional Claims [Rfl]

>If the amendment under 37 CFR 1.312 adds claims
(total and independent) in excess of the number pre-
viously paid for, additional fees are required. The
amendment is nof considered by the examiner unless ac-
companied by the full fee required. See MPEP § 607 and
35US.C.4l.<

714.16(d) Amendments Under 37 CFR 1.312,
~ Handling [R-1]

>AMENDMENTS AFFECTING THE
DISCLOSURE OF THE SPECIFICATION,
ADDING CLAIMS, OR CHANGING THE
SCOPE OF ANY CLAIM

Amendments under 37 CFR 1.312 are sent by the
Correspondence and Mail Division to the Publishing Di-
vision which, in turn, forwards the proposed amend-
ment, file, and drawing (if any) to the group which al-
lowed the application. In the event that the class and sub-
class in which the application is classified has been trans-
ferred to another group after the application was al-
lowed, the proposed amendment, file and drawing (if
any) are transmitted directly to said other group and the
Publishing Division notified. If the examiner who al-
lowed the application is still employed in the Patent and
Trademark Office but not in said other group, he or she
may be consulted about the propriety of the proposed
amendment and given credit for any time spent in giving
it consideration. The amendment is PROMPTLY con-
sidered by the examiner who indicates whether or not its
entry is recommended by writing “Enter — 312,” “Do
Not Enter” or “Enter In Part” thereon in red ink in the
upper left corner.
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mummﬁopmumousj

I the amendmcnt is favorably cons:dered it is en- o
. tered and a notice of entry (PTOL~271) is preparcd No -

~ “Entry Recommended under Rule 312” stamp is re-

‘quired on the amendment or on the notice of entry in -
. view of the use of form (PI‘OL-271) The prxmaty ex-
~ aminer indicates his or her recommendation by stamp-
 ing’ and s sxgmng his or her name on the notice of entry
form (PTOL-271) Form Paragraph 785 maybe usedto -
S : ,letteroruntlltheexplranonofthepenodsetmthe“NotweofAl-
lowance” (PTOL—85)or NotweofAlkmabﬂlty"(PTOL—SD,
o whlchever is longer, to ﬁle conected drawmgs

mdwate ently
] 785 Amend‘ment under 37CFR L 312 Emened

Tbe amendment filed on [l] under 37 CFR 1. 312 has been entered. k

ExaminerNote:

1.Use this form for botn Order 3311 amendmcnm that do not . ‘
affect the scope of the claims, and for other amendments belng ’

entered under 37 CFR 1.312, -
2 Fmtty of amendments under Order 3311 reqm:e the approval of
a anary Exammer and entsy of amendments under 37 CFR 1.312(a)

require approval’ by the Supetvxwty Patent Ezaminer on recommen-

dation of the Primary Examiner. See MPEP § 714.16

3. Amendments filed after payment of the issue fee requite a
petition and fee. These peuuons are first decided by the Group
Director.

If the examiner’s recommendation is completely ad-
verse, a report giving the reasons for nonentryis typed on
the notice of disapproval (PTOL~271) and signed by the
primary examiner. '

Form Paragraph 7.87 may be used to indicate nonen-

try.
9 7.87 Amendment under 37CFR 1.312, not Entered

The proposed amendment filed on [1] under 37 CFR 1.312 has not -

been entered. [2].

Examiner Note:
The reasons for non—entry should be specified in bracket 2.

In either case, whether the amendment is entered or
not entered, the file, drawing, and unmailed notices are
forwarded to the supervisory primary examiner for con-
sideration, approval, and mailing,

For entry—in—part, see MPEP § 714.16(¢).

The filling out of the appropriate form by the clerk does
not signify that the amendment has been admitted; for,
though actually entered it is not officially admitted unless
and until approved by the supervisory primary examiner.

See MPEP § 607 and § 714.16(c) for additional fee re-
quirements.

Petitions to the Commissioner relating to the refusal
to enter an amendment under 37 CFR 1.312 and relating
toentry of an amendment under 37 CFR 1.312 filed after
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: ‘ 714.16(0) S
paymentofthmwmefecaredwdcdbyﬂwmpd:m =
tor.

- xfm¢37CFR131zmndmentmmmopoaed-

drawmg changes which are acceptable, the Ofﬁce re-- B
; 'sponse shonld mclude Form Paragraph648 o

: "ﬂ 6.480mwmgChangesm37€FRl 312Anundment

ApphcantnsherebymnONEMONl‘Hfromthedateoﬂhns _

Usemth37CFR1312amendmentnoucewherethetelsa¢amng :
oorrectmnpmoosalonequest. : ‘

AMENDMENTS WHICH EMBODY MERELY
THE CORRECTION OF FORMAL MATTERS
"IN THE SPECIFICATION, FORMAL CHANGES

"IN ACLAIM WITHOUT CHANGING THE
SCOPE THEREOF, OR THE CANCELLATION
OF CLAIMS

The examiner indicates approval of amendments
concerning merely formal matters by writing “Enter For-
mal Matters Only” thereon. Such amendments do not
require submission to the supervisory primary examiner
prior to entry.. See MPEP § 714.16. The notice of entry
(PTOL-271) s date stamped and mailed by the examin-
ing group. If such amendments are disapproved either in
whole or in part, they require the signature of the super-
visory primary examiner. <

714.16(¢) Amendments Under 37 CFR 1.312,
Entry in Part [R—1]

>The general rule that an amendment cannot be en-
rered in part and refused in part should not be relaxed, but
‘when, under 37 CFR 1.312, an amendment, for example, is
proposed containing a plurality of claims or amendments
to claims, some of which may be entered and some not, the
acceptable claims or amendments should be entered in the
case. I necessary, the claims should be renumbered to run
consecutively with the claims already in the case. The re-
fused claims or amendments should be canceled in lead
pencil on the amendment.

The ecxaminer should then submit a report
(PTOL-271) recommending the entty of the accepiable
portion of the amendment and the nonentiy of the remain-
ing portion together with his reasons therefor. The claims
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enteredshouldbemdwatedbynumbermthmrepon
ApphthmaybenotxﬁedbyusmgFormParagmphl%

§ 786 Amendment under 37 CFR 1312, Enteredin Part =~

. The amendment ﬁled on [1] under 37CFR 1. 312 has been entered
- in part. {2} - : ‘

.'Exnmina-Note: .

When an amendment under 37 CFR 1312is ptcposed containing

plural changes, some of which may be ‘entered and some not, the
acceptable changes should be entered. An indication of which changes
have and have not been entered with appropriate explanatlon should
follow in bracket 2 '

Handling is snmlar t0 complete entry of a 37 CFR
1.312 amendment.

Entry in part is not recommended unless the full
additional fee required, if any, accompanies the amend--
ment. See MPEP § 607 and § 714.16(c).<

714.17 Amendment Filed After the Period for
- Response Has Expired [R-1] "

>When an application is not prosecuted within the
period set for response and thereafter an amendment is
filed with out a petition for extension of time and fee
pursuant to 37 CFR 1.136(a), such amendment shall be
endorsed on the file wrapper of the application, but not
formally entered. The clerk shall immediately notify the
applicant, by telephone and form letter PTOL—327, that
the amendment was not filed within the time period and
therefore cannot be entered and that the application is
abandoned unless a petition for extension of time and
the appropriate fee are timely filed. See MPEP § 711.02.

A mere authorization to charge a deposit account for
any fee required will not be considered to be a petition
for an extension of time.

The Patent and Trademark Office has been receiving
an excessively large volume of petitions to revive based
primarily on the late filing of amendments and other re-
sponses to official actions. Many of these petitions indi-
cate that the late filing was due to unusual mail delays;
however, the records generally show that the filing was
only 2 or 3 days late.

In order to alleviate, for applicants and the Office,
the problems and expenditures of time and effort occa-
sioned by abandonments and petitions to revive, it is sug-
gested that responses to official action be mailed to the
office at least one, and preferably 2 week(s) prior to the
expiration of the period within which a response is re-
quired or that the Certificate of Mailing procedure un-
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‘der37CFR18(MPEP§512)0r37CFR110(MPEP =
§ 513) be utilized. This suggestion ismade in the interest
of improving efficiency, thereby provxdmg better service

tuthepublrc<

71418 Entry or_Amendments [R- 1

>Amendments are stamped with the date of their re-
ceipt in the group. Itis important to observe the distinc-
tion which exists between the stamp which shows the
date of receipt of the amendment in the group (“Group -
Date” stamp) and the stamp bearing the date of receipt
of the amendment by the Office (“Office Date” stamp).
The Iatter date, placed in the left—hand comer, should
always be referred to in writing to the applicant with re-
gard to his or her amendment.

All amendments received in the clerical sectrons are -
processed and with the applications delivered to the su-
pervisory primary examiner for his or her review and dis-
tribution to the examiners.

Every mail delivery should be carefully screened to re-
move all amendments responding to a final action in which
a time period is running against the applicant. Such amend-
ments should be processed within the next 24 hours.

The purpose of this procedure is to ensure uniform
and prompt treatment by the examiners of all cases
where the applicant is awaiting a reply to a proposed
amendment after final action. By having all of these
cases pass over the supervisory primary examiner’s desk,
he or she will be made aware of the need for any special
treatment, if the situation so warrants. For example, the
supervisory primary examiner will know whether or not
the examiner in each case is on extended leave or other-
wise incapable of moving the case within the required
time neriods (5 or 3 days; sce MPEP § 714.13). In cases of
this type, the applicant should receive an Office commu-
nication in sufficient time to adeguately consider his or
her next action if the case is not allowed. Consequently,
the clerical handling will continue to be special when
these cases are returned by the examiners to the clerical
sections.

The amendment or letter is placed in the file, given its
number as a paper in the application, and its character
endorsed on the file wrapper in red ink.

When several amendments are made in an applica-
tion on the same day no particular order as to the hour of
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the reeelpt or the matlmg of the amendments can be as-

sumed, but consideration of the case must be givenas far -
as possible as though all the papers ﬁled were a eompos-

ite single paper. - o

After entry of the amendment the applrcatlon is up -

for action.” It is placed on the exammer’s desk, and he or
she is responsible for its proper disposal. The examiner

should rmmedrately mspect the amendment as set forth ‘.
‘ plymthecaseofamendmentstothespecrﬁcatronand B

in MPEP § 714.05. After mspectlon, if no immediate or
special action is requued the appllcatron awaits ex-
amination in regular order.< - -

71419 Lrst of Amendments, Entry Denied
[R-1]

>The following types of amendments are ordinarily
denied entry:

(1) An amendment. presenting an unpatentable
claim, or a claim requiring a new search or otherwise
raising a new issue in a case whose prosecution before
the primary examiner has been closed, as where

(a) All claims have been allowed,

(b) All claims have been finally rejected (for ex-
ceptions sce MPEP § 714.12, § 714.13, and § 714.20(4)),

(c) Some claims allowed and remainder finally
rejected. See MPEP § 714.12 to § 714.14.

(2) Substitute specification that does not comply
with 37 CFR 1.125. See MPEP § 608.01(q) and § 714.20.

(3) A patent claim suggested by the examiner and
not presented within the time limit set or an extension
thereof, unless entry is authorized by the Commissioner.
See MPEP § 2305.03. unless entry is authorized by the
Commissioner. See MPEP § 2305.03.

(4) While copied patent claims are generally ad-
mitted even though the case is under final rejection or on
appeal, under certain conditions, the claims may be re-
fused entry. See MPEP § 2307.03.

(5) An unsigned or improperly signed amendment
or one signed by a disbarred attorney.

(6) An amendment filed in the Patent and Trade-
mark Office after the expiration of the statutory period
or set time limit for response and any extension thereof.
See MPEP § 714.17.

(7) An amendment so worded that it cannot be en-
tered with certain accuracy. See MPEP § 714.23.

(8) An amendment cancelling all of the claims and
presenting no substitute claim or claims. See MPEP
§ 711.01.

700 —

(9) Anamendmentm aeasenolongerthhmtheex-
aminer’s Junsdrctwn with certain exceptions in applica-
‘trons in issue, exeept on. approval of the Commrssroner -

o See MPEP § 714.16.

- (10) Amendments to the drawmg held by the ex-‘ -

' aminer to contain new matter are niot entered until the
. question of new matter is settled This practice of nonen- :

try because of alleged new matter, hwever, doesnot ap-

claims. See MPEP § 608.04 and § 706.03(0).
- (11) An amendatory paper. contammg objectronable -

' remarks that, in the opinion of the examiner, brings it -

within the condemnation of 37 CFR 1.3, will be sub-
mitted to the group director for return to applrcant See
MPEP § 714.25 and MPEP § 1003, rtem 3. If the ‘group
director determines that the remarks are in violation of
37 CFR 1.3, he will return the paper.

(12) Amendments not in permanent ink. Amend-
ments on so—called “easily erasable paper ” See MPEP
§ 714.07.

(13) An amendment presentmg claims (total and in-
dependent) in excess of the number previously paid for
and not accompanied by the full fee for the claims or an
authorization to charge the fee to a deposit account.

(14) An amendment canceling all claims drawn to
the elected invention and presenting only claims drawn
to the nonelected invention should not be entered. Such
an amendment is nonresponsive. Applicant should be
notified as directed in MPEP § 714.03 and § 714.05. See
MPEP § 821.03.

While amendments falling within any of the forego-
ing categories should not be entered by the examiner at
the time of filing, a subsequent showing by applicant may
lead to entry of the amendment.<

71420 List of Amendments Entered in
Part [R-1]

>To avoid confusion of the record the general rule
prevails that an amendment should not be entered in
part. As in the case of most other rules, the strict obser-
vance of its letter may sometimes work more harm than
would result from its infraction, especially if the amend-
ment in question is received at or near the end of the pe-
ricd for response. Thus,

(1) an “amendment” presenting an unacceptable
substitute specification along with amendatory matter,
as amendments to claims or new claims, should be en-
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714.21

tered in part, rather than refused entry in toto The sub- -
stitute - specnﬁeatlon should be demed entry and so -

-marked, whrle the rest of the paper should be entered. -
The case as thus amended is acted. on when reached

in its turn, the apphcant bemg advised that the substitute -

speclﬁcatlon is not necessary and therefore has not been
 entered. See also 37 CFR 1. 125 ‘and MPEP § 608. 01(q).

Under current practice, substitute speclﬁcattons may
be voluntarily filed by the applicant if he or she desires. A.

substitute specification will normally be accepted by the
Office even if it has not been required by the examiner.
Substitute specifications not required by the examiner
will be accepted if applicant submits therewith a hand
corrected copy of the portions of the original specifica-
tion which are being added and deleted and a statement
that the substitute specification includes no new matter
and that the substitute specification includes the same
changes as are indicated in the hand corrected original
specification. Such statement must be a verified state-
ment if made by a person not registered to practice be-
fore the Office. In the hand corrected copy, additions
should be indicated by underlining and deletions should
be indicated between brackets. Examiners may also re-
quire a substitute specification where it is considered to
be necessary.

However, any substitute page of the specification, or
entire specifications filed must be accompanied by a
statement indicating that no new matter was included.
Such statement must be a verified statement if made by a
person not registered to practice before the Office. See
37 CFR 1.125. There is no obligation on the examiner to
make a detailed comparison between the old and the
new specifications for determining whether or not new
matter has been added. If, however, an examiner be-
comes aware that new matter is present, objection there-
to should be made.

The filing of a substitute specification rather than
amending the original application has the advantage for
applicants of eliminating the need to prepare an amend-
ment to the specification. If word processing equipment
is used by applicants, substitute specifications can be eas-
ily prepared. The Office receives the advantage of saving
the time needed to enter amendments in the specifica-
tion and a reduction in the number of printing errors.

(2) An amendment under 37 CFR 1.312, which in
part is approved and in other part disapproved, is en-

Rev. 1, Sept. 1995

teredonlyastotheapprovedpart SeeMPEP‘

§ 714.16(e).
(3) Inacase havmg all clalms allowed and some for- _

mal defect noted, where an amendment is presented at

or near the close of the statutory penod curing the defect

_ andaddmgoneormoreclalmssomeorallofwlnchare~~ -

in the opinion of the examiner not patentable, or will re--
quire a further search, the amendment in such a case will
be entered only as to the formal matter. Apphcant hasno
right to have new claims consldered or entered at this
point in the prosecution.

(4)In an amendment aeeompanymg a motron
granted only in part, the amendment i is entered only to
the extent that the motion was granted. , '

NOTE. The examiner writes “Enter” in ink’ and his
or her initials in the left margin opposite the enterable
portions.<

714.21 Amendments Inadvertently Entered
No Legal Effect [R— 1]

>If the clerk inadvertently enters an amendment
when it should not have been entered, such entry is of no
legal effect, and the same action is taken as if the changes
had not been actually made, inasmuch as they have not
been legally made. Unless such unauthorized entry is de-
leted, suitable notation should be made on the margin of
the amendatory paper, as “Not Officially Entered.”

If it is to be retained in the file an amendatory pa-
per, even though not entered, should be given a paper
number and listed on the file wrapper with the no-
tation “Not Entered.” See 37 CFR 1.3 and MPEP
§ 714.25, for an instance of a paper which may be re-
turned. <

714.22 Entry of Amendments, Directions for
(R-1]

>37 CFR 1.121. Manwer of making amendments.

(a) Erasures, additions, insertions, or alterations of the Office
file of papers and records must not be physically entered by the
applicant. Amendments to the application (excluding the claims)
are made by filing a paper (which should conform to § 1.52),
directing or requesting that specified amendments be made, The
exact word or words to be stricken out or imserted by said
amendment must be specified and the precise point indicated
where the deletion or insertion is to be made.

(b) Except as otherwise provided herein, 2 particular cleim may be
amended only by directions to cancel or by rewriting such claim
with underlining below the word or words added and brackets
around the word or words deleted. The rewriting of a claim in this
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form willbe cénstrkued‘ &8 dn'ekctitng the cancellation of the onglmil
claim; however, the original claim number followed by the paren-

thetical word “amiended” must be used for the rewrittenclaim. Ifa -

prevnouslyrewnttenclau'n|Stewntten,underlmlngandbrackehng
will be applied in reference. to the previously rewritten claim
with the parenthetical expression “twice amended, ” “three tlmes
amended,” etc., following the ongmal claim number.. -

© A parucular claim may be amended in the manner mdmted
for the applwat:on in paragraph (@) of this section to the extent of
corrections in spelling, punctuation, and typographical errors. Addi-
tional amendments in this- manner will be admitted provided the

changes are limited to (1) deletions and/or (2) the addition of no more

than five words in any one claim. Any amendment submitted with
instructions to amend particular claims but failing to conform to the
provisions of paragraphs (b) and (c) of this section may be consxdered
non-responsive and treated accordingly.

(d) Where underlining or brackets are intended to appear in tbe
printed patent or are properly part of the claimed material and not
intended as symbolic of changes in the particular claim, amendment by
rewriting in accordance with paragraph (b) of this section shall be
prohibited. -

(e) In reissue applications, both the descnptwe poriion and the
claims are to be amended by either (1) submitting a copy of a portion
of the description or an entire clain with ail matter to be deleted from
the patent being placed between brackets and all matter to be added
to the patent being underlined, or (2) indicating the exact word or
words to be stricken out or inserted and the precise point where the
deletion or insertion is to be made. Aay word or words to be inserted
must be underlined. See § 1.173.

(f) Proposed amendments presented in patents involved in reex-
amination proceedings must be presented in the form of a full copy of
the text of (1) each claim which is amended and (2) each paragraph of
the description which is amended. Matter deleted from the patent
shall be placed between brackets and matter added shall be under-
lined. Copies of the printed claims from the patent may be used with
any additions being indicated by carets and deleted material being
placed between brackets. Claims must not be renumbered and the
numbering of the claims added for reexamination must follow the
number of the highest numbered patent claim. No amendment may
enlarge the scope of the claims of thie patent. No new matter may be
introduced into the patent.

The term “brackets” set forth in 37 CFR 1.121(b)
means angular brackets, thus: [ ). It does not encompass
and is to be distinguished from parentheses ( ). Any
amendment using parentheses to indicate canceled mat-
ter in a claim rewritten under 37 CFR 1.121(b) may be
held nonresponsive in accordance with 37 CFR 1.121(c).

Where, by amendment under 37 CFR 1.121(b), a depen-
dent claim is rewritten to be in independent form, the subject
matter from the prior independent claim should be consid-
ered to be “added” matter and should be underlined.

37 CFR 1.121(f) requires a complete copy of any new
or amended claim when presented during reexamination
proceedings. Sce MPEP § 2221, § 2250, and § 2266.
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. . | 71422
Form Paragraphs 6.33 and 6.34 may be used to inform

applicants if the amendments are not in proper format.

1 6.33 Amendment to the Clazm.s, 37 CFR L 121

Theanwndmentwthec!mmhmnotbeenemeredbemusen

rmqueststheaddluonofmmthanSstmanyomdalm.See ;
. 37CFR 1.121(c) below:.

(©) A parucular claim may be amended in the examiner mdicamd
in for the application in paragraph (a) of this section to the extent
of corrections in spelling, punctuation, and typographical esrors.
Additional amendments in this manner will be admitted provided the
changes are Limited to: (1) deletions and/or (2) the addition of no
more than five words in any one claim. Any amendment submitted
with instructions to amend particular claims but failing to conform to
the provisions of paragraphs (b) and.(c) of this section may be
considered nonresponsive and treated accordingly.

The amendments to the claims should be made in accordance with
37 CFR 1.121(b) which states:

{b) Except as otherwise provided herein, a particelar claim may be
amended only by directions to cancel or by rewriting such claim with
underlining below the word or words added and brackets around the
word or words deleted. The rewriting of a claim in this form will be
construed as directing the cancellation of the original claim; however,
the original claim pumber followed by the parenthetical word
“amended” must be used for the rewritten claim. If a previously
rewritten claim is rewritten, underlining and bracketing will be applied -
in reference to the previously rewritten claim with the parenthetical
expression “twice amended” “three times amended”, etc., following
the original claim number.

Applicant is given a ONE MONTH TIME LIMIT from the date of
this letter, or until the expiration of the period for response set in the
last Office action whichever is longer, to complete the response. NO
EXTENSION OF THIS TIME LIMIT MAY BE GRANTED UN-
DER EITHER 37CFR 1.136(a) OR (b), but the period for response
set in the last office action may be extended up to a maximum of six
months.

N 6.34 Amendment of the Claims, Brackets or Underlining
Cannot Be Used

The claims of this application contain underlining or brackets that
are. intended to appear in the printed patent or are properly part of
the rlaimed material. The brackets or underlining are not intended to
indicate amendments or changes in the claims. Under these condi-
tions, proposed amendments to the claims may not be made by
underfining words added or by bracketing words to be deleted.
Accordingly, the proposed amendment to the claims has not been
entered. See 37 CFR 1.121(d).

Applicant is given a ONE MONTH TIME LIMIT from the date
this letter, or until the expiration of the period for response set in the
last Office action, whichever is longer, to complete the response. NO
EXTENSION OF THIS TIME LIMIT MAY BE GRANTED UN-
DER EITHER 37 CFR 1.136(a) OR (b) but the period for response
set in the last Office action may be extended up to a maximum of SIX
MONTHS.<
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; Defective [R— 1]

>The dn'ectlons for the entry of an amendment may -

be defectwe, as, maccuracy in the line dwgnated orlack

entry, the amendatory paper will be properly amended in
the examining group; "and notation thereof, initialed in
“ink by the examiner, who will assume full responsnblmy

for the change, will be made on the margin of the amen-

datory-paper. In the siext Office action the applicant
should be informed of this alteration in the amendment
and the entty of the amendment as thus amended. The
applicant will also be informed of the nonentry of an
amendment where defective directions and context
leave doubt as to the intent of applicant. <

714.24 Amendment of Amendments [R-1]

>37 CFR 1.124. Amendment of amendments.

When an amendatory clause is to be amended, it should be wholly
rewritten and the original insertion canceled, so that no interlineations
or deletions shall appear in the clause as finally presented. Matter
canceled by amendment can be reinstated only by a subsequent
amendment presenting the canceled matter as a new insertion.

However, where a relatively small amendment to a
previous amendment can be made easily without causing
the amendatory matter to be obscure or difficult to fol-
fow, such small amendment should be entered.<

714.25 Discourtesy of Applicant or Attorney
[R-1]

>37 CFR 1.3. Business to be conducted with decorum and cour-

tesy.

Applicantsandtheirattorneys oragentsarereguired toconduct
their business with the Patent and Trademark Office with decorum
and courtesy. Papers presented inviolation of this requirement wifl
be submitted to the Commissioner and will be returned by his
direct order. Complaints against examiners and other employees
must be made in communications separate from other papers.

All papers received in the Patent and Trademark
Office should be briefly reviewed by the clerk, before
entry, sufficiently to determine whether any discour-
teous remarks appear therein.

If the attorney is discourteous in the remarks or argu-
ments in his amendment, either the discourtesy should
be entirely ignored or the paper submitted to the group
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director with a view toward its being returned. See

MPEP § 1003, item 3. Ifthegroupdlrectordetermmes

that the remarks are in violation 0f37CFR13 the E

Group Director will retum the paper.<

- ‘715 SweaﬁngBackofReference-Amdavit

- of precnsnon where the word to which the amendment is .
directed occuis more than once in the specified line. Ifit
is clear from the oontext what is. the correct place of

- or Declaration Under 37 CFR 1.131
- [R=1]

>37 CFR 1.131. Affidavit or declaration ofpnor invention 1o
overcome cited patent or pubhcaaon :
(2)(1) When any claim of an’ application or a patent under

. reexamination is rejected under 35 US.C. §§ 102(a) or (), or 35
US.C. § 103 based on a US. patenttoanotherwhmhmpmrart

under 35 U.S.C. § 102(a) or (¢) and which substantially shows or

‘dm‘besbutdoesnotclmmthesamepatentablemvenhon,asdefined
in § 1.601(n), or on reference to a foreign patent or to a printed -

publication, the inventor of the subject matter of the rejected claim,
the owner of the patent under reezamination, or the party qualified
under §§ 1.42, 143 or 1.47, may submit an appropriate oath or
declaration to overcome the patent or publication. The cath of
declaration must include facts showing a completion of the invention
in this country or in a NAFTA or WTQ member country before the
filing date of the application on which the domestic patent issued, or
before the date of the foreign patent, or before the date of the printed
publication. When an appropriate oath or declaration is made, the
patent or publication cited shall not bar the grant of a patent to the
inventor or the confirmation of the patentability of the claims of the
patent, unless the date of such patent or printed publication is more
than one year prior to the date on which the inventor’s or patent
owner’s application was filed in this country.

(2) A date of completion of the invention may not be established
under this section before December 8, 1993, in 2 NAFTA country, or
before January 1, 1996, in 2 WTO Member countryother thanaNAFTA.
country.

(b) The showing of facts shall be such, in character and weight, as
to establish reduction to practice prior to the effective date of the
reference, or conception of the invention prior to the effective date of
the reference coupled with due diligence from prior to said date to a
subsequent reduction to practice or to the filing of the application.
Original exhibits of drawings or records, or photocopies thereof, must
accompany and form part of the affidavit or declaration or their
abrience satisfactorily explained.

37 CFR 1.131(a) has been amended to implement the
relevant provisions of Public Law 103—-182, 107 Stat.
2057 (1993) (North American Free Trade Agreement
Act) and Public Law 103—465, 108 Stat. 4809 (1994)
(Uruguay Round Agreements Act), respectively. Under
37 CFR 1.131(a) as amended, which provides for the es-
tablishment of a date of completion of the invention in a
NAFTA or WTO member country, as well as in the
United States, an applicant can establish a date of
completion in a NAFTA member country on or after
December 8, 1993, the effective date of section 331 of
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Publxc Law 103—182, the North Amencan Free Trade
Agreement Act, and can establish a date of completion

ina WTO member country other than a NAFTA mem-

ber country on or after January 1, 1996, the effective date
of section 531 of Public Law 103465, the Uruguay
Round ‘Agreements Act. (URAA) Acts occuiting prior
to the effective dates of NAFTA or URAA may be relied -
upon to show completion of the invention; however, a
date of completion of the invention may not be estab-
lished under 37 CFR 1.131 before December 8,1993ina
NAFTA country or before January 1, 1996 in a WTO
country other thana NAFTA country.
Any printed publication dated prior to an appllcant’

or patent owner’s effective filing date, or any domestic
patent of prior filing date, which is in its disclosure perti-

nent to the claimed invention, is available for use by the -

examiner as a reference, either basic or auxiliary, in the
rejection of the claims of the application or patent under
reexamination. '

Such a rejection may be overcome, in certain
instances noted below, by filing of an affidavit or declara-
tion under 37 CFR 1.131, known as “swearing back” of
the reference.

It should be kept in mmd that it is the rejection that is
withdrawn and not the reference.

SITUATIONS WHERE 37 CFR 1.131 AFFIDAVITS
OR DECLARATIONS CAN BE USED

Affidavits or declarations under 37 CFR 1.131 may
be used:

(1) Where the date of the foreign patent or that of
the publication is less than 1 year prior to applicant’s or
patent owner’s effective filing date.

(2) Where the reference, a U.S. Patent, with a pat-
ent date less than one year prior to applicant’s effective
filing date, shows but does not claim the same patentable
invention. See MPEP § 715.05 for a discussion of “same
patentable invention.”

SITUATIONS WHERE 37 CFR 1.131 AFFIDAVITS
OR DECLARATIONS ARE INAPPROPRIATE

An affidavit or declaration under 37 CFR 1.131is not
appropriate in the following situations:

(1) Where the reference publication date is more
than one year back of applicant’s or patent owner’s effec-
tive filing date. Such a reference is a “statutory bar” un-
der 35 U.S.C. 102(b).

700 —
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(2) Where the refereuee US patent ciatms the
same patentable invention, See MPEP § 715.05 for a dis- -

cussion of “same patentab!e mventnon and MPEP g

(3) Where the reference isa forelgn patent forthe

same mventlon to apphmnt or patent owner or his or her

legal representanves or assigns issued prior to the filing
date of the domestic appllcauon or patent on an applica- -
tion filed more than 12 months prior to the filing date of
the domestic apphcatron See 35 U.S.C. 102(d).-

(4) Where the effective filing date of applicant’s or
patent owner’s. parent appllcatlon or an Internatlonal ‘
Convention proved filing date is prior to the effective
date of the reference, an affidavit or declaration under
37CFR1.131is unnecessarybecause the reference is not
used. Se¢ MPEP § 201.11 to § 201. 5.

(5) Where the reference is a prior U.S. patent to the
same entity, claiming the same invention, the qnestlon -
involved is one of “double patenting.”

(6) Where the reference is the disclosure ofa prior
U.S. patent to the same party, not copending, the ques-
tion is one of dedication to the public. Note however, In
re Gibbs and Griffin, 168 USPQ 578 (CCPA 1971) which
substantially did away with the doctrine of dedication.

(7) Where applicant has admitted on the record that
subject matter relied on in the reference is prior art, that
subject matter may be used as a basis for rejecting his or
her claims and may not be overcome by an affidavit or
declaration uader 37 CFR 1.131. In re Blowt, 333 F2d
928, 142 USPQ 173 (CCPA 1964); In re Lopresti, 333 F.2d
932, 142 USPQ 177 (CCPA 1964); In re Garfinkel,
437 E2d 1000, 168 USPQ 659 (CCPA 1971); in re
Hellsund, 474 F.2d 1307, 177 USPQ 170 (CCPA 1973).

(8) Where the subject matter relied upon is prior art
uader 35 U.S.C. 102(f).

(9) Where the subject matter relied on in the refer-
ence is prior art under 35 U.S.C. 102(g). 37 CFR 1.131is
designed to permit an applicant to overcome rejections
under 35 U.S.C 102(a) and () based on patents and pub-
lications having effective filing dates less than one year
prior to the effective filing date but subsequent to his or
her actual date of invention. However, when the subject
matter relied on is also available under 35 U.S.C. 162(g),
a 37 CFR 1.131 affidavit or declaration cannot be used to
overcome it. Inn re Bass, 474 F.2d 1276, 177 USPQ 178
(CCPA 1973). This is because subject matter which is
available under 35 U.S.C. 102(g) by definition must have
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, been made before the apphcant made hls nwentron. Ref- ; p
. erences under 35 USC. 102(a) and (e), by contrast,

i.~.E\“V"ffexalmnal:ron In demer 350 F2d'859 -
(1966) Therefore, the date to be overcomeunder

MANUAL OF PA’I'ENT EXAMINING PROCEDURE

the patent appbcatron by amendment and s sueh was = ~
{newmatter,thedatetobeoveroomebytheaﬁidawtor S

& merely estabhsh a pres mptron that thenr subject matter}':. . deciaratxon is the date of amendment. Inre. Wdhen, 174 o

146 USPQ 389 (CCPA 1965),

* of res judrcata and collateral estoppel, apphmnt was not - ‘
entitled to claims that were patentably mdlstmgmshable ,

from the clarm lostin mterference even though the sub- -
ject matter of the lost count was not available for usein

an obviousness rejection under 35 U.S.C. 103). But see
Inre Zletz, 893 F2d 319, 13 USPQ2d 1320 (Fed. Cir.
1989) (A losing party to aninterference, on showing that
the invention now claimed is not “substantially the

same” as that of the lost count, may employ the proce-

dures of 37 CFR 1.131 to antedate the filing date of an
interfering application). On the matter of when a “lost
count” in an interference constitutes prior art under 35
U.S.C. 102(g), see In re McKellin, 529 F.2d 1342, 188
USPQ 428 (CCPA 1976) (A count is not prior art under
35 U.S.C. 102(g) as to the loser of an interference where
the count was lost based on the winner’s foreign priority
date). Similarly, where one party in an interference wins
a count by establishing a date of invention in a NAFTA
or WTO member country (see 35 U.S.C. 104), the sub-
ject matter of that count is unpatentable to the other
party by the doctrine of interference estoppel, even
though it is not available as statutory prior art under 35
U.S.C. 102(g) (see MPEP § 2138.01 and § 2138.02).

REFERENCE DATE TO BE OVERCOME-

The date to be overcome under 37 CFR 1.131 is the
effective date of the reference (i.c., the date on which the
reference is available as prior art).

1. U.S. Patents

See MPEP § 2136 through § 2136.03 for a detailed
discussion of the effective date of a U.S. patent as a ref-
erence.

Should it be established that the portion of the patent
disclosure relied on as the reference was introduced into

Rev. 1, Sept. 1995

| InfreKmekel 80324705, ign priori
231 USPQ 640 (Fed. Cir. 1986). Sce also In e Deckler '

tive filmg date of the referenoe is the mternatio al ﬁlmg el
date as defined by 35 U.S.C.363. Errther, note that the =~ ~
t effectlve date ofa patent rssued on an applrcatron en- . -
titled to priority under 35 U.S.C.119(¢) to a provisional =~
application filed under 35 U.S.C. 111(b) isthe filingdate -~
of the provnsronal applrcatron, except - for a patent.

granted on an international applrcatlon in whrch ‘appli-

cant has fulfilied the requirements of paragraphs @,
-~ and (4) of 35 U.S.C. 371. The effective date of a patent -
granted on such a 35 U.S.C. 371 application is the date

on which the reqmrements of paragraphs (1), (2) and (4) :
were fulfilled.

2. Foreign Patents
See MPEP § 2126 through § 2127 regarding date of
availability of foreign patents as prior art.

-3, Printed Publrcatrons

A printed publication, including a published foreign
patent application, is effective as of its publication date,
not its date of receipt by the publisher. For additional in-
formation regarding effective dates of printed publica-
tions, see MPEP § 2128 through § 2128.02.

¥orm Paragraphs 7.57 — 7.64 may be used to respond
to 37 CFR 1.131 affidavits.

% 7.57 AffidavitorDeclaration Under 37CFR 1.131, Ineffective,
Heading

The {1] filed on [2] under 37 CFR 1.131 has been oonsrdered butis
ineffective to overcome the [3] reference.

Examiner Note:

1. In bracket 1, insert either “affidavit” or “declaration”.

2. This paragraph must be followed by one or more of paragraphs
7.58 to 7.63 or a paragraph seiting forth proper basis for the
insufficiency, such as a feilure to establish acts performed in this -
country, or that the scope of the declaration or affidevit i3 not
commensurate with the scope of the claim(s).
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l'u 758 AjﬁdawtorDeclamnan Umier37CFR1 131, Ineﬁecuve, |

Clmmmg Same Invention

~-The 1 referenoc is a US patent that clmms the re;ected,. S
invention. An afﬁdamt or Mmuon is inappropriate under 37CFR =
1.131(a) whes the patent is claumng the ‘same’ patentable invention, -
see MPEP§2306 'Ihepatentcanonlybeoverconwbyestabhshmg R
- priotity of invention through inteiference proceedings. Sec MPEP -
Chapter 2300 for mformauon on lmhaung mterference proceedmgs. :

Examiner Note:

1. If used to respond to the submrssron of an afﬁdavrt or

declaration under 37 CFR 1.131 afﬁdavn, tlus pmagraph must be
preceded by paragtaph 1.57: :

2. ‘This paragraj hmaybeusedmthoutparagraph7.57whenan' o
g " reduction . to - practice prior- to the. applrcauou filing .date, - this

affidavit under 37 CFR 1.131 has not yet been filed, and the examiner
desires to notlfy applicant that the submission of an affidavit under 37
CFR 1. 131 would be inappropriate.

9 759 Aﬂidavu or Declaration Under 37 CFR 1.131, Insuﬁ'i
cient Evidence of Reduction to Practice Before Reference Date
The evidence submitted is insufficient to establish a reduction to

practice of the invention in this country or a NAFTA or WTO member

country prior to the effective date of the [1] reference. [2].

Examiner Note:

1. This paragraph must be preceded by paragraph 7.57.

2. An explanation of the lack of showing of the alleged reduction
to practice must be provided in bracket 2.

9 7.60 Afjidavit or Declaration Under 37 CFR 1.131, Reference
is a Statutory Bar

The [1] reference is a statutory bar under 35 U.S.C. 102(b) and
thus cannot be overcome by an affidavit or declaration under 37 CFR
1.131.

Esaminer Note:
This paragraph must be preceded by paragraph 7.57.

9 7.61 Affidavit or Declaration Under 37 CFR 1.131, Insuffi-
cient Evidence of Conception

The evidence submitted is insufficient to establish a conception of
the invention prior to the effective date of the [1] reference. While
conception is the mental part of the inventive act, it must be capable of
proof, such as by demonstrative evidence or by a complete disclosure
to another. Conception is more than a vague idea of how to solve a
problem. The requisite means themselves and their interaction must
also be comprehended. See Mergenthaler v. Scudder, 1897 C.D. 724, 81
0.G. 1417 (D.C. Cir. 1897). [2].

Examiner Note:

1. This paragraph must be preceded by paragraph 7.57.

2. An explanation of the deficiency in the showing of conception
must be presented in bracket 2.

3. If the affidavit additionally fails to establish either diligence or a
subsequent reduction to practice, this paragraph should be followed
by paragraph 7.62 and/or 7.63. If either diligence or a reduction to
practice is established, a statement to that effect should follow this

paragraph,
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}"ftEXAM‘ A ri%rAuoNOFAPPuCAﬁoNs}f[~i-‘ St

ExaminerNote. e e e
o Thlsparagraphmustbeprecededbypamgraph757
2 Iftheafﬁdawtaddmonallyfailsmmbhshcomepuon,thm

| _~paragraph must also be. preceded by paragraph 7.61. If the affidavit "

establishes conceptron, a stal:emeut to that effect slmuld be added tov

thlsparagraph ERCEER L
3. K the affidavit addltlonally fmls to estabhsh an. alleged :

paragraph must be followed by paragraph 7.63. If such an alleged .-
reduction to practice is established, a statement to lhat effect should
be added to this paragraph. :

4.  An explanation of the teasons for a holdmg of non—drhgenoe
must be provided in bracket 2. . e

5. See MPEP § 715. 07(3), Ex parte Mem 75 USPQ 296 (Bd. App
1947), which indicates that dlllgence is not requu‘ed after reductlon to
practice. ;

% 7.63 Affidavit or Declaration Under 37 CFR 1 131 Imufﬁ
cient Evidence of Actual Reduction To Practice =~

The evidence submitied is insufficient to establish applicant’s
alleged actual reduction to practice of the invention in this country or
a NAFTA or WTO member country after the effective date of the [1]
reference. [2].

Examiner Note:

1. This paragraph must be preceded by paragraph 7.57.

2. Ifthe alleged reduction to practice is prior to the effective date
of the reference, do not use this paragraph. See paragraph 7.59.

3. If the affidavit additionally fails to establish either conception
or diligence, paragraphs 7.61 andfor 7.62 should precede this para-
graph. If either conception or diligence is established, a statement to
that effect should be included after this paragraph.

4. An explanation of the lack of showing of the aileged reduction
to practice must be given in bracket 2.

9 7.64 AffidavitorDeclaration Under37 CFR1.131, Effectiveto

Qvercome Reference
The [1] filed on [2] under 37 CFR 1.131 is sufficient to overcome
the (3] reference.

Examiner Note:
1. In bracket 1, insert either “affidavit” or “declaration”.
2. In bracket 2, insert the filing date of the affidavit or declaration.
3. In bracket 3, insert the name of the reference.<

715.01 37 CFR1.131 Affidavits Versus 37 CFR
1.132 Affidavits [R—1]

>The purpose of a 37 CFR 1.131 affidavit or declara-
tion is to overcome a prior art rejection by proving inven-
tion of the claimed subject matter by applicant prior to

Rev. 1, Sept. 1995
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| “ 715, 01(a)

the: effectnve date of the reference rehed upon in the re-
o ]ectlon s :

" uponin the reference was apphcant’s own mventron :

Slmilarly, where the reference rehed upon in ka' -
35US.C. 103 re]ectlon quahﬁes as prior art only under.

: 35 USC. 102(f) or (g), apphcant may be able to over-

come thrs re]ectlon by provmg that the subject matter re- ;
lied upon and the claimed invention were commonly

owned or sub]ect to common assignment at the time the
latter invention was made. In such s1tuatrons, an affidavit

or declarauon under 37 CFR 1.132, rather than 37 CFR

1.131, would be appropriate. See MPEP § 715.01(a)
through § 715.01(c) for specific situations where these is-
sues may arise. < ‘

Reference Is a Joint Patent to
Applicant and Another [R—1]

715.01(a)

>When subject matter, disclosed but not claimed in a
patent issued jointly to S and another, is claimed in a lat-
er application filed by S, the joint patent is a valid refer-
ence unless overcome by affidavit or declaration under
37 CFR 1.131 or an unequivocal declaration under
37 CFR 1.132 by S that he/she conceived or invented the
subject matter disclosed in the patent and relied on in the
rejection. In re DeBaun, 214 USPQ 933(CCPA 1982).
See MPEP § 716.10 for a discussion of the use of 37 CFR
1.132 affidavits or declarations to overcome rejections
by establishing that the subject matter relied on in the
patent was the invention of the applicant. Disclaimer by
the other patentee should not be required but, if sub-
mitted, may be accepted by the examiner.

Although affidavits or declarations submitted for the
purpose of establishing that the reference discloses ap-
plicant’s invention are properly filed under 37 CFR
1.132, rather than 37 CFR 1.131, such affidavits sub-
mitted improperly under 37 CFR 1.131 will be consid-
ered as though they were filed under 37 CFR 1.132 to tra-
verse a ground of rejection. In re Facius, 408 F.2d 1396,
161 USPQ 294 (CCPA 1969).<
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‘In some s1tuatrons, an’ apphcant may, altematrvely,' - |
" be able to overcome pnor art rejectrons relymg onrefer-
" ences whlch are. avarlable as prior art under 35 US.C.

- 715.01(c)

MANUAL OF PATENT EXAMINING PROCEDURE

715.0l(b) Referenee aml Applieathm Have
S Common Assignee [R- l] ‘

' >The mere “fact that the referenee patent whrch |

- shows but does not claim certain subject matter and the

: Li apphcatronwhlch claims 1tareownedbyﬂ1esame assrgn-i _
102(a) or (e) by provmg that the sub]ect matter rehed " “ee does not avoid the’ ity of filing an affidavit or

declaratron under 37 CFR 1.131, in. me absenee of a

‘k,showmg under 37 CFR 1.132 that the patentee derwedf -

. “the subject matter rehed on from the apphcaut (MPEP, N

. § 716, 10). “The common assignee does not obtainany -
rights in this regard by virtue of common ownershrp S

which he would not have in the absenee of eommon owil-

ership. In re Beck, 1946 C.D. 398, 590 O.G. 357; Piercev. -

Watson, 124 USPQ 356. I re Fnleﬂe and Weisz, 412 E2d

- 269, 162 USPQ 163. Where, however, a rejection is ap-

plied under 35 U.S.C. 102(f)/103 or35 U S.C. 102(g)/103.
using the reference patent, a showing that the invention
was commonly owned at the time the later i inventionwas
made would preclude such a re]ectlon or be sufficient to
overcome such a rejection. <

‘Referenee Is Publication ‘of
Applicant’s Own Inventron
[R-1]

>Unless it is a statutory bar, a rejection based on a
publication may be overcome by a showing that it was
published either by applicant himself/herself or on his/
her behalf. Since such a showing is not made to show a
date of invention by applicant prior to the date of the ref-
erence under 37 CFR 1.131, the limitation in 35 U.S.C.
104 and in 37 CFR 1.131(a)(1) that only acts which oc-
curred in this country or in a NAFTA or WTO member
country may be relied on to establish a date of invention
is not applicable. Ex parte Lemieux, 115 USPQ 148, 1957
C.D. 47, 725 O.G. 4 (Bd. App. 1957); Ex parte Powell et
al., 1938 C.D. 15, 489 O.G. 231 (Bd. App. 1938). See
MPEP § 716.10 regarding 37 CFR 1.132 affidavits sub-
mitted to show that the reference is a publication of appli-
cant’s own invention.

COAUTHORSHIP

Where the applicant is one of the co—authors of a
publication cited against his or her application, he or she
may overcome the rejection by filing an affidavit or dec-
laration under 37 CFR 1.131. Alternatively, the appli-
cant may overcome the rejection by filing a specific affi-
davit or declaration under 37 CFR 1.132 establishing

700 - 130



EXAMINATION OF APPLICATIONS

thatthearﬂdesdesm‘bmgapphmnt’sownwork Anafﬂ-
davit or declaration by applmnt alone indicating that ap-

plicant is the sole inventor and that the others were merely .
woﬂangunderlnsdxreeﬁmlssuﬁcnenttoremoveﬂtepub- e
‘davnt is not msufficnent merely because it does not show

lication as a reference under 35 U.S.C. 102(a). Jn re Katz
687 F2d 430, 215 USPQ 14 (CCPA 1982). S

" DERIVATION

When the nnclauned subject matter of a patent or
other publication is applicant’s own invention, a rejec-
tion on that patent or publication may be removed by
submission of evidence establishing the fact that the pat-
entee or author derived his or her knowledge of the re-
levent subject matter from applicant. Moreover appli-

cant must forther show that he or she made the invention

upon which the relevent disclosure in the patent or publi-

cation is based. In re Mathews, 408 F.2d 1393, 161 USPQ .

276, 56 CCPA 1033 (CCPA 1969); In re Facius, 408 F.2d
1396, 161 USPQ 294, 56 CCPA 1384 (CCPA 1969). <

715.02 How Much of the Claimed Invention
Must Be Shown, Including the General
Rule as to Generic Claims [R—1]

>The 37 CFR 1.131 affidavit or declaration must es-
tablish possession of either the whole invention claimed
or something falling within the claim (such as a species of
a claimed genus), in the sense that the claim as a whole
reads on it. In re Tanczyn, 146 USPQ 298 (CCFA 1965)
(Where applicant claims an alloy comprising both nitro-
gen and moybdenum, an affidavit showing applicant
made an alloy comprising nitrogen but not molybdenum
is not sufficient under 37 CFR 1.131 to overcome a rejec-
tion under 35 U.S.C. 103 based on the combined teach-
ings of one reference disclosing an alloy comprising ni-
trogen but not molybdenum and a second reference dis-
closing an alloy comprising molybdenum but not nitro-
gen). Note, however, where the differences between the
claimed invention and the disclosure of the reference(s)
are so small as to render the claims obvious over the ref-
erence(s), an affidavit or declaration under 37 CFR
1.131 is required to show no more than the reference
shows. In re Stiyker, 168 USPQ 372 (CCPA 1971). In oth-
er words, where the examiner, in rejecting a claim under
35 U.S.C. 103, has treated a claim limitation as being an
obvious feature or modification of the disclosure of the
reference(s) relied upon, without citation of a reference
which teaches such feature or modification, a 37 CFR

700 - 131

715.02 :

1. 131 afﬁdavnt or declaratton is not msufficlent to over-
come the rejection merely because it does not show such

feature or modifi cation.

‘Purther, it should be noted that a 37 CFR 1.131 affi-

the identical dlsclosure of the reference(s) relied upon.
If the af:ﬁdawt contains facts showmg a completmn of the

~ invention commensurate with the extent the mventlon as
~ claimed is shown i in. the reference, the afﬁdavnt or decla-

ration is sufﬁclent whether or not it is a showing of the
identical disclosure of the reference. In re Wakefield,
422 F.2d 897, 164 USPQ 636 (CCPA 1970).

Even if applicant’s 37 CFR 1.131 affidavit is not fully
commensurate with the rejected claim, the applicant can
still overcome the rejection by showing that the differ-
ences between the claimed invention and the showing
under 37 CFR 1.131 would have been obvious to one of
ordinary skill in the art, in view of applicant’s 37 CFR
1.131 evidence, prior to the effective date of the refer-
ence(s). Such evidence is sufficient because applicant’s
possession of what is shown carries with it possession of
variations and adaptations which would have been ob-
vious, at the same time, to one of ordinary skill in the art.
However, the affidavit or declaration showing must still
establish possession of the invention (i.e., the basic in-
ventive concept) and not just of what one reference (in a
combination of applied references) happens to show, if
that reference does not itself teach the basic inventive
concept. In re Spiller, 500 E2d 1170, 182 USPQ 614
(CCPA 1974) (Claimed invention was use of electrostat-
icforces to adhere dry starch particles to a wet paper web
on the Fourdrinier wire of a paper—making machine.
37 CFR 1.131 affidavit established use of electrostatic
forces to adhere starch particles to wet blotting paper
moved over a fluidized bed of starch particles prior to the
applied reference date. Affidavit was sufficient in view of
prior art reference showing that deposition of dry coat-
ings airectly on wet webs on the Fourdrinier wire of a pa-
per—making machine was well known in the art prior to
the date of the applied reference. The affidavit estab-
lished possession of the basic invention, i.e., use of elec-
trostatic forces to adhere starch to wet paper.).

SWEARING BEHIND ONE OF A PLURALITY OF
COMBINED REFERENCES

Applicant may overcome a 35 U.S.C 103 rejection

- based on a combination of references by showing

completion of the invention by applicant prior to the ef-
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715.03

fective date of any of the references, applrcant need not -

antedate the reference wrth the earliest filing date How-

ever, as drscussed above, apphcant’s 37.CFR 1.131 affi-
davit must show possession of either the whole invention
as ciaimed or somethmg falling within the claim(s) prior.

to the effective date of the reference being antedated; it
isnot enough merely to show possession of what the ref-

erence happens to show if the reference does not teach _

the basic inventive concept.
Where a claim has been re]ected under 35 U. S.C. 103
based on Reference A in view of Reference B, with the

effective date of secondary Reference B being earlier:

~ than that of Reference A, the applicant can rely on the

teachings of Reference B to show that the differences be-
tween what is shown in his or her 37 CFR 1.131 affidavit
or declaration and the claimed invention would have
been obvious to one of ordinary skill in the art prior to
the date of Reference A. However, the 37 CFR 1.131 af-
fidavit or declaration must still establish possessicn of
the claimed invention, not just what Reference A shows,
if Reference A does not teach the basic inventive con-
cept.

GENERAL RULE AS TO GENERIC CLAIMS

A reference applied against generic claims may (in
most cases) be antedated as to such claims by an affidavit or
declaration under 37 CFR 1.131 showing completion of the
invention of only a single species, within the genus, prior to
the effective date of the reference (assuming, of course,
that the reference is not a statutory bar or a patent claiming
the same invention). Sec Ex parte Biesecker, 144 USPQ 129
(Bd. App. 1964). See, also, In re Fong, 288 F2d 932, 129
USPQ 264 (CCPA 1961); In re Defano, 392 F2d 280,
157 USPQ 192 (CCPA 1968) (distinguishing chemical spe-
cies of genus compounds from embodiments of a single in-
vention). See, however, MPEP § 715.03 for practice rela-
tive to cases in unpredictable arts.<

715.03 Genus—Species, Practice Relative to
Cases Where Predictability Is in
Question [R—1]

>Where generic claims have been rejected on a ref-
erence which discloses a species not antedated by the af-
fidavit or declaration, the rejection will not ordinarily be
withdrawn, subject to the rules set forth below, unless the
applicant is able to establish that he or she was in posses-
sion of the generic invention prior to the effective date of

Rev. 1, Sept. 1995

the referenoe In other words the aﬂ‘idavrt or declara-
tion under 37 CFR 1.131 must show as much as the mini-

mum drsclosure requrred bya patent specrﬁcatron to fur-
msh support for a genenc clarm :

REFERENCE DISCLOSES SPECI ES
: Speeres Claim

Where the claim under rejection recites 2 speciesand
the reference discloses the claimed species; the rejection

~ canbe overcome under 37 CFR 1.131 directly by showing

prior completion of the claimed specres or rndrrectly bya
showing of prior completlon of a different species
coupled with a showing that the claimed species would
have been an obvious modification of the species com-
pleted by applicant. See In re Spiller, 500 F:2d 1170,
182 USPQ 614 (1974).

Genus Claim

The principle is well established that the disclosure of
a species in a cited reference is sufficient to prevent a
later applicant from obtaining a “generic claim.” In re
Slayter, 276 F.2d 408, 125 USPQ 345 (CCPA 1960); In re
Gosteli, 872 F.2d 1008, 10 USPQ2d 1614 (Fed. Cir. 1989).

Where the only pertinent disclosure in the reference
is a single species of the claimed genus, the applicant can
overcome the rejection directly under 37 CFR 1.131 by
showing prior possession of the species disclosed in the
reference. On the other hand, a reference which dis-
closes several species of a claimed genus can be over-
come directly under 37 CFR 1.131 only by a showing that
the applicant completed, prior to the date of the refer-
ence, all of the species shown in the reference. In re
tempel, 113 USPQ 77 (CCPA 1957).

’roof of prior completion of a species different from
the reference species will be sufficient to overcome a ref-
erence indirectly under 37 CFR 1.131 if the reference
species would have been obvious in view of the species
shown to have been made by the applicant. Inn re Clarke,
148 USPQ 665 (CCPA 1966); I re Plumb, 176 USPQ 323
(CCPA 1973); In re Hostettler, 356 F.2d 562, 148 USPQ
514 (CCPA 1966). Alternatively, if the applicant cannot
show possession of the reference species in this manner,
the applicant may be able to antedate the reference indi-
rectly by, for example, showing prior completion of one
or more species which put him or her in possession of the
claimed genus prior to the reference date. The test is
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N 148USPQ 65 (CCPA 1966);

‘f'_’:i3?5refe¢nee :date P ' i 1
- that the invention has gener 'pphcabmty In re Shakal
: 242 F2d 771 113 USPQ 283 (CCPA 1957), In re Ramer,',f

" 300 F2d 771, 156 USPQ 334 (CCPA 1968); I re Clarke, .

(CCPA 1973).. : ,
- Itis not necessary for theaff' davnt evrdence to: show

re Plumb, 176 USPQ 323, 7;

that the apphcant vrewed lus or her mventron as encom-'f ‘

- passing more than the speeles he or she actnally made. =~ -
The test is whether the facts set.out in the afﬁdavrt are
such as would persuade one skrlled inthe art that theap-

plicant possessed so much of the mventlon as isshown in
the reference. In re Schaub 537 F2d 509, 190 USPQ
324 (CCPA 1976). : ,

Species Vérsus Embodzments

References which disclose oné or more embodiments

of a single claimed invention, as opposed to specics of a -

claimed genus, can be overcome by filing a 37 CFR 1.131
affidavit showing prior completion of a single embodi-
ment of the invention, whether it is the same or a differ-
ent embodiment from that disclosed in the reference.
See In re Fong, 288 F.2d 932, 129 USPQ 264 (CCPA 1961)
(Where applicant discloses and claims a washing solu-
tion comprising a detergent and polyvinylpyrrolidone
(PVP), with no criticality alleged as to the particular de-
tergent used, the PVP being used as a soil ~suspending
agent to prevent the redeposition of the soil removed,
the invention was viewed as the use of PVP as a soil —sus-
pending agent in washing with a detergent. The disclo-
sure in the reference of the use of PVP with two deter-
gents, both of which differed from that shown in appli-
cant’s 37 CFR 1.131 affidavit, was considered a disclo-
sure of different embodiments of a single invention,
rather than species of a claimed genus); In re Defano,
392 E2d 280, 157 USPQ 192 (CCPA 1968).

REFERENCE DISCLOSES CLAIMED GENUS

In general, where the reference discloses the claimed
genus, a showing of completion of a single species within
the genus is sufficient to antedate the reference under
37 CFR 1.131. Ex parte Biesecker, 144 USPQ 129 (Bd.
App. 1964).

In cases where predictability is in question, on the
other hand, a showing of prior completion of one or a few
species within the disclosed genus is generally not suffi-
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: two, specres mrght show possessnon of the 24 ""'enc mn-, SN
tion, while in the case of a geniis comprising hundreds of =

species, reduction to practice of a consrderably larger
number of species would be necessary In re Shokal,

supra. _
-~ Itis not necessary for the affidavxt evrdence to show .

~ thatthe applicant viewed his or her mventron as encom-

passing more than the species he or she actually made.
The test is whether the facts set out in the affidavit are
such as would persuade one skilled in the art that the ap-

‘plicant possessed so much of the invention as is shown in

the reference. In re Schaub, 537 F. 509, 190 USPQ 324
(CCPA 1976).< |

715.04 Who May Make Aﬂidavit or
Declaration; Formal Requirements
of Affidavits and Declarations [R—1]

>WHO MAY MAKE AFFIDAVIT
OR DECLARATION

(A)All the inventors of the subject matter claimed.

(B) An affidavit or declaration by less than all named
inventors of an application is accepted where it is shown
that less than all named inventors of an application in-
veited the subject matter of the claim or claims under re-
jection, For example, one of two joint inventors is accept-
ed where it is shown that one of the joint inventors is the
sole inventor of the claim or claims under rejection.

(C)The assignee or other party in interest when it is
not possible to produce the affidavit or declaration of the
inventor. Ex parte Foster, 1903 C.D. 213, 105 O.G. 261
(Comm’r Pat. 1903).

Affidavits or declarations to overcome a rejection of

a claim or claims on a cited patent or publication must be
made by the inventor or inventors of the subject matter
of the rejected claim(s) or the assignee or other party in
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P mterest when rt is not possible to produoe the afﬁdavrt or'

K declaratlon of the inventor(s). Thus,. where. all of. the

named inventors of a pendmg apphcatron are not inven-

“tors of every clalm of the apphcatron, any affidavit under. .
37CFR 1. 131 could be signed by only the mventor(s) of .

- the subject matier of the rejected claims. Further, where -
it is shown that a -joint inventor is- deceased refuses to -

sign, or is otherwrse unavarlable, the signatures of the re-

maining ]omt inventors are sufficient. However, the affi-

davit or declaration, even though signed by fewer thanall
the joint inventors, must show completion of the inven-
tion by all of the joint inventors of the subject matter of

the claim(s) under rejection. In re Carlson, 79 F2d. 900,

27 USPQ 400 (CCPA 1935),

FORMAL REQUIREMENTS OF AFFIDAVITS
AND DECLARATIONS

An affidavit is a statement in writing made under
oath before a notary public, magistrate, or officer avtho-
rized to administer oaths. See MPEP § 604 through
§ 604.06 for additional information regarding formal re-
quirements of affidavits.

37 CFR 1.68 permits a declaration to be used instead
of an affidavit. The declaration must include an acknow!-
edgment by the declarant that willful false statements
and the like are punishable by fine or imprisonment, or
both (18 U.S.C. 1001) and may jeopardize the validity of
the application or any patent issuing thereon. The decla-
rant must set forth in the body of the declaration that afl
statements made of the declarant’s own knowledge are
true and that all statements made on information and be-
lief are believed to be true.<

715.05 Patent Claiming Same Invention
[R-1]

>When the reference in question is a noncommonly
owned patent claiming the same invention as applicant
and its issue date is less than one year prior to the filing
date of the application being examined, applicant’s rem-
edy, if any, must be by way of 37 CFR 1.608 instead of
37 CFR 1.131. The examiner should therefore take note
whether the status of the patent as a reference is that of a
PATENT or a PUBLICATION, If the patent is claiming
the same invention as the application, this fact should be
noted in the Office action. The reference patentcan then
be overcome only by way of interference. Note, however,
35 U.S.C. 135 and MPEP § 2300.01.
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Where the referenoe patent and the apphcatron at“* E
issue are commonly owned and are clarmmg the same . ¢
invention, an:affidavit or declaration under 37 CFR
1131 may be used to-overcome a.
35 u. S.C. 102 or 103 only rf a petrtron under 37 CFR o
_1 183 has been granted o A o
“A 37 CFR 1.131 affidavitis meffecuve to overcomea . -
United States patent, not only where there is a verbatim -
'correspondence between claims of: the apphcatron and,.

of the patent but also where there is no patentable dis~ :

. tinction between the respective claims.  Jn re Hidy, <
303 F2d 954, 133 USPQ 650 (CCPA 1962); I re Wiigen-
" horst, 20 CCPA 829, 62 F2d 831, 16 USPQ 126 (CCPA

1933); Ins re Teague, 254 F.2d 145, 117 USPQ 284 (CCPA -
1958); In re Clark, 457 F.2d 1004, 173 USPQ 359 (CCPA
1972); In re Ward, 236 F.2d 428 m USPQ 101 (CCPA
1956).

If the application (or patent under reexamrnatron)
and the domestic patent contain claims which are identi-
cal, or which are not patentably distinct, then the ap-
plication and patent are claiming the “same patentable
invention,” defined by 37 CFR 1.601(n) as follows:

Invention “A” is the “same patentable invention” as
an invention “B” when invention “A’ is the same as
(35 U.S.C. 102) or is obvious (35 U.S.C. 103) in view of
invention “B” assuming invention “B” is prior art with
respect to invention “A.”

As provided in 37 CFR 1.601(i), an interference may
be declared whenever an examiner is of the opinion that
an application and a patent contain claims for the “same
patentable invention.” An applicant who is claiming an
invention which is identical to, or obvious in view of, the
invention as claimed in a domestic patent cannot employ
an affidavit under 37 CFR 1.131 as a means for avoiding
an interference with the patent. To allow an applicant to
do so would result in the issuance of two patents to the
same invention.

Since 37 CFR 1.131 defines “same patentable inven-
tion” in the same way as the interference rules (37 CFR
1.601(n), the PTO cannot prevent an applicant from
overcoming a reference by a 37 CFR 1.131 affidavit or
declaration on the grounds that the reference domestic
patent claims applicant’s invention and, at the same
time, deny applicant an interference on the grounds that
the claims of the application and those of the reference
patent are not for substantially the same invention. See
In re Eickmeyer, 602 F.2d 974, 202 USPQ 655 (CCPA
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| applrcant may f' le an afﬁdavrt or declaratron trnde

37 CFR 1.131 to overcome a pnor art rejectlon based on L
the patent Adlerv Iduver, 159 USPQ 511 (Bd Pat lnt e j"

1968).

may be used to ndte such a s1tuatron in the Ofﬂce
‘action.<

71507 Facts and Documentary |
Ey*idence [R-1]
>GENERAL REQUIREMENTS

The essential thing to be shown under 37 CFR 1.131
is priority of invention and this may be done by any satis-
factory evidence of the fact. FACTS, not conclusions,
must be alleged, and they must be shown by evidence in
the form of exhibits accompanying the affidavit or decla-
ration. Each exhibit relicd upon should be specifically re-
ferred to in the affidavit or declaration, in terms of what
it is relied upon to show. For example, the allegations of
fact might be supported by submitting as evidence one or
more of the following:

(1) attached sketches;

(2) attached blueprints;

(3) attached photographs;

(4) attached reproductions of notebook entries;

(5) an accompanying model;

(6) attached supporting statements by witnesses,
where verbal disclosures are the evidence reiied upon, £x
parte Ovshinsky, 10 USPQ2d 1075 (Bd. Pat. App. & Inter.
1989).

(7) testimony given in an interference. Where inter-
ference testimony is used, the applicant must point out
which parts of the testimony are being relied on; examin-
ers cannot be expected to search the entire interference
record for the evidence. Ex parte Homan, 1905 C.D. 288
(Comm’r Pat. 1905).

(8) Disclosure documents (MPEP § 1706) may be
used as documentary evidence of conception.

A general allegation that the invention was com-
pleted prior to the date of the reference is not sufficient.
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Form paragraph 7.58 (reproduced in MPEP § 715) o
" form part of the afﬁdavrt or declaratl i
, satrsfactonly explamed R

If the apphcant made sketches he should,. ’
‘so state, and produce ‘and descnbe them, if the, ,
sketches were made and lost, and their contents
‘remembered, they should be reproduced and fur-
nished in place of the originals. The same course' ’
should be pursued if the drsclosure was by means '
of models. If neither sketches nor models are re-
lied upon, but it is claimed that. wverbal drsclosures, '
sufficiently clear to indicate definite conception -
" of the invention, were made the witness should
state as nearly as possible the language used in
imparting knowledge of the invention to others.

Ex parte Donovan, 1890 C.D. 109, 52 O.G. 309 (Oomm T
Pat. 1890).

However, when reviewing a 37 CFR 1.131 affidavit or
declaration, the examiner must consider all of the evi-
dence presented in its entirety, including the affidavits or
declarations and all accompanying exhibits, records and
“notes.” An accompanying exhibit need not support all
claimed limitations, provided that any missing limitation
is supported by the declaration itself. Ex parte Ovshinsky,
10 USPQ2d 1075 (Bd. Pat. App. & Inter. 1989).

The affidavit or declaration and exhibits must clearly
explain which facts or data applicant is relying on to show
completion of his or her invention prior to the particular
date. Vague and general statements in broad terms about
what the exhibits describe along with a general assertion
that the exhibits describe a reduction to practice
“amounts essentially to mere pleading, unsupported by
proof or a showing of facts” and, thus, does not satisfy
the requirements of 37 CFR 1.131(b). In re Borkowski,
505 E.2d 713, 184 USPQ 29 (CCPA 1974).
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’715 07
: ESTABLISHMENT OF DATES

If the dates of the exhrblts have been removed or
~“blocked off, the matter of dates can be taken care of in

the body of the oath or declaratron ‘ :
When allegmg that conceptron ora reductlon to prac-‘ k

tice occurred prior to the effective date of the reference, .

the dates in the oath or declaratron may be the actual )

dates or, if the applicant or patent owner does not desire butitmustbe capable of proof, as by drawings, eomplete

" to disclose his or her actual dates;he or she may merely

allege that the acts referred to occurred prior to a speci-
fied date. However, the actual dates of acts relied on -
to establish diligence must be provrded See MPEP

§ 715.07(a) regarding the diligence requirement.
THREE WAYS TO SHOW PRIOR INVENTION

The affidavit or declaration must state FACTS and
produce such documentary evidence and exhibits in sup-
port thereof as are available to show conception and
completion of invention in this country orin a NAFTA or
WTO member country (MPEP § 715.07(c)), at least the
conception being at a date prior to the effective date of
the reference. Where there has not been reduction to
practice prior to the date of the reference, the applicant
or patent cwner must also show diligence in the comple-
tion of his or her invention from a time just prior to the
date of the reference continuously up to the date of an
actual reduction to practice or up to the date of filing his
or her application (filing constitutes a constructive re-
duction to practice, 37 CFR 1.131).

As discussed above, 37 CFR 1.131(b) provides three
ways in which an applicant can establish prior invention
of the claimed subject matter. The showing of facts must
be sufficient to show:

(1) reduction to practice of the invention prior to
the effective date of the reference; or

(2) conception of the invention prior to the effective
date of the reference coupled with due diligence from
prior to the reference date to a subsequent (actual) re-
duction to practice; or

(3) conception of the invention prior to the effective
date of the reference coupled with due diligence from
prior to the reference date to the filing date of the ap-
plication (constructive reduction to practice).

A conception of an invention, though evidenced by
disclosure, drawings, and even a model, is not a complete
invention under the patent laws, and confers norights on
an inventor, and has no effect on a subsequently granted

Rev. 1, Sept. 1995

700 -

MANUAL OF PATENT EXAMINING PROCEDURE

, patent to another, UNLESS THE INVENTOR FOL- P

~LOWS IT WITH REASONABLE DlLIGENCE BY

- SOME OTHER AC]‘ such as an ‘actual rcdwctron to
practlce or fihng an applwatron fora patent Automattc_' 2

Weighing. Mach. Co. v. Pneumatic Scale Comp., Limited,
_166F2d288 1909CD 498; 139OG 991 (1stC1r 1909)
Conceptron is the mental part of the inventive act,

disclosure to. another person, etc. In Metgenthakr Vo

 Scudder, 1897 C.D. 724, 810.G. 1417(DC Cir. 1897),1t o
~ was established that conceptlon is more than ameré
vague idea of how to solve a problem, the ; means them- B

selves and their interaction must be comprehended also.

~ In general, proof of actual reduction to practice re-
quires a showing that the apparatus actually existed and
worked for its intended purpose. However “there are
some devices so simple that a mere construction of them
is all that is necessary to constitute reduction to prac-
tice. » In re AsahilAmerica Inc., 94—1249 (Fed. Cir. 1995)
(Cltmg Newkirk v. Lulegian, 825 F.2d 1581, 3USPQ2d
1793 (Fed. Cir. 1987) and Sachs v. Wadsworth, 48 F.2d
928,929, 9 USPQ 252, 253 (CCPA 1931). The claimed re-
straint coupling held to be so simple a device that mere

_ construction of it was sufficient to constitute reduction

to practice. Photographs, coupled with articles and a
technical report describing the coupling in detail were
sufficient to show reduction to practice.).

The facts to be established under 37 CFR 1.131 are
similar to those to be proved in interference. The differ-
ence lies in the way in which the evidence is presented. If
applicant disagrees with a holding that the facts are in-
sufficient to overcome the rejection, his remedy is by ap-
peal from the continued rejection.

See MPEP § 2138.04 through § 2138.06 for a detailed
discussion of the concepts of conception, reasonable dili-
gence, and reduction to practice.

For the most part, the terms “conception,” “reason-
able diligence,” and “reduction to practice” have the
same meanings under 37 CFR 1.131 as they have in inter-
ference proceedings. However, in In re Eickmeyer,
602 F2d 974, 202 USPQ 655 (CCPA 1979), the court
stated the following:

The purpose of filing a {37 CFR 1.]131 affida-
vit is not to demonstrate prior invention, per se,
but merely to antedate the effective date of a ref-
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. erence. See Inre Moom, 58 CCPA 1340 444 F2d"f .
572, 170 USPQ 260 (1971), Although the test for

 sufficiency of an. aﬁdamt under Rule 131(b) par- o
¢ termlmng pnonty of mventnon in

- allels that ,fo ‘
SR 'an mterfetence under 35 "UsC 102(g), 1t does;"

V«[t]he'parallel, k“"mterference .ractwe found in -

be the same as’ what is- requnred in the ‘inter- -
ference’ sense of those terms.” Id.; accord In re

: Borkowsla 505 F2d 713 718—19 184 USPQ 29,

- 33 (CCPA 1974) :

‘One difference is that in mterference practlce are-
duction to _practlce requires a proof that a utility was
‘known, whereas under 37 CFR 1.131 practice, proofofa

utility must be shown only if the reference discloses a
utility. In re Wilkmson, 304 -F2d 673 134 USPQ
171 (CCPA 1962); In re Moore, 444 F2d 572, 170 USPQ
260 (CCPA 1971). Where proof of utility is required,

whether or not test results are required to establish the

utility of the subject matter in question depends on the
facts of each case. The ultimate issue is whether the evi-

dence is such that one of ordinary skill in the art would be

satisfied to a reasonable certainty that the subject matter
necessary to antedate the reference possessed the al-
leged utility. In re Blake, 358 E.2d 149 USPQ 217 (CCPA
1966). Also, in interference practice, conception, rea-
sonable diligence, and reduction to practice require cor-
roboration, whereas averments made in 2 37 CFR 1.131
affidavit or declaration do not require corroboration; an
applicant may stand on his own affidavit or declaration if
he so elects. Ex parte Hook, 102 USPQ 130 (Bd. App.
1953).

Form Paragraph 7.59 or 7.63 (both reproduced in
MPEP § 715) may be used where insufficient evidence is
included in a 37 CFR 1.131 affidavit.<

715.07(a) Diligence [R—1]

>Where conception occurs prior to the date of the
reference, but reduction to practice is afterward, it is not
enough merely to allege that applicant or patent owner
had been diligent. Ex parte Hunter, 1889 C.D. 218,
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) should be recogmzed as-ome of
" . convenience, rather than. necessity.” Id. at. 1353,
444 F2d at 580 170 USPQ at. 267 Thus, “the R
conceptlon and reductlon to practlce ‘which
‘must’ be estabhshea under ‘the rule need not

715.01(!»)‘_ |

B 49 0.G. 733 (wmm g Pat 1889) Rather, applwaut must
~ishowev1denceoffacts,‘ i ST R
IndetermmmgthesufficlencyofaS?CFR 1. 131 afﬁ- R
‘_:‘davnt or declaration, dlhgenee need not be considered L
unléss conception of the invention prior to the effective
' date is clearly established, since diligence comes into
‘question_only: after prior . conception _is. estabhshed ,’ e
 Ex parte Kantor, 177 USPQ 455 (Bd. App. 1958) S
‘What is meant by diligence is brought out in Chn.me A
2 Seybold 1893 C.D. 515, 640.G. 1650 (6thCn' 1893). e
o In patent law, an inventor is elther dnhgent ata gwen"f:jl_; SRS
Ll tlme or he is not dlhgent, there are no degtees of dili- -
- gence. An’ apphcant may be dnhgent within the meamng e
“ofthe patent law when heor sheis domg nothmg, ifhisor
" herlack of actmty is excused. Note, however, that the re- . "
 cord must set forth an explanation or excuse fortheinac-
- tivity; the PTO or courts will not speculate on possible .
explanations for delay or inactivity. Se¢ In re Nelson, -
. 420 F2d 1079 164 USPQ 458 (CCPA 1970). Diligence
“mustbe Judged on the basis of the particular factsineach
- “case.See MPEP § 2138.06 for a detailed discussion of the
: dnhgence requu'ement for provmg pnor mventnon ‘ g
 Under 37 CFR 1.131, the critical period in whichdili-

‘dihgence

gence must be shown begins just prior to the effectwe

date of the reference and ends with the date of a reduc- ; }

tion to practice, either actual or constructive (1 e., filinga

~ United States patent application). Note, therefore, that

only diligence before reduction to practice is a2 material
consideration. The “lapse of time between the comple-
tion or reduction to practice of an invention and the fil-
ing of an application thereon” is not relevent to an affi-
davit or declaration under 37 CFR 1.131. See Ex parte
Merz, 75 USPQ 296 (Bd. App. 1947). :

Form Paragraph 7.62 (reproduced in MPEP § 715)
may be used to respond to a 37 CFR 1.131 aﬂ‘idavnt
where diligence is lacking. <

715.07(b) Interference Testimony Sometimes
Used [R-1]

>In place of an affidavit or declaration the testimony
of the applicant in an interference may be sometimes
used to antedate a reference in lieu of 37 CFR 1.131 affi-
davit or declaration.

The part of the testimony to form the basis of priority
over the reference should be pointed out. Ex parte Bowy-
er, 1939 C.D. §, 42 USPQ 526 (Comm’r Pat. 1939).<
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g 715.07 (c)

7 15.07(c)} : Acts Rehed Upon Must Have Been ”
 Carried Ont in This Country ora

 NAFTA or WIO Member
: 5Country [R— 1]

>35 US.C. 104 InvmaonMadeAbmad |

. In proceed:ngs before the Patent and 'I}ademark Ofﬁce andinthe
courts, an appllcant fora pauent, or a patentee, may not establish a -
date of invention by reference to knowledge or use thereof, or other -

activity with respect thereto, in a foreign country other than a NAFTA
country or a WTO member country, except as provided in sections 119
and 365 of this title, Where an invention was made by a person, civil or
military, while domxciled in the United States and serving in a foreign
country in connection with operations by or on behalf of the United
States, he shall be entitled to the same rights of priority with respect to
such invention as if the same had been made in the United States.

The 37 CFR 1.131 affidavit or declaration must con-

tain an allegation that the acts relied upon to establish
the date prior to the reference were carried out in this
countryorina 'NAFTA country or WTO member coun-
try. See 35 U.S.C. 104.

Under 37 CFR 1.131(a), which provides for the es-
tablishment of a date of completion of the invention in a
NAFTA or WTO member country, as well as in the
United States, an applicant can establish a date of
completion in a NAFTA member country on or afier
Pecember 8, 1993, the effective date of section 331 of
Public Law 103-182, the North American Free Trade
Agreement Act, and can establish a date of completion
in 2 WTO member country other than a NAFTA mem-
ber country on or after January 1, 1996, the effective date
of section 531 of Public Law 103—465, the Uruguay
Round Agreements Act. Acts occurring prior to the ef-
fective dates of NAFTA or URAA may be relied upon to
show completion of the invention; however, a date of
completion of the invention may not be established un-
der 37 CFR 1.131 before December 8, 1993 in a NAFTA
country or before January 1, 1996 in a WTO country oth-
er than a NAFTA country.<

715.07(d) Disposition of Exhibits [R—1]

>Exhibits, such as those filed as part of an affidavit
or declaration under 37 CFR 1.131, that are too bulky to
be placed in the application file are retained in the ex-
amining group until the case is finally disposed of. When
the case goes to issue (or abandonment) the exhibits
are returncd or otherwise disposed of. See MPEP
§ 608.03(a).<
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" 71508 Passed Upon bypﬁmaxy Examiner

[R-ll N e
>T.he questmn ofsufficlency of afﬁdavxts ordeclara- o

tions under 37 CFR 1.131 should be revxewcd and’ de-;; ‘
: cided by a primary examiner. ‘ '

Rev1ew of questions of formal sufﬁclency and propn-

k ety are by petition. Such peftitions are answered by the
_Group Directors (MPEP § 1002.02(c), item 4(e)).

Rev1ew on the merits of 37 CFR 1.131 afﬁdavnt or

: declaratlon is by appeal to the Board of Patent Appeals o

and Interferences <

715.09 Seasonable Presentatmn [R—l]

>Afﬁdavnts or declaratlons under 37 CFR 1 131
must be timely presented in order to be admltted Affi-
davits and declarations submitted under 37 CFR 1.131
and other evidence traversing rejectnons are consldered
timely if:

(a) submitted prior to 2 final rejection,

(b) submitted before appeal in an application not
having a final rejection, or

(c)submitted after final rejection and subnutted
(i)with a first response after final rejection for the
purpose of overcoming a new ground of rejection or re-
quirement made in the final rejection, or
(ii) with a satisfactory showing under 37 CFR
1.116(b) or 37 CFR 1.195, or
(iii)under 37 CFR 1.129(a).

All admitted affidavits and declarations are acknowl-
edged and commented upon by the examiner in his or
her next succeeding action.

For affidavits or declarations under 37 CFR 1.131
filed after appeal, see 37 CFR 1.195 and MPEP § 1212.

Review of an examiner’s refusal to enter an affidavit
as untimely is by petition and not by appeal to the Board
of Appeals. In re Deters, 515 F.2d 1152, 185 USPQ 644
(CCPA 1975); Ex parte Hale, 49 USPQ 209 (Bd. App.
1941). See MPEP § 715.08 regarding review of questions
of propriety of 37 CFR 1.131 affidavits and declara-
tions. <

715.10 Review of Affidavit or Declaration for
Evidence of Prior Public Use or Sale or
Failure to DiscloseBest Mode [R—1]

>Any affidavits or declarations submitted under
37 CFR 1.131 and the accompanying evidence must be

700 — 138




EXAMINATION OF APPLICATIONS

reviewed carefully by the exammer in order to determme‘ E
whether they show that the clauned mventlon was “in
-+ public use” or “on sale” in-this country more than one

 year prior to the effectwe filmg date of the apphcatlon,
which acts constitute a statutory bar under 35 USC.
102(b). Although the re]ectlon based on the reference(s) i

an affidavit or declaratlon, the effect of the apphcant’

ing rejections based on “publlc use” and “on sale” statu-
tory bars.

- Where the 37 CFR 1. 131 ewdence rehes on an em— 7 il Jing the statutory grounds; i in myof disclosure under

bodiment of the invention not disclosed in the applica-

tion, the question of whether the application mcludes"‘ ‘
“best

the “best mode” must be considered, HoWever, a
mode” rejection should not be made unless the record,

taken as a whole, establishes by a preponderance of the
evidence that applicant’s specification has not set forth

the best mode contemplated by the inventor of carrying
out the invention. See MPEP § 2165 — § 2165.04 regard-
ing the best mode requirement of the first paragraph of
35US8C. 112.<

716 Affidavits or Declarations Traversing

Rejections, 37 CFR 1.132 [R—-1]

>37 CFR 1.132. Affidavits or declarations traversing grounds of
rejection.

When any claim of an application or a patent under reexamination
is rejected on reference to a domestic patent which substantially shows
or describes but does not claim the invention, or on reference to a
foreign patent, or to a printed publication, or to facts within the
personal knowledge of an employee of the Office, or when rejected
upon a mode or capability of operation attributed i a reference, or
because the alleged invention is held to be inoperative or facking in
utility, or frivolous or injurious to public health or morals, zffidavits or
declarations traversing these references or objections may e received.

It is the responsibility of the primary examiner to per-
sonally review and decide whether affidavits or declara-
tions submitted under 37 CFR 1.132 for the purpose of
traversing grounds of rejection, are responsive to the re-
jection and present sufficient facts to overcome the re-
jection.

This rule sets forth the general policy of the Office
consistently followed for a long period of time of receiv-
ing affidavit evidence traversing rejections or objections.
The enumeration of rejections in the rule is merely ex-
emplary. All affidavits or declarations presented which
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| ‘kdonotfallw:thmorunderoMerspeelﬁemlesaretobev[.f )

treated or.considered as falling under this rule.

Form Paragraph 7.65 or 7.66 should be used toeom- f‘i i

‘ment on a 37 CFR 1 132 a.fﬁdavnt or declaratlon

oy 7.65. AﬁdawtorDecIammn Unda37CFR1 132, Ejjecmz SR

~ sought tobe antedated may actually be overcome by such - o Withdraw Rejection

me[1]under37CFRllSZﬁled[Z]umfﬁelenttoovercomethe ‘

‘rejectlon ofclaun [3]busedupon [4]
prior “publlc use” or “on sale” actmtles may notbe over- - :
“come under 37 CFR 1.131. Sce MPEP § 2133.03 regard- -

‘1.In bracketl msertelther “afﬁdavnt" or declaratton

2.lnbracket2,mserttheﬁlmgdateoftheaﬁidavuordeclamtwn .

3. In bracket 3, mserttheaffectedclmmorelaxms : i
4. In beacket 4, indicate the, rejecuou that has’ heen overeome,

35 US.C. 112, first paragraph; lack of utility under 35 US.C. 101,
inoperativeness under 35 U.S.C.. 101; a specific: referenee applred
under 35 US.C. 103, etc. See MPEP §76..

% 766 Aﬂidawt or Declamtwn Uuder 37 CFR L 132, Insuﬁ'i
cient .

The |1} uuder 37CFR l 132 filed [2] is msufﬁclent to overcome the
rejection of claim[3] based upon [4] as set forth in the last Office
action because [S]. .

Exsminer Note:

1. In bracket 1, insert either “affidavit” or declarauon

2. In bracket 2, insert the filing date of the affidavit or declaration.

3. In bracket 3, insert the claim or claims affected.

4. In bracket 4, indicate the rejection that has been overcome,
including the statototy grounds; i.e., insufficiency of disclosure under
35 US.C. 112, first paragraph, lack of utility under 35 U.S.C. 101,
inoperativeness under 35 U.S.C. 101, a specific reference applied
under 35 U.S.C. 103, etc. See MPEP § 716.

5. In bracket 5, set forth the reasons for the msuﬂicrency; e,
categories include: “untimely”, “fails to set forth facts”, “facts
presented are not germane to the rejection at issue”, “showing is not
commensurate in scope with the claims”, eic. See MPEP § 716. Also
include a detailed explanation of the reasons why the affidavit or
declaration is insufficient.<

716.01 Generally Applicable Criteria [R—1]

>The following criteria are applicable to all evidence
traversing rejections submitted by applicants, including
affidavits or declarations submitted under 37 CFR 1.132:

(1) Timeliness

Evidence traversing rejections must be timely or
seasonably filed to be entered and entitled to consider-
ation. In re Rothermel et al., 276 F.2d 393, 125 USPQ
328 (CCPA 1960).

Affidavits and declarations submitted under 37 CFR
1.132 and other evidence traversing rejections are con-
sidered timely if:

(a) submitted prior to a final rejection,
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' (b) subnutted before appeal in an apphcatlon not

havmgaﬁnal re]ectlon, or .
- (e) subrmtted after final re]ectlon and submrtted

(1)w1th a frrst response after final re]ectron for*’ -
the purpose of overeommg a new- ground of rejection

or requrrement made in the ﬁnal Tejection, or

- (i) with'a satrsfactory showmg under 37 CFR,

1 116(b) or 37 CFR 1.195,0r "
- (iii) under 37 CFR l 129(a)

(2) Consrderatwn ovazdence -

Evrdence traversmg rejectrons must be consrdered by

the examiner whenever present CAll entered aﬁﬁdavrts,
declarations, and evidence traversing rejectlons are ac-
knowledged and commented upon by the examiner in

the next succeedmg action. The extent of the commen-
tary depends on the action taken by the examiner.
Where an examiner holds that the evidence is sufficient
to overcome the prima facie case, the comments should
be consistent with the guidelines for statements of rea-
sons for allowance. See MPEP § 1302.14. Where the evi-
dence is insufficient to overcome the rejection, the ex-
aminer must specifically explain why the evidence is in-
sufficient. General statements such as “the declaration
lacks technical validity” or “the evidence is not commen-
surate with the scope of the claims” without an explana-
tion supporting such findings are insufficient. <

716.01(a) Objective Evidence of

Nonobviousness [R—1]

>OBJECTIVE EVIDENCE MUST BE
CONSIDERED WHENEVER PRESENT

Affidavits or declarations submitting evidence of
criticality or unexpected results, commercial success,
long—felt but unsolved needs, failure of others, skepti-
cism of experts, etc., must be considered by the examiner
in determining the issue of obviousness of claims for pat-
entability under 35 U.S.C. 103. The Court of Appeals for
the Federal Circuit stated in Stratoflex, Inc. v. Aeroquip
Corp., 713 F2d 1530, 218 USPQ 871, 879 (Fed. Cir. 1983)
that “evidence rising out of the so—called ‘secondary
considerations’ must always when present be considered
en route to a determination of obviousness.” Such evi-
dence might be utilized to give light to circumstances sur-
rounding the origin of the subject matter sought to be
patented. As indicia of obviousness or uncbviousness,

Rev. 1, Sept. 1995
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such evrdenee may have relevancy Gmhamv JohnDeem’f .

" Co.,383 US. 1, 148 USPQ 459 (1966); In re Palmer,
451 F2d 1100, 172 USPQ 126 (CCPA 1971); Inre Fielder |~ -
“and Umierwood m F?d 640, 176 USPQ 300 (CCrA
' 1973). The Graham v. John Deere pronouncements on.-
" therelevance ofcommercralsuocecs, etc. toadetermma- 5

" tion of obviousness were not negated in Sakraida v.Ag
" »Pro 425US 273 189USPQ449 (1979) orAndetson -

BlackRockInc. V. PavementSalvage Co.; 396U S. 57,163 -
USPQ 673 ( 1969), where reliance was placed uponA&P

Tea Co. v. Supermarket Corp., 340 U.S. 147,87 USPQ303.

(1950). See Dann.v. Johnston, 425 U S. 219 189 U.s. PQ
257, at 261 (1976) footnote 4. ik .
‘Examiners must consnder comparatrve data in the -

 specification which is intended to illustrate the claimed

invention in- reachmg a concluslon with regard to the ob-:
viousness of the claims. I re Margolrs 785 F.2d 1029,
228 USPQ 940 (Fed. Cir. 1986). Note that the lack of ob-_
jective evidence of nonobviousness does not wergh in fa-

~ vor of obviousness. Miles Labs. Inc. v..Shandon Inc., 997
. F2d 870, 27 USPQ2d 1123, 1129 (Fed. Cir. 1993), cert.

denied, 127 L. Ed, 232 (1994). However, where a prima
Jacie case of obviousness is established, the failure to
provide rebuttal evidence is dispositive.<

716.01(b) Nexus Requirement and Evidence
of Nonobviousness [R—1]

>TO BE OF PROBATIVE VALUE, ANY
SECONDARY EVIDENCE MUST BE
RELATED TO THE CLAIMED
INVENTION (NEXUS REQUIRED)

The weight attached to evidence of secondary consid-
erations by the examiner will depend upon its relevance
to the issue of obviousness and the amount and nature of
the evidence. Note the great reliance apparently placed
on this type of evidence by the Supreme Court in uphold-
ing the patent in United States v. Adams, 383 U.S. 39,148
USPQ 479 (1966).

To be given substantial weight in the determination
of obviousness or nonobviousness, evidence of secon-
dary considerations must be relevant to the subject mat-
ter as claimed, and therefore the examiner must deter-
mine whether there is a nexus between the merits of the
claimed invention and the evidence of secondary consid-
erations. Ashland Odl, Inc. v. Delta Resins & Refractories,
Inc., T76 F.2d 281, 227 USPQ 657, 673674, n. 42 (Fed.
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Cir.. 1985), cert. demed 475 U S 1017 (1986) The term '
“nexus” desngnates a factually and legally sufficient con-

nection between the objectwe evidence of nonobvious-
ness and the clanned mventmn so that: the evidence is of

probative value in the determmatlon of nonobviousness. -

Demaco Corp. v. E-Von Langsdoo‘j" Licensing Ltd.,

851 F.2d 1387,7 USPQ 2d 1222 (Fed Clr) cert. demed '

488 US. 956 (1988) <

716 01(c) Probative Value of Objectlve
Evndence [R— 11

>TO BE OF PROBATIVE VALUE, ANY
OBJECTIVE EVIDENCE SHOULD BE
' SUPPORTED BY ACTUAL PROOF

Objective evidence which must be factually sup-
ported by an appropriate affidavit or declaration to be of
probative value includes evidence of unexpected results,
commercial success, solution of a long—felt need, in-
operability of the prior art, invention before the date of
the reference, and allegations that the author(s) of the
prior art derived the disclosed subject matter from the
applicant. See, for example, In re De Blauwe, 736 F.2d
699, 222 USPQ 191, 196 (Fed. Cir. 1984) (“It is well

settled that unexpected results must be established by -

factual evidence.” “[ A]ppellants have not presented any
experimental data showing that prior heat—shrinkable
articles split. Due to the absence of tests comparing ap-
pellant’s heat shrinkable articles with those of the closest
prior art, we conclude that appellant’s assertions of un-
expected results constitute mere argument.”). See also
In re Lindner, 457 E2d 506, 508, 173 USPQ 356,
358 (CCPA 1972); Ex parte George, 21 USPQ2d 1058 (Bd.
Pat. App. & Inter. 1991).

ATTORNEY ARGUMENTS CANNOT TAKE
THE PLACE OF EVIDENCE

The arguments of counsel cannot take the place of
evidence in the record. I re Schulze, 346 F.2d 600, 602,
145 USPQ 716, 718 (CCPA 1965). Examples of attorney
statements which are not evidence and which must be
supported by an appropriate affidavit or declaration in-
clude statements regarding unexpected results, commer-
cial success, solution of a long—felt need, inoperability
of the prior art, invention before the date of the refer-
ence, and allegations that the author(s) of the prior art
derived the disclosed subject matter from the applicant.
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See, for example, InreDe Blauwe, 3% F2d 699, )
222 USPQ 191, 196 (Fed. Cir. 1984) (“It is well settled -

~ that unexpected results must be established by factual
: ev1dence % “[A]ppellants have not presented any experi-

mental data showing t that prior heat—shrmkable articles
split. Due to the absence of tests comparing appellant’s
heat shrinkable articles with those of the closest prior

~art, we conclude that appellant’s assertions of unex-

pected results constitute mere argumernt.”). See also
In re Lmdner, 457 F2d 506 508, 173 USPQ 356,

- 358 (CCPA 1972).

See MPEP § 2145 generally for case law pertinent to
the consideration of applicant’s rebuttal arguments.

OPINION EVIDENCE

Although factual evidence is preferable to opinion
testimony, such testimony is entitled to consideration
and some weight so long as the opinion is not on the ulti-
mate legal conclusion at issue. While an opinion as to'a
legal conclusion is not entitled to any weight, the under-
lying basis for the opinion may be persuasive. In re
Chilowsky, 306 F.2d 908, 134 USPQ 515 (CCFA 1962)
(expert opinion that an application meets the require-
ments of 35 U.S.C. 112 is not entitled to any weight; how-
ever, facts supporting a basis for deciding that the speci-
fication complies with 35 U.S.C. 112 are entitled to some
weight); In re Lindell, 385 F2d 453, 155 USPQ 521
(CCPA 1967) (Although an affiant’s or declarant’s opin-
ion on the ultimate legal issue is not evidence in the case,
“some weight ought to be given to a persuasively sup-
ported statement of one skilled in the art on what was not
obvious to him.” 155 USPQ at 524 (emphasis in origi-
nal)).

In assessing the probative value of an expert opinion,
the examiner must consider the nature of the matter
sought to be established, the strength of any opposing ev-
idence, the interest of the expert in the outcome of the
case, and the presence or absence of factual support for
the expert’s opinion. Ashland Qil, Inc. v. Delta Resins
& Refractories, Inc., 776 F.2d 281, 227 USPQ 657 (Fed.
Cir. 1985), cert. denied, 475 U.S. 1017 (1986). See also In
re Oelrich, 198 USPQ 210 (CCPA 1978) (factually based
expert opinions on the level of ordinary skill in the art
were sufficient to rebut the prima facie case of obvious-
ness); Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. &
Inter. 1989) (statement in publication dismissing the
“preliminary identification of a human f—NGF-like
molecule” in the prior art, even if considered to be an ex-
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7 16 01(d)

-_pert opnmon, was madequate to overcome the rejecnon '
“based on that pnor art becauise there was no factual evi-
~* dence supportmg the statement), Inre Carroll, 601 F2d

-1184, 202 USPQ 571 (CCPA 1979) (expert opinion on
what the priorart taught, supported by documentary

evidence and- formulated prior to the making of the

claimed mventlon, recewed considerable deference); In
re Beattie, 974 F2d 1309 24 USPQZd 1040 (Fed. Cir.

1992) (declarations of seven persons skilled in the art of-

fering opinion evidence -praising the merits of the
claimed invention were found to have little value be-
cause of a lack of factual support); Ex parte George,
21 USPQ2d 1058 (Bd. Pat. App. & Inter. 1991) (conclusory
statements that results were “unexpected,” unsupported by
objective factual evidence, were considered but were not
found to be of substantial evidentiary value).

Although an affidavit or declaration which states
only conclusions may have some probative value, such an
affidavit or declaration may have little weight when con-<
sidered in light of all the evidence of record in the ap-
plication. In re Brandstadter, 484 F.2d 1395, 179 USPQ
286 (CCPA 1973).

An affidavit of an applicant as to the advantages of
his claimed invention, while less persuasive than that of a
disinterested person, cannot be disregarded for this rea-
son alone. Ex parte Keyes, 214 USPQ 579 (Bd. App.
1982); In re McKenna, 203 F.2d 717,97 USPQ 348 (CCFA
1953).<

716.01(d) Weighing Objective Evidence
[R~1]

>IN MAKING A FINAL DETERMINATION OF
PATENTABILITY, EVIDENCE SUPPORTING
PATENTABILITY MUST BE WEIGHED
AGAINST EVIDENCE SUPPORTING
PRIMA FACIE CASE

When an applicant submits evidence traversing a re-
jection, the examiner must reconsider the patentability
of the claimed invention. The ultimate determination of
patentability must be based on consideration of the en-
tire record, by a preponderance of evidence, with due
consideration to the persuasiveness of any arguments
and any secondary evidence. In re Oetiker, 977 F.2d 1443,
24 USPQ2d 1443 (Fed. Cir. 1992). The submission of ob-
jective evidence of patentability does not mandate a con-
clusion of patentability in and of itself. /r re Chupp, 816
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7F2d 643 2 USPQZd 1437 (Fed Cll‘ 1987) Facts &ﬂtab- '

hshed by rebuttal evidence must be evaluated along wnh

. the facts on which the conclusion of apuma facw easewask B
o reached, not against the conclusxon itself. In re Eli Lilly,
. 902F2d 943, 14 USPQZd 1741 (Fed Cir. 1990) ‘Inother

‘words, each piece of rebuttal evidence should not be
evaluated for its ability to knockdown the prima facie -

case. Al of the competent rebuttal evidence taken asa

~whole should be welghed against the evidence support-
ing the prima facie case. In re Piasecki, 745 F.2d 1468,

223 USPQ 785, 788 (Fed. Cir. 1984). Although the re-
cord may establish evidence of secondary considerations
which are indicia of nonobvmusness, the record may also
establish such a strong case of obviousness that the ob-

. jective evidence of nonobvnousness is. not sufficient to

outweigh the evidence of obvxousness Newell Compa-.__
nies v. Kenney Manufacturing Co., 864 F2d 757,
9 USPQ2d 1417, 1427 (Fed. Cis. 1988), cert. denied,
493 U.S. 814 (1989). See In re Piasecki, 745 F.2d 1468,
223 USPQ 785 (Fed. Cir. 1984) for a detailed discussion
of the proper roles of the examiner’s prima facie case and
applicant’s rebuttal evidence in the ﬁnal determination
of obviousness. '

if, after evaluating the evidence, the examiner is still
not convinced that the claimed invention is patentable,
the next Office action should include a statement to that
effect and identify the reason(s) (e.g., evidence of com-
mercial success not convincing, the commercial success
not related to the technology, etc.). See Demaco Coip. v.
E Von Langsdorff Licensing Ltd., 851F.2d 1387, 7 USPQ
2d 1222 (Fed. Cir.), cert. denied, 488 U.S. 956(1988). See
also MPEP § 716.01.<

716.02 Allegations Of Unexpected Results
[R-1]

>Any differences between the claimed invention
and the prior art may be expected to result in some dif-
ferences in properties. The issue is whether the proper-
ties differ to such an extent that the difference is really
unexpected. I re Merck & Co., Inc., 231 USPQ 375 (Fed.
Cir..1986) (differences in sedative and anticholinergic
effects between prior art and claimed antidepressants
were not unexpected). In In re Waymouth, 439 F.2d 1273,
182 USPQ 290, 293 (CCPA 1974), the court held that un-
expected results for a claimed range as compared with
the range disclosed in the prior art had been shown by a
demonstration of “a marked improvement, over the re-
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suls achieved unider other "ratio‘s,‘as to be classified asa - "
difference in kmd rather than one of degree.” Compare_‘ »
Inre Wagner, 152 USPQ 552, 560 (CCPA 1967) (differ-- '. ,
encesin propemes cannot be disregarded on: the ground -
they are " differences ‘in degree rather than- in kind); -
Ex parte Gelles, 22 USPQ2d 1318, 1319 (Bd Pat. App &

Inter. 1992) (“we generally consider a discussion of re-

sults in terms of “differences in degree as compated to -

‘differences in kind’ . . . to have very little meaning in a

relevant legal sense™).<

716.02(a) Evidence Must Show Unexpected

Results [R—1]

>GREATER THAN EXPECTED RESULTS ARE
EVIDENCE OF NONOBVIOUSNESS

“A greater than expected result is an evidentiary fac-
tor pertinent to the legal conclusion of obviousness ... of
the claims at issue.” In re Corkill, 226 USPQ 1005 (Fed.
Cir. 1985). In Corkhill, the claimed combination showed
an additive result when a diminished result would have
been expected. This result was persuasive of nonob-
viousness even though the result was equal to that of one
component alone. Evidence of a greater than expected
result may also be shown by demonstrating an effect
which is greater than the sum of each of the effects taken
separately (i.e., demonstrating “synergism”). Merck &
Co. Inc. v. Biocraft Laboratories Inc., 874 F2d 804,
10 USPQ2d 1843 (Fed. Cir.), cert. denied, 493 U.S. 975
(1989). However, a greater than additive effect is not
necessarily sufficient to overcome a prima facie case of
obviousness because such an effect can cither be ex-
pected or unexpected. Applicants must further show that
the results were greater than those which wouid have
been expected from the prior art to an unobvious extent,
and that the results are of a significant, practical advan-
tage. Ex parte The NutraSweet Co., 19 USPQ2d 1586
(Bd. Pat. App. & Inter. 1991) (Evidence showing greater
than additive sweetness resulting from the claimed mix-
ture of saccharin and L—aspartyl—L—phenylalanine
was not sufficient to outweigh the evidence of obvious-
ness because the teachings of the prior art lead to a gen-
eral expectation of greater than additive sweetening ef-
fects when using mixtures of synthetic sweeteners.).
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SUPERIORITY OF A PROPERTY SHARED
WITH THE PRIOR ART IS EVIDENCE OF -
R NONOBVIOUSNESS

.~ Evidence of unobvnous or unexpected advantageous
propertics, such as supenonty ina property the claimed
compound shares with the prior art, can rebut; tprima facie
obwousneSs “Ewdence thata oompound is unexpected-

- lysuperiorin one of a spectrum of common propertles
- can be enough to rebut a prima facie case of obwous- k

ness.” No set. number of examples of superiority is re-

- quired. In re Chupp, 816 F.2d 643, 2 USPQ2d 1437, 1439

(Fed. Cir. 1987) (Evidence showing that the claimed her-
bicidal compound was more etfectlve than the closest
prior art compound in controlling quackgrass and yellow
nutsedge weeds in corn and soybean crops was sufficient
to overcome the rejection under 35 U.S.C. 103, even
though the specification indicated the claimed com-
pound was an average performer on crops other than
corn and soybean.). See also Ex parte A, 17 USFQ2d 1716
(Bd. Pat. App. & Inter. 1990) (unexpected superior ther-

-apeutic activity of claimed compound against anaerobic

bacteria was sufficient to rebut prima facie obviousness
even though there was no evidence that the compound
was effective against all bacteria).

PRESENCE OF AN UNEXPECTED PROPERTY
IS EVIDENCE OF NONOBVIOUSNESS

Presence of a property not possessed by the prior art
is evidence of nonobviousness. In re Papesch, 315 F2d
381, 137 USPQ 43 (CCPA 1963) (rejection of claims to
compound structurally similar to the prior art compound
was reversed because claimed compound unexpectedly
possessed anti—inflammatory properties not possessed
by the prior art compound); Ex parte Thumm, 132 USPQ
66 (Bd. App. 1961) (Appellant showed that the claimed
range of ethylene diamine was effective for the purpose
of producing “ ‘regenerated cellulose consisting substan-
tially entirely of skin’ ” whereas the prior art warned “this
compound has ‘practically no effect.” ). The submission
of evidence that a new product possesses unexpected
properties does not necessarily require a conclusion that
the claimed invention is nonobvious. In re Payne,
606 F.2d 303, 203 USPQ 245 (CCPA 1979). See the dis-
cussion of latent properties and additional advantages in
MPEP § 2145, paragraph (b).
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 ABSENCE OF AN EXPECTED PROFERTY IS 3
| ‘EVIDENCE OF NONOBVIOUSNESS - -

, Absence

“ings of the “prior  art is evidence ‘of unobviousness.

Ex parte-Mead Johnson & Co. 221 USPQ'78 (Bd. Pat. .
App. & Inter. 1985)° (Based on' prior art dlsclosures, =

claimed compounds would have been expected to pos-

sess beta—andtenerglc blochng activity; the fact that

claimed compounds dld not possess such act1v1ty was an

unexpected result sufﬁclent to: establlsh unobwousness ~

w1thm the meamng of 35 U S.C. 103 )<

7 16.02(!)) Burden on Apphcant [R—l]

>BURDEN ON APPLICANT TO ESTABLISH 4
RESULTS ARE UNEXPECTED AND
SIGNIFICANT '

The evidence relied up should establish “that the dif-
ferences in results are in fact unexpected and unobvious
and of both statistical and practical significance.” Ex
parte Gelles, 22 USPQ2d 1318, 1319 (Bd. Pat. App. & In-
ter. 1992) (Mere conclusions in appellants’ brief that the
claimed polymer had an unexpectedly increased impact
strength “are not entitled to the weight of conclusions ac-
companying the evidence, either in the specification or
in a declaration.” 22 USPQ2d at 1319.); Ex parte C,
27 USPQ2d 1492 (Bd. Pat. App. & Inter. 1992)
(Applicant alleged unexpected results with regard to the
claimed soybean plant, however there was no basis for
judging the practical significance of data with regard to
maturity date, flowering date, flower color, or height of
the plant.). See also In re Nolan, 553 E2d 1261,
193 USPQ 641, 645 (CCPA 1977) and In re Eii Litly, 902
F.2d 943, 14 USPQ2d 1741 (Fed. Cir. 1990) as discussed
in MPEP § 716.02(c).

APPLICANTS HAVE BURDEN OF EXPLAINING
PROFFERED DATA

“fAlppellants have the burden of explaining the data
in any declaration they proffer as evidence of non—ob-
viousness.” Ex parte Ishizaka, 24 USPQ2d 1621, 1624
(Bd. Pat. App. & Inter. 1992).

Rev. 1, Sept. 1995
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, D]RECI‘AND INDIRECI‘ COMPARATIVE TESTS o
ARE PROBATIVE OF NONOBVIOUSNESS

Ev:dence of unexpected propertles may be in the .
"}form of a direct or indirect comparison of the claimedin- =
ventlon wnth the closest priot. art which is commensurate
“in scope with the claims. See In re Boesch, 617 F.2d 212,
205 USPQ 215 (CCPA 1980) and MPEP § 716 02(d) - 3

§ 716 02(¢). See In re Blondel, 499 F2d 1311, 1317, 182‘ TR
‘ USPQ 294, 298 (CCPA 1974) and In mFouche 439F2d IR
~1237,169 USPQ 429, 433 (CCPA 1971) for examples of . -
. .cases where mdlrect comparatlve testmg was found sufﬁ- S

cient to rebut a prima facie case of obvnousness

The patentability of an- mtermedlate may bc estab- '

lished by unexpected propertles of an end’ product-:__' K
* “when one of ordinary skill in the art would reasonab]yi =

ascribe to a claimed intermediate the ‘contributing - -

cause ’ for such an unexpectedly superior activity or prop-

erty.” In re Magerlein, 202 USPQ 473, 479 (CCPA 1979).
“In order to establish that the claimed intermediate isa
‘contributing cause’ of the unexpectedly superior activity
or property of an end product, an applicant must identify -
the cause of the unexpectedly superior activity or prop-
erty (compared to the prior art) in the end product and -
establish a nexus for that cause between the intermiedi-
ate and the end product.” 202 USPQ at 479.<

716.02(c) Weighing Evidence of Expected and

Unexpected Results [R—1]

>EVIDENCE OF UNEXPECTED AND
EXPECTED PROPERTIES MUST BE WEIGHED

Evidence of unexpected results must be weighed
against evidence supporting prima facie obviousness in
making a final determination of the obviousness of the
claimed invention. In re May, 197 USPQ 601 (CCPA
1978) (Claims directed to a method of effecting analge-
sia without producing physical dependence by adminis-
tering the levo isomer of a compound having a certain
chemical structure were rejected as obvious over the
prior art. Evidence that the compound was unexpectedly
nonaddictive was sufficient to overcome the obviousness
rejection. Although the compound also had the expected
result of potent analgesia, there was evidence of record
showing that the goal of research in this area was to pro-
duce an analgesic compound which was nonaddictive,
enhancing the evidentiary value of the showing of non-
addictiveness as an indicia of nonobviousness.). See
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MPEP § 716. Ol(d) for guldanee on welghmg evndence
submitted to traverse a rejection.

. Where the unexpected propertles ofa clalmed inven- .
" tion are not-shown ‘to have a s1gmﬁcance equal to or -

greater than the expected propertles, the evidence of un-

expected properues may notbe sufficient to rebut theev-

idence of obviousness. I re Nolan, 553 F2d 1261,

193 USPQ 641, 645 (CCPA 1977) (Clalms were directed
to a dlsplay/memory device which was prima facie ob-
vious over the prior art. The court found that a higher
memory margin and lower operatmg voltage would have
been expected propertles of the claimed device, and that

a higher memory margin appears to be the most signifi- -

cant improvement for a memory device. Although appli-
cant presented evidence of unexpected properties with
regard to lower peak discharge current and higher lumi-
nous efficiency, these properties were not shown to have
a significance equal to or greater than that of the ex-
pected higher memory margin and lower operating volt-
age. The court held the evidence of nonobviousness was
not sufficient to rebut the evidence of obviousness.);
In re Eli Lilly, 902 F.2d 943, 14 USPQ2d 1741 (Fed. Cir.
1990) (Evidence of improved feed efficiency in steers
was not sufficient to rebut prima facie case of obviousness
based on prior art which specifically taught the use of
compound X537A to enhance weight gain in animals be-
cause the evidence did not show that a significant aspect
of the claimed invention would have been unexpected.).

EXPECTED BENEFICIAL RESULTS ARE
EVIDENCE OF OBVIOUSNESS

“Expected beneficial results are evidence of obvious-
ness of a claimed invention, just as unexpected resulis
are evidence of unobviousness thereof.” In re Gershon,
152 USPQ 602, 604 (CCPA 1967) (resultant decrease of
dental enamel solubility accomplished by adding an acid-
ic buffering agent to a fluoride containing dentifrice was
expected based on the teaching of the prior art); Ex parte
Blanc, 13 USPQ2d 1383 (Bd. Pat. App. & Inter. 1989)
(Claims at issue were directed to a process of sterilizing
a polyolefinic composition which contains an antioxi-
dant with high—energy radiation. Although evidence
was presented in appellant’s specification showing that
particular antioxidants are effective, the Board con-
cluded that these beneficial results would have been ex-
pected because one of the references taught a claimed
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Unexpected Results Commensurate
- in Scope With Claimed ~
Invention [R— 1]

>Whether the unexpected results are the result of

n unexpectedly improved results or a property not taught
by the prior art, the “objective ewdence of nonobvious-
" ness must be commensurate in scope with the claims

which the evidence is offered to support.” In other

- words, the showing of unexpected results must be re-

viewed to see if the results occur over the entire claimed
range. In re Clemens, 622 F2d 1029, 206 USPQ 289, 296
(CCPA 1980) {Claims were directed to a process for re-
moving corrosion at “elevated temperatures” using a
certain ion exchange resin (with the exception of claim 8
which recited a temperature in excess of 100°C). Appel-
lant demonstrated unexpected results via comparative
tests with

the prior art ion exchange resin at 110°C and 130°C. The
court affirmed the rejection of claims 1—7 and 9-10 be-
cause the term “clevated temperatures” encompassed
temperatures as low as 60°C where the prior art ion ex-
change resin was known to perform well. The rejection of
claim 8, directed to a temperature in excess of 100°C, was
reversed.). See also In re Grasselli, 218 USPQ 769,
777 (Fed. Cir. 1983) (Claims were directed to certain cat-
alysts containing an alkali metal. Evidence presented to
rebut an obviousness rejection compared catalysts con-
taining sodium with the prior art. The court held this evi-
dence insufficient to rebut the prima facie case because
experiments limited to sodium were not commensurate
in scope with the claims.).

NONOBVIOUSNESS OF A GENUS OR CLAIMED
RANGE MAY BE SUPPORTED BY DATA
SHOWING UNEXPECTED RESULTS OF

A SPECIES OR NARROWER RANGE
UNDER CERTAIN CIRCUMSTANCES

The nonobviousness of a broader claimed range can
be supported by evidence based on unexpected results
from testing a narrower range if one of ordinary skill in
the art would be able to determine a trend in the exem-
plified data which would allow the artisan to reasonably
extend the probative value thereof. In re Kollman,
201 USPQ 193 (CCPA 1979) (Claims directed to mix
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tures of an herblclde known as “FENAC” thh a dlphe-
nyl ether herblclde in certain relative proportlons were -

- rejected as prima facie obvious. Applicant presented evi-
dence allegmg unexpected. results testing three. speclesi”;';
-~ of dxphenyl ether: ‘herbicides over limited relative pro-
portion ranges. The court held that the limited number. -

- of species exemphﬁed did not provnde an adequate basis
for concluding that similar results would be obtained for .

the other. diphenyl ether herbicides wnthm the scope of
the generic claims. Claims 6—8 recited a FENAC: diphe-

nyl ether ratio of 1:1 to 4:1 for the three specnﬁc ethers

tested. For two of the claimed ethers, unexpected results
were demonstrated over a ratio of 16:1 to 2:1, and the ef-
fectiveness mcreased as the ratio approached the untest-
edregion of the claimed range. The court held these tests
were commensurate in scope with the claims and sup-
ported the nonobviousness thereof. However, for a third

ether, data was only provided over the range of 1:1t02:1

where the effectiveness decreased to the “expected lev-
el” as it approached the untested region. This evidence
was not sufficient to overcome the obviousness rejec-
tion.); In re Lindner, 173 USPQ 356, 359 (CCPA 1972)
(Evidence of nonobviousness consisted of comparing a
single composition within the broad scope of the claims
with the prior art. The court did not find the evidence
sufficient to rebut the prima facie case of obviousness be-
cause there was “no adequate basis for reasonably con-
cluding that the great number and variety of composi-
tions included in the claims would behave in the same
manner as the tested composition.”).

DEMONSTRATING CRITICALITY OF A
CLAIMED RANGE

To establish unexpected results over a claimed range,
applicants should compare a sufficient ziumber of tests
both inside and outside the claimed range to show the
criticality of the claimed range. In re Hill, 128 USFQ 197
(CCPA 1960).<

716.02(¢) Comparison with Closest Prior Art

[R-1]}

>An affidavit or declaration under 37 CFR 1.132
must compare the claimed subject matter with the closest
prior art to be effective to rebut a prima facie case of ob-
viousness. In re Burckel, 201 USPQ 67 (CCPA 1979).
“A comparison of the claimed invention with the disclo-
sure of each cited reference to determine the number of
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700 ~

MANUALOF PATENT EXAMINING PROCEDURE

: claun lnmtauons m eommon wnth each reference, bear- FAEE
. ing in mind the relatlve importance of partlcular hmnta-}f» e
tmns, will usually yleld the closest smgle prior art refer-- o
‘ence.” In re Merchant, 197 USPQ 785, 787 (CCPA 1978) R
(emphasis in original). Where" thef comparisonsis not ©

- identical with the reference dlsclosure, deviations there=
from should be explained, Ini re Finley, 81 USPQ 383
(CCPA 1949), and if not explainied should be noted and =~ =~
~evaluated, and if significant, explanation should bere- -
 quired. In re Armstrong, 126 USPQ 281. (CCPA 1960)

(devnatlons from example were mconsequentlal)

THE CLAIMED INVENTION MAY BE |
COMPARED WITH PRIOR ART THAT
IS CLOSER THAN THAT APPLIED
~ BYTHE EXAMINER

Applicants may compare the clanned invention with
~prior art that is more closely related tothei invention than
the prior art relied upon by the examiner. I re Holladay
199 USPQ 516 (CCPA 1978); Ex parte. Humber,
217 USPQ 265 (Bd. App. 1961) (Claims to a 13—chloro
substituted compound were rejected as obvious over
nonchlorinated analogs of the claimed compound. Evi- -
dence showing unexpected results for the claimed com-
pound as compared with the 9~, 12—, and 14~ chloro
derivatives of the compound rebutted the prima facie
case of obviousness because the compounds compared
against were closer to the claimed invention than the
prior art relied upon.).

COMPARISONS WHEN THERE ARE TWO
EQUALLY CLOSE PRIOR ART REFERENCES

Showing unexpected results over one of two equally
close prior art references will not rebut prima facie ob-
viousness unless the teachings of the prior art references
are sufficiently similar to each other that the testing of
one showing unexpected results would provide the same
information as to the other. In re Johnson, 223 USPQ
1260, 1264 (Fed. Cir. 1984) (Claimed compounds dif-
fered from the prior art either by the presence of a tri-
fluoromethyl group instead of a chloride radical, or by
the presence of an unsaturated ester group instead of a
saturated ester group. Although applicant compared the
claimed invention with the prior art compound contain-
ing a chloride radical, the court found this evidence in-
sufficient to rebut the prima facie case of obviousness be-
cause the evidence did not show relative effectiveness
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over all oompounds of the closest pnor art An apphcant

does not have to test all the compounds taught by each .
reference, “[h]owever, where an apphcant tests less than -

” 23 USPQ at 1264 4 (quoting In v

Payne, 203 USPQ 245, 256 (CCPA 1979)) (emphasis in
original).). :

THE CLAIMED INVENTION MAY BE
COMPARED WITH THE CLOSEST SUBJECT
MATTER THAT EXISTS IN THE PRIOR ART

Although evidence of unexpected results must
compare the claimed invention with the closest prior art,
applicant is not required to compare the claimed inven-
tion with subject matter that does not exist in the prior
art. In re Geiger, 2 USPQ2d 1276, 1279 (Fed. Cir. 1987)
(Newman, J., concurring) (Evidence rebutted prima facie
case by comparing claimed invention with the most rele-
vant prior art. Note that the majority held the Office
failed to establish a prima facie case of obviousness.); In
re Chapman, 357 F.2d 418, 148 USPQ 711 (CCPA 1966)
(Requiring applicant to compare claimed invention with
polymer suggested by the combination of references re-
lied upon in the rejection of the claimed invention under
35 U.S.C. 103 “would be requiring comparison of the re-
sults of the invention with the resuits of the invention.”
148 USPQ at 714.).<

716.02(f) Advantages Disclosed or Inherent
[R—-1]

> Advantages not disclosed in appellant’s application
may not be urged as a basis for the allowance of claims, In
re Davies, 177 USPQ 381, 385 (CCPA 1973) (“{Wle are of
the view that the basic property or utility must be dis-
closed in order for affidavit evidence of unexpected
properties to be offered.”; “[TThe public will derive the
most benefit from a patent when it discloses on its face
those properties or utilitarian advantages which were ul-
timately persuasive of nonobviousness.”), unless the ad-
vantage would inherently flow from what was originally
disclosed in the specification. In re Zenitz, 142 USPQ 158
(CCPA 1964) (evidence that claimed compound mini-
mized side effects of hypotensive activity must be consid-
ered because this undisclosed property would inherently
flow from disclosed use as tranquilizer); Ex parte Sasaji-
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716.03 :

o ma, 212 USPQ 103 (Bd. App 1981) (evndenoe relatmg to

initially undlsclosed relative toxicity of claimed pharma-

“ceutical compound must be consndered) Inre Davies, the
- court held that the undisclosed propemes of toughened
 polystyrene (i.c., improved gloss, transparency, and pro-
‘cessability) would not flow from a disclosure of 1mproved__

mechanical properties such as impact strength ‘

The specification need not dlsclose proportions or
values as critical for applicants to present evidence show-
ing the proportions or values to be critical. In re Saunders
170 USPQ 213, 220 (CCPA 1971) <

716. 02(g) Declaration or Afﬁdavnt Form
[R— 1]

>“The reason for requiring evidence in declaration
or affidavit form is to obtain the assurances that any
statements or representations made are correct, as pro-
vided by 35 U.S.C. 25 and 18 U.S.C. 1001.” Permitting a
publication to substitute for expert testimony would cir-
cumvent the guarantees built into the statute. Ex parte
Gray, 10 USPQ2d 1922, 1928 (Bd. Pat. App. & Inter.
1989). Publications may, however, be evidence of the
facts in issue and should be considered to the extent that
they are probative. <

716.03 Commercial Success [R—1}

>NEXUS BETWEEN CLAIMED INVENTION
AND EVIDENCE OF COMMERCIAL SUCCESS
REQUIRED

An applicant who is asserting commercial success to
support its contention of nonobviousness bears the bur-
den of proof of establishing a nexus between the claimed
invention and evidence of commercial success. The term
“nexus” designates a factually and legally sufficient con-
nection between the evidence of commercial success and
the claimed invention so that the evidence is of probative
value in the determination of nonobviousness. Demaco
Comp. v. E Von Langsdorff Licensing Ltd., 7TUSPQ2d 1222
(Fed. Cir. 1988).

COMMERCIAL SUCCESS ABROAD IS RELEVANT

Commercial success abroad, as well as in the United
States, is relevant in resolving the issue of nonobvious-
ness. Lindemann Maschinenfabrik GMBH v. American
Hoist & Denvick Co., 221 USPQ 481 (Fed. Cir. 1984).<

Rev. 1, Sept. 1995




_716.03(a) :

: 716.03(a) Commemial Success Commensurate

in Scope With Claimed
Inventmn [R—l]

>EV1DENCE OF COMMERCIAL SUCCESS '

MUST BE COMMENSURATE IN SCOPE WITH .

- THE CLAIMS

Objectlve ewdence of nonobvmusnms mcludmg
commercial success must be commensurate in scope with
the claims. I re Tiffin, 448 F2d'791, 171 USPQ 294
(CCPA 1971) (evidence showing commercial success of
thermoplastic foam “cups” used in vending machines
was not commensurate in scope with claims directed to
thermoplastic foam “containers” broadly). In order to be
commensurate is scope with the claims, the commercial
success must be due to claimed features, and not due to
unclaimed featuses. Jay Technologies Inc. v. Manbeck,
751 E Supp. 225, 17 USPQ2d 1257, 1260 (D.D.C. 1990),
aff’d, 959 F.2d 226, 22 USPQ2d 1153, 1156 (Fed. Cir.
1992) (Features responsible for commercial success were
recited only in allowed dependent claims, and therefore
the evidence of commercial success was not commensu-
rate in scope with the broad claims at issue.).

An affidavit or declaration attributing commercial
success to a product or process “constructed according to
the disclosure and claims of [the] patent application” or
other equivalent language does not establish a nexus be-
tween the claimed invention and the commercial success
because there is no evidence that the product or process
which has been sold corresponds to the claimed inven-
tion, or that whatever commercial success may have oc-
curred is attributable to the product or process defined
by the claims. Ex parte Standish, 10 USPQ2d 1454, 1458
(Bd. Pat. App. & Inter. 1988).

REQUIREMENTS WHEN CLAIMED INVENTION
IS NOT COEXTENSIVE WITH COMMERCIAL
PRODUCT OR PROCESS

If a particular range is claimed, applicant does not
need to show commercial success at every point in the
range. “Where, as here, the claims are directed to a com-
bination of ranges and procedures not shown by the prior
art, and where substantial commercial success is
achieved at an apparently typical point within those
ranges, and the affidavits definitely indicate that opera-
tion throughout the claimed ranges approximates that at
the particular points involved in the commercial opera-
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tlon, we thmk the evndeme as to commerc!al suceess is L .

- persuasive.” In re ‘Holli

, ,.'(CCPA1958) SeealsoDenmcoCmp vFVonLangsdo,ﬂf:;f T
*“Licensing Ltd., 7 USPQ2d 1222 (Fed. Cir.. 1988)'_(where

’ thecommercnallysuocessfulproductorprooessls steo-
© - ~extensive with the- clalmed invention, -applican ust -
- show .a legally ‘sufficient - relationship ‘between the

claimed feature and the commercnal product or proo' ‘

-"oess)< 2

716.03(b) Commerclal SuccessDerived From

Clalmed Invention [R-l]

>COMMERCIAL SUCCESS MUST BE DERIVED
FROM THE CLAIMED INVENTION

In considering evidence of commercial success, care

should be taken to determine that the commercial suc- -

cess alleged is directly derived from the inveation
claimed, in a marketplace where the consumer is free to'_
choose on the basis of objective principles, and that such

success is not the result of: heavy promotion or advertis- -

ing, shift in advertising, consumption by purchasers nor-
mally tied to applicant or assignee, or other business-
events extraneous to the merits of the claimed invention,
etc. In re Mageli, 176 USPQ 305 (CCPA 1973) (concluso-
1y statements or opinions that increased sales were due
to the merits of the invention are entitled to little
weight); In re Noznick, 178 USPQ 43 (CCPA 1973).

In ex parte proceedings before the Patent and Trade-
mark Office, an applicant must show that the claimed
features were responsible for the commercial success of
an article if the evidence of nonobviousness is to be ac-
corded substantial weight. Merely showing that there
was commercial success of an article which embodied the
invention is not sufficient. Ex parte Remark, 15 USPQ2d
1498, 150202 ((Bd. Pat. App. & Inter. 1990). Compare
Demaco Corp. v. E Von Langsdorff Licensing Lid.,
7USPQ2d 1222 (Fed. Cir. 1988) (In civil litigation, a pat-
entee does not have to prove that the commercial success
is not due to other factors. “A requirement for proof of
the negative of all imaginable contributing factors would
be unfairly burdensome, and contrary to the ordinary
rules of evidence.”).

See also Pentec, Inc. v. Graphic Controls Corp. 227
USPQ 766 (Fed. Cir. 1985) (commercial success may
have been attributable to extensive advertising and posi-
tion as a market leader before the introduction of the
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,_’"patented product), In re Fielder, 176 USPQ 300 (CCPA
'1973) - (success of in ntion could: be due to reeent__j__'
I jchanges in related echnology or| consumer demand B

unobviousness of the product or process, e.g. ) hcense is.

mutually beneﬁcral or less expensive than defendmg in-
frmgement smts), Hybntech Inc. v. Monoclonal Antibod- . -

ies, Inc., 231 USPQ 81 (Fed. Cir. 1986) (Evidence of com-
mercial success supported a conclusion of nonobvious-
ness of claims to an immunometric “sandwich” assay
with monoclonal antibodies. Patentee s assays became a
market leader wrth 25% of the market within a few years.
Evidence of advertising did not show absence of a nexus
between commercial success and the merits of the
claimed invention because spending 25—35% of sales on
marketing was not inordinate (mature companies spent
17-32% of sales in this market), and advertising served
primarily to make industry aware of the product because
this is not kind of merchandise that can be sold by adver-
tising hyperbole.).

COMMERCIAL SUCCESS MUST FLOW FROM
THE FUNCTIONS AND ADVANTAGES
DISCLOSED OR INHERENT IN THE
SPECIFICATION DESCRIPTION

To be pertinent to the issue of nonobviousness, the
commercial success of devices falling within the claims of
the patent must flow from the functions and advantages
disclosed or inherent in the description in the specifica-
tion. Furthermore, the success of an embodinient within
the claims may not be attributable to improvements or
modifications made by others. Ir re Vamco Machine &
Tool, Inc. 224 USPQ 617 (Fed. Cir. 1985).

IN.DESIGN CASES, ESTABLISHMENT OF
NEXUS IS ESPECIALLY DIFFICULT

Establishing a nexus between commercial success
and the claimed invention is especially difficult in design
cases. Evidence of commercial success must be clearly at-
tributable to the design to be of probative value, and not
to brand name recognition, improved performance, or
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1985), or as fo the time period during which the product

Pat. App & Inter. 1988) <

716 04 Long—Felt Need and Farlure of

Others [R— l]

>THE CLAIMED INVENTION MUST SATISF Y
A LONG-FELT NEED WHICH WAS
RECOGNIZED, PERSISTENT, AND
NOT SOLVED BY OTHERS

Establishing long—felt need requires objective evi-
dence that an art recognized problem existed in the art
for a long period of time without solution. The relevance
of long—felt need and the failure of others to the issue of
obviousness depends on several factors. First, the need
must have been a persistent one that was recognized by
those of ordinary skill in the art. In re Gershon, 152
USPQ 602, 605 (CCPA 1967) (“Since the alleged prob-
lem in this case was first recognized by appellants, and
others apparently have not yet become aware of its exis-
tence, it goes without saying that there could not possibly
be any evidence of either a long felt need in the.. . . art for
a solution to a problem of dubious existence or failure of
others skilled in the art who unsuccessfully attempted to
solve a problem of which they were not aware.”); Ortho-
pedic Equipment Co., Inc. v. All Orthopedic Appliances,
Inc., 217 USPQ 1281 (Fed. Cir. 1983) (Although the
claimed invention achieved the desirable result of reduc-
ing inventories, there was no evidence of any prior un-
successful attempts to do so.).

Second, the long—felt need must not have been satis-
fied by another before the invention by applicant. Newell
Companies v. Kenney Mfg. Co., 9 USPQ2d 1417, 1426
(Fed. Cir. 1988) (Although at one time there was a long—
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* ucts, ‘Inc. v. Genmark, Inc. 226 USPQ-881 (Fed Gir. .
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716 05

felt need for a “do—lt-yourself” wmdow shade matenal %

which was adjustable without the use of tools, a prior art

product fulfilled the need by using a scored plastic mate- -

rial which could be torn. “[O]nce another supplied the
key element, there was no long—felt need or, mdeed, a
problem to. be solved”.) -

Third, the invention must in fact satrsfy the long—felt :
need. Inre Cavanagh, 168 USPQ 466 (CCPA 1971). .

LONG—FELT NEED IS MEASURED FROM THE
DATE A PROBLEM IS IDENTIFIED AND
EFFORTS ARE MADE TO SOLVE IT

Long felt need is analyzed as of date the problem is
identified and articulated, and there is evidence of ef-
forts to solve that problem, not as of the date of the most
pertinent prior art references. Texas Instruments Inc. v.
Int'l Trade Comm’n, 26 USPQ2d 1018, 1029 (Fed. Cir.
1993).

OTHER FACTORS CONTRIBUTING TO THE
PRESENCE OF A LONG-FELT NEED
MUST BE CONSIDERED

The failure to solve a long—felt need may be due to
factors such as lack of interest or lack of appreciation of
an invention’s potential or marketability rather than
want of technical know—how. Scully Signal Co. v. Elec-
tronics Corp. of America, 196 USPQ 657 (1st. Cir. 1977).

See also Environmental Designs, Ltd. v. Union Qil Co.
of Cal., 218 USPQ 865, 869 (Fed. Cir. 1983) (presence of
legislative regulations for controlling sulfur dioxide
emissions did not militate against existence of long—felt
need to reduce the sulfur content in the air); In re Tiffin,
170 USPQ 88 (CCPA 1971) (fact that affidavit support-
ing contention of fulfillment of a long—feit need was
sworn by a licensee adds to the weight to be accorded the
affidavit, as long as there is a bona fide licensing agree-
ment entered into at arm’s length). <

716.05 Skepticism Of Experts [R—1)

>“Expressions of disbelief by experts constitute
strong evidence of nonobviousness.” Environmental De-
signs, Ltd. v. Union Gil Co. of Cal., 218 USPQ 865, 869
(Fed. Cir. 1983) (citing United States v. Adams, 383 U.S.
39, 52, 148 USPQ 479, 483—484 (1966)) (The patented
process converted all the sulfur compounds in a certain
effluent gas stream to hydrogen sulfide, and thereafter
treated the resulting effluent for removal of hydrogen
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B sulﬁde Before learmng of the pate. b
- cal experts, aware of catlier failed efforts to reduce the .
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inventors proved him wrong, is entlt!ed to fair evrdentra— :

skepticism of experts was suffi_crent to xebut the prima
facie case of obviousness based on the prior art).<

716.06 Copying [R—1]

> Another form of secondary evidence which may be
presented by applicants during prosecution of an ap-
plication, but which is more often presented during liti-
gation, is evidence that competitors in the marketplace
are copying the invention instead of using the prior art.
However, more than the mere fact of copying is neces-
sary to make that action significant because copying may
be attributable to other factors such as a lack of concern
for patent property or contempt for the patentee’s ability
to enforce the patent. Cable Electric Products, Inc. v.
Genmark, Inc.,226 USPQ 881 (Fed. Cir. 1985). Evidence
of copying was persuasive of nonobviousness when an al-
leged infringer tried for a substantial length of time to
design a product or process similar to the claimed inven-
tion, but failed and then copied the claimed invention
instead. Dow Chemical Co. v. American Cyanamid Co.,
2 USPQ2d 1350 (Fed. Cir. 1987). Alleged copying is not
persuasive of nonobviousness when the copy is not iden-
tical to the claimed product, and the other manufacturer
had not expended great effort to develop its own solu-
tion. Pentec, Inc. v. Graphic Controls Corp., 227 USPQ
766 (Fed. Cir. 1985). See also Vandenberg v. Dairy Equip-
ment Co., 224 USPQ 195, 199 (Fed. Cir. 1984) (evidence
of copying not found persuasive of nonobviousness) and
Panduit Corp. v. Dennison Manufacturing Co., 227 USPQ
337, 348, 349 (Fed. Cir. 1985), vacated on other grounds,
475 US. 809, 229 USPQ 478 (1986), on remand,
1 USPQ2d 1593 (Fed. Cir. 1987) (evidence of copying
found persuasive of nonobviousness where admitted in-
fringer failed to satisfactorily produce a solution after
10 years of effort and expense). <
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ted process, chemi-

. as are the five to six years ‘of research that .~
preceded the claimed invention,” Inn re Dow Chemical
Co., 5 USPQ2d 1529 (Fed: Cir. 1988), Burlmgton Indus- "
tries Inc. v. Quige 3 USPQ2d 1436 (Fed. Cir. 1987) (testi-
mony that the invention met with ll'lltlal mcreduhty and
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716 07 Inoperability of References [R-— 1] '
>Since every patent is. presumed vahd (35 U S C..

282), and since that presumption | includes the. presump-' |
tion of operability, Metropolitan Eng. Co. v. Coe, 1935
CD. 54,78 F2d 199,exanuners should not express any .
- opinion on the operablhty of a patent. Affidavitsordec- - ‘ ' el e
'716 08 Utillty and Operabihty of Applicant’s LA

larations attackmg the operability of a patent cited as a
reference must rebut the presumption of operablhty bya
preponderance of the evidence. In re Sasse, 629 F.2d 675,
207 USPQ 107 (CCPA 1980).

Further, since in a patent it is presumed that a process
if used by one skilled in the art will produce the product
or result described therein, such presumption is not
overcome by a mere showing that it is possible to operate
within the disclosure without obtaining the alleged prod-
uct. In re Weber, 405 F.2d 1403, 160 USPQ 549 (CCPA
1969). It is to be presnmed also that skilled workers
would as a matter of course, if they do not immediately
obtain desired results, make certain experiments and
adaptations, within the skill of the competent worker.
The failures of experimenters who have no interest in
succeeding should not be accorded great weight. In re
Michalek, 162 F.2d 229, 74 USPQ 107 (CCPA 1947); In re
Reid, 179 F.2d 998, 84 USPQ 478 (CCPA 1950).

Where the affidavit or declaration presented asserts
inoperability in features of the reference which are not
relied upon, the reference is still effective as to other fea-
tures which are operative. Ir. re Shepherd, 172 F2d 560,
80 USPQ 495 (CCPA 1949).

Where the affidavit or declaration presented asserts
that the reference relied upon is inoperative, the claims
represented by applicant must distinguish from the
alleged inoperative reference disclosure. In re Crosby,
157 F2d 198, 71 USPQ 73 (CCPA 1948). See also In re
Epstein, 32 F3d 1559, 31 USPQ2d 1817 (Fed. Cir. 1994)
(lack of diagrams, flow charts, and other details in the
prior art references did not render them nonenabling in
view of the fact that applicant’s own specification failed
to provide such detailed information, and that one
skifled in the art would have known how to implement
the features of the references.

If a patent teaches or suggests the claimed invention,
an affidavit or declaration by patentee that he or she did
not intend the disclosed invention to be used as claimed
by applicant is immaterial. I re Pio, 217 F.2d 956, 104
USPQ 177 (CCPA 1954). Compare In re Yale, 434 F.2d
66, 168 USPQ 46 (CCPA 1970) (Correspondence from a
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sklll in the art was persuaswe ewdenoe that, ] e yerro‘n'e-" -
. ously typed compound was not put in: the possessxon of .
‘_.thepubhc)< O PICEAE S

Dlsclosure [R— 1]

. >See MPEP- § 210701, paragraphs (d), (e), and (t) i

for guidance on when it is proper to require evidence of
utility or operativeness, and how to evaluate any evi-
dence which is submitted to overcome a rejection under
35 U.S.C. 101 for lack of utility. See MPEP § 2107 —

§ 2107.02 generally for an overview of legal precedent
relevant to the utility requirement of 35 U.S.C. 101.<

716.09 Sufficiency of Disclosure [R—1]

>See MPEP § 2164 — § 2164.04(b) for guidance in
determining whether the specification provides an enab-
ling disclosure in compliance with 35 U.S.C. 112, first
paragraph.

Once the examiner has established a prima facie case
of lack of enablement, the burden falls on the applicant
to present persuasive arguments, supported by suitable
proofs where necessary, that one skilled in the art would
have been able to make and use the claimed invention
using the disclosure as a guide. In re Brandstadter, 484
F.2d 1395, 179 USPQ 286 (CCPA 1973). Evidence to sup-
plement a specification which on its face appears defi-
cient under 35 U.S.C. 112 must establish that the infor-
mation which must be read into the specification to make
it complete would have been known to those of ordinary
skill in the art. In re Howarth, 654 F.2d 103, 210 USPQ
689 (CCPA 1981) (copies of patent specifications which
had been opened for inspection in Rhodesia, Panama,
and Luxembourg prior to the U.S. filing date of the ap-
plicant were not sufficient to overcome a rejection for
lack of enablement under 35 U.S.C. 112, first para-
graph),

Affidavits or declarations presented to show that the
disclosure of an application is sufficient to one skilled in
the art are not acceptable to establish facts which the
specification itself should recite. In re Buchner, 929 F2d
660, 18 USPQ2d 1331 (Fed. Cir. 1991) (Expert described
how he would construct elements necessary to the
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clmmed mventnon whose constructlon was not descnbed ‘
 inthe apphcatxon or the prior art; thlS was not sufﬁcrent :

to demonstrate that such construction was well—lmown s
to those of ordinary skill in the art.); Inn re Smyth, 189F.2d '

982, 90 USPQ 106 (CCPA 1951).

Affidavits or declarations purporting to explain the '

disclosure or to interpret the disclosure of a pendmg ap-
plication are usually not considered. nn re Oppenauer,

143 F.2d 974, 62 USPQ 297 (CCPA 1944). But sce Glaser

v. Strickland, 220 USPQ 446 (Bd. Pat. Int. 1983) which re-
examines the rationale on which In re Oppenauer was
based in light of the Federal Rules of Evidence. The

Board stated as a general proposition “Opinion testimo-

ny which merely purports to state that a claim or count, is
‘disclosed’ in an application involved in an interference

. . should not be given any weight. Opinion testimony
which purports to state that a particular feature or limi-
tation of a claim or count is disclosed in an application
involved in an interference and which explains the un-
derlying factual basis for the opinion may be helpful and
can be admitted. The weight to which the latter testimo-
ny may be entitled must be evaluated strictly on a case—
by—case basis.” <

716.10 Attribution [R—1]

>Under certain circumstances an affidavit or decla-
ration may be submitted which attempts to attribute a
reference or part of a reference to the applicant. If suc-
cessful, the reference is no longer applicable. When sub-
ject matter, disclosed but not claimed in a patent applica-
tion issued jointly to S and another, is claimed in a later
application filed by S, the joint patent is a valid reference
available as prior art under 35 U.S.C. 102(a), (e), or (f)
unless overcome by affidavit or declaration under
37 CFR 1.131 showing prior invention (sece MPEP § 715)
or an unequivocal declaration by S under 37 CFR 1.132
that he or she conceived or invented the subject matter
disclosed in the patent. Disclaimer by the other patentee
should not be required but, if submitted, may be accept-
ed by the examiner.

Where there is a published article identifying the au-
thorship (MPEP § 715.01(c)) or a patent identifying the
inventorship (MPEP § 715.01(a)) that discloses subject
matter being claimed in an application undergoing ex-
amination, the designation of authorship or inventor-
ship does not raise a presumption of inventorship with
respect to the subject matter disclosed in the article or
with respect to the subject matter disclosed but not
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clanmed in the patent so as to Justnfy a rejectron under
subsectlon ®.

However, it is mcumbent upon the mventors named o -
in the apphcatron, in response to an inquiry regardmgf .

the appropriate inventorship under subsection'(f) or to

' rebut a rejection under 35 U.S. C 102(a) or (e), to pro--

vide a satisfactory showing by way of affidavit under 37 -
CFR 1.132 that the. inventorship of the appllcatlon is cor-
rect in that the. reference discloses. subject matter de-
rived from the applicant rather than invented by the au-
thor or patentee notwithstanding the authorshrp of the
article -or the inventorship of the patent. In re Katz,
687 F.2d 450, 215 USPQ 14,18 (CCPA 1982) (inquiry is
appropriate to clarify any ambiguity created by an article
regarding inventorship and it is then incumbent upon the
applicant to provide “a satisfactory showing that would
lead to a reasonable conclusion that [applicant] is the ...
inventor” of the subject matter disclosed in the article
and claimed in the application).

An uncontradicted “unequivocal statement” from
the applicant regarding the subject matter disclosed in
an article or patent will be accepted as establishing in-
ventorship. In re DeBaun, 214 USPQ 933, 936 (CCPA
1982). However, a statement by the applicants regarding
their inventorship in view of an article or a patent may
not be sufficient where there is evidence to the contrary.
Ex parte Kroger, 218 USPQ 370 (Bd. App. 1982) (a rejec-
tion under 35 U.S.C. 102(f) was affirmed notwithstand-
ing declarations by the alleged actual inventors as to
their inventorship in view of a nonapplicant author sub-
mitting a letter declaring the author’s inventorship); In re
Carriera, 189 USPQ 461 (CCPA 1976) (disclaiming dec-
larations from patentees were directed at the generic in-
vention and not at the claimed species, hence no need to
consider derivation of the subject matter).

Assuccessful 37 CFR 1.132 affidavit or declaration es-
tablishing derivation by the author or patentee of a first
reference does not enable an applicant to step into the
shoes of that author or patentee in regard to its date of
publication so as to defeat a later second reference. In re
Costello, 717 F.2d 1346, 219 USPQ 389, 392 (Fed. Cir.
1983).

EXAMPLES

The following examples demonstrate the application
of an attribution affidavit or declaration.

Example 1
During the search the examiner finds a reference fully
describing the claimed invention. The applicant is the
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' author or. patentee and rt was publlshed or patented less -
than one year prior to the ﬁllng date of the applrcatron :
The reference cannot be used agamst applrcant since it
does not satlsfy the l-year trme reqmrement of i

35US.C 102(b)
Example 2.

ferent, the reference is prior art under 35 U.S. C 102(a)
or (e).

In the srtuatron described in Example 2, an affidavit
under 37 CFR 1.132 may be submitted to show that the
relevant portions of the reference originated with or
were obtained from applicant, Thus the affidavit at-
tempts to convert the fact situation from that described
in Example 2 to the situation described in Example 1.<

717 File Wrapper [R-1]

>The folder in which the Patent and Trademark Qffice
maintains the application papers is referred to as a file wrap-
per.<

717.01 Papers in File Wrapper [R~1]

>Papers that do not become a permanent part of the
record should not be entered on the “Contents” of the
file wrapper. All papers legally entered on the “contents”
of the file wrapper are given a paper number. No paper
legally entered on the “Contents” should ever be with-
drawn or returned to applicant without special authority
of the Commissioner. Certain oaths executed abroad may
be returned but a copy is retained in the file. See
MPEP § 604.04(a).<

717.01(a) Arrangement of Papers in File
Wrapper [R—1]

>Until revision for allowance, the specification,
amendments and all other communications from appli-
cant are fastened to the left side (center fold) of the file
wrapper. They are in inverse chronological order; that is,
the communication with the fatest “Mail Room” date is
on top. A similar arrangement is followed on the right
side, where Office actions and other communications
from the Office are fastened, except that the print is al-
ways kept on top for the convenience of the examiner.

Where amendments are submitted in duplicate, the
carbon copy is destroyed except where the duplicate is
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wrth reference made to the carbon copy. -

At allowance, only those- papers requrred by the,

~.printer are placed in the left srde (center sectron) of the

| . file wrapper.
Same facts as above, but the author or patentee isanen- pper.

tity drfferent from applicant. Since the entities are dif-

- 'The use of retum self— addressed postcards as a re-r

, cerpt is covered in MPEP § 503 <

’ ‘717.01(b) Prlnts [R-l]

>The prmts of the drawmg are: fastened msrde the
file wrapper by the Customer Servrces Division. ‘
The white paper prints shall always be kept on top of
the papers on the right of the file wrapper.
~ All prints and inked sketches subsequently filed to be
part of the record should be endorsed with the date of
their receipt in the office and given their appropriate pa-
per number. Note MPEP § 608.02(m).<

717.02 Data Entered on File Wrapper [R—1]

>See also MPEP § 707.10, § 717.01.

It is sometimes necessary to return applications to
the Application Branch for correction of the file wrapper
label. If the examiner notices an error in any of the data
originally entered on the file wrapper, he or she should
return the application to the Application Branch for
correction.

Instances where such a return is necessary include:

(1) Correction of Inventorship such as changes in
the order of the names or a change in the name of an in-
ventor, granted by petition, and additions or deletions of
inventors under 37 CFR 1.48. See MPEP § 605.04 (g).

(2) Correction of the Filing Date.

(3) Correction concerning prior U.S. applications
which have serial number errors. See MPEP § 202.02.

(4) Correction of application type, for example,
where an application is filed under 37 CFR 1.60 but is not
shown as such on the file wrapper.

The application must be sent to the Application
Branch for correction of the file wrapper label and
should be accompanied by an Application Branch Data
Base Routing Slip with an explanation of the correction
to be made.

All other corrections are performed in the examining
group. For example, changes to claims to priority under
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- 35US.C. 120 121, or 365(c), changes to the utle, power. :

of attorney, and correSpondenee address ‘may | be made
with red ink. .

If an erroris notrced in the name or address of the as-
SIguee, it should be corrected by the Assrgnment Divi-
sion. - ,

All of the above entries are either typed or made in
black ink. Such changes by amendment as change of ad-
dress or of attorney are entered in red ink by the clerk of
the group, the original entry bemg canceled but not
erased.<

717.02(b) Name or'Resid_ence of Inventor or
Title Changed [R—1]

>The distinction between “residence” and Post Of-
fice address should not be lost sight of.

MPEP § 605.04(c) explains the procedure to be fol-
lowed concerning sending the application to the Ap-
plication Division when applicant changes name.

Unless specifically requested by applicant, the resi-
dence will not be changed on the file. For example, if a
new oath gives a different residence from the original,

the file will not be changed.<
71703 Classification During Examination
[R-1]

>When a new case is received in an examining group,
the classification of the case and the initials or name of
the examiner who will examine it or other assigned dock-
et designation are noted in pencil in the upper left hand
comer of the first sheet of the “heavy paper” print and in
the designated spaces on the file wrapper. These nota-
tions should be kept current.<

717.04 Index of Claims [R—1]

>Constant reference is made to the “Index of
Claims” found in the inside of the file wrapper of all ap-
plications. It should be kept up to date so as to be a reli-
able index of all claims standing in a case, and of the
amendment in which the claims are to be found.

The preprinted series of claim numbers appearing on
the file wrapper refer to the claim numbers as originally
filed while the adjacent column should be used for the
entry of the final numbering of the allowed claims.

Independent claims should be designated in the In-
dex of Claims by encircling the claim number in red ink.
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- A lme in red mk should be drawn below the number

; correspondmg to the number of clarms orrgmally pre- -

sented.
- Thereafter, a lme in red ink should be drawn ‘below

the number corresponding to .the hrghest numbéered

claim added by each amendment. TJust outsrde the Index
of Claims form opposrte the number correspcmdmg to -

‘the first claim of each amendment there shouldbe placed
B the letter designating the amendment. :

If the claims are amended in rewritten form under
37 CFR 1.121(b), the original claim number should not
be stricken from the Index of Claims but a notation
should be made in red ink in the margin to the left of the
original claim number, i.e. “Amend. 17; if the claim is re-
written a second time, “Amend. 17 should be changed by
striking out “1” and inserting “2” above it. -

As any claim is canceled, a line in red ink should be
drawn through its number.

A space is provided for completion by the examiner
to indicate the date and type of each Office action to-
gether with the resulting status of each claim. A list of
codes for identifying each type of Office action appears
below the Index. At the time of allowance, the examiner
places the final patent claim numbers in the column
marked “Final.”<

717.05 Field of Search [R—1]

>In each action involving a search, the examiner
shall endorse, on the flap of the file wrapper, the U.S.
classes and subclasses, International Patent Classifica-
tion(s) and publications searched, the date when the
search was made or was brought up to date and the ex-
aminer’s initials, all entries being in BLACK INK. Great
care should be taken so as to clearly indicate the places
searched and the date(s) on which the search was con-
ducted.

In order to provide a complete, accurate, and uni-
form record of what has been searched and considered
by the examiner for each application, the Patent and
Trademark Office has established procedures for re-
cording search data in the application file. Such a record
is of importance to anyone evaluating the strength and
validity of a patent, particularly if the patent is involved
in litigation. These procedures will also facilitate the
printing of certain search data on patents.

Under the procedures, searches are separated into
two categories and listed, as appropriate, in either the
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A “SEARCHED” box or “SEARCHED NOTES” box on
the file wrapper. -

A. “SEARCHED ” Box Entnes

of Search” on the patent front page Therefore, the fol-
lowing searches will be recorded in the “SEARCHED”
box by the examiner along with the date and the examin-
er’s initials, according to the following guidelines:

(1) A complete search of a subclass, including all |

United States and foreign patent documents, whether
filed by U.S. or IPC classnﬁcatlon, and other pubhcatlons
placed therein.

The complete: classnﬁcatron (class and subclass)
should be recorded. _

Examples:

424/270, 272,273
224/42.1F

414/DIG. 4

D3/32R

A61K 9/22

A61K 31/56 — A61K 31/585

(2) A limited search of a subclass, for example, a
search that is restricted to an identifiable portion of the
patent documents placed therein. If, however, only the
publications in a subclass are searched, such an entryis to
be made under “SEARCH NOTES” rather than under
“SEARCHED.” (See item B(4) below.)

The class and subclass, followed by the information
defining the porticn of the subclass searched—in paren-
thesis, should be recorded.

Examples:
414/1 (U.S. only)
238/6 (1954 to date).

(3) An update of a search previously made. This
search entry will be recorded in a manner to indicate
clearly which of the previously recorded searches have
been updated, followed by the expression “(updated).”
Search update entries, although recorded in the
“SEARCHED” box, will not be printed.
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o o r:.fk .4241270 (updated)
If addmonal space 1s requrred, entnes should be con-

© 414/DIG, 4 (updated
tmued on the outsnde nght ﬂap ofthe ﬁle wrapper ~ . Above (updated)

- fromparentSN ............ )" will be recorded. Ifthe parent. pE
,apphcatlon has been patented, the patent number “Pat. - B
N amierasiain instead of serral number in the above phrase RS

will be recorded. The examiner should recopy the entire -

o search updated from the parent on ‘the file wrapper of

the continuing appllcatlon to the extent pertment to the
contrnumg application. : :

 Examples:
27329BC (updated from

| 3431145 parent S.N. 495 123)
116/DIG .47 (updated from
D7/13, 74

parent Pat. N. 4 998 999)

'B. “SEARCH NOTES * Box Entries

Entries made in the “SEARCH NOTES” box are of
equal importance to those placed in the “SEARCHED”
box; however, these entries are not to be printed on any
resulting patent. They are intended to complete the ap-
plication file record of areas and/or documents consid-
ered by the examiner in his or her search. The examiner
should record the following searches in this box and in
the manner indicated, with each search dated and ini-
tialled:

(1) A cursory search, or scanning, of a U.S. subclass
or IPC subclass/group/subgroup, i.e., a search usually
made to determine if the documents classified there are
relevant. Record the classification, followed by “(curso-

1)~
Examples:

250/13 (cursory)
AG61K 9/44 (cursory)

(2) A consultation with other examiners to deter-
mine if relevant search fields exist in their areas of exper-
tise.

If the subclass is not searched, record the class and
subclass discussed, followed by “(consulted).” This entry
may also include the name of the examiner consulted and
the art unit.
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ples

24/ fasteners (consulted) o
24/ fasteners (oonsulted J. Doe A U 3501)
24/201 R-230 AV (consulted)

(3) A'search of a publwatwn not located wrthm the o
classrfied patent file, e. g., a library search, a text book

search, a Chemical Abstracts search etc. Record accord-
ingto the followmg for each type of hterature search

 (a) Abstractmg publtcatwns, such as Chenucal Ab-

stracts record name of publications, list terms consulted o

in index, and mdrcate penod covered. -

Examples

Chem. Abs, Palladium hydride Jan—June 1975
Eng. Index, Data Conversion Analog to Digital 1975

(b) Péﬁodicals — list by title and period or volumes
covered, as appropriate,

Example:

Popular Mechanics, June—Dec. 1974
Lubrication Engineering, vols. 20—24

(c)Books — list by title and author, edition or date,
as appropriate.

Example:
Introduction to Hydraulic Fluids, Roger E. Hatton, 1962

(d) Other types of literature not specifically men-
tioned herein (i.c., catalogs, manufacturer’s literature,
private collections, etc.)

Record data as necessary to provide unique identifi-
cation of material searched.

Example:
Sears Roebuck catalog, Spring—Summer, 1973.

Where a book or specific issue of a periodical is cited
by the examiner, it is not necessary to list the specific
book or periodical in the “SEARCH NOTES” box.

A cursory or browsing search through a number of
materials that are not found to be of significant rele-
vance may be indicated in a collective manner, e.g.,
“Browsed STIC shelves under QA 76.5” or “Browsed
text books in STIC relating to .......cevuseenee ” More de-
tailed reviews or searches through books and periodicals
or any search of terms in abstracting publications should
be specifically recorded, however.
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(e) ComputerSeamh in Scwnaﬁc and Téchnwal Inﬁr .
mation Center (STIC) — An'online computenzed litera-

- ture searchmg service which uses key terms and mdex‘ R
- terms to locate relevant pubhcatrons in'many large bib-~
liographic data bases is available in the STIC. Members ~
- of the STIC staff are assrgned to assist exammers inse<
- lecting key terms and to conduct a search 'Ib reoord a

- _computer search conducted by S'I'Ic, see mstructrons in
~ B6below. - | -

(4) A search of only the publu:atwm ina .rubclass

Examples

. 43/56 (publications only)

99/DIG. 15 (publications only) 7
| (5) A review of art cited in a parent application or an

_original patent, as required for all continuing and reissue

applications and reexamination proceedings, or a review
of art cited in related applications or patents mentioned
within the specification, such as those mcluded to pro-
vide background of the invention.

Record the serial number of a parent appllcatron that
is still pending or abandoned, followed by “refs.
checked” or “refs. ck’ed.” If for any reason not all of the
references have been checked because they are not avail-
able or clearly not relevant, such exceptions should be
noted.

S. N. 495,123 refs. checked

S. N. 490,000 refs. checked

S. N. 480,111 refs. checked except for Greek patent to
Kam

S. N.410,113 refs. not checked since the file was not avail-
able

Record the patent number of a parent or related ap-
plication that is now patented or of an original patent
now being reissued with “refs. checked” or “refs. ck’ed.”

Examples:

Pat. 3,900,000 refs. checked.
Pat. 3,911,111 refs. ck’ed

(6) In each action involving a search of a computer ac-
cessed text or chemical structure or sequence database, the
examiner shall endorse, in the SEARCH NOTES box on
the file wrapper flap, the name of the database service,
the date when the search was made or was brought up to
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date and the exammer’s lmtlals All entnes shall be made °

in BLACK INK. If addltmnal space is required, entries

shall be continued on the outside right flap of the file

wrapper. Computer database searches mcludlng text,
chemical structure, or sequences shall be documented in
the SEARCH NOTES box on the file wrapperby prov1d-
ing the following minimum information:
, (a) The search loglc or chemical structure or se-

quence used as a query; - -

(b) The name of the file or ﬁles searched and the
data base service;

(c) Date of the search; and

(d) The examiner’s initials. -

Three ways in which this minimum documentation

can be provided are:
(1) supplying, and as necessary annotating, the com-
puter search printout resulting from a computer assisted
“ search (see examples 1 and 2 and “Printouts” below), or
(2) recording the required information on Form
PTO~-1604 (Form PTO-1605 for Sequence Searches),
or
(3) recording the required information in the
SEARCH NOTES box.

For methods (1) and (2), the name of the database
service and the expressions “(see form)” or “(see print-
out)” should be recorded in the SEARCH NOTES box
as appropriate with the date and the examiner’s initials.

Printouts

Most of the database services accessed in application
searches provide a command to display or print the
search history which includes most, if not all, of the mini-
mum required information for documenting database
searches. Table 1 below lists the history command for
each database service and which of the required mini-
mum documentation elements are missing when the his-
tory comrand is entered. The missing elements may be
documented by writing them on the printout of the
search history or by supplying further portions of the
missing when the history command is entered. The miss-
ing elements may be documented by writing them on the
printout of the search history or by supplying further por-
tions of the search transcript which do include the miss-
ing elements. In some instances, depending on the data-
base service, the log off command will supply the missing
data element. A printout of the history command and log
out response containing the required data elements is
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717.05 ‘,

acceptable as full documentatlon of a search Tlus is the
 case with STN and Questel’s slog off command .

" Ineach case, ‘the name of the database semee is not
: -prov:ded by entering the: hlstory command and must be- ;

supplied in another manner. If there are several search
statements in the history, the statement or statements of

* which the results were reviewed should be indicated by.
circling them in BLACK INK. The form or printout

page(s) with the required data elements should be hole

- punched and placed in the apphcauon file on the nght

hand flap of the file wrapper. -
_ TABLE 1 _
History Commands and Missing Elements
by Database Service
Date- History | Name of Search Logic} Name of Date
base " Com- Datshuse Service : File
ﬂﬂﬁh—lﬂﬂ ‘ ﬁﬁﬂﬂ-—Jﬁﬂ-—-
e R = s —
2. ! ! o 5o ) yes soor ] H‘-iﬁ'a“ut
ﬂ. d hiS 22! -&01‘0 m . :
Oxbit hig®® m‘ne w issing
M m'n ag‘“ ¥ 35S . Ilﬂ' I-n‘un
B - L TR - 1 T 5. - T—
10 Suite £ none - it yertooe IS oo YEa
* In a structure search in STN, in addition to “d

his full”, the structure should be printed out
while in the Registry File. The command
string for this is “d L# que stat,” where L# is
the number of the answer set of a full file

structure search.
* % Need to enter history command for each file
searched before changing file or logging off.
* ok Information provided as part of search result
file for each request.

*hkE Search query sequence provided as part of
search result file for each request.
Displayed by log off command.

1 Name and number of file provided at file
entry; number only of file given when leaving
the file; number only of last file accessed
given at log off.

2 Name of the file given at file entry and when
leaving the file; name of last file accessed
given at log off.

e o de 3k %k

Explanation of Table Terminology

History Command — Generally, a display of what the
user has asked the search software to do. Will display the
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Nuéleotide ‘and: peptlde sequenoe,searches wdl be "
fully documented by a prmtout of the search query se
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, Example #l'

YOU ARE NOW CONNECI‘ED TO THE NTIS DATABASE
COVERS 1977 THRU V91 #16 BIWEEKLY UPDATE (91 16)
SEE NTBK FOR 1964—1976 COVERAGE: - .

SEE NTIM FOR 1964—-PRESENT COVERAGE

his

PROG:

SS1: AIDS (4863)

SS2: ( PATENT/DT OR PATENTED/DT OR PATENTS/DT ) (22627)
SS3: 1AND2(127)

S54/C?
USER:.
file inspec

PROG:

ELAPSED TIME ON NTIS: 0.04 HRS.

YOU ARE NOW CONNECTED TO THE INSPEC DATABASE.

COVERS FROM 1977 THRU BIWEEKLY UPDATE (9116)

gEE FILE INSP6976 FOR COVERAGE FROM 1969 THROUGH 1976.
is

PROG:
SS 1: SOLAR AND BICYCLE# (4)

§82/C?
USER:

stopy

PROG:

TERMINAL SESSION FINISHED 03/12/92 8:20 A.M. (CENTRAL TIME)
ELAPSED TIME ON INSPEC: 0.03 HRS.

ELAPSED TIME THIS TERMINAIL SESSION: 0.08 HOURS.

ORBIT SEARCH SESSION COMPLETED. THANKS FOR USING ORBIT!

. T17.05

Example #2:
= d his full
(FILE “USPAT” ENTERED AT 09:33:25 ON 12 MAR 92)
11 64 SEA SOLAR AND BICYCLE#
L2 16 SEA 1.1 AND RADIATION
FILE TPOABS’ ENTERED AT 09:54:58 ON 12 MAR 92
L3 9 SEA SOLAR AND BICYCLE#
L4 0 SEA L3 AND RADIATION
FILE USPAT
©0000000000660006600666000000E000E6060
H WELCOME TO THE g
® U.S. PATENT TEXT FILE
uoooooooouooooooouooonooonnooooo
FILE JPOABS
$0060006000606660600CC000E000000000000060E06EEEUE0ECOCEE0000CR0000000000000EE
JAPANESE PATENT ABSTRACTS
%%l}qRENTLY, DATA IS LOADED THROUGH THE ABSTRACT PUBLICA-
DATE OF AUGUST 30, 1991.

a0 00000000

U.S.%’gtent & Trademark Office LOGOFF AT 10:16:13 ON 12 MAR 92

700 — 159

THE LATEST GROUPS RECEIVED ARE: C0862 E1105, M1150 & P1245.
0006006000000CE000000C00000600000000000000866000000000000000EVCE606000E0ECE0
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11s N 495 125 refs

A6lk

- JAbove | @

AGIK -
A6IK

9122 .
31/56
31/585

) |4-22-92 -

R "250/13 (cursory)
24/ separable fasteners
(consulted Globe All
B

- 45/36 (Publications only)]

INTERFERENCE SEARCHED

_Class

Sub

Rate

Exmr-

Ck’d

thm_&h&, Palladlum
hydnde, Jan —June
1990 8

June—Dec. 1990
Hydraulic Fluids =~
Roger E.Hatton, 1962

AB1K 9/44 (cursory)

APS USPAT

3 laser and agric?
Dialog (See form)

STN  (See printout)
Entries: Sequences
NC8l Y7-19-91 b (CD
ROM GB 130) Searched
HiV & vaccine,
neighbored Galloway
article dated 6/5/91

Rev. 1, Sept. 1995
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’ 717.06 Foreign Frling Dates [R—l]

>See MPEP §201, 14(c), § 202 03 and §201. 14(d) <

717.07 Related Applicatlons [R—l]

>The file wrapper should ldentrfy earlrer filed re-
lated applications.
See MPEP § 202.02 and § 202.03.<

720 Public Use Proceedings [R—1]

>37CFR 1.292. Public use proceedings.

(a) When a petition for the institution of public use proceedings,
supported by affidavits or declarations and the fee set forth in
§ 1.17(j), is filed by one having information of the pendency of an
application and is found, on reference to the examiner, to make a
prima facie showing that the invention claimed in an application
believed to be on file had been in public use or on sale more than one
year before the filing of the application, a hearing may be had before
the Commissioner to determine whether a public use proceeding
should be instituted. If instituted, the Commissioner may designate an
appropriate official to conduct the public use proceeding including the
setting of times for taking testimony, which shail be taken as provided
by §§ 1.671 to 1.685. The petitioner will be heard in the proceedings
but after decision therein will not be heard further in the prosecution
of the application for patent.

(b) The petition and accompanying papers should either: (1)
Reflect that a copy of the same has been served upon the applicant or
upon his attorney or agent of record; or (2) be filed with the Office in
duplicate in the event service is not possible. The petition and
accompanying papers, or a notice that such a petition has beea filed,
shall be entered in the application file.

(c) A petition for institution of public use proceedings shall not be
filed by a party to an interference as to an application involved in the
interference. Public use and on sale issues in an interference shall be
raised by a preliminary motion under § 1.633(a).

Public use proceedings are provided for in 37 CFR
1.292. The institution of public use proceedings is discre-
tionary with the Commissioner. This section is intended
to provide guidance when a question concerning public
use proceedings arises.

A petition and fee (37 CFR 1.17(j)) is required to ini-
tiate consideration of whether to institute a public use
proceeding. The petitioner ordinarily has information
concerning a pending application which claims, in whole
or in part, subject matter that the petitioner alleges was
in “public use” or “onsale” in this country more than one
year prior to the effective United States filing date of the
pending application (see 35 U.S.C. 119, 1st paragraph,
and 120). He or she thus asserts that a statutory bar (35
U.S.C. 102(b) alone or in combination with 35 U.S.C,

700 —

S 103) exrsts whrch prohnbrts the patentmg of the snbject -
" matter of the apphcatron | ' AN
- When publlc use petltlons and accompanymg papers"- : e
 are submrtted they, or a notice in lleu thereof wrll be en- ‘
L tered i in the apphcatron file. Dupllcate copres should be - "_ -
o subrmtted only when, after drllgent effort, it ‘hasnot been -
: possnble for petmoner to serve a copy of the petrtron on ’

the apphcant, his or her attomey or agent in whlch case

the Special Program Law Office of the Office of the Dep-
uty Assistant Comnussnoner for Patents Pollcy and Pro- -

jects will attempt to get the dupllcate copy to the appli- -
cant, his or her attorney or agent. - :
- Noticeofa petltlon for a public use proceeding will be

| entered in the file in lieu of the petition itself when the.

petltlon and the accompanying papers are too bulky to
accompany the file. Any public use papers not physnca]ly
entered in the file will be publlcly available whenever the
appllcatlon file wrapper is available. '

There are two types of- public use proceedmgs ex
parte and inter partes. It is important to understand the
difference. In the ex parte situation, the petitioner is not
entitled, as a matter of right, to inspect the pending ap-
plication. Thus, he or she stands in no better position
than any other member of the public regarding access to
the pending application. In the inter partes situation, the
pending application is a reissue application. In the inter
partes situation, the petitioner is privy to the contents of
the pending application (37 CFR 1.612). Thus, as
pointed out below, the petitioner in the infer partes situa-
tion participates in the public use proceedings to a great-
er degree than in the ex parte situation. A petitioner who
was once involved in a terminated interference with a
pending application is no longer privy to the application
contents and will accordingly be treated as an ex parte pe-
titioner. It should be noted that petitions filed on and af-
ter February 11, 1985 will not be allowed in accordance
with 37 CFR 1.292(c) unless the petition arises out of an
interference declared prior to February 11, 1985 or the
interference was declared after February 11, 1985 but
arose from an interference declared prior to that date.

Since, February 11, 1985, a petition for institution of
public use proceedings cannot be filed by a party to an
interference as to an application involved in the interfer-
ence. Public use issues can only be raised by a prelimi-
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"720 01 | g
nary motion under 37 CFR 1 633(a) However, lf the is-

the mterference »
“There 1 may be cases where a pubhc use petltlon has'

been filed in an apphcatlon which has been restricted or
 issubject to a proper restnctlon requlrement If the peti- -

tion alleges that subject matter covenn_g“‘both elected

claims and nonelected claims is a statutory bar, only that *
part of the petition drawn to subject matter of the elected -

claims will be considered. However, if a public use pro-
ceeding is ultimately instituted, it will not necessarily be
limited to the subject miatter of the elected claims but

may include the nonelected subject matter. Any evi-

dence adduced on the nonelected subject matter may be

used in any subsequent—filed application claiming sub-
ject matter without the requirement of a new fee

(37 CFR 1.17(j)). The petitioner will not be heard re-

garding the appropriateness of any restriction require-

ment.<

720,01 Preliminary Handling [R—-1]

> A petition filed under 37 CFR 1.292 should be for-
warded to the Special Program Law Office of the Office
of the Deputy Assistant Commissioner for Patent Policy
and Projects, and served in accordance with 37 CFR
1.292(b). In addition, all other papers filed relating to
the petition or subsequent public use proceeding must be
served in accordance with 37 CFR 1.646 and 1.248. A
member of the Special Program Law Office’s staff will
ascertain whether the formal requirements of 37 CFR
1.292 have been fulfilled. In particular, the petition will
be reviewed to see if the alleged use or sale occurred
more than one year before the effective filing date of the
application, whether the petition contains affidavits and
exhibits to establish the facts alleged, whether the papers
have been filed in duplicate, or one copy has been served
on applicant and whether the required fee has been ten-
dered. The application file is ordered and its status as-
certained so that appropriate action may be taken,

In those ex parte situations where a petitioner cannot
identify the pending application by serial number, the
petition papers will be forwarded to the appropriate
group director for an identification search, Once the ap-
plication file(s) is located, it should be forwarded to the
Special Program Law Office.<

Rev. 1, Sept. 1995
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720.02 Examiner Determination of
sue of pubhc use. arlses out of an mterference declared .
prior to February 11, 1985 the petitxon may be filed by a’
party to the mterference as to. an apphcatmn mvolved in

ana Facte Showing [R— 1]

>0nce the Speclal Program Law Ofﬁce staff mem-'

-~ ber has determmed that the. petmon meets the formal re- - §
quirements of 37CFR 1 292, and the apphcatlon S status,": S

warrants conSIderatlon of the petltlon, he or she will pre-.

" pare a letter for the Patent Legal Admnmstrator, for-
‘ wardmg the petition and the apphcatlon file to the ex-

aminer for determination of whether-a prima facie case
of public use or sale of the claimed subject matter is es-
tablished by the petition. Any other papess that have been
ﬁledbytheparuesuwolved,sudtasareplybytheapphcantor'
additional submissions by the petitioner, will also be for-
warded to the cxaminer, Wheﬂmaddntnonalpape:sareac— ,
cepted is within the discretion of the Special Program Law
Office’s staff member. However, protracted paper filing is dis-

- couraged since the parties should endeavor to present their

best case as to the prima facie showing at the earliest possible
time. No oral hearings or interviews will be granted at this
stage, and the examiner is cautioned not to answer any inqui-
ries by the petitioner or applicant. '

A prima facie case is established by the petition if the
examiner finds that the facts asserted in the affidavit(s),
as supported by the exhibits, if later proved true by testi-
mony taken in the public use proceeding, would result in
a statutory bar to the claims under 35 U.S.C. 102(b)
alone or in combination with 35 U.S.C. 103. See MPEP
§ 2120 et seq.

To make this determination, the examiner must iden-
tify exactly what was in public use or on sale, whether it
was in use or on sale more than one year before the effec-
tive filing date, and whether the pending claims “read”
on or are obvious over what has been shown to be in pub-
lic use or on sale. On this last point, the examiner should
compare all pending claims with the matter alleged to
have been in use or on sale, not just the claims identified
by petitioner.

In situations where the petition alleges only that the
claims are obvious over subject matter asserted to be in
public use or on sale, the petition should include prior art
or other information on which it relies and explain how
the prior art or other information in combination with
the subject matter asserted to be in public use or on sale
renders the claims obvious. The examiner is not ex-
pected to make a search of the prior art in evaluating the
petition. If, however, the examiner determines that a pri-
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ma facle case of antrcrpatlon under 35 U S C 102(b) has- L
not been estabhshed but at the time of evaluating the -
petmon, the examiner 1s aware of pnor art or other in-

formation whlch in his ‘or her opinion, renders the
claims obvnous over the subject matter asserted to be in

public use or on sale the examiner may determine thata

prima facie case is made out, even if the petition alleged

only that the claims were antncrpated under 35 US.C. '7

102(b).

After having made hls/her determmatmn, the ex-
aminer will forward a memorandum to the Patent Legal
Administrator, stating his or her findings and his or her
decision as to whether a prima facie case has been estab-
lished, The findings should include a summary of the al-
leged facts, a comparison of at Ieast one claim with the
device alleged to be in public use or sale, and any other
pertinent facts which will aid the Patent Legal Adminis-
trator in conducting the preliminary hearing. The report
should be prepared in triplicate and addressed to the
Patent Legal Administrator.<

720,03 Preliminary Hearing [R—1]

>Where the examiner concludes that a prima facie
showing has not been established, both the petitioner
and the applicant are so notified by the Office of the
Deputy Assistant Commissioner for Patent Policy and
Projects and the application proceedings are resumed
without giving the parties an opportunity to be heard on
the correctness of the examiner’s decision. Where the
examiner concludes that a prima facie case has been es-
tablished, the Commissioner may hold a preliminary
hearing. In such case, the parties will be notified by letter
of the examiner’s conclusion and of the time and date of
the hearing. In ex parte cases, whether or not the examin-
er has concluded that a prima facie showing has been es-
tablished, no copv of the examiner’s memorandum to the
Patent Legal Administrator will be forwarded to the pe-
titioner. However, in such cases where the petition cov-
ers restrictable subject matter and it is evident that peti-
tioner is not aware of a restriction requirement which
has been or may be made, petitioner will be informed
that the examiner’s conclusion is limited to elected sub-
ject matter. While not so specifically captioned, the noti-
fication of this hearing amounts to an order to show
cause why a public use proceeding should not be held. No
new evidence is to be introduced or discussed at this
hearing. The format of the hearing is established by the
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. , ' 720 04 :
member of the Specral Program Law Oﬁice staff and the

e Patent Legal, Administrator presndes The exammer may :
attend as an observer only

- Where the hearing is held in the ex. pane sntuatron,* -
great care will be taken to avond dlSCIlSSlOlI of any 1 matters .
of the apphcatlon file whnch are not. already of knowl-

- edge to petmoner Of course, applrcant may of his or her -

own action or consent noufy the petitioner of the nature

~ of hisor her claims or other related matters,

After the hearing is concluded, the Patent Legal Ad-
mnmstrator will decide whether public use proceedings
are to be initiated, and he/she will send appropnate no-
tice to the parties.<

720.04 Public Use Proceeding
Testimony[R—1]

>When the Patent Legal Administrator decides to
institute public use proceedings, the case is referred to
the examiner who will conduct all further proceedings.
The fact that the affidavits and exhibits presented with
the petition for institution of the public use proceedings
have been held to make out a prima facie case does not
mean that the statutory bar has been conclusively estab-
lished. The statutory bar can only be established by testi-
mony taken in accordance with normal rules of eyidence,
including the right of cross—examination. The affidavits
are not to be considered part of the testimony and in no
case can they be used as evidence on behalf of the party
submitting them.

The procedure for taking testimony in a public use
proceeding is similar to that for taking testimony in an
interference. Normally, no representative of the Com-
missioner need be present at the taking of the testimony.

The examiner will set a schedule of times for taking
testimony and for filing the record and briefs on the basis
of the following:

Petitioner’s testimony to close — 60 days;

Rebuttal testimony by applicant to close — 30 days
later;

An original and one copy of the Record to be filed —
30 days later;

Petitioner’s brief to be filed — 30 days later; and

Applicant’s brief to be filed — 20 days later. Upon
proper showing, the examiner may grant appropriate ex-
tensions of time.
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720 05 : ; ,
'No extensxon of tlme wnll be penmtted under 37 CFR :

1.136(a). Any extension of time request must be filedun-'
IS 7] CFR 1 181; requestmg that the COnnmsswner exer- .

-der37CFR1L.136(b). = ~
It is understood from the above schedulmg of tnmes

that a given time period begins with the close of the pre- -

vious perlod and that the completlon of testlmony or the
filing of the Record or a brief before the close of the cor-

responding penod does not change its closing date. To ~ -
avoid confusion, the examiner should 1nd1cate specific -

dates for the close of each penod

Inex parte cases and in inter partes cases where the
pending application is a reissue, an oral ‘hearing is ordi-
narily not held. ,

In all public use proceedings, whether the ultunate is-

sue is anticipation under 35 U.S.C. 102(b) or obvious-
ness over 35 U.S.C. 103, testimony will be limited to the
issues of public use or on sale. No testimony will be re-
ceived on whether the claimed subject matter would
have been obvious over subject matter asserted to be in
public use or on sale.<

720.05 Final Decision [R—1]

>The final decision of the examiner should be “anal-
ogous to that rendered by the [Board of Patent Appeals
and Interferences] in an interference proceeding,
analyzing the testimony and stating conclusions, In re
Townsend, 1913 C.D. 55. In reaching his or her decision,
the examiner is not bound by the prior finding that a
prima facie case has been established.

If the examiner concludes that a public use or sale bar
exists, he or she will enter a rejection to that effect in the
application file, predicating that rejection on the evi-
dence considered and the findings and decision reached
in the public use proceeding. Even if a rejection is not
made, the examines’s written action should reflect that
the evidence of 35 U.S.C. 102(b) activity has in fact been
considered. Likewise, if the examiner concludes that a
prima facie case (1) has not been established, or (2) has
been established and rebutted (MPEP § 2124) then the
examiner’s written action should so indicate. Strict ad-
herence to this format should cause the rationale
employed by the examiner in the written action to be
self—evident. In this regard, the use of reasons for allow-
ance pursuant to 37 CFR 1.109 may also be appropriate,
MPEP § 1302.14. In ex parte cases where the petitioner
does not have access to the file, no copy of the examiner’s
action is mailed to the petitioner by the Office.

Rev. 1, Sept. 1995
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There is no rewew from the fi nal declsmn of the ex- .'
“aminer in the pubhc use proceedings. A petition under

cise his or her supervisory authonty and vacate the ex-

_ammer’s declswn, will not be: entertamed except where' v
_ there is a showmg of clear error. See Ex parte Hartley o
" 1908C.D.224. Once the apphcatxon returns toitsexparte

status, " appellate review under 35 US.C. 134 and
141-145 may be hiad of any. adverse decnsxon rejecting
claimg(s), as a result of the exammer S decnsnons as to pub-
.llcuseorsale< : ; T :

724 Trade Secret, Propnetary, and l’rotective
Order Matenals [R-1] .

>Sltuatlons arise in which it becomes necessary, or

desirable, for parties to proceedings in the Patent and
Trademark Office relating to pending patent applica-
tions or reexamination proceedings to submit to the Of-
fice trade secret, proprietary, and/or- protective order
materials. Such materials may include those which are
subject to a protective or secrecy order issued by a court
or by the International Trade Commission (ITC). While
one submitting materials to the Office in relation to a
pending patent application or reexamination proceed-
ing must generally assume that such materials will be
made of record in the file and be made public, the Office
is not unmindful of the difficulties this sometimes im-
poses. The Office is also cognizant of the sentiment ex-
pressed by the court in In re Sarkar, 197 USPQ 788 at
791 (CCPA 1978), which stated:

“that wherever possible, trade secret law and patent laws
should be administered in such manner that the former wifl not
deter an inventor from seeking the benefit of the latter, be-
cause, the public is most benefited by the early disclosure of the
invention in consideration of the patent grant. If a patent appli-
cant is unwilling to pursue his right to a patent at the risk of cer-
tain loss of trade secret protection, the two systems will conflict,
the public will be deprived of knowledge of the invention in
many cases, and inventors will be reluctant to bring unsettled le-

gal questions of significant current interest . . . for resolution.”

Parties bringing information to the attention of the
Office for use in the examination of applications and re-
examinations are frequently faced with the prospect of
having legitimate trade sccret, proprietary, or protective
order material disclosed to the public.

Inventors and others covered by 37 CFR 1.56(c) and
1.555 have a duty to disclose to the Office information
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abrlrty of a elarm, or (2) it refntes,
a posrtron the apphcant takes 1iH

(i) opposing an argument of unpatentabrlrty' relre i

onbytheOfﬁce,or Gt o
(ii) asserting an argument of patentabrhty

or is inconsistent with,

A prima ﬁzcze case of unpatentabrhty is establrShed"v'ff-_,:' e

when the information’ eompels a conclusion that a claim

is unpatentable under the preponderanee of evrdence, L

burden—of-proof standard, giving each term in the
claim its broadest reasonable construc’aon consistent

with the specrﬁcatron, and before any consideration is °

given to evidence which may be submitted in an attempt
to establish a contrary conclusion of patentability.”

It is incumbent upon patent applicants, therefore, t0-

bring “material” information to the attention of the Of-
fice. It matters not whether the “material” information
can be classified as a trade secret, or as proprietary mate-
rial, or whether it is subject to a protective order. The ob-
ligation is the same; it must be disclosed if “material to
patentability “as defined in 37 CFR 1.56(b). The same
duty rests upon a patent owner under 37 CFR 1.555
whose patent is undergoing reexamination,

Somewhat the same problem faces a protestor under
37 CFR 1.291(a) who believes that trade secret, propri-
etary, or protective order material should be considered
by the Office during the examination of an application.

In some circumstances, it may be possible to submit
the information in such a manner that legitimate trade
secrets, etc., will not be disclosed, e.g., by appropriate
deletions of nonmaterial portions of the information.
This should be dcne only where there will be no loss of
information material to patentability under 37 CFR 1.56
or 1.555.

The provisions of this section do not relate to materi-
al appearing in the description of the patent applica-
tion.<

724.01 Completeness of the Patent File
Wrapper [R—1}

>It is the intent of the Office that the patent file
wrapper be as complete as possible insofar as “material”
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“cret” document or item, a

Ma’tef..g..s R~1] o

>Informatu,n whrch is cons_ ‘

item, or as an item or docume_nt “Subject 'Ib Protectlve' '

" Order.” It is essential that the terms “Confidential,”

“Secret,” and “Restricted” or “Restricted Data” not be
used when marking these documents or items in order to
avoid confusion with national security information doc-
uments which are marked with these terms (note also .
MPEP § 121). If the item or document is “Subject to Pro-

tective Order” the proceeding, including the tribunal, -

- must be set forth on each document or item. Of course,

the envelope or container, as well as each of the docu-
ments or items, must be labeled with complete identify-
ing information for the file to which it is directed, includ-
ing the Office or area to which the envelope or container
is directed.

Examples of appropriate labels for such an envelope
or container addressed to an application are as follows:
(Appropriate changes would be made for papers filed in
a reexamination file.)

A. “TRADE SECRET MATERIAL NOT OPEN
TO PUBLIC. TO BE OPENED ONLY BY EXAMIN-
ER OR OTHER AUTHORIZED PATENT AND
TRADEMARK OFFICE EMPLOYEE.

In re Application of

Serial No

Filed:

For: (Title of Invention)
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_edby the party sub- .
mitting the same to be either trade secret material or
proprietary matenal and any ' miaterial subject toapro- . -
tective order, must be clearly labeled assuch and be filed
in a sealed, clearly labeled, envelope or oontamer Each L
docuiment or item must be clearly labeled. asa “'Ii'ade Se- - -
“Propnetary” document or -




'72403

GroupArtUmt
ATI'ENTION (Current Locatlon of Appllcatnon)”

“PROPR!ETARY MATERIAL NOT OPEN TO )
- PUBLIC. TO BE OPENED ONLY BY EXAMINER

OR OTHER AUTHORIZED PATENT AND TRADE-
MARK OFFICE EMPLOYEE. ‘

In re Application of

Serial No R

Filed: ‘
For: (Title of Invention)

Examiner:

ATTENTION: (Current Location of Application)”

C. “MATERIAL SUBJECT TO PROTECTIVE
ORDER — NOT OPEN TO PUBLIC. TO BE
OPENED ONLY BY EXAMINER OR OTHER AU-
THORIZED PATENT AND TRADEMARK OFFICE
EMPLOYEE.

Tribunal Issuing Protective Order:

Civil Action or Other Identification No.:

Date of Order:

Current Status of Proceeding: (Pending, Stayed, etc.)

In re application of:

Serial No.

Filed:

For: (Title of Invention)

Group Art Unit:

Examiner:

ATTENTION: (Current Location of Application)”

The envelope or container must be accompanied by a
transmittal letter which also contains the same identify-
ing information as the envelope or container. The trans-
mittal letter must also state that the materials in the en-
velope or container are considered trade secrets or pro-
prietary, or are subject to a protective order, and are be-
ing submitted for consideration under MPEP § 724. A
petition under 37 CFR 1.182 and fee therefor (37 CFR
1.17(h)) to expunge the information, if found 7ot to be
important to a reasonable examiner in deciding whether
to aflow the application to issue as a patent, may also ac-
company the envelope or container.

In order to ensure that such an envelope or container
is not mishandled, either prior to reaching the Office, or
in the Office, the envelope or container should prefer-
ably be hand —carried to the particular area to which it is
directed and in which the application or reexamination is
pending at that time. If the proceeding is then pending in
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hand—mmed to the office of the director of the examin- -
- ing group. The Office: personnel teceiving the envelope
" or container should be informed that it contains such -
" material, If the: envelope or container cannot be hand—
carried to the office, it can ‘be mailed to the Patent and T
Trademark Ofﬁce in the normal manner, but that meth- . o
odof submnssuon isnot as desirable as hand—carrymg thei o

envelope or contamer to the Ofﬁce or area mvolved <

724.03 Types of ’ll'ade Secret, Proprietary,
- and/or Protective Order Materials
Submitted Under MPEP § 724.02
[R—1] ! .

>The types of materials or information contem-
plated for submission under MPEP § 724.02 include in-
formation “material to patentability” but does not in-
clude information favorable to patentability. Thus, any
trade secret, proprietary, and/ or protective order mate-
rials which are required to be submitted on behalf of a -
patent applicant under 37 CFR 1.56 or patent owner un-
der 37 CFR 1.555 can be submitted in accordance with
MPEP § 724.02. Neither 37 CFR 1.56 nor 1.555 require
the disclosure of information favorable to patentability,
e.g., evidence of commercial success of the invention
(see 42 Fed. Reg. 5590). Such information should not be
submitted in accordance with MPEP § 724.02. If any
trade secret, proprietary, and/or protective order mate-
rials are submitted in amendments, arguments in favor
of patentability, or affidavits under 37 CFR 1.131 or
1.132, they will be made of record in the file and will not
be given any special status.

Insofar as protestors under 37 CFR 1.291(a) are con-
cemed, submissions can be made in accordance with
MPEP § 724.02 if protestor or petitioner has access to
the application involved. In such cases, of course, the re-
quirements for service must be followed. The Office can-
not ensure that the party or parties served will maintain
the information secret. If the party or parties served find
it necessary or desirable to comment on material sub-
mitted under MPEP § 724 before it is, or without its be-
ing, found “material to patentability,” such comments
should either (1) not disclose the details of the material
or (2) be submitted in a separate paper under MPEP
§724.02.<
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o lpatent would become avallable to the publlc SR T
- (3) If any portion or -all of the submitted mformatlon; LT
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decldmg whether to allow the’ apphcat;on to issue: asa’
patent,’ the next Offlce action or other appropnate Of-

of Materials Submltted Under
MPEP § 724 02 [R- 1]

>The exact methods of treatmg and handlmg mate-' :

rials submitted under MPEP § 724.02 will differ slightly - 3  'j‘ﬁce communication w1ll s0° mdlcate wnthout mcludmg

depending upon whether the materials are submitted in
an original application subject to the requirements of 35
U.S.C. 122 or whether the submission is made in a reis-
sue application or reexamination file open to the public
under 37 CFR 1.11(b) or (d). In any event, Office per-
sonnel must not disclose such materials to the public
without authorization. Upon receipt of the submission,
the transmittal letter and the envelope or container will
be date stamped and brought to the attention of the ex-
aminer or other Office employee responsible for evalu-
ating the submission. The receipt of the transmittal let-
ter and envelope or container will be noted on the “Con-
tents” of the application or reexamination file. In addi-
tion, the face of the application or reexamination file will
have the notation placed thereon to indicate that trade
secret, proprietary, or protective order material has
been filed. The location of the material will also be speci-
fied. The words “TRADE SECRET MATERIALS
FILED WHICH ARE NOT OPEN TO PUBLIC” on
the face of the file are sufficient to indicate the presence
of trade secret material. Similar notations will be made
for either proprietary or protective order materials, <

724.04(a) Materials Submitted in an
Application Covered by
350.8.C.122 [R-1]

>Any materials submitted under MPEP § 724.02 in
an application covered by 35 U.S.C. 122 will be treated in
the following manner:

(1) The examiner, or other appropriate Office offi-
cial whe is responsible for considering the information,
will make a determination as to whether or not any por-
tion or all of the information submitted is imporstant to a
reasonable examiner in deciding whether to allow the
application to issue as a patent.

(2) 1f any porstion or all of the submitted information
is found important to a reasonable examiner in deciding
whether to allow the application to issue as a patent, it
will be cited in the next Office action, or other appropri-
ate Office communication and wil become a part of the
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the details of the subnntted mformatlon

, (4) Kany portion or all of the submltted mformatlon AN .
is found not to be important toa reasonable exanuner in R

deciding whether to allow the- apphcatlon to issue as a .
patent, that information will be resealed in its envelope
or container and retained pending the possible filingof a

' petition to expunge the information,

(5) Any petition to expunge the submitted informa-
tion or any portion thereof will be treated in accordance
with MPEP § 724.05.<

724.04(b) Materials Submitted in Reissue
Applications Open to the Public
Under 37 CFR 1.11(b) [R—1]

>Any materials submitted under MPEP § 724.02in a
reissue application open to the public under 37 CFR
1.11(b) will be treated in the following manner:

(1) The submitted information will be maintained
separate from the reissue application file and will not be
publicly available until a determination has been made
as to whether or not the information is important to a
reasonable examiner in deciding whether to allow the
application to issue as a patent.

(2) The examiner, or other appropriate Office offi-
cial who is responsible for considering the information,
will make a determination as to whether or not any por-
tion or all of the information submitted is important to a
reasonable examiner in deciding whether to aliow the
application to issue as a patent.

(3) If any portion or all of the submitted information
is found important to a reasonable examiner in deciding
whether to zallow the application to issue as a patent, it
will be cited in the next Office action or other appropri-
ate Office communication and will thereafter become a
permanent part of the reissue application file and open
to the public.

(4) If any portion or all of the submitted information
is found not to be important to a reasonable examiner in
deciding whether to allow the application to issue as a
patent, the next Office action or other appropriate Of-
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fice commumcatnon wﬂl S0 mdlcate wnthout mcludmg in
the. commumcatmn the details of the submntted mforma-
tion. :

(5) i any pomon or all of the subnutted mformatnon N
is found rot to be important to a reasonable examiner in
deciding whether to allow the application to issue asa

patent, that information will be resealed in its envelope
or container and retained separate from the application
file, and unavailable to the public, pending the possible
filing of a petition to expunge the information.

(6) Pending the filing of the petition to expunge the -

sealed envelope or container should be clearly marked
“Not Open To The Public” and Office personnel will not
make such envelope or container available to any mem-
ber of the public inspecting the reissue application file.

(7) Any petition to expunge a portion or all of the
submitted information will be treated in accordance with
MPEP § 724.05.<

724.04(c) Materials Submitted in
Reexamination File Open
to the Public Under
37 CFR 1.11(d) [R-1]

> Any materials submitted under MPEP § 724.02in a
reexamination file open to the public under 37 CFR
1.11(d) will be treated in the following manner:

(1) The submitted information will be maintained
separate from the reexamination file and will not be pub-
licly available until a determination has been made as to
whether or not the information is important to a reason-
able examiner in deciding whether or not a claim is pat-
entable.

(2) The examiner, or other appropriate Office offi-
cial who is responsible for considering the information,
will make a determination as to whether or not any por-
tion or all of the information submitted is important to a
reasonable examiner in deciding whether or not a claim
is patentable.

(3) If any portion or all of the submitted information
is found important to a reasonable examiner in deciding
whether or not a claim is patentable, it will be cited in the
next Office action or other appropriate Office commu-
nication and will thereafter become a permanent part of
the reexamination file and open to the public.

(4) If any portion or all of the submitted information
is found not to be important to a reasonable examiner in
deciding whether or not a claim is patentable, the next
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: -'%Ofﬁoe actlon or other appropnate 0£ﬁce commumca—_ ,
- tion will so indicate without mcludmg in'the commumca- '

uon the details of the subnutted mformatlon oy

*(5) Ifany portion or all of the submitted mformatlon .' L
is found not to be unportant toa reasonable exammer in

deciding whether or not a claim is patentable, that infor-.
mation will be resealed in its envelope or container and

' retained separate fmm the reexamination file, and un- .

available to the pubhc, pending the possnble filmg of a
petition to expunge the mformatlon :

- (6) Pending the filing of the petition to expunge the :
sealed envelope or container should be clearly marked
“Not Open To The Public” and Office personnel will not
make such envelope or container available to any mem-
ber of the public inspecting the reexamination file.

(7) Any petition to expunge a portion or all of the
submitted information will be treated in accordance with
MPEP § 724.05.< -

724.05 Petition To Expunge Materials
Submitted Under
MPEP § 724.02 [R~1]

>A petition to expunge information submitted un-
der MPEP § 724.02 will be entertained only if the peti-
tion fee (37 CFR 1.17(h)) is filed and the information
has been found not to be important to a reasonable ex-
aminer in deciding on patentability. If the information
is found to be important to a reasonable examiner in
deciding on patentability, any petition to expunge the
information will be denied. Any such petition to ex-
punge information submitted under MPEP § 724.02
should be directed to the Office of the Assistant Com-
missioner for Patents, Crystal Park 2, Suite 923. Such
petition must contain:

(1) A clear identification of the information to be
expunged without disclosure of the details thereof.

(2) A clear statement that the information to be ex-
punged is trade secret material, proprietary material,
and/or subject to a protective order, and that the infor-
mation has not been otherwise made public.

(3) A clear identification of the application paper(s)
which held that such information was not important to
deciding patentability.

(4) A commitment on the part of the petitioner to
retain such information for the period of any patent with
regard to which such information is submitted.
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