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601 Content of Application [R-14]

35 U.S.C. 111. Application for patent

Application for patent shall be made, or authorized to be made, by
the inventor, except as otherwise provided in this title, in writing to the
Commissioner. Such application shall include (1) a specification as
prescribed by section 112 of this title; (2) a drawing as prescribed by
section 113 of this title; and (3) an oath by the applicant as prescribed
bysection 115 of this title. The application must be accompanied by the
fee required by law. The fee and oath may be submitted after the
specification and any required drawing are submitted, within such
period and under such conditions, including the payment of a sur-
charge, as may be prescribed by the Commissioner. Upon failure to
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submit the fee and oath within such prescribed period, the application
shall be regarded as abandoned, unless it is shown to the satisfaction of
the Commissioner that the delay in submitting the fee and oath was
unavoidable. The filing date of an application shall be the date on which
the specification and any required drawing are received in the Patent
and Trademark Office.

37 CFR 1.51 General reguisites of an application.

(a) Applications for patents must be made to the Commissioner of

Patents and Trademarks. A complete application comprises:
(1) A specification, including a claim or claims, see §§ 1.71 to
1.77.
{2) An oath or declaration, see §§ 1.63 and 1.68.
(3) Drawings, when necessary, see §§ 1.81 to 1.88.
" (4) The prescribed filing fee, see § 1.16.

(b) Applicants are encouraged to file an information disclosure
statement, See §§ 1.97 **>and 1.98<.

(c) Applicants may desire and are permitted to file with, or in, the
application an authorization to charge, at any time during the pendency
of the application, any fees required under any of §§ 1.16to 1.18 toa
deposit account established and maintained in accordance with § 1.25.

GUIDELINES FOR DRAFTING A MODEL PATENT
APPLICATION

The following guidelines illustrate the preferred layout and
content of patent applications. These guidelines are suggested
for the applicant’s use.

Arrangement and Contents of the Specification

The following order of arrangement is preferable in framing
the specification and, except for the title of the invention, each
of the lettered items should be preceded by the headings indi-
cated.

(a) Tide of the Invention,

(b) Cross-References to Related Applications (if any).

(c)-Statement as to rights to inventions made under Feder-
ally-sponsored research and development (if any).

(d) Background of the Invention.

_.. 1. Field of the Invention.
2. Description of related art including information dis-
closed under §§ 1.97**>and 1.98<.

(e) Summary of the Invention.

(f) Brief Description of the Drawing.

(g) Description of the Preferred Embodiment(s).

(f) Claim(s).

(i) Abstract of the Disclosure.

Content

(a) Title of the Invention: (See 37 CFR 1.72(2).) The title of
the invention should be placed at the top of the first page of the
specification. It should be brief but technically accurate and
descriptive preferably from two to seven words.

(b) Cross-References to Related Applications: (See 37 CFR
1.78 and MPEP § 201.11.)

(©) Statement as to rights to inventions made under Feder-
ally sponsored research and development (if any): (See MPEP
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8310).
(d) Background of the Invention: The specxﬁcauon should :

set forth the Background of the Invention in two parts:

(1) Field of the Invention: A statement of the field of art to
which the invention pertains. This statement may include a
paraphrasing of the applicable U.S. patent classification defini-
tions. The statement shounld be directed to the subject matter of
the claimed invention. This item may also be titled “Techmcal
Field”.

(2) Description of the related art including mformauon
disclosed under 37 CFR 1.97 **>and 1.98<: A paragraph(s)
describing to the extent practical the information known to the
applicant, including references to specific documents where
appropriate. Where applicable, the problems involved in the
information disclosed which are solved by the applicant’s
invention, should be indicated. This item may also be titled
“Background Information”.

(e) Summary of the Invention: A brief summary or general
statement of the invention as set forth in 37 CFR 1.73. The
summary is separate and distinct from the abstract and is
directed toward the invention rather than the disclosure as a
whole. The summary may point out the advantages of the
invention or how itsolves problems previously existentin the art
(and preferably indicated in the Background of the Invention).
Inchemical cases the summiary should point out in general terms
the utility of the invention. If possible, the nature and gist of the

invention or the inventive concept should be set forth. Objects”

of the invention should be treated briefly and only to the extent
that they contribute to an understanding of the invention. This
item may also be titled “Disclosure of Invention”.

(f) Brief Description of the Drawing(s): A reference to and
brief description of the drawing(s) as set forth in 37 CFR 1.74.

(g) Description of the Preferred Embodiment(s): A descrip-
tion of the preferred embodiment(s) of the invention as required
in37 CFR 1.71. The description should be as short and specific
as isnecessary to adequately and accurately describe the inven-
tion. This item may also be titled “Best Mode for Carrying Out
the Invention”.

Where elements or groups of elements, componnds, and
processes, which are conventionat and generally widely known
in the field to which the invention pertains, form a part of the
invention described and their exact nature or type is not neces-
sary for an understanding and use of the invention by a person
skilled in the art, they should not be described in detail. How-
ever, where particularly complicated subject matter is involved
or where the elements, compounds, or processes may 1ot be
commonly or widely known in the field, the specification
should refer to another patent or readily available publication
which adequately describes the subject matter.

(h) Claim(s): (See 37 CFR 1.75) A claim may be typed with
the various elements subdivided in paragraph form. There may
be plural indentations to further segregate subcombinations or
related steps.

Reference characters corresponding to elements recited in
the detailed description and the drawings may be used in
conjunction with the recitation of the same element or group of
clements in the claims. The reference characters, however,
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should be enclosed within parentheses so as to avoid confusion
with other numbers or characters which may appear in the
claims. The use of reference characters is to be considered as
having no effect on the scope of the claims.

Claims should preferably be arranged in order of scope so
that the first claim presented is the broadest. Where separate
species are claimed, the claims of like species should be grouped
together where possible and physically separated by drawing a
line between claims or groups of claims. (Both of these provi-
sions may not be practical or possible where several species

- claims depend from the same generic claim.) Similarly, product
and process claims should be separately grouped. Such arrange-
ments are for the purpose of facilitating classification and
examination.

The form of claim required in 37 CFR 1.75(e) is particularly
adapted for the description of improvement type inventions.
Sucha claim is to be considered a combination claim and should
-be drafted with this thought in mind.

In drafting claims in accordance with 37 CFR 1.75(e), the
preambile is to be considered to positively and clearly include all
the elements or steps recited therein as a part of the claimed
combination.

(i) Abstract of the Disclosure: (See 37 CFR 1.72(b) and
MPEP § 608.01(b).)

Oath or Declaration

(See 37 CFR 1.63, 1.68, and 1.69.) Where one or more
previously filed foreign applications are cited or mentioned in
the oath or declaration, complete identifying data, including the
application or serial number as well as the country and date of
filing, should be provided.

THE APPLICATION
- The specification must be filed >in< or translated into the

English language and must be legibly typewritten,written or
printed in permanent ink or its equivalent in quality. See 37 CFR

.~1.52 and MPEP § 608.01.

The parts of the application may be included in a single
document.

Determination of completeness of an application is covered
in MPEP § 506 >and § 601.01<.

The specification and oath or declaration are secured to-
gether in a file wrapper, bearing appropriate identifying data
including the serial number and filing date (MPEP § 717).

Note

Division applications MPEP § 201.06.
Continuation applications MPEP § 201.07.
Reissue applications MPEP § 1401.
Design applications, MPEP Chapter 1500,
Plant applications, MPEP Chapter 1600.

. A model, exhibit or specimen is not required as part of the
-ap

plication as filed, although it may be required in the prosecu-
tion of the application (37 CFR 1.91-1.93, MPEP § 608.03).

-

600-3

601.01

37 CFR 1.59. Papers of application with filing date not returned.

Papers in an application which has received a filing date pursuant
to § 1.53 will not be returned for any purpose whatever. If applicants
have not preserved copies of the papers, the Office will furnish copies
at the usual cost of any application in which either the required basic
filing fee (§ 1.16) or the processing and retention fee (§ 1.21(1)) has
been paid. See § 1.618 for return of unauthorized and improper papers
in interferences.

See, however, MPEP § 201.14(c) and § 604.04(a).

The Patent and Trademark Office has initiated a program for
expediting newly filed application papers through pre-examina-
tion steps. This program requires the cooperation of applicants
in order to attain the desired result — a reduction in processing
time.

Therefore, all applicants are requested to include a prelimi-
nary classification on newly filed patent applications. The
preliminary classification, preferably class and subclass desig-
nations, should be identified in the upper right-hand corner of
the letter of transmittal accompanying the application papers,
for example “Proposed class 2, subclass 129.”

This program is voluntary and the classification submitted
will be accepied as advisory in nature. The final class and
subclass assignment remains the responsibility of the Office.

601.01 Complete Application [R-14)

37 CFR 1.53 Serial number, filing date, and completion of application.

(a) Any application for a patent received in the Patent and Trade-
mark Office will be assigned a serial number for identification pur-
poses. '

(b) The filing date of an application for patent >filed under this
section< is the date on which: (1) A specification containing a descrip-
tion pursuantto § 1.71 and at least one claim pursuant to §1.75; and (2)
any drawing required by §1.81(a), are filed in the Patent and Trademark
Office in the name of the actual inventor or inventors as required by
§1.41. No new matter may be introduced into an application after its
filing date (§1.118). >If ali the names of the actual inventor orinventors
are not supplied when the specification and any required drawing are
filed, the application will not be given afiling date earlier than the date
upon which the names are supplied unless a petition with the fee set
forth in §1.17(i)(1) is filed which sets forth the reasons the delay in
supplying the names should be excused. A continuation or divisional
application (filed under the conditions specified in 35 U.S.C. 120 or
121 and §1.78(a)) may be filed pursuant to this section, §1.60 or §1.62.
A continuation-in-part application may be filed pursuant to this section
or §1.62.<

(c) If any application is filed without the specification *>, drawing
or name, or names, of the actual inventor or inventors< required by
paragraph: (b) of this section, applicant will be so notified and given a
time period within which to submit the omitted specification *>,<
drawing >, name, or names, of the actual inventor, or inventors,< in
order to obtain a filing date as of the date of filing of such submission.
>A copy of the "Notice of Incomplete Application" form notifying the
applicant should accompany any response thereto submitted to the
Office.< If the omission is not corrected within the time period set, the
application will be returned or otherwise disposed of; the fee, if
submitted, will be refunded less **>the< handling fee >set forth in
§1.21(n).< i

(d)If an application which has been accorded a filing date pursuant
to paragraph (b) of this section does not include the appropriate filing
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fee or an oath or declaration by the applicant, applicant will be so
notified, if a comrespondence address has been provided and given a
period of time within which to file the fee, oath, or declaration and to
pay the surcharge as set forth in § 1.16(e) in order to prevent abandon-
ment of the application. A copy of the "Notice to File Missing Parts"
form mailed to applicant should accompany any response thereto
submitted to the Office. If the required filing fee is not timely paid, or
if the processing and retention fee set forth in § 1.21(1) is not paid within
one year of the date of mailing of the notification required by this
paragraph, the application will be disposed of. No copies will be
provided or certified by the Office of an application which has been
disposed of or in which neither the required basic filing fee nor the
processing and retention fee has been paid. The notification pursuant
to this paragraph may be made simultaneously with any notification
pursuant to paragraph (c) of this section. If no correspondence address
is included in the application, applicant has two months from the filing
date to file the basic filing fee, oath or declaration and to pay the
surcharge as set forth in § 1.16(e) in order to prevent abandonment of
the application; or, if no basic filing fee has been paid, one year from
the filing date to pay the processing and retention fee set forth in §
1.21(1) to prevent disposal of the application.

(e) An application for a patent will not be placed upon the files for
examination until all its required parts, complying with the rules
relating thereto, are received, except that certain minor informalities
may be waived subject to subsequent correction whenever required.

(f) The filing date of an international application designating the
United States of America shall be treated as the filing date in the United
States of America under PCT Axticle 11(3), except as provided in 35
U.S.C. 102(e).

{Paras. (b) & (c) amended, 54 FR 47518, Nov. 15, 1989, effective Jan. 16,
1990]

37 CFR 1.53 relates to application serial numbers, filing
dates and completion of applications. 37 CFR 1.53(a) indicates
that a serial number is assigned to any filed application for
identification purposes, even if the application is incomplete or
informal. 37 CFR 1.53(b) provides thata filing date is assigned
to an application as of the date a specification coniaining a
description and claim and any required drawing and the names
of all inventors are filed in the Patent and Trademark Office.
Failure to meet any of the requirements in 37 CFR 1.53(b) will
result-in the application being denied a filing date. The filing
date to be accorded such an application is the date on which all
of the requirements of 37 CFR 1.53(b) are met. Although the
filing fee and oath or declaration can be submitted Iater, no
amendments can be made tothe specification or drawings which
will introduce new matter, This practice is authorized by 35
U.S.C. 111 as amended by Pub. L. 97-247. 37 CFR 1.53(c)
provides for notifying applicant of any application incomplete
because the specification or drawing is missing and giving the
applicant a time period to correct any omission. Applicant will
also be notified if all the inventors are not named, such as by the
use of "et al.". If the omission is not comrected within the time
period given, the application will be returned or otherwise
dispased of and a handling fee >set forth in 37 CFR 1.21(n)<**
will be retained from any refund of a filing fee. 37 CFR 1.53(d)
provides that, where a filing date has been assigned to a filed
specification and drawing, the applicant will be notified if a
correspondence address bas been provided and be given a
period of time in which to file the missing fee, oath or declara-

-
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tion and to pay the surcharge due in order to prevent abandon-
ment of the application. The time period usually setis one month
from the date of notification by the Patent and Trademark
Office, butin no case Iess than two months after the date of filing
of the application. This time period is subject to the provisions
of 37 CFR 1.136(a).

If the required basic filing fee is not timely paid, or the
processing and retention fee set forth in 37 CFR 1.21(]) is not
paid within one year of the date of mailing of the notification, the
application will be disposed of. No copies will be provided or
certified by the Office of an application which hasbeendisposed
of or in which neither the required basic filing fee nor the
processing and retention fee has been paid. The notification
under 37 CFR 1.53(d) may be made simultaneously with any
notification pursuant to paragraph (c) of 37 CFR 1.63. If no
correspondence address is included in the application, applicant
has two months from the filing date to file the fee, oath or
declaration and to pay the surcharge as set forth in 37 CFR
1.16(e) in order to prevent abandonment of the application or
one year from the filing date to pay the processing and retention
fee set forth in 37 CFR 1.21(}) to prevent disposal of the
application. 37 CFR< 1.53(e) indicates that a patent application
will not be forwarded for examination on the merits until all
required parts have beenreceived. 37 CFR 1.53(f) indicates that
international applications filed under the Patent Cooperation
Treaty which designate the United States of America are consid-
ered to have a United States filing date under PCT Article 11(3),”
except as provided in 35 U.S.C. 102(e), on the date the require-
ments of PCT Article 11(1) (i) to (iii) are met.

Effective February 27, 1983, in accordance with the provi-
sions of 35 U.S.C. 111 and 37 CFR 1.53(b), a filing date is
granted to an application for patent, which includes at least a
specification containing a description pursuant to 37 CFR 1.71
and atleast one claim pursuantto 37 CFR 1.75, and any drawing
referred to in the specification or required by 37 CFR 1.81(a),
which is filed in the Patent and Trademark Office and which
names the actual inventor or inventors pursuant to 37 CFR
1.41(a). If an application which has been accorded a filing date
does not include the appropriate filing fee or oath or declaration,
applicant will be so notified and given a period of time within
which to file the missing parts to complete the application and
to pay the surcharge as set forth in 37 CFR 1.16(¢) in order to
prevent abandonment of the application.

Applicants should submit a copy of the notice(s) to file
missing parts and the notice(s) of incomplete applications with
the response submitted to the Patent and Trademark Office.
Applicants should also include the application serial number on
all correspondence to the Office. These measures will aid the
Office in matching papers to applications, thereby expediting
the processing of applications.

Inorder for the Office to so notify the applicant, a correspon-
dence address must also be provided in the application. The
address may be different from the Post Office address of the
applicant. For example, the address of applicant’s registered
attorney or agent may be used as the correspondence address. If
applicant fails to provide the Office with a correspondence
address; the Office will be unable to provide applicant with
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notification to corhplete the application andto pay the surcharge

as set forth in 37 CFR 1.16(e). In such a case, applicant will be
considered to have constructive notice as of the filing date that
the application must be completed and 37 CFR 1.53(d) gives
applicant two months from the filing date in which to do so
before abandonment occurs. >This time period may be extended
pursuant to 37 CFR 1.136.<

The oath or declaration filed in response to such a notice
under 37 CFR 1.53(d) must be executed by the inventors named
on filing unless a petition for correction of inventorship comply-

-ing with 37 CFR 1.48 is filed within the time period set.

The oath or declaration filed in response to such a notice
must identify the specification and any amendment filed with
the specification which is intended to be part of the original
disclosure. If an amendment is filed with the oath or declaration
filed after the filing date of the application, it may be identified
in the oath or declaration but may not include new matter. No
new matter may be included after the filing date of the applica-
tion. See MPEP § 608.04(b). If the oath or declaration improp-
erly refers to an amendment containing new matter, a supple-
mental oath or declaration will be required pursuant to 37 CFR
1.67(b), deleting the reference to the amendment containing
new matter. If an amendment is filed on the same day that the
application filed under 37 CFR 1,53 is filed and is referred to in
the original oath or declaration filed with or after the applica-
tion, it constitutes a part of the original application papers and
the question of new matter is not considered. Similarly, if the
application papers are altered prior to execution of the oath or
declaration and the filing of the application, new matter isnota
consideration since the alteration is considered as part of the
original disclosure.

An amendment which adds additional disclosure filed with
a request for a continuation-in-part application under 37 CFR
1.62 is automatically considered a part of the original disclosure
of the application by virtue of the rule. Therefore, the oath or
declaration filed in such an application mustidentify the amend-
mentadding additional disclosure as one of the papers which the
inventor(s) has "reviewed and understands" in order to comply

.= ~with 37 CFR 1.63. If the original oath or declaration submitted

in a continuation-in-part application filed under 37 CFR 1.62
does not contain a reference to the amendment filed with the
request for anapplication under 37 CFR 1.62, the examiner must
require 2 supplemental oath or declaration referring to the
amendment.

37 CFR 1.63 requires that an oath or declaration “identify
the specification to which it is directed.” Since filing dates are
riow granted on applications with the oath or declaration being
filed later with a surcharge, the question has arisen as to what
information must be supplied in the oath or declaration to
identify the specification to which it is directed and to comply
with the rule.

The declaration form suggested by the Office includes

-
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~ spaces for filling in the names of the inventors, itle of invéntion,

application serial number, filing date, foreign priority applica-
tion information and United States priority application informa-
tion. While this information should be provided, it is not
essential that all of these spaces be filled in in order to ade-
guately identify the specification in compliance with 37 CFR
1.63.

The following combinations of information supplied in an
oath or declaration are acceptable as minimums for identifying
a specification: _ ‘

(1) name of inventor and application serial number;

(2) name of inventor, attorney docket number which
was on the application as filed, and filing date of the
application;

(3) name of inventor, title of invention and filing date;

(4) name of inventor, title of invention and reference to
a specification which is attached to the oath or declaration
at the time of execution and filed with the oath or declara-
tion; or

(5) name of inventor, title of invention and a statement
by aregistered attorney or agent that the application filed
in the PTO is the application which the inventor executed
by signing the oath or declaration,

If the oath or declaration is filed with an “attached” specifi-
cation as indicated in item (4) above, it must be accompanied by
a statement that the “attached” specification is a copy of the
specification and any amendments thereto which were filed.in.
the Office in order to obtain a filing date for the application.
Such statement must be a verified statement if made by aperson
not registered to practice before the Office.

Oaths or declarations which do not meet the requirements
set forth above will not be accepted as complying with 37 CFR
1.63 for completing an application. Any variance from the
above guidelines will only be considered upon the filing of a
petition for waiver of the rules under 37 CFR 1.183 accompa-
nied by a petition fee (37 CFR 1.17(h)). Supplemental oaths or
declarations in accordance with 37 CFR 1.67 will be required
in applications in which the oaths or declarations are not
completely filled in but contain sufficient information to iden-
tify the specifications to which they apply as detailed above.

The periods of time within which applicant must complete
the application may be extended under the provisions of 37 CFR
1.136. Applications which are not completed in a timely manner
will be abandoned.

The following forms used by Application Branch to notify
applicants of defects are reproduced on the following pages.
“Notice -to File Missing Parts of Application - Filing Date
Granted™ form PTO-1533; “Notice to File Missing Parts of
Application - No Filing Date *; form PT0-1532, “Notice of
Informal Application™ form PTO-152; “Notice of Incomplete
Application”, form PTO-1123, and “Notice of Incomplete Ap-
plication filed Pursuant to 37 CFR 1.60" form PTO-1534.
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UNITED STATES DEPARTMENT OF COMMERCE

Petent and Trademark Oifice

Addrens. COMMSEIINER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

AFPLICATION NUBER FEING DATE FIRGT NAMED APPLICANT ATTY DOCKET NO/TITLE

-
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~  DATE MAILED:

NOTICE TO FILE MISSING PARTS OF APPLICATION
FILING DATE GRANTED

A filing dete hes been granted to this application. However, the following parte are missing.
It all miesing perts are filed within the pericd set balow, tha total amount owed by epplicant 2s &
3 lerge entity, L emall entity (verified statement filed), i §

1.0 The statutory basic filing fee is: O missing O insufficient. Applicant as & O large entity
O emsll entity, must submit § to complete the basic filing fee and MUST ALSO
SUBMIT THE SURCHARCE A4S INDICATED BELOW.

2.0 Additional cleim fees of § e 68 @ [} large ontity O small entity, including eny required multiple

dependent claim fee, are required. Applicant must submit the additions] claim fees or cancel the additional
claims for which fees ave dus. NO SURCHARCE IS REQUIRED FOR THIS ITEM. y

3.01 Ths oath or declaration:
) is missing.
[ doss not cover items omitted at time of axscution. -

An onth or decleration in compliance with 37 CFR 1.63, identifying the application by the above Application
Number end Filing Date is required. A SURCHARGE MUST ALSO BE SUBMITTED AS INDICATED
BELOW.

€0 The cath or d,c!mﬁon does not identify the application to which it applies. An cath or decleration in
camnpliance with 87 CFR 1.63, {dentifying the application by the above Application Number and Filing Date
is required. A 8URCHARGE MUST ALSO BE SUBMITTED AB INDICATED BELOW.

8.0 The signature to the cath or declaration is: [ missing; [ @ veproduction; [J by & person other than the
inventor or & person qualified under 37 CFR 1.42, 1.43, or 1.47. A properly signed cath or declaration in
campliencs with 37 CFR 1.63, identifying the application by the above Application Number and Filing Date
is required. A SURCHARGE MUST ALSO BE SUBMITTED AS INDICATED BELOW..

6.0 The eignature of the following jeint inventor(s) is mieging from the oath or declaration:

An oath or declaration listing the namss of &ll inventors &nd gigned by
the omitted inventor(e), identifying this application by the above Application Number and Receipt Dete ie
required. A SURCHARCGE MUST ALSO BE SUBMITTED AS INDICATED BELOW.

7.0 Theapplication wesfiled in a language other than English. Applicant must file & verified English translation
ef the application end a fee of $__________under 37 CFR 1.17(k), unless this fee has slready been paid. NO
SURCHARGE IS REQUIRED FOR THIS ITEM.

8.0 Ag processing fes is required for returned checks. (37 CFR 1.12 (m)).
9.0 Your filing receipt was mailed in ervor bscauss check was returned without payment.

10. 0 Other.

An Application Nuraber and Filing Date have been assigned to this application. The missing perts and fees
identified above in items 1 and &6 must be timely provided ALONG WITH THE PAYMENT OF A
SURCHARCE of §............. for lorgo entitiss er §_____..___ for small entities who have filed & verified
statement claiming euch etatus. The surcharge is eat forth in 37 CFR 1.16(e). Applicant is given ONE
MONTH FROM THE DATE OF THIS LETTER, OR TWO MONTHS FROM THE FILING DATE of this
application, WHICHEVER 18 LATER, within which to fils all missing parts and pay eny fees required above
to evoid sbandonment. Extensions of time may be cbtained by filing s petition eccompanied by the extension
foe under the provision of 87 CFR 1.186(a).

Direct the reeponss to, end eny questions ebout, this notics to ATTENTION: Application Processing
A copy of this notice MUST be returned with response.

For: Manager, Application Prosessing Division
(763) 808-1202

FOBES PTO-1606 BRV. 868
OFFICE COPY
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UNITED STATES DEPARTMENT OF COMMERCE
Pacont end Trademark Gffice

Aggrons: COMMISSIONER OF PATENTE AND TRADEMARKS
Wesghingzon, D.C. 20231 )

| semas mmmen J RECEIPT DATE | WY WABEED APPUCANT ] AYTY. DOCUET MO !

- BATE HAILED:

NOTICE TO FILE MISSING PARTS OF APPLICATION—
‘ NO FILING DATE

(Auschment ¢ Form m-uzs)

In order to svoid payment by applicant of the surcharge required if iters 1 and 3-6 are filed sfter
the filing date the following items are also brought to applicant’s atiention at this time.

If all missing parts of this form and on the “Notice of Incomplete Application” are filed together,

the twial amount owed by applicant es & [J large entity [ amsl} entity (verified statement filed)

6§

1. O The statutory besic filing fee is: O missing O insufficient. Applicant s & O large entity O
small entity must submit §.. 1o complete the basic filing fee and MUST ALSO SUBMIT
‘THE SURCHARGE. IF REQUIRED, AS INDICATED BELOW.

2. B Additional claim fees of $. &8s & OJ large entity, O emall entity, including any required
multiple dependent clsim fee. are reguired. Applicant must submit the additional cleim
%Ro;‘ m%lﬁnmnl claims for which fess are due. NO SURCHARGE IS REQUIRED

3. O The cath or declaration: -
D is missing.
D does not cover items required on the “Notice of Incomplete Application".
An oath or declaration in complignce with 37 CFR 1.63, referring to the above Serisl
Numbes and Receipt Date is required. A SURCHARGE, IF REQUIRED, MUST ALSO BE
SUBMITTED AS INDICATED BELOW.

4. [J) The oath or declaration does not identify the epplication to which it epplies. An oath or
declerstion in compliance with 37 CFR 1.63, identifying the spplication by the above
Serial Number snd Receipt Date is required. A SURCHARGE, IF REQUIRED, MUST
ALSO BE SUBMITTED AS INDICATED BELOW.

5. O The signature to the oath or declaration is: O missing; [ s reproduction; [ by & person other
than the inventor or ¢ person qualified under 37 CFR 1.42. 1.43, or 1.47. A properly signed
oath or declaration in compliance with 37 CFR 1.63, referring o the sbove Serial Number
and Recipt Date is reqguired. A SURCHARGE, MUST ALSO BE SUBMITTED AS
INDICATED BELOW.

6. [J The signature of the following joint inventor(s) is missing from the oath or declerstion:
Applicant(s) should provide, if possible, ap oath or declaration
signed by the omitted inventor(s). identifying this epplication by the sbove Serial Number
end Receipt Date. A SURCHARGE, IF REQUIRED, MUST ALSO BE SUBMITTED AS
INDICATED BELOW.

7. O A $onee, Proceasing fee is required for returped checks. (37 CFR 1.21(m)).

8. [J Other:

Required items 1-7 above SHOULD be filed, if poasible, with any items vequired on the “Notice
of Incomplete Application” enclosed with this form. If concurrent filing of all required items is
not possible, items 1-7 sbove must be filed no later than two months from the filing date of this
applicetion. The filing date will be the date of receipt of the items required on the “Notice of
Incomplete Application.” If items | end 3-6 gbove are submitted afier the filing date, THE
PAYMENT OF A SURCHARGE OF $... o f0r lasge entities, 0f § ccafor small entities who
bave filed 8 verified staterent claiming such statis, & required. (37 CFR 1.16(e)). .

Applicent must file all the reguired iteme 1-7 indicated ebove within two months from any filing
date granted (s evoid sbandonment. Estencions of time may be obtained by filing e petition
accmpanied by the extension fee under the peovisions of 37 CFR 1.136(e).

Direct the response (0. and eny questions sbout. this motice to the undersigned, Attention:
Applicstion Branch.

A copy of this notice MUST be returned with response.

Per Offios Uss Ouly

. S— 010 D22 .
Ver: Managee, Application Promening Division o163 0%
C708) 808-1202 0 104 © 86
as Y0 0108 REY 96 O 1 O %
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URITED STATES DEPARTMENT OF COMMERCE

Patant and Tredemerk Office

fddress: COMPASSEINER OF PATENTS AND TRADEMARKS
Weshington, D.C. 20231

APPLICATION NUMBER FLEG DATE FIRET WAMED APPLICANT ATTY DOCKET RO/TITLE

DATE MAILED:

NOTICE OF INFORMAL APPLICATION
(Auschment to Office Action)

This spplication does not conform with the rules governing spplications for the reason(s) checked
below. The period within which to correct these requirements end avoid sbendonment is set in the
sccompenying Office sction.

A. Anew oath or decleration, identifying this epplication by the application number and filing date is
required. The oath or declaration does not comply with 37 CFR 1.63 in that it

1.CJ does not identify the city and state or foreign country of residence of each inventor.

2. does not identify the citisenship of each inveator.

3.[C1 does not state whether the inventor is & sole or joint inventor. -

4.87] does not state that the person making the osth or declaration:

&[] has reviewed snd understands the contents of the specificetion, including the
claims, a2 smended by sny emendment specifically referred to in the oath or
declaration.

b. [] believes the named inventor or inventors to be the original and first inventor
or inventors of the subject matter which is claimed end for which & patent is sought.

c.E2] scknowledges the duty to disclose information which is material to patentability

as defined in 37 CFR 1.56.

$.[C does not identify the foreign epplication for patent or invenior's certificase on which
priority is claimed pursuant to 37 CFR 1.55, end ey foreign spplication having & filing
date before that of the gpplication on which priority is cleimed, by specifying the
gpplication serial number, country, day, month, and yesr of its filing,

6. [ does not state that the person making the oath or declaration scknowleges the duty to
disclose information which is material to patentsbility ss defined in 37 CFR 1.56
which became available between the filing date of the prior epplicstion and filing date
of the continuation-in-pert spplication which discloses end claims gubject matter in
sddition to that disclosed in the prior epplication (37 CFR 1.63(d)).

7. L] does not include the dste of execution.

8. £J does not uge permanent ink, or its equivalent in quality, &5 required under 37 CFR 1.52(s).

9. [ contains non-initialed alterations (See 37 CFR 1.52(c)).

10L0ther.

B. Applicant is required to provide: .-

1.LJ A statement signed by epplicant giving his or her complete neme. A full name must
include at lesst one given name without abbrevistion as required by 37 CFR 1.41(a).

2.6 Proof of authority of the legal representative under 37 CFR 1.44.

3.2 An sbstract in complience wiht 37 CFR 1.72(b).

4.0 A staternent signed by applicent giving his or her complete post office addrese (37 CFR
1.33(a)).

.00 A copy of the specification written, typed, or printed in permanent ink, or its equivalent
in quality as required by 37 CFR 1.52(s).

6.L2] Other.




UNITED STATES DEPARTMENT OF COMMERGE
i Batent and Trademark Oiflce : :

hadgrees; COMMISSIONER OF PATENTS AND TRADEMARKS
i Washington, D.C. 20231

| semaLmuween | RECEWTDATE | FIAGY NAMED ABPUCART |~ arrv.socuerwo 1

DATE MAILED:

Notice of Incomplete Application
A filing date has NOT been assigned to the sbove identified epplication pepers for the reason(s)

- ghown below.

1. T The specification (description and claims):

a. [) is minssing

b. O hes pages............missing.

¢. [ does not include & written description of the invention.

d. O does not include st least one claim in complisnce with 35 U.S.C. 112.

A complete specification in compliance with 35 U.S.C. 112 is required.
2.0 IAJ gram:;gl of Figure(s) described in the epecification is required in eomplnnce with 35
1

3. O A drawing of applicant’s invention is required since it is necessary for the undenundmg of
the subject matter of the invention in compliance with 35 U.8.C. 113.

4. [J The inventor's name(s) is missing. The full names of all inventors are required in compliance
with 37 CFR 1.41.

6. O Otber:

All of the sbove-noted ommmons. unless otherwise indicated, must be submitted within 'I‘WO
MONTHS of the date of this notice or the application will be returned or otherwise
Any fee which has been submitted will be refunded less a$____ handling fee. See 37 CFR 1.53(c).

The filing dste will be the date of receipt of all the items required above, unless otherwise

indicated. Any sssertions that the items required ebove were submitted, or are not necessary for

e filing date, must be by way of & petition directed to the attention of the Office of the Assistant

Commissioner for Patents accompenied by the §_____ petition fee (37 CFR 1.17(h)). If the

mntmn alleges that no defect exists, a request for refund of the petition fee may be included in
petition.

gmcthtbe regponse to, end questions ebout, this notice to the undersigned, Attention: Application
Pane

A copy of this notice MUST be returned with response.

Enclosed:
€I “Genersl Information Concerning Patents”. £6e Page -

13 Copy of & patent ¢o assist applicant in making cotrections.
E“Nometohh Missing Parts of Application”, Form PTO-1532.

Per: Maneger, Agplicetion Precusaing Divisien
€98) 806-1202

RS PTOI86) GEIY. 945 CFRCE COPY
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%y N\ | UNITED STATES DEPARTMENT OF COMMERCE
(L [l [ | Pacent end Trademark Office

Q') | Address: COMMISSIONER OF PATENTE AND TRADEMARKE
. Weshington, D.C. 2023

| esmammemen | REcEWTDATE | FIRET NAKALO APPUCHINT 1 aviv.oocer o i

OATE MAILED:

Notice of Ihcomplete Application Filed Pursuant to
37 CFR 1.60

A filing date hes NOT been assigned since 37 CFR 1.60 has not been complied with for the

reason(s) indicated below:
1.0 A copy of the specification (description and claims) filed in the parent epplication:
e. D is missing.
b. O has page(s). e t0is8ing.
¢. O has the description of the invention missing.
4. D kes elsim(s)—..misaing.

2. O A copy of the oath or declaration filed in the parent spplication is missing.

3. [J The copy of the osth or declaration filed does not show applicant(e) signeture or an

indication on the oath or declaration that it was signed.
4. I3 A ecopy of the drawings es filed in the parent application is missing.

§. [ 4 copy of eny amendments referred to in the oath or declaration filed to complete the

parent application is missing.

6. O A statement that the epplication papers filed are g true copy of the prior epplication end
thst no emendments referred to in the oath or declaration filed to complete the prior
gpplication introduced new matter therein is missing. Such statement must be by the
epplicent or applicant’s attorney or agent and must be & verified statement if made by &

pereon not registered to practice before the United States Patent and Tredemark Office,
7.0 Other:

The filing date will be the date of receipt of the items required sbove unless otherwise indicated.
Any essertions that the items required ebove were submitted or are not necessery for a filing date
foust be by way of & petition directed to the attention of the Office of the Assistant Commissioner
for Patents. Any such petition must be gecompanied by the § petition fee (37 CFR
1.17(h)). If the petition alleges that no defect exists, & request for refund of the petition fee may

be included in the petition.

All of the above-noted omissions must be submitted within TWO. MONTHS of the date of this

fotice or the application will be returned wpon request or otherwise digpoeed of.

Dim&emw.lndqmmmmmwthemdeAmﬁomm

Branch, and include the ebove Serial Number and Receipt Date.

For: Menague, Agplication Proosuing Divisien
“ (03) $06-1202

i VR O )
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PARTS, FORM AND CONTENT OF APPLICATION

601.02 Power of Attorney or Authorization
of Agent [R-8]

The attorney’s or agent’s full post office address (including
ZIP code number) must be given in every power of attorney or
authority of agent. The telephone number of the attorney or
‘agentshould also be included in the power. The prompt delivery
of communications will thereby be facilitated.

Usually a power of attomey or authorization of agent is incor-
porated in the oath or declaration form. (See >MPEP< § 402)

601.03 Change of Correspondence Address
[R-8]

Where an attorney or agent of record (or applicant, if he >or
she< is prosecuting >the<* application pro se) changes his or
her correspondence address, he or she is responsible for
promptly notifying the Patent and Trademark Office of >the<**
new correspondence address (including ZIP Code number). The
notification should also include his or her telephone number.

A separate notification must be filed in each application for
which >a person< ** is intended to receive cominunications
from the Office. In those instances where a change in the
comrespondence address of a registered attorney or agent is
necessary in a plurality of applications, the notification filed in
each application may be a reproduction of a properly executed,
original notification. The original notice may be sent to the
Office of >Enrollment and Discipline<** as notification to the
Attorney’s Roster of the change of address, or may be filed in
one of the applications affected, provided that the notice in-
cludes an authorization for the public to inspect and copy the
original notice in the event one of the applications containing a
copy matures into a patent and the application containing the
original paper is either pending or has become abandoned. The
copies submitted in each affected application must identify
where the original paper is located.

See >MPEP< § 711.03(c) for reatment of petitions torevive

..applications abandoned as a consequence of failure to timely

receive an Office action addressed to the old correspondence
address.

The > required < notification >of change of correspondence
address<* need take no particular form. However, it should be
provided in a manner calling attention to the fact that a change
of address is being made. Thus, the mere inclusion, in a paper
being filed for another purpose, of an address which is different
from the previously provided correspondence address, without
mention of the fact that an address change is being made would
notordinarily be recognized or deetned as instructions tochange
the address on the file record.

The obligation (see 37 CFR >10.11<) of a registered attor-
ney or agent to notify the Attorney’s Roster by letter of any
change of his >or her< address for eniry on the register, is
separate from the obligation to file a notice of change of address
filed in individual applications. See >SMPEP< § 402.

P
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1601.04 National Stage Requirements of the
United States as a Designated
Office [R-8]

>See MPEP Chapter 1800, especially MPEP §§ 1898.07(a)
- 1898.08(a) for requirements for entry into the national siage
before the Designated Office or Elected Office under the Patent
Cooperation Treaty (PCT).<**

602 Original Oath or Declaration [R-14]

35 US.C. 25. Declaration in lieu of oath.

(a) The Commissioner may by rule prescribe that any document to
be filed in the Patent and Trademark Office and which is required by
any law, rule, or other regulation to be under oath may be subscribed
to by a written declaration in such form as the Commissioner may
prescribe, such declaration to be in lieu of the oath otherwise required.

(b) Whenever such written declaration is used, the document must
warn the declarant that willful false statements and the like are
punishable by fine or imprisonment, or both (18 U.S.C. 1001).

35 U.S.C. 26. Effect of defective execution.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be executed
in a specified manner may be provisionally accepted by the Commis-
sioner despite a defective execution, provided a properly executed
document is submitted within such time as may be prescribed. .

35 U.S.C. 115. Oath of the applicant.

The applicant shall make oath that he believes himself to be the
original and first inventor of the process, machine, manufacture, or
composition of matter, or improvement thereof, for which he solicits a
patent; and shall state of what country he is a citizen. Such oath may be
made before any person within the United States authorized by law to
administer oaths, or, when made in a foreign country, before any
diplomatic or consular officer of the United States authorized to
administer oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country in which the
applicant may be, whose authority is proved by certificate of a diplo-
matic or consular officer of the United States, or apostille of an official
designated by a foreign country which, by treaty or convention, accords
like effect to apostilles of designated officials in the United States. Such
oath is valid if it complies with the laws of the state or country where
made. When the application is made as provided in the title by a person
other than the inventor, the oath may be so varied in form that it can be
made by him.

37 CFR 1.63 Oath or declaration.

(a) An oath or declaration filed under § 1.51(a)(2) as a part of an
application.must:

(1) Be executed in accordance with either § 1.66 or §1.68;

(2) Identify the specification to which it is directed,;

(3) Identify each inventor and the residence and country of
citizenship of each inventor; and

(4) State whether the inventor is a sole or joint inventor of the
invention claimed.

(b) In addition to meeting the requxrements of paragraph (a), the
oath or declaration must state that the person makmg the oath or
declaration:

(1) Has reviewed and understands the contents of the specifica-
tion, including the claims, as amended by any amendment specifically

Rev. 14, Nov. 1992



602

referred to in the oath or declaration;

(2) Believes the named inventor or inventors to be the original and
first inventor or inventors of the subject matter which is claimed and for
which a patent is sought; and

(3) Acknowledges the duty to disclose >to the Office all< informa-
tion **>known to the person to be< material to **>patentability as
defined in< § 1.56%,

(c) In addition to meeting the requirements of paragraphs (a) and
(b) of this section, the oath or declaration in any application in which
aclaim for foreign priority is made pursuantto § 1.55 must identify the
foreign application for patent or inventor’s certificate on which priority
is claimed, and any foreign application having a filing date before that
of the application on which priority is claimed, by specifying the
application number, country, day, month and year of its filing.

(d) In any continuation-in-part application filed under the condi-
tions specified in 35 U.S.C. 120 which discloses and claims subject
matter in addition to that disclosed in the prior copending application,
the oath or declaration must also state that the person making the oath
or declaration acknowledges the duty to disclose >to the Office all
information known to the person to be< material *>to patentability<as
defined in § 1.56%>,< which *>became available< between the filing
date of the prior application and the national or PCT international filing
date of the continuation-in-part application.

(Paras. (b)(3) & (d) amended Jan. 17, 1992, 57 FR 2021, effective Mar. 16,
1992]

37 CFR 1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be under oath
may be subscribed to by a written declaration. Such declaration may be
used in lieu of the oath otherwise required, if, and only if, the declarant
is on the same document, warned that willful false statements and the
like are punishable by fine or imnprisonment, or both (18 U.S.C. 1001)
and may jeopardize the validity of the application or any patent issuing
thereon. The declarant must set forth in the body of the declaration that
all statements made of the declarant’s own knowledge are true and that
all statements made on information and belief are believed to be true.

18 U.S.C. 1001. Statements or entries generally.

Whoever, in any matter within the jurisdiction of any department
or agency of the United States knowingly and willfully falsifies,
conceals, or covers up by any trick, scheme, or device a material fact,
or makes any false, fictitious or fraudulent statements or representa-
tions, or makes or uses any false writing or document knowing the same
to contain any false, fictitious or fraudulent statement or entry, shali be
fined not more than $10,000 or imprisoned not more than five years, or

both.
STATUTORY DECLARATIONS

Patent and Trademark Office personnel are authorized to
accept a statutory declaration under 28 U.S.C. 1746 filed in the
Patent and Trademark Office in lieu of an "oath” or declaration
under 35U.8.C. 25 and 37 CFR 1.68, provided that the statutory
declaration otherwise complies with the requirements of law.

Section 1746 of Title 28 of the United States Code provides:

Whenever, under any law of the United States or under any rule,
reguldtion, order, or requirement made pursuant to law, any matter is
required to be supported, evidenced, established, or proved by swom
decl4fation, verification, certificate, statement, oath or affidavit, in
writing of the person making the same (other than a deposition, or an

-
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oath of office, or an oath required to be taken before a specified official
other than a notary public), such matter may, with like force and effect,
be supported, evidenced, established, or proved by the unsworn decla-
ration, certificate, verification, or statement, in writing of such person
which s subscribed by him, as true under penalty of perjury, and dated,
in substantially the following form:

[1] If executed without the United States:

"Ideclare (or certify, verify, or state) under penalty of perjury under
the laws of the United States of America that the foregoing is true and
correct. Executed on (date).

(Signature)."

[2]If executed within the United States its territories, possessxons,
or commonwealths:

"I declare (or certify, verify, or state) under penalty of perjury that
the foregoing is true and correct. Executed on (date).

(Signature)."

Qaths and declarations submitted in applications filed after
May 1, 1975 must make reference to applications for inventor’s
certificates on which priority is claimed and any filed prior tothe
filing date of an application on which priority is claimed.

A 37CFR 1.68 declaration need not be ribboned to the other
papers, even if signed in a country foreign to the United States.
When a declaration is used, it is unnecessary to appear before
any official in connection with the making of the declaration. It
must, however, since it is an integral part of the application be_
maintained together thesewith, -

By statute, 35 U.S.C. 25, the Commissioner has been em-
powered to prescribe instances when a written declaration may
be accepted in lieu of the oath for “any document to be filed in
the Patent and Trademark Office”.

The filing of a written declaration is acceptable in lieu of an
original application oath that is informal.

If all foreign applications have been filed within twelve
months of the U.S. filing date, applicant is required only torecite
the first such foreign application of which priority is claimed,
and it should be clear that the foreign application referred to is
the first filed foreign application. The applicant is required to
recite all foreign applications filed prior to the application on
which priority is claimed. It is required to give the foreign serial
number and name of the country or office in which filed, as well
as the filing date of the first filed foreign application.

In the oath, the jurat must be filled out, and the word “sole”
or “only” must appear if there is but one inventor, and “joint” if
two or more inventors.

Whenjoint inventors execute separate oaths or declarations,
each oath or déclaration should make reference to the fact that
the affiant is a joint inventor together with each of the other
inventors indicating them by name. This may be done by stating
that he or she does verily believe himself or herself to be the
original, first and joint inventor together with “A or A & B, etc.”
as the facts may be,

A seal is usually impressed on an oath See MPEP *§ 604
and >§< 604.01 and 37 CFR 1.66. However oaths executed in
many states including Alabama, Louisiana, Maryland, Massa-
chusetts, New Jersey, New York, Rhode Island, South Carolina
and Virginia need not be impressed with a seal.
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If a claim is presented for matter not ongmally clalmed or
embraced in the original statementof invention in the specifica-
tiona supplemental oath or declaration is required. 37 CFR 1.67,
MPEP § 603.

The following form paragraphs may be used to indicate
errors in the oath or declaration.

§ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.0Oneormore of the appropriate paragraphs 6.05.1 to 6.05.17 must
follow this paragraph. _

2. If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§ 6.05.4 Sole or Joint Designation Omitted
It does not state whether the inventor is a sole or joint inventor of
the invention claimed.

Examiner Note:
This paragraph must he preceded by paragraph 6.05.

§6.05.5 “Reviewed and Understands” Statement Omitted

It does not state that the person making the oath or declaration has
reviewed and understands the contents of the specification, including
claims, as amended by any amendment specifically referred to in the
oath or declaration.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

§6.05.6 Original and First Omitted

It does not state that the person making the oath or declaration
believes the named inventor or inventors to be the original and first
inventor or inventors of the subject matter which is claimed and for
which a patent is sought.

_Examiner Note:
This paragraph must be preceded by paragraph 6.05.

96.05.7 Duty of Disclosure Omitted

It does not state that the person making the oath or declaration
acknowledges the duty to disclose >to the Office all< information
*#3known to the person to be< material to **>patentability as defined
in 37 CFR< 1.56*.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

§6.05.8 Identification of Foreign Applications Omitted

It does not identify the foreign application for patent or inventos’s
certificate on which priority is claimed pursuant to 37 CFR 1.55, and
-any foreign application having a date before that of the application on
which priority is claimed, by specifying the application number,
country, day, month and year of filing.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.
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§6.05.9 Duty to Dtsclase inC-I- P 0muted

It does not state that the person making the oath or declaratlon in
a continuation-in-part application filed under the conditions specified
in 35 U.S.C. 120 which discloses and claims subject matter in addition
to that disclosed in the prior copending application, acknowledges the
duty to disclose >to the Office all information known to the person to
be< material *>to patentability< as defined in **>37 CFR< 1.56%
which *>became available< between the filing date of the prior
application and the national or PCT international filing date of the
continuation-in-part application.

Examiner Note:

This paragraph must be preceded by paragraph 6.05.
§6.05.15 Not in Permanent Ink i

The[1] is not in permanent ink, or its equivalent in quality, as
required under 37 CFR 1.52(a).

Examiner Note:

1. In bracket 1, insert either signature or oath/declaration.

2. This paragraph must be preceded by paragraph 6.05.

3. If other portions of the disclosure are not in permanent ink, use
paragraph 6.32.

§6.05.16 Non-Initialed Alterations
Non-initialed alterations have been made to the oath or declaration
(see 37 CFR 1.52(c) and 1.57).

Examiner Note: -
This paragraph must be preceded by paragraph 6.05.

§6.05.17 Declaration Clause Omitted
The clause regarding “wiliful false statements ...”
CFR 1.68 has been omitted.

required by 37

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

602.01 Oath Cannot Be Amended [R-8]

The wording of an oath or declaration cannot be amended
altered or changed in any manner after it bas been signed. If the
wording is not correct or if all of the required affirmations have
not been made or if it hras not been properly subscribed to, anew
oath or declaration must be required. However, in some cases a
deficiency in the oath or declaration can be corrected by a
supplemental paper and a new oath or declaration is not neces-
sary.

For example, if the oath does not set forth evidence that the
notary was acting within his or her jurisdiction at the time he or
she administered the oath, a certificate of the notary that the oath
was taken within his or her jurisdiction will correct the defi-
ciency. See >SMPEP< § 602 and § 604.02.

Applicant may be so advised by using Form Paragraph 6.03.

§6.03 Oath, Declaration Cannot Be Amended

A new oath or declaration is required because [1]. The wording of
an oath or declaration cannot be amended. If the wording is not correct
or if all of the required affirmations have not been made or if it has not
been properly subscribed to, a new oath or declaration is required. The
new oath or declaration must properly identify the application of which
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it is to form a part, preferably by Senal Number and filing date in the
body of the oath or declaration. See MPEP 602.01 and 602.02.

Examiner Note:

1. This paragraph is intended primarily for use in pro se applica-
tions.

2. Use Paragraph 6.05 and one or more of paragraphs 6.05.1 to
6.05.17 for a defective oath or declaration in a case where there is a

power of attorney.

602.02 New Oath or Substitute for Original

_ Inrequiring a new oath or declaration, the examiner should
always give the reason for the requirement and call attention {0
the fact that the application of which it is to form a part must be
properly identified in the body of the new oath or declaration,
preferably by giving the serial number and the date of filing.

Where neither the original oath or declaration, nor the
substitute oath or declaration is complete in itself, but the two
taken together give all the required data, no further oath or
declaration is needed.

602.03 Defective Oath or Declaration [R-8]

In the first Office action the examiner must point out every
deficiency in a declaration or oath and require that the same be
remedied. >Applicant may be informed of deficiencies in the
declaration or oath by form paragraphs 6.05 and 6,05.1 -
6.05.17.

¢ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.0neormore of the appropriate paragraphs 6.05.1to0 6.05.17must
follow this paragraph.

2, If none of the paragraphs apply, than an appropriate explanation
of the defect should be given immediately following this paragraph.<

However, when an application is otherwise ready for issue,
an examiner with full signatory authority may waive the follow-
ing minor deficiencies:**

Minor deficiencies in the body of the oath or declara-
tion where the deficiencies are self-evidently cured in the
fest of the oath or declaration, as in an oath or declaration
of plural inventors couched in plural terms except for use
of “sole inventors” is assested. In re Searles, 164 USPQ
623.

If ** the above *>is< waived, the examiner should write in
the margin of the declaration or oath a notation such as “Refer-
ence (o the sole inventor rather than joint inventors waived;

-
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' Application ready for issue.”** and hns or her mmals and lhe

date.

>0f course, requirements of the statute, e.g., that the apph-
cant staie his or her citizenship or believes himself or herself to
be the original and first inventor or that the oath be administered
before a person aunthorized to administer oaths or that a declara-
tion pursuant to 35 U.S.C. 25 or 28 U.S.C. 1746 contain the
language required therein, cannot be waived.<

**If the defect cannot be waived, Form Paragraph 6.46 should
be used when the application is allowable.

4 6.46 Case Allowed, Substitute Declaration Needed

Applicant is now required to submit a substitute declaration or oath
to correct the deficiencies set forth [1]. The substitute oath or declara-
tion must be filed within the three month shortened statutory period set
for response in the “NOTICE OF ALLOWABILITY” (PTOL-37).
Extensions of time may be obtained under the provisions of 37 CFR
1.136(a). Failure to timely file the substitute declaration (or oath) will
result in ABANDONMENT of the application. The transmittal letter
accompanying the declaration (or oath) should indicate the following
in the upperright hand corner: Issue Batch Number, Date of the Notice
of Allowance, and Serial Number.

Examiner Note:

In the bracket, insert appropriate information, e.g.,
in this communication -or-
in the Office action mailed
in the PTO-152 attached to

-0r-

602.04 Foreign Executed Qath [R-8]

An oath executed in a foreign country must be properly
authenticated. See >MPEP< § 604 and 37 CFR 1.66.

>Where the authority of the foreign officer is not certified,
form paragraphs 6.05 and 6.05.13 may be used.

¥ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.Oneormore of the appropriate paragraphs 6.05.1 t0 6.05.17 must
follow this paragraph.

2.If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§6.05.13 Authority of Foreign Officer Not Certified

It does not include an apostille, a consular certificate, or the
position of authority of the officer signing an apostille or consular
certificate, see 37 CFR 1.66(a).

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<
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602.04(a) Foreign Executed Qath Is
' Ribboned to Other Application
Papers [R-14]

37 CFR 1.66. Officers authorized to administer oaths.

b2 3 2 3]

(b) When the oath is taken before an officer in a country foreign to
the United States, any accompanying application papers, except the
drawings, must be attached together with the oath and a ribbon passed
one or more times through all the sheets of the application, except the
drawings, and the ends of said ribbon brought together under the seal
before the latter is affixed and impressed, or each sheet must be
impressed with the official seal of the officer before whom the oath is
taken. If the papers as filed are not properly ribboned or each sheet
impressed with the seal, the case will be accepted for examination, but
before it is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

- Where the papers are not properly ribboned, use form
paragraphs 6.05 and 6.05.14.

g 6.05 Oath or Declaration Defective

»  The oath or declaration is defective. A new oath or declaration in

compliance with 37 CFR 1.67(a) identifying this application by Serial

Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.One or more of the appropriate paragraphs 6.05.1 to 6.05.17 must
follow this paragraph.

2.If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

9 6.05.14 No Ribbon Properly Attached
It does not have a ribbon properly attached.

Examinrer Note:
_ This paragraph must be preceded by paragraph 6.05.

U.S. Accession to Hague Convention Abolishing the
_ Requirement of Legalization for Foreign Public
ik Documents

On Oct. 15, 1981, the Hague “Convention Abolishing the
Requirement of Legalization for Foreign Public Documents™
entered into force between the United States and **>thirty-
eight< foreign countries that are parties to the Convention. The
Convention applies to any document submitted to the United
States Patent and Trademark Office for filing or recording,
which is sworn to or acknowledged by anotary publicin any one
of the member countries. The Convention abolishes the certifi-
cation of the authority of the notary public in a member country
by a diplomatic or consular officer of the United States and
substitutes certification by a special certificate, or apostille,
executed by an officer of the member country. Accordingly, the
Office will accept for filing or recording 2 document sworn to
or acknowledged before a notary public in a member country if
the document bears, or has appended to it, an apostille certifying
the notary’s authority. The requirement for a diplomatic or

-
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consular certificate, specified in 37 CFR 1.66, will not apply
a document swomn to or acknowledged before a notary public in
a member country if an apostille is used.

The member countries that are parties to the Convention are:

>Antigua Hungary >Panama<
& Barbuda<
>Argentina< Isracl Portugal
Austria Ialy Seychelles
Bahamas Japan Spain
Belgium Lesotho Suriname
Botswana Liechtenstein Swaziland
>Bruneic Luxembourg Switzerland
_Cyprus Malawi >The Russian
Federation<
Fiji Malta Tonga
>Finland< >Marshall Islands< >Turkey<
France Mauritius U.K. of Great Britain
Germany, Fed. Netherlands and N. Ireland
Rep. of
>Greece< >Norway< United States
Yugoslavia

The Convention prescribes the following form for the
apostille:

Model of Certificate ~
The certificate will be in the form of a square with sides at .
least 9 centimeters long

APOSTILLE
(Convention de La Haye du Oct. 5. 1961)

L. COUNBY: coviieriirciriiricriscinsinerssssstseras e srassseerrenesaens
This public document
2. has been Signed by ..........ccocevvvvecirnviiennrnneninine s cvseseenens

3. acting in the Capacity of ........ccoocvvrrrerenerrrrnrrccseerennenraens
4. bears the seal/stamp of ...

Note that a declaration in lieu of application oath (37 CFR 1.68)
need not be ribboned to the other papers. It must, however, be
maintained together therewith, ‘
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- 602.05 Oath or Declaration — Date of
~ Execution [R-8] o

The time elapsed between the date of execution of the oath
or declaration and the filing date of the application should be
checked. **>A newly executed oath or declaration is required
where the date of execution is more than three (3) months prior
to the filing date of the application (intemational filing date in
the case of an international application). If more than three
months have elapsed, the examiner must require< a new oath or
declaration by using Form Paragraph 6.04.

§6.04 Time Lapse Between Execution and Filing

An unusual length of time has elapsed between the date of execu-
tion of the oath ordeclaration and the filing date of the application. The
lapse of [3] months is considered to be unreasonable. See MPEP

602.05.

**If no date of execution appears, applicant is required to
file either a new oath or declaration of a certificate from the
notary giving the actual date when the oath or declaration was
made.

Applicant may be notified by using Form Paragraph 6.05.

§ 6.05 Oash or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
complianice with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.Oneormore of the appropriate paragraphs 6.05.1 t0 6.05.17 must
follow this paragraph.

2. If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§6.05.10 Date of Execution Omitted

It does not include the date of execution. A new oath will not be
required if a certificate from the notary giving the actual date when the
oath was made is supplied.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

602.05(a) Oath or Declaration in Division
and Continuation Cases [R-14]

Where the date of filing the application is not the date that
determines the statutory twelve month period, as in divisional
and continuation cases, it is immaterial, so far as concerns the
acceptability of the oath or declaration, how long a time inter-
venes between the execution of the oath or declaration and the
filing of the application.

‘When a divisional application is identical with the original
application as filed, signing and execution of the oath or decla-
ration in the divisional case may be omitted. (See 37 CFR
**1.60 and 1.62, MPEP § 201.06(a).)

Rev. 14, Nov. 1992
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[R-8]

37 CFR 1.69 Foreign language oaths and declarations.

(a) Whenever an individual making an oath or declaration cannot
understand English, the oath or declaration must be in a language that
such individual can understand and shall state that such individual
understands the content of any documents to which the oath or
declaration relates.

(b) Unless the text of any oath or declaration in a language other
than English is a form provided or approved by the Patent and
Trademark Office, it must be accompanied by a verified English
translation, except that in the case of an oath or declaration filed under
§1.63 the translation may be filed in the Office no later than two months

from the date applicant is notified to file the translation.

>37 CFR<* 1.69 requires that oaths and declarations be in
a language which is understood by the individual making the
oath or declaration, i.e., a language which the individual com-
prehends. If the individual comprehends the English language,
he or she should preferably use it. If the individual cannot
comprehend the English language, any oath or declaration must
be in a language which the individual can comprehend. If an
individual uses a language other than English for an oath or
declaration, the oath or declaration must inciude a statement that
the individual understands the content of any documents (o
which the oath or declaration relates. If the documents are in a
language the individual cannot comprehend, the documents
may be explained to him or her so that he or she is able to
understand them.

The Office will accept a single non-English language oath or
declaration where there are joint inventors, of which only some
understand English but all understand the non-English language
of the oath or declaration.**

602.07 Oath or Declaration Filed in United
States as a Designated Office [R-8]

>See MPEP § 1898.07(a)<**

603 Supplemental Oath or Declaration
[R-14]

37 CFR 1.67. Supplemental oath or declaration.

(a) A supplemental oath or declaration meeting the requirements of
§ 1.63 may be required to be filed to correct any deficiencies or
inaccuracies present in an earlier filed oath or declaration.

{b) A supplemental oathor declaration meeting the requirements of
§ 1.63 must be filed: (1) When aclaim is presented for matter originally
shown or described but not substantially embraced in the statement or
invention or claims originally presented; and (2) When an oath or
declaration submitted in accordance with § 1.53(d) after the filing of the
specification and any required drawings specifically and improperly
refersto an amendment which includes new matter. No new matter may
be introduced into an application after its filing date even if a supple-
mental oath or declaration is filed (§ 1.53(b); § 1.118). In proper cases
the oath or declaration here required may be made on information and
belief by an applicant other than inventor.
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>(c) A supplemental oath or declaration meeting the requirements
of § 1.63 must also be filed if the application was altered after the cath
or declaration was signed or if the oath or declaration was signed: (1)
In blank; (2) Without review thereof by the person making the oath or
declaration; or (3) Without review of the specification, including the
claims, as required by § 1.63(b)(1).<

[Para. (c) added, 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992]

37CFR 1.67 requires in the supplemental oath or declaration
substantially all the data called for in 37 CFR 1.63 for the
original oath or declaration. As to the purpose tobe served by the
supplemental oath or declaration, the examiner should bear in
mind that it cannot be availed of to introduce new matier into an
application.

A new oath may be required by using Form Paragraph 6.06.

76.06 New Oath for Subject Matier not Originally Claimed

This application presents a claim for subject matter not originally
claimed or embraced in the statement of the invention. {1} A supple-
mental oath or declaration isrequired under37 CFR 1.67. The new oath
or declaration must properly identify the application of which it is to
form a part, preferably by Serial Number and filing date in the body of
the oath or declaration. See MPEP 602.01 and 602.02.

Examiner Note:

Explain new claimed matter in bracket 1. The brief summary of the
invention must be commensurate with the claimed invention and may
be required to be modified. See MPEP 1302; 608.01(d) and 37 CFR
1.73.

603.01 Supplemental Oath or Declaration
Filed After Allowance [R-8]

Since the decision in Cutter Co. v. Metropolitan Electric
Mfg.Co.,275F. 158 (CA 2 1921), many supplemental oaths and
declarations covering the claims in the case have been filed after
the case is allowed. Such oaths and declarations may be filed as
amatter of right and when received they will be placed in the file
by the >Office of Publications<**, but their receipt will not be
acknowledged to the party filing them. They should not be filed

.01 considered as amendments under 37 CFR 1.312, since they

make no change in the wording of the papers on file. See
>MPEP< § 714.16.

604 Administration or Execution of Qath
[R-8]

37 CFR 1.66. Officers authorized to administer ouths.

" (a) The oath or affirmation may be made before any person within
the United States authorized by law to administer oaths. An oath made
in & foreign country, may be made before any diplomatic or consular
officer of the United States authorized to administer oaths, or before
any officer having an official seal and authorized to administer oaths in
the foreign country in which the applicant may be, whose authority
shall be proved by a certificate of a diplomatic or consular officer of the
United States, or by an apostille of an official designated by a foreign
country which, by treaty or convention, accords like effect to apostilles
of designated officials in the United States. The oath shall be attested
irrall cases in this and other countries, by the proper official seal of the
officer before whom the oath or affirmation is made. Such oath or

-
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affirmation shall be valid as to execution if it complies with the laws of
the State or country where made. When the person before whom the
oath or affirmation is made in this country is not provided with a seal,
his official character shall be established by competent evidence, as by
a certificate from a clerk of a court of record or other proper officer

having a seal.
sk ok

See >MPEP< § 602.04(a) for foreign executed oath.

604.01 Seal [R-8]

When the person before whom the oath or affirmation is
made in this country is not provided with a seal, his >or her<
official character shall be established by competentevidence, as
by a certificate from a clerk of a court of record or other proper
officer having a seal, except as noted in >MPEP< § 604.03(a),
in which situations no seal is necessary. When the issue con-
cerns the authority of the person adminiséering the oath, the
examiner should require proof of authority. Depending on the
jurisdiction, the “seal” may be either embossed or rubber
stamped. The latter should not be confused with a stamped
fegend indicating only the date of expiration of the notary’s
commission,

See also >MPEP« § 602.04(a) on foreign executed oath and
seal. In some jurisdictions, the seal of the notary is not required
but the official title of the officer must be on the oath. This
applies to Alabama, California (certain notaries), Louisiana,
Maryland, Massachusetts, New Jersey, New York, Ohio, Puerto
Rico, Rhode Island, South Carolina and Virginia.

§ 6.05 Oath or Declaration Defective

The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by its
Serial Number and filing date is required. See MPEP 602.01 and
602.02.

The oath or declaration is defective because:

Examiner Note:

1.0One or more of the appropriate paragraphs 6.05.1 to 6.05.17 must
follow this paragraph.

2.1If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§6.05.11 Notary Signature
It does not include the notary’s signature, or the notary’s signature is in
the wrong place.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

§6.05.12 Notary Seal and Venue Omitted
It does not include the notary’s seal and venue.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

604.02 Venue [R-8)

That portion of an oath or affidavit indicating where the oath
' Rev. 14, Nov. 1992
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istaken is known as the venue. Where thecountyand stateinthe

venue agree with the county and state in the seal, no problem
arises. If the venue and seal do not correspond in county and
state, the jurisdiciion of the notary must be determined from
statements by the notary appearing on the oath, or from the
listing at >MPEP< § 604.03. Venue and notary jurisdiction must
correspond or the oath is improper. The oath should show on its
face that it was taken within the jurisdiction of the certifying
officer or notary. This may be given either in the venue or in the
body of the jurat. Otherwise, a new oath or declaration, or a
certificate of the notary that the oath was taken within his >or
her< jurisdiction, must be required. Ex parte Delavoye, 1906
C:D. 320; 124 0.G. 626; Ex parte Irwin, 1928 C.D. 13; 367 0.G.
701.

Form paragraph 6.07 may be used where the venue is not
shown.

§6.07. Lack of Venue

The oath lacks the statement of venue. Applicant is required to
furnish either a new oath or declaration in proper form, identifying the
application by serial number and date of filing, or a certificate by the
officer before whom the original oath was taken stating that the oath
was executed within the jurisdiction of the officer before whom the
oath was taken when the oath was administered. The new oath or
declaration must properly identify the application of which itis to form
a part, preferably by Serial Number and filing date in the body of the
oath or declaration. See MPEP 602.01 and 602.02.

Where the seal and venue differ the appropriate statement on the
“Notice of Informal Patent Application™ form PTO-152 should
be checked.

604.03 Notaries and Extent of Jurisdiction

The extent of the jurisdiction of the notaries in the various states
is given below.

COUNTY ONLY
Louisiana Texas
Mississippi

o VARIABLE JURISDICTION
(See explanatory paragraphs below)
Alabama () Missouri (e)
Florida (b) Nebraska (a)
Hawaii (c) Ohio ()
Towa (d) Tennessee (g)
Kansas (e) Virginia (h)
Kentucky (d) West Virginia (d)
STATEWIDE

All other states

(a) Alabama and Nebraska notaries are appointed for coun-
ties and for state at large.

(b) Florida notary commissions are customarily for state at
large but may be restricted by commission to less than the state
at large.

Rev. 14, Nov. 1992
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© () In Hawaii 1t is generally hmned to the judlcml circuit.

(d) In Iowa;, Kentucky and West Vnrgnma it is limited to
county for which appointed, but notary in any county may
qualify and act as notary in any other county.

(e) The jurisdiction of Kansas and Missouri notaries is
coextensive with county of appointment and adjoining counties.

(f) In Ohio, notaries other than attormeys are appointed by
the Govemnor for a term of 5 years and have power to act only in
county for which appointed. An attorney or any person certified
by a judge of the court of common pleas of the county in which
he resides as qualified for the duties of official stenographic
reporter of such state, may, however, be commissioned for the
entire state. The extent of jurisdiction is stated near the notary’s
signature.

(g) Tennessee notary publics commissioned in one county
may file in county court of any other county and thereupon may
exercise the function of his office in such other county. In such
cases, however, the notary must atiach to his or her certificate a
statement that he or she is qualified in the county in which he or
she acts. Notaries at large are commissioned by the Secretary of
the State. Notary’s signature must indicate that he or she is so
qualified. Special seal is prescribed by the Secretary of State.

(h) In Virginia, notaries are limited to city or county for
which appointed except that notary for city may act in county or
city contiguous thereto, arid a notary for a county may act in city
contiguous thereto. Notaries may be appointed for two or more
counties and cities or for the state at large.

The notary does not have to state when his or her commis-
sion expires but if he or she does so state, the oath should be
inspected to determine whether or not the notary’s commission
had expired at the date of execution of the oath.

604.03(a) Notarial Powers of Some
Military Officers

Public Law 506 (81st Congress, Second Session) Article
136: (a) The following persons on active duty in the armed
forces . . . shall have the general powers of a notary public and
of aconsul of the United States, in the performance of all notarial
acts o be executed by members of any of the armed forces,
wherever they may be, and by other persons subject to this code
[Uniform Code of Military Justice] outside the continental
limits of the United States;

(1) All judge advocates of the Army and Air Force;

(2) All law specialists;

(3) All summary courts-martial;

(4) All adjutants, assistant adjutams acting adjutants, and
personnel adjutants;

(5) All commanding officers of the Navy and Coast Guard;

(6) Alistaff judge advocates and legal officers, and acting or
assistant staff judge advocates and lega! officers; and

(7) All other persons designated by regulations of the armed
forces or by statute,

(8) The signature without seal of any such person acting as
notary, together with the title of his office, shall be prima facie
evidence of his authority.
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604.04 Consul [R-8]

On Oct. 15, 1981, the “Hague Convention Abolishing the
Requirement of Legalization for Foreign Public Documents”
entered into force between the United States and twenty-eight
foreign countries that are parties to the Convention. See
>MPEP< § 604.04(a).

When the oath is made in a foreign country not a member of
the Hague Convention Abolishing the Requirement of Legali-
zation for Foreign Public Documents, the authority of any
officer other than a diplomatic or consular officer of the United
States authorized to administer oaths must be proved by certifi-
cate of adiplomatic or consular officer of the United States. See
37 CFR 1.66, >MPEP< § 604. This proof may be through an
intermediary; e.g., the consul may certify as to the authority and
jurisdiction of another official who, in turn, may certify asto the
authority and jurisdiction of the officer before whomn the oath is
taken.

604.04(a) Consul-Omission of Certificate
[R-14)

Where the oath is taken hefore an officer in a foreign country
other than a diplomatic or consular officer of the United States
and whose authority is not authenticated or accompanied with
an apostille certifying the notary's authority (see MPEP §
602.04(a)), the application is nevertheless accepted for pur-
poses of examination. The examiner, in the first Office action,
should note this informality and require authentication of the
oath by an appropriate diplomatic or consular officer, the filing
of proper apostille, or a declaration (37 CFR 1.68).

Form Paragraph 6.08 may be used to notify applicant.

§6.08 Consul-Omission of Certificate

The oath is objected to as being informal. It lacks authentication by
a diplomatic or consular officer of the United States; 37 CFR 1.66(a).
This informality can be overcome either by forwarding the original
oath to the appropriate officer for authentication or by filing & declarz-
tion (37 CFR 1.68), if applicant wishes to preserve the original filing
date. If authentication is desired, applicant should request return of the
oath for this purpose. Such request must be sccompanied by an order
for a copy of the oath to be retained in the file uatil the propesly
authenticated oath is retuned. Afier the oath has been suthenticated, it
should be returned prompily to the Patent and Trademark Office. The
new oath or declasation must propesly identify the application of which
it is to form a pest, preferably by Serial Number and filing date in the
body of the oath or declaration. See MPEP 602.01 and 602.02.

At the time of the next Office action the request for retum of
the oath, together with the application file and the copy of the
oath, is submitted to the **>Group Director<. If the request is
approved by the *“>Group Director<, the cath will be returned
to the applicant by the examining group.

604.06 By Attorney in Case [R-8]

The language of 37 CFR 1.66and 35 U.S.C. 115 is such that
an attorney in the case is not barred from administering the oath
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as notary. The Office presumes that an attorney acting as notary
is cognizant of the extent of his or her authority and jurisdiction
and will not knowingly jeopardize his or her client's rights by
performing an illegal act. If such practice is permissible under
the law of the jurisdiction where the oath is administered, then
the oath is a valid oath.

The law of the District of Columbia probibits the administer-
ing of oaths by the attorney in the case . If the oath is known to
be void becanse of being administered by the attorney in a
jurisdiction where the law bolds this to be invalid, the proper
action is to require a new oath or declaration and refer the file to
the Office of Enrollment and Discipline. (Riegger v. Beierl,
1910C.D. 12;1500.G. 826). See 37 CFR 1.66 and MPEP § 604.

605 Applicant [R-15]

37 CFR 1.41 Applicans for patent.

(a) A patent must be applied for in the name of the actyal inventor
orinventors. Full names must be stated, including the family name and
at least one given name without abbreviation together with any other
given name or initial.

(b) Unless the contrary is indicated the word “applicant” when used
in these sections refers to the inventor or joint inventors who are
applying for a patent, or to the person mentioned in §§ 1.42, 1.430r1.47
who is applying for a patent in place of the inventor.

(c) Aay person authorized by the applicant may file an application
for patent on bebalf of the inventor or inventors, but an oath or
declaration for the application (§ 1.63) can only be made ip accordance ..
with § 1.64.

(d) A showing mey be required from the person filing the applica-
tion that the filing was authorized where such authorization comes into
question.

37 CFR 1.45 Joint inventors.

(a) Joint inventors must apply for a patent jointly and each must
make the required oath or declaration; neither of them alone, nor less
than the entire number, can apply for a patent for an invention invented
by them jointly, except as provided in § 1.47.

(b) Inventors may apply for a patent jointly even though

(1) They did not physically work together or at the same time,
(2) Each inventor did not make the same type or amount of
contribution, or

(3) Each inventor did not make a contribution to the subject matter
of every claim of the application.

(¢) If multiple inventors are named in an application, each named
inventor must have made a contribution, individually or jointly, to the
subject matter of at least one claim of the application and the applica-
tion will be considered to be a joint application under 35 U.S.C. 116.

The rules (37 CFR 1.41(a) and 1.53(b)) clearly require that
the name(s) of the inventor(s) be identified in the application
papers in order to accord the application a filing date. Therefore,
particular care should be exercised when filing an application
without an executed oath or declaration to insure that the names
of all inventors are identified somewhere in the application. A
good practice is to submit an oath or declaration form (whether
signed or unsigned) identifying the names of all inventors in
every application being filed. If all of (be inventors are not
named in the application papers, e.g., Jones et al, a "Notice of

- Incomplete Application” will be mailed to the applicant(s)

indicating that no filing date has been granted and setting a
Rev. 1§, Aug. 1993



605.01

period for submitting all of the names. The filing date will be the
date of receipt of the names of all the inventors.
For correction of inventorship, see MPEP § 201.03.

37 CFR 1.46 Assigned invertions and patents.

In case the whole or a part interest in the invention or in the patent
to be issued is assigned, the application muststill be made or authorized
to be made, and an oath or declaration signed, by the inventor or one of
the persons mentioned in §§ 1.42, 1.43, or 1.47. However, the patent
may be issued to the assignee or jointly to the inventor and the assignee
as provided in *>§ 3.81<.

[57 FR 29642, July 6, 1992, effective Sept. 4, 1992]

This section concerns filing by the acmal inventor. If >the
application is< filed by *>another<, see MPEP § 409.03.

NOTE

¥> Assignments< of application by inventor, >see< MPEP
§ 301. Inventor dead or insane, >see< MPEP § 409.

605.01 Applicant’s Citizenship [R-8)

The statute (35 U.S.C. 115) requires an applicant to state his
or her citizenship. Where an applicant is not a citizen of any
countsy, a statement to this effect is accepted as satisfying the
statutory requirement; but a statement as to citizenship applied
for or first papers taken out looking to future citizenship in this
(or any other) country does not meet the requirement.

>Form paragraphs 6.05 and 6.05.3 may be used to notify
applicant that the applicant’s citizenship is omitted.

§ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:
1. One ormore of the appropriate paragraphs 6.05.1 ¢ 6.05.1 7 must

follow this paragraph.
2. If none of the parsgraphs apply, then an eppropriate explanation
of the defect should be given immediately following this paragreph.

§6.05.3 Citizenship Omitied
It does not identify the citizenship of the inventor.

Examiner Note:
This paragraph must be preceded by peragraph 6.05.<

605.02 Applicant’s Residence [R-14)

- Applicant’s place of residence , that is, the city>and either<
state or foreign country, is required 0 be included in the oath or
declaration for compliance with 37 CFR 1.63. In the case of an
applicant who is in one of the U.S. Armed Setvices, astatement
to that effect is sufficient as o residence. For change of resi-
dence see MPEP § 717.02(b).

Rev. 15, Aug. 1993
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If the residence is not included in the cath or declaration as

filed, the Application Branch will normally so indicate on a
form PTO-152, "Notice of Informal Patent Application”, so as
to require a new declaration when the forin is sent out with an
Office action. If the examiner notes that the residence has not
been included in the oath or declaration, Form Paragraph 6.05.2
should be used to notify the applicant.

9 6.05.2 Residence Omirted

It does notidentify the city and state or foreign country of residence
of each inventor.
Examiner Note:

This paragraph must be preceded by § 6.05.

605.03 Applicant’s Post Office Address [R-14]

Each applicant’s post office address must be supplied on the
oath or declaration, 37 CFR 1.33(a), if not stated elsewhere in
the application. Applicant’s post office address means that
address at which he or she customarily receives his or her mail.
>Eitherapplicant's home or business address is acceptable as the
post office address.< The post office address should include the
Z1P Code designation.

When a township is listed in the applicant’s address, a
county name must also be given.

The object of requiring each applicant’s post office address
is to enable the Office to communicate directly with the appli-

cant if desired; hence, the address of the attomey with instruc-

tion to send communications (o applicant in care of the attorney
is not sufficient.

>in simations where an inventor does not execute the oath
or declaration and the inveator is not deceased, such as in an
application filed under 37 CFR 1.47, the inventor's most recent
home address must be given to enable the Office to communi-
cate directly with the inventor as necessary.<

Where having given complete data as o residence, the
applicant identifies his or her post office address only by street
and number, it is assumed that the city and >either< state >or
foreign country< of residence are the city and state of his or her
post office address and no requirement for submission of the
post office address will be made.

The “Notice of Informal Patent Application” attachment
form PTO-152 or form paragraph 6.09.1 is used to notify
applicant that the post office address is incomplete or omitted.
Note 37 CFR 1.33(a).

§ 6.09.1 Post Office Address Omitted

Applicant has not given a post office address anywhere in the
application papers as required by 37 CFR 1.33(a). A statement over
applicents signature providing a complete post office address is
required.

605.04 Applicant’s Signature and Name [R-14)

37 CFR 1.64 Person making oath or declaration.

(a) The oath or declasation must be made by all of the actual
inventors except &g provided for in §§ 1.42, 1.43, or 1.47.

(h) If the person making the oath or declaration is not the inventor
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(8§ 1.42, 1.43, or 1.47), the oath or declaration shall state the relation-
ship of the person to the inventor and, upon information and belief, the

facts which the inventor is requu’od to state.

EXECUTION OF OATHS OR DECLARATIONS OF
PATENT APPLICATIONS

United States patent applications which have not been
prepared and executed in accordance with the requirements of
Title 35 of the United States Code and Title 37 of the Code of
Federal Regulations may be abandoned **. Although the statute
and the rnules have been in existence for many years, the Office
continues to receive a number of applications which have been
improperly executed and/or filed. Since the improper execution -
and/or filing of patent applications can ultimately result in aloss
of rights it is appropriate to emphasize the importance of proper
execution and filing.

Itis improper for an applicant to sign an oath or declaration

- which is not attached to or does not identify a specification and/

or claims.
L 44

“Attached” does not necessarily mean that all the papers
must be literally fastened. It is sufficient that the specification,
including the claims, and the oath or declaration are physically
located together at the time of execution. Physical connection is
not required.

The provisions of 35 U.S.C. 363 for filing an international
application under the Patent Cooperation Treaty (PCT) which
designates the United States and thereby has the effect of a
regularly filed United States national application, except as
provided in 35 U.S.C. 102(e), are somewhat different than the
provisions of 35 U.S.C. 111. The oath or declaration require-
ments for an international application before the Patent and
Trademark Office are set forth in 35 U.S.C. 371(c)(4) and 37
CFR 1497.

37 CFR 1.52(c) states that **>"(a)ny interlineation, erasure,
cancellation or other alteration of the application papers filed
should be made before the signing of any accompanying oath or
declaration pursuant to § 1.63 referring to those application

_ -bapers and should be dated and initialed or signed by the

" applicant on the same sheet of paper. Application papers con-
taining alterations made after the signing of an oath or declara-
tion refesring to those application papers must be supported by
a supplemental oath or declariaton under § 1.67(c)."<

In summary, it is emphasized that the application filed must
be the application executed by the applicant and it is improper
for anyone, including counsel, to alter, rewrite, or partly fill in
any part of the application, including the oath or declaration,
after execution of the oath or declaration by the applicant, This
provision should particularly be brought to the attention of
foreign applicants by their United States counsel since the
United States law and practice in this area may differ from that
in other countries.

Any changes made in ink in the application or oath prior to
signing *>should< be initialed and dated by the applicants prior
tg execution of the oath or declaration. >The Office will not
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consider whether non-initialed and/or non-dated alterations
were made before or after signing of the oath or declaration but
will require a new oath or declaration.< Form paragraph 6.02.1
may be used to call non-initialed and/or non-dated alterations to
applicant’s attention.

¥ 6.02.1 Non-initialed and/or non-dated Alterations in Application
Papers

*#>The application is objected to because of alterations which
have not been initialed and/or dated as required by 37 CFR 1.52(c). A
properly executed oath or declaration whick complies with 37 CFR
1.67(a) and identifies the application by serial number and filing date
is required.<

The signing and execution by the applicant of oaths or
declarations in certain applications may be omitted. MPEP *
§ 201.06 and >§< 201.07.

NOTE: For the signature on aresponse see MPEP #§ 714,01

(a) to (e).
FACSIMILE COPIES

From QOctober 1, 1978 until February 27, 1983, the Office
had accorded a filing date to facsimile or other reproduced
copies of United States national patent applications meeting the
requirements of 35U.8.C. 111 asit then existed, even though the
signature on the oath or declaration was only a copy.

Authority for this practice was found in 35 U.S.C: 26 as

interpreted by the.District Court decisions Neergaard v, Dann,
Civil Action No. 76-536, December 20, 1976 (D.D.C.) and
Dietzel et al. v. Commissioner of Patents and Trademarks, 200
USPQ 665 (D.D.C., 1976).

Since 35 U.S.C. 111 as amended by Public Law 97-247 and
37 CFR 1.53 now provide (since February 27, 1983) for the
filing of the oath or declaration in a national patent application
at a date later than the filing date of the application, such
emergency situations should no longer arise in national applica-
tions. Also, since 35 U.S.C. 371(d) relating to the oath or
declaration for entry into the national phase in the United States
under the Patent Cooperation Treaty has been amended by
Public Law 98-622, effective May 8, 1985 to provide for filing
the oath or declaration after 20 months, relief from the require-
ment for filing the oath or declaration by the 20th month is no
longer required.

The filing of a facsimile copy of an oath or declaratlon will
not serve to stop a time period set in accordance with 37 CFR
1.53(d) from running so as to avoid the payment of extension
fees pursuant to 37 CFR 1.136(a). A paper without an original
signature -will be considered to be unsigned. The previous
practice of accepting telegraphic amendments pending the
filing of a properly signed confirmation of such telegraphic
amendmentis alsodiscontinued in view of the availability of the
Certificate of Mailing practice provided by 37 CFR 1.8 and the
ability to utilize 37 CFR 1.136(a) to obtain extensions of time.

It should be recognized that the facsimile practice was
intended for emergency situations to prevent loss of valuable
rights and was not to be used routinely for filing applications.
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Since February 28, 1983 facsimile or other reproduced
copies may still be filed to obtain an application filing date but
such copies will be treated as lacking a signature.

605.04(b) One Full Given Name Required
[R-14]

Al applications which disclose the full first and last names
with middle initial or name, if any, of the applicant at any place
in the application papers will be received and considered as a
sufficient compliance with 37 CFR 1.41.

When a full given name of the applicant does not appear
either in the signature or elsewhere in the papers the examiner
will, in the first Office action, reguire an amendment over
applicant’s signature supplying the omission, and will not pass
the application to issue until the omission has been supplied
unless a statement has been filed over the applicant’s own
signature setting forth that his or her name as signed contains at
least one given name without abbreviation or what is in fact his
or her full given name.

No affidavit should be required.

The requirement should be made only when all of the given
names in the signature, or elsewhere in the papers, appear as
mere initials or as what can be only an abbreviation of a name.

Form Paragraph 6.10 may be used.

§6.10 Full Given Name Does Not Appear

It appears that at least one full given name of applicant [1] is not
present either in the signature or elsewhere in the papers. This applica-
tion willnotbe passed to issue until the omitted name has been supplied
or unless a statement has been supplied over the applicant’s signature
setting forth that the name as signed is the actual full name of applicant

[2}. See MPEP 605.04.

One given name without abbreviation, together with any
other given name or initial>,< must appear somewhere in the
papersas filed. Otherwise, appropriate amendment is required.
Forexample, if the applicant’s full name is John Paul Doe, either
“John P. Doe” or “J. Paul Doe” is acceptable.

-=fii an application where the name is typewritten with a
middle name or initial, but the signature is without such middle
name or initial, the typewritten version of the name will be used.
A request to have the name changed to the signed version or any
other corrections in the name of the inventor(s) will not be
entertained, unless accompanied by a petition under 37 CFR
1.182 together with an appropriate petition fee. The petition
should be directed to the attention of the Office of the * Assistant
Commigsioner for Patents. Upon granting of the petition, the file
should be sent to the Application Branch for correction of its
records, If the application is assigned, it will be forwarded by the
Application Branch to the Assignment Branch for a change in
the Assignment record.

605.04(c) Inventor Changes Name [R-14]

In cases where an inventor’s name has been changed after
the apphcatlon has been filed and the inventor desires to change
his or her name on the application, hie or she must submit a
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petition under 37 CFR 1,182, The petition should be directed o
the attention of the *>Office of the< Assistant Commissioner
for Patents. The petition must include an appropriate petition fee

and an affidavit signed with both names and setting forth the
procedure whereby the change of name was effected, or a
certified copy of the court order.

If the petition is granted, the file should be sent to the
Application *>Processing Division< for change of name on the
file wrapper and in the PALM data base. If the application is
assigned it will be forwarded by the Application Branch to the
Assignment Branch for a change in the assignment record.

605.04(d) Applicant Unable to Write

If the applicant is unable to write, his or her mark as affixed
to the oath or declaration must be attested to by a witness. In the
case of the oath, the notary’s signature to the jurat is sufficient
to authenticate the mark.

605.04(e) May Use Title With Signature

It is permissible for an applicant to use a title of nobility or
other title, such as “Dr.”, in connection with his signature. The
titie will not appear in the printed patent.

605.04(f) Signature on Joint Applications
— Order of Names [R-14]

The order of names of joint patentees in the heading of the
patent is taken from the order in which the typewritten names
appear in the original oath or declaration. Care should therefore
be exercised in selecting the preferred order of the typewritten
names of the joint inventors, before filing, as requests for
subsequent shifting of the names would entail changing numer-
ous records in the Office. Since the particular orderin which the
names appear is of no consequence insofar as the legal rights of
the joint applicants are concerned, no changes will be made
except when a petition under 37 CFR 1.182 is granted. The
petition should be directed to the attention of the Office of the
* Assistant Commissioner for Patents. The petition to change the
order of names must be signed by either the attorney or agent of
record or afl the applicants, It is suggested that all typewritten
and signed names appearing in the application papers should be
in the same order as the typewritten names in the oath or
declaration.

In those instances where the joint applicants file separate
oaths or declarations, the order of names is taken from the order
in which the several oaths or declarations appear in the applica-
tion papers unless a different order is requested at the time of
filing.

605.04(g) Correction of Inventorship
[R-14]

When a petition is granted approving a correction or a
change in the order of the names of the inventors, or inventors
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 are added or deleted under 37 CFR 1.48, the change should be
noted. in red ink in the left margin of the original oath or
declaration. The notation should read "See Paper No. ____ for
inventorship changes". The file should be sent to the Applica-
tion *>Processing Division< for correction on the file wrapper
label and the PALM data base regarding the inventorship. A
brief explanation on an "Application Branch Data Base *>Rout-
ing< Slip” (available from the examining group clerical staff)
should accompany the application file to the Application
Branch.

605.05 Administrator, Executor, or Other
Legal Representative [R-14] -

In an application filed by a legal representative of the
inventor, the specification should not be written in the first
person. '

For prosecution by administrator or executor, see MPEP
§ 409.01(a).

For prosecution by heirs, sce MPEP *§ 409.01(a) and
>§< 409.01(d).

For prosecution by representative of legally incapacitated
inventor, see MPEP § 409.02.

For prosecution by other than inventor, see MPEP § 409.03.

605.06 Filing by Other Than Inventor [R-§)

See >SMPEP< § 409.03.

>605.07 Joint Inventors [R-8)

35 U.S.C. 116 Inventors
When an invention is made by two or more persons jointly, they
shall apply for patent jointly and each make the required oath, except
as otherwise provided in this title. Inventors may apply for a patent
_jointly even though (1) they did not physically work together or at the
same time, (2) each did not make the same type or amount of contribu-
tion, or (3) each did not make a contribution to the subject matter of
every claim of the patent. (Added November 8, 1984, Public Law

-=-" 98)622, sec. 104(a), 98 Stat. 3384.)

35 U.S C. 116, as amended by Public Law 98-622, recog-
nizes the realities of modern team research. A research project
may include many inventions. Some inventions may have
contributions made by individuals who are not involved in
other, related inventions.

_ 35U.8.C. 116 allows inventors to apply for a patent jointly
even though
(i) they did not physically work together or at the same
time,
(ii) each did not make the same type or amount of contsi-
bution, or
(iii) each did not make a contribution to the subject matter
of every claim of the patent. Items (i) and (ii) adopt the rationale
stated in decisions such as Monsanto v. Kamp , 269 F. Supp. 818,
154 USPQ 259 (D.D.C. 1967).
< [Item (iii) adopts the rationale of cases such as SAB Industrie

- 600 - 23

605.07
ABv. Bendix Corp., 199 USPQ 95 (ED. Va. 1978). -

Like other patent applications, joindy-filed applications are
subject to the requirements of 35 U.S.C. 121 that an application
be directed toonly asingle invention. If more than one invention
is included in the application, the examiner may require the
application to be restricted to one of the inventions. In such a
case, a “divisional” application complying with 35 U.S.C. 120
would be entitled to the benefit of the earlier filing date of the
original application.

It is possible that different claims of an application or patent
may have different dates of inventions even though the patent
covers only one independent and distinct invention within the
meaning of 35 U.S.C. 121. When necessary, the Patent and
Trademark Office or a court may inquire of the patent applicant
or owner concerning the inventors and the invention dates for
the subject matter of the various claims.,

Guidelines

37 CFR 1.45 Joint inventors.
% % %
(b) Inventors may apply for a patent jointly even though

(1) They did not physically work together or at the same time,

(2) Each inventor did not make the same type or amount of
contribution, or

(3) Eachinventor did not make a contribution to the subject matter
of every claim of the application.

(c) If multiple inventors are named in an application, each named

inventor must have made a contribution, individually or jointly, to the
subject matter of at least one claim of the application and the applica-
tion will be considered to be a joint application under 35 U.S.C. 116.

The significant features resulting from the amendments to
35 U.S.C. 116 by Public Law 98-622 are the following:

(1) The joint inventors do not have to separately “sign the
application,” but only need apply for the patent jointly and make
the required oath by signing the same; this is a clarification, but
not a change in current practice.

(2) inventors may apply for a patent jointly even though
“they did not work together or at the same time,” thereby
clarifying (a) that it is notnecessary that the inventors physically
work together on a project, and (b) that one inventor may “take
a step at one time, the other an approach at different times,”
(Monsanto Co. v. Kamp, 154 USPQ 259 (D.D.C. 1967)).

(3) Inventors may apply for a patent jointly even though
“each did not make the same type or amount of contribution,”
thereby clarifying the “fact that each of the inventors play a
different role and that the contribution of one may not be as great
as that of another does not detract from the fact that the invention
is joint, if each makes some original contribution, though
partial, to the final solution of the problem.” Monsanto, supra.

(4) Inventors may apply for a patent jointly even though
“each did not make a contribution to the subject matter of every .
claim of the patent.” .

(5) Inventors may apply for a patent jointly as long as each
inventor made a contribution, i.c., was an inventor or joint
inventor, of the subject matter of at least one claim of the patent;
there is no requirement that all the inventors be joint inventors
of the subject matter of any one claim.
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(6) If an application by joint inventors includes more than
one independent and distinct invention, restriction may be
required with the possible result of a necessity to change the
inventorship named in the application if the elected invention
was not the inventior of all the originally named inventors.

(7) The amendment to 35 U.S.C. 116 increases the likeli-
hood that different claims of an application or patent may have
different dates of invention; when necessary the Office or court
may inquire of the patent applicant or owner concerning the
inventors and the invention dates for the subject matter of the
various claims.

See MPEP § 2186 under “Applications considered under 35
U.S.C. 103, second paragraph” for applications tobe considered
under 35 US.C. 116.

Pending applications will be permitted to be amended by
complying with 37 CFR 1.48 to add claims to inventions by
inventors not named when the application was filed as long a
such inventions were disclosed in the application as filed since
37 CFR 1.48 permits correction of inventorship where the
“correct inventor or inventors are not named in an application
for patent through error without any deceptive intention on the
part of the actual inventor or inventors”. This is specially
covered in 37 CFR 1.48(c).

Under 35U.8.C. 116, an examiner may reject claims under
35U.8.C. 102(f) only in circumstances where a named inventor
is not the inventor of at least one claim in the application; no
rejection under 35 U.S.C. 102(f) is appropriate if a named
inventor made a contribution to the invention defined in any
claim of the application.

Under 35 U.S.C. 116, considered in conjunction with 35
U.S.C. 103, second paragraph, a rejection may be appropriate
under 35 U.S.C. 102(£)/103 where the subject matter, i.e., prior
art, and the claimed invention was not owned by, or subject to
an obligation of assignment to, the same person at the time the
invention was made.

Applicants are responsible for correcting, and are required
to correct, the inventorship in compliance with 37 CFR 148
when the application is amended to change the claims so that
one ¢of more) of the named inventors is no longer an inventor of
the subject matter of a claim remaining in the application.

In requiring restriction in an application filed by joint
inventors the examiner should remind applicants of the neces-
sity to correct the inventorship pursuant to 37 CFR 1.48 if an
invention is elected and the claims to the invention of one or
more inventors are cancelled.

The examiner should not inguire of the patent applicant
concerning the inventors and the invention dates for the subject
muatter of the various claims until it becomes necessary to do so
in order to properly examine the application.

If an application is filed with joint inventors, the examiner
should assume that the subject matter of the various claims was
commonly owned at the time the inventions covered therein
were made, unless there is evidence to the contrary. Ifinventors
of subject matter, not commonly owned at the time of the later
invention, file a joint application, applicants have an obligation
pursuant to 37 CFR 1,56 to point out the inventor and invention
dates of each claim and the lack of common ownership at the
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time the later invention was made in order that the examiner may
consider the applicability of 35 U.S.C. 102(£)/103 or 35 U.S.C.
102(g)/103. The examiner should assume, unless there is evi-
dence to the contrary, that applicants are complying with their
duty of disclosure. It should be pointed out that 35 U.S.C. 119
benefit may be claimed to any foreign application as long as the
U.S. named inventor was the inventor of the foreign application
invention and 35 U.S.C. 119 reguirements are met. Where two
or more foreign applications are combined to take advantage of
the changes to 35 U.S.C.1030r35U.S.C. 116, Benefitas toeach
foreign application may be claimed if each complies with 35
U.S.C. 119 and the U.S. application inventors are the inventors
of the subject matter of the foreign applications. For example,

If Foreign Applicant A invents X; and files a foreign
application. Applicant B invents Y and files a separate
foreign application. A+B combine inventions X+Y and
file U.S. application to X+Y and claim 35 U.S.C. 119
benefit for both Foreign Applications:

then35U.S.C. 119 Benefit willbe Accorded foreach
Foreign Application if 35 U.S.C. 119 requirements are
met.<

606 Title of Invention [R-8]

37 CFR 1.72. >Tiile and abstract.<

(a) The title of the invention, which should be as short and specific _
as possible, should appear -as a heading on the first page- of the.

specification, if it does not otherwise appear at the beginning of the
application,
L 2 1

606.01 Examiner May Require Change in
Title

Where the title is not descriptive of the invention claimed,
the examiner should require the substitution of a new title that
is clearly indicative of the invention to which the claims are
directed. Form Paragraph 6.11 may be used.

§6.11 Title of Invention Is Not Descriptive

The title of the invention is not descriptive. A new title is required
that is clearly indicative of the invention to which the claims are
directed.

Examiner Note:
If a title is suggested by the Examiner, add after “directed”: The
following title is suggested:

Thismay resultin slightly longer titles, but the loss inbrevity
of title will be more than offset by the gain in its informative
value in indexing, classifying, searching, etc. If a satisfactory
title is not supplied by the applicant, the examiner may change
the title by examiner’s amendment or by initialing, at the time
of allowance,

If a change in title is the only change being made by the
examiner at the time of allowance, a separate examiner’s
amendment need not be prepared. The change in title will be
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incorporated in the notice of allowance. This will be accom-
plished by placing an “X" in the designated box on the notice of
allowance form and entering thercunder the title as changed by
the examiner who should initial the face of the file wrapper.
However, if an examiner’s amendment must be prepared for
other reasons any change in title will be incorporated therein.
Inasmuch as the words “improved”, “improvement of”” and
“improvement in" are not considered as pari of the title of an
invention, the Patent and Trademark Office does not include
these words at the beginning of the title of the invention.

607 Filing Fee [R-14)

**>Patent application filing fees are set in accordance with
35 U.S.C41 and are listed in 37 CFR 1.16.<

See MPEP § 608.01(n) for multiple dependent claims.

*%k

When filing an application, a basic fee ** entitles applicant
to present 20 claims including not more than 3 claims in
independent form. If claims in excess of the above are included
at the time of filing, an additional fee ** is required for each
independent claim in excess of three, and a * fee >is required<
for each claim in excess of ¥20 claims (whether independent or
dependent). **>Fees for a proper multiple dependent claim are
calculated based on the numbers of claims to which the multiple
dependent claim refers, 37 CFR 1.75(c)< and *>a fee is re-
quired< per application containing a proper multiple dependent
claim **, For an improper multple dependent claim>.< the fee
**scharged is that charged for a single dependent claime,

Upon submission of an amendment (whether entered or not)
affecting the claims, payment of ** fees is required. **

The Application Branch has been authorized to accept all
applications, otherwise acceptable, if the basic fee ** is submit-
ted, and to require payment of the deficiency within a stated
period upon notification of the deficiency.

Amendments before the first action, or not filed inresponse

- toan Office action, presenting additional claims in excess of the

number already paid for, not accompanied by the full additional
fee due, will not be entered in whole or in part and applicant will
be so advised. Such amendments filed in reply to an Office
action will be regarded as notresponsive thereto and the practice
set forth in MPEP § 714.03 will be followed.

The additional fees, if any, due with an amendment are
calculated on the basis of the claims (tota! and independent)
which would be present, if the amendment were entered. The
amendment of a claim, unless it changes a dependent claim to an
independent claim or adds to the number of claims referred to in

" a multiple dependent claim>,< and the replacement of a claim
by a claim of the same type>,< unless it is a multiple dependent
claim which refers to more prior claims, do not requise any
addidonal fees.

For purposes of determining the fee due the Patent and

- Trademark Office, a claim will be treated as dependent if it

contains reference to one or more other claims in the applica-
.tion. A claim determined to be dependent by this test will be
entered if the fee paid reflects this determination.

- Any claim which is in dependent form but which is so
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- worded that it, in fact>,< is not a proper dependent claim, as for

example it does not include every limitation of the claim on
which it depends, will be required to be canceled as not being a
proper dependent claim; and cancellation of any further claim
depending on such a dependent claim will be similarly required.
The applicant may thereupon amend the claims to place them in
proper dependent form, or may redraft them as independent
claims, upon payment of any necessary additional fee.

After arequirementfor restriction, nonelected claims will be
included in determining the fees due in connection with a
subsequent amendment unless such claims are canceled.

An amendment canceling claims accompanying the papers
constituting the application will be effective to diminish the
number of claims to be considered in calculating the filing fees
to be paid.

The additional fees, if any, due with an amendment are
required prior to any consideration of the amendment by the
examiner.

Money paid in connection with the filing of a proposed
amendment will not be refunded by reason of the noneniry of the
amendment. However, unentered claims will not be counted
when calculating the fee due in subsequent amendments.
Amendments affecting the claims cannot serve as the basis for
granting any refund. *

See MPEP § 1415 for reissue application fees.

607.02 Returnability of Fees [R-8] -

All questions pertaining to the return of fees are referred to
the Refund Section of the Accounting Division of the Office of
Finance. No opinions should be expressed to attorneys or
applicants as to whether or not fees are returnable in particular
cases. >Such questions may also be treated, to the extent
appropriate, in decisions on petition decided by various Patent
and Trademark Office officials.<

608 Disclosure [R-8]

In return for a patent, the inventor gives as consideration a
complete revelation or disclosure of the invention for which
protection is sought. All amendments or claims must find basis
in the original disclosure, or they involve new matter. Applicant
may rely for disclosure upon the specification with original
claims and drawings, as filed. See 37 CFR 1:118 and >SMPEP<
§ 608.04.

If during the course of examination of a patent application,
an examiner notes the use of language that could be deemed
offensive o any race, religion, sex, ethnic group, or nationality,
he or she should object to the use of the language as failing to
comply with the Rules of Practice. >37 CFR< 1.3 proscribes the
presentation of papers which are lacking in decorum and cour-
tesy. There is a further basis for objection in that the inclusion
of such proscribed language in a Federal Government publica-
tion would not be in the public interest. Also, the inclusion in
application drawings of any depictions or caricatures that might
reasonably be considered offensive to any group should be
similarly objected to, on like authority.
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The examiner should not pass the application to issue until

such language or drawings have been deleted, or questions

relating to the propriety thereof fully resolved.
For design application practice see >SMPEP< § 1504.

608.01 Specification [R-14]

35 U.S.C. 22. Printing of papers filed.
The Commissioner may require papers filed in the Patent and
Trademark Office to be printed or typewritten.

37 CFR 1.71 Detailed description and specification of the invention.

(a) The specification must include a written description of the
invention or discovery and of the manner and process of making and
using the same, and is required to be in such full, clear, concise, and
exact terms as to enable any person skilled in the art or science to which
the invention or discovery appertains, or with which it is most nearly
connected, to make and use the same.

(b) The specification must set forth the precise invention for which
a patent is solicited, in such manner as to distinguish it from other
inventions and from what is old. It must describe completely a specific
embodiment of the process, machine, manufacture, composition of
matter or improvement invented, and must explain the mode of
operation or principle whenever applicable. The best mode contem-
plated by the inventor of carrying out his invention must be set forth.

(c) In the case of an improvement, the specification must particu-
larly point out the part or parts of the process, machine, manufacture,
or composition of matter to which the improvement refates, and the
description should be confined to the specific improvement and to such
parts as necessarily cooperate with it or as may be necessary to a
complete understanding or description of it.

>(d) A copyright or mask work notice may be placed in a design or
utility patent application adjacent to copyright and mask work material
contained therein. The notice may appear at any appropriate portion of
the patent application disclogure. For notices in drawings, see §
1.84(0). The content of the notice must be limited to only those
elements required by law. For example, "©1983 John Doe"(17 U.S.C.
401) and "*M* John Doe" (17 U.S.C. 909) would be properly limited
and, under current statutes, legally sufficient notices of copyright and
mask work, respectively. Inclusion of a copyright or mask work notice
will be permitted only if the authorization language set forth in
paragraph (e) of this section is included at the beginning (preferably as
the fizst-paragraph) of the specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent document contains
material which is subject to {copyright or mask work} protection. The
{copyright or mask work} owner has no objection to the facsimile
reproduction by anyone of the patentdocument or the patent disclosure,
as it appears in the Patent and Trademark Office patent file or records,
but otherwise reserves all {copyright or mask work} rights whatso-
ever.<

{Paras. (dy & (eyadded, Nov. 28, 1988, 53 FR 47808, effectiveJan, 1, 1989)

Certain cross notes to other related applications may be
made. References to foreign applications or to applications
identified only by the attormney’s docket number should be
required to be cancelled. See 37 CFR 1.78 and MPEP § 202.01.

37 CFR.1.52. Language, paper, writing, margins.

(a) The application, any amendments or corrections thereto, and
the oath or declaration must be in the English language except as
provided for in § 1.69 and paragraph (d) of this section, or be accom-
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panied by a verified translauon of the apphcauon and a translauon of

any corrections or amendments into the English language. All papers

which are to become apart of the permanent records of the Patent and -

Trademark Office must be legibly written, typed, or printed in perma-
nent ink or its equivalent in quality. All of the application papers must
be presented in a form having sufficient clarity and contrast between
the paper and the writing, typing, or printing thereon to permit the direct
production of readily legible copies in any number by use of photo-
graphic, electrostatic, photo-offset, and microfilming processes. If the
papers are not of the required quality, substitute typewritten or printed
papers of suitable quality may be required.

(b) The application papers (specification, including claims, ab-
stract, oath or declaration, and papers as provided for in §§ 1.42, 1.43,
1.47, etc.) and also papers subsequently filed, must be plainly written
on but one side of the paper. The size of all sheets of paper should be
8 to 8 1/2 by 10 1/2 to 13 inches (20.3 to 21.6 cm. by 26.6 to 33.0cm.)
A margin of at least approximately 1 inch (2.5 cm.) must be reserved
on the left-hand of each page. The top of each page of the application,
including claims musthave amargin of at least approximately 3/4 inch
(2 cm.). The lines must not be crowded too closely together; typewrit-
ten lines should be 1 1/2 or double spaced. The pages of the application
including claims and abstract should be numbered consecutively,
starting with 1, the numbers being centrally located above or prefera-
bly, below, the text.

(c) Any interlineation, erasure, * cancellation or other alteration of
the application papers filed *>should< be made before the signing of
any accompanying oath or declaration pursuant to § 1.63 referring to
those application papers and should be dated and initialed or signed by
the applicant on the same sheet of paper. **>Application papers
containing alterations made after the signing of an oath or declaration
referring to those application papers must be supported by a supple-

mental oath or declaration under § 1.67(c)<. After the signing of the -

oath or declaration referring to the application papers, amendments
may only be made in the manner provided by §§1.121 and 1.123
through 1.125.

(d) An application may be filed in a language other than English.
A verified English translation of the non-English language application
and the fee set forth in § 1.17(k) are required io be filed with the
application or within such time as may be set by the Office.

{Para. (c) amended, Jan. 17, 1992, 57 FR 2021, effective Mar. 16, 1992]

37 CFR 1.58 Chemical and mathematical formulas and tables.

(a) The specification, including the claims, may contain chemical
and mathematical formulas, but shall not contain drawings or flow
diagrams. The description portion of the specification may contain
tables; claims may contain tables only if necessary to conform to 35
U.S.C. 112 or if otherwise found to be desirable.

(b) All tables and chemical and mathematical formulas in the
specification, including claims, and amendments thereto, must be on
paper which is flexible, strong, white, smooth, nonshiny, and durable,
in order to permit use as camera copy when printing any patent which
may issue. A good grade of bond paper is acceptable; watermarks
should not be prominent. India ink or its equivalent, or solid black
typewriter should be used to secure perfectly black solid lines.

(c) To facilitate camera copying when printing, the width of
formulas and tables as presented should be limited normally to S inches
(12.7 cm.)so that it mnay appear as a single column in the printed patent.
If it is not possible to limit the width of a formula or table to § inches
(12.7 cm.), it is permissible to present the formula or table with a
maximum width of 10 3/4 inches (27.3 cm.) and to place it sideways
on the sheet. Typewritten characters used in such formulas and tables
must be from a block (nonscript) type font or lettering style having
capital letters which are at least 0.08 inch (2.1 mm.) high (elite type).
Hand lettering must be neat, clean, and have a minimum character
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height of 0.08 inch (2.1 mm.). A space at least 1/4 inch (6.4 mm.) high
should be provided between complex formulas and tables and the text.
Tables should have the lines and columns of data closely spaced to

conserve space, consistent with high degree of legibility.

In order that specifications may be expeditiously handled by
the Office, page numbers should be placed at the center of the
top or bottom of each page. It is a commmon practice and a
commendable one, to consecutively number all the lines or
every fifth line of each page. A top margin of at least 3/4 inch
should be reserved on each page to prevent possible mutilation
of text when the papers are punched for insertion in a file
WIapper.

Applicants should make every effort to file patent applica-
tions in a form that is clear and reproducible. The Office may
accept for filing date purposes papers of reduced guality but will
require that acceptable copies be supplied for further process-
ing. Typed, mimeographed, xeroprinted, multigraphed or non-

. smearing carbon copy forms of reproduction are acceptable.

Legibility includes ability to be photocopied and photomi-
crographed so that suitable reprints can be made. This requires
a high contrast, with black lines and a white background. Gray
lines and/or a gray background sharply reduce photo reproduc-
tion quality. Legibility of some application papers may become
impaired due to abrasion or aging of the printed material during
examination and ordinary handling of the file. It may be neces-
sary to require that legible and permanent copies be furnished at
later stages after filing, particularly when preparing for issue.

Some of the patent application papers received by the Patent
and Trademark Office are copies of the original, ribbon copy.
These are acceptable if, in the opinion of the Office, they are
legible and permanent.

The paper used must have a surface such that amendments
may be written thereon in ink. So-called “Easily Erasable” paper
having a special coating so that erasures can be made more
easily may not provide a “permanent” copy. 37 CFR 1.52(a). If

-a light pressure of an ordinary (pencil) eraser removes the
imprint, the examiner should, as soon as this becomes evident,
notify applicant by use of Form Paragraph 6.32 that it will be

..~ Necessary for applicant to order a copy of the specification and

claims to be made by the Patent and Trademark Office at the
applicant’s expense for incorporation in the file. It is not
necessary to return this copy to applicant for signature.

§6.32 Application on easily erasable paper

The application papers are objected to because they are not a
permanent copy as required by 37 CFR 1.52(a). Reference is made to
11}

Applicant is required either (1) to submit permanent copies of the
identified parts or (2) to order a photocopy of the above identified parts
to be made by the Patent and Trademark Office at applicant’s expense
for incorporation in the file. See MPEP 608.01.

- Examiner Note:

In the “bracket” identify, 1) all of the specification; 2) pages of the
specification; 3) claims; 4) oath, declaration; 5) etc.

- SeelnreBenson, 1959 C.D.5;7440.G.353. Reproductions
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prepared by heat-sensitive, hectographic or spirit duplication
processes are also not satisfactory.

The specification is sometimes in such faulty English thata
new specification is necessary, but new specifications encum-
ber the record and require additional reading, and hence should
not be required or accepted unless it is clear to the examiner that
acceptance of a substitute specification would facilitate proc-
essing of the application. See 37 CFR 1.125.

Form Paragraph 7.29 may be used where the disclosure
contains informalities.

§ 7.29 Disclosure Objected to, Minor Informalities
The disclosure is objected to because of the following informali-
ties: [1] Appropriate correction is required.

Examiner Note:

Use this paragraph to point out minor informalities such as spelling
errors, inconsistent terminology, numbering of elements, etc., which
should be corrected. See paragraphs 6.28 to 6.32 for specific informali-
ties.

The specification does not require a date.

If a newly filed application obviously fails to disclose an
invention with the clarity required by 35U.S.C. 112, revision of
the application should be required. See MPEP § 702.01.

As the specification is never returned to applicant under any
circumstances, the applicant should retain a line for line copy

thereof, each line, preferably, having been consecutively num- . ..

bered on each page. In amending, the attorney or the applicant
requests insertions, cancellations, or alterations, giving the page
and the line.
37 CFR 1.52(c) relating to interlineations and other altera-
tions is strictly enforced. See In re Swanberg, 129 USPQ 364.
Form Paragraphs 6.29-6.31 should be used where appropri-
ate.

§6.29 Specification, Spacing of Lines

The spacing of the lines of the specification is such as to make
reading and entry of amendments difficult. New application papers
with lines double spaced on good quality paper are required.

¥ 6.30 Numerous Grammatical Errors

The specification is replete with grammatical and idiomatic errors
too numerous to mention specifically. The specification should be
revised carefully. Examples of such errors are: [1].

§6.31 Lengthy Specification, Jumbo Case

The lengthy specification has not been checked to the extent
necessary to determine the presence of all possible minor errors.
Applicant’s cooperation is requested in correcting any errors of which
applicant may become aware in the specification.

Examiner Note:
This paragraph is applicable in so-called “Jumbo cases”.

USE OF METRIC SYSTEM OF MEASUREMENTS IN
PATENT APPLICATIONS

In order to minimize the necessity in the future for convert-
ing dimensions given in the English system of measurements to

Rev. 14, Nov. 1992



608.01

the metric system of measurements when using printed patents
as research and prior art search documents, all patent applicants
are strongly encouraged to use either (1) only metric (5.1.) units,
or (2) English units together with their metric system equiva-
lents* when describing their inventions in the specifications of
patent applications. This practice, however, is not being made
mandatory at this time.

The initials S.I. stand for “Systeme International d’ Unites”,
the French name for the International System of Units, a
modemized metric system adopted in 1960 by the International
General Conference of Weights and Measures based on precise
unit measurements made possible by modern technology.

FILING OF NON-ENGLISH LANGUAGE
APPLICATIONS

37 CFR 1.52 Language, Paper, Writing, Margins.

Fof koK

(d) An application may be filed in a language other than English. A
verified English translation of the non-English language application
and the fee set forth in § 1.17(k) are required to be filed with the
applicgtion or within such time as may be set by the Office.

The Patent and Trademark Office will accord a filing date to
an application meeting the requirements of 35 U.S.C. 111 even
though some or all of the application papers, including the
written description and the claims, is in a language other than
English and hence does not comply with 37 CFR 1.52.

A verified English translation of the non-English language
papers, the filing fee, the oath or declaration and fee set forth in
37CFR 1.17(k) should either accompany the application papers
or be filed in the Office within the time set by the Office.

A subsequently filed verified English translation must con-
tain the complete identifying data for the application in order to
permit prompt association with the papers initially filed. Ac-
cordingly, it is strongly recommended that the original applica-
tion papers be accompanied by a cover letter and a self-
addressed return post card, each containing the following iden-
tifying data in English: (a) applicant’s name(s); (b) title of
invention; (c) number of pages of specification, claims, and
sheets of drawings; (d) whether oath or declaration was filed and
(e) amount and manner of paying the filing fee.

The translation must be a literal translation verified as such
by the translator, and must be accompanied by a signed request
from the applicant, his or her attomey or agent, asking that the
verified English translation be used as the copy for examination
purposes in the Office. If the verified English translation does
not conform to idiomatic English and United States practice it
should be accompanied by a preliminary amendment making
the necessary changes without the introduction of new matter
prohibited by 35 U.S.C. 132. In the event the verified literal
translation is not timely filed in the Office>,< the application
will be regarded as abandoned.

It should be recognized that this practice is intended for
emergency situations to prevent loss of valuable rights and
should not be routinely used for filing applications. There are at
least fwo reasons why this should not be used on a routine basis.
First, there are obvious dangers to applicant and the public if he
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>or she< fails to obtain a corvect literal translation. Second, the
filing of a large number of applications under the procedure will
create significant administrative burdens on the Office.

ILLUSTRATIONS IN THE SPECIFICATION

Graphical illustrations, diagrammatic views, flow charts
and diagrams in the descriptive poztion of the specification do
not come within the purview of 37 CFR 1.58(a), which permits
tables and chemical formulas in the specification in lieuw of
formal drawings. The examiner should object to such descrip-
tive illustrations in the specification and request formal draw-
ings in accordance with 37 CFR 1.81 when an application
contains graphs in the specification.

Since the December 7, 1976 issue of patents, all tables and
mathematical equations and chemical formulas, or portions
thereof, have been reproduced for printing by a computer
process developed by the Data Base Contractor. Those portions
of chemical formulas which cannot be reproduced by the
process, such as dotted, curved, broken and *>wedge-shaped<
lines, must be drawn by hand on the photocomposed page. There
are, however, some chemical structures which cannot be repro-
duced because they are either too complex or involve too many
lines which cannot be generated by the computer process. The
camera copy process, which is used to insert these types of
structures onto the printed patent page, is both time consuming

and costly to the Office. Because of the reduction factor and _

failure to comply with the guidelines setforthin 37 CFR 1.58 (a)-
and (b), the reproduction of these structures is often poor.

Therefore, the specification, including the claims, may
contain chemical formulas and mathematical equations, but
should not contain drawings or flow diagrams or diagrammatic
views of chemical structures. The description portion of the
specification may contain tables; claims may contain tables
only if necessary to conform to 35 U.S.C. 112,

APPLICATION FILED WITHOUT ALL PAGES OF
SPECIFICATION

Applications filed without all pages of the specification are
not given a filing date since they are "prima facie" incomplete.
The filing date is the date on which the omitted pages are filed.
If the oath or declaration for the application was filed prior to the
submission of all pages of specification,the submission of any
omitted pages must be accompanied by a supplemental oath or
declaration referring to the specification originally deposited, as
amended o include the pages originally omitted. If the oath or
declaration for the application was not filed prior to the submis-
sion of the omitted pages, the oath or declaration,when filed>,<
mustinclude a specificreference to the pages originally omitted.
If any applicant believes that the omitted pages of the applica-
tion are not necessary for an understanding of the subject matter
sought to be patented, applicant may petition to have the
application accepted without the omitted pages. Any petition
must be accompanied by the petition fee (37 CFR 1.17(h)) and
an amendment canceling from the specification all incomplete
sentences and any claims which depend upon the omitted pages
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for disclosure and : suppon and renmnbermg the pages present in
consecutive order. Also, if the oath or declaration for the
appllcatlon was filed prior to the date of the amendment and
petition, the amendment must be accompanied by a supplemen-
tal declaration by the applicant stating that the invention is
adequately disclosed in, and a desire to rely on,the application
as thus amended for purposes of an original disclosure and filing
date. If the oath or declaration for the application was not filed
prior to the date of the petition and amendment, the oath or
declaration>,< when filed,must include a specific reference to
the amendment cancelling from the specification all incomplete
sentences and any claims which depend upon the omitted pages
for disclosure and support. The petition requesting that the
application be accepted without the omitted pages should be
directed to the Office of the Assistant Commissioner for Patents
and request relief under 37 CFR 1.182.

APPLICATION FILED WITHOUT AT LEAST ONE
CLAIM

35 U.S.C. 111 requires that an application for patent should
include, inter alia, "a specification as prescribed by section 112
of this titie". Section 112 states that "The specification shall
contain a written description...and...shall conclude with one or
more claims..." Also, the CAFC stated in Litton Systems, Inc. v.
Whirlpool, 221 USPQ 97, 105 (Fed. Cir. 1984) that:

"Both statute, 35 U.S.C. §111, and federal regulations, 37
CFR § 1.51, make clear the requirement that an application for
a patent must include (1) a specification and claims,..." (em-

phasis original)

Therefore, a claim is clearly a statutory requirement for
according a filing date to an application. 35 U.S.C. 171 makes
35U.8.C. 112 applicable to designapplications. Also,35U.S.C.
162 requires the specification in a plant patent application to

-contain a claim. Thus, any application filed without at least one
claim is incomplete and not entided to a filing date. If the
application does not contain at least one claim, a "Notice of

.~ Incomplete Application” (forin PT0-1123) will be mailed to the

applicant(s) indicating that no filing date has been granted and
setting aperiod for submitting a claim. The filing date will be the
date of receipt of at least one claim. See In re Mattson, 208
USPQ 168 (Comm'r Pats 1980).

608.01(a) Arrangement of Application [R-14]

37 CFR 1.77 Arrangement of application elements.

The elements of the application should appear in the following
order:

(a) Title of the invention; or an introductory portion stating the
name, citizenship, and residence of the applicant, and the title of the

_ invention may be used.

(b) (Reserved).
(c) (1) Cross-reference to related applications, if any.

(2) Reference to a “microfiche appendix” if any. (See § 1.96(b)).
The total number of microfiche and total number of frames should be

“specified.
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(d) Brief summary of the invention.
() Brief description of the several views of the dmwmg, if there are
drawings.
(f) Detailed description.
{(g) Claim or claims.
(h) Abstract of the disclosure.
(i) Signed oath or declaration.
() Drawings.
NOTE

Design patent specification, MPEP § 1503.01.

Plant patent specification, MPEP § 1605.

Reissue patent specification, MPEP § 1411.

The following order of arrangement is preferable in framing
the specification and, except for the title of the invention, each
of the lettered items should be preceded by the headings indi-
cated.

(a) Tide of the Invention.

(b) Cross-References to Related Applications (if any).

(¢) Background of the Invention.

1. Field of the Invention.
2. Description of the related art including information
disclosed under 37 CFR 1.97**>and 1.98<.

(d) Summary of the Invention.

(e) Brief Description of the Drawing.

(£) Descriptioti of the Preferred Embodiment(s).

(g) Claim(s).

(h) Abstract of the Disclosure. .

Applicant (typically a pro se) may be advnsed of the proper
arrangement by using Form Paragraph 6.01 or 6.02.

§6.01 Arrangement of Specification

The following guidelines illustrate the preferred layout and content
for patent applications. These guidelines are suggested for the
applicant’s use.

Arrangement of the Specification

The following order or arrangement is preferred in framing the
specification and, except for the title of the invention, each of the
lettered items should be preceded by the headings indicated below.

(a) Title of the Invention.

(b) Cross-References to Related Applications (if any).

(c) Statement as to rights to inventions made under Federally-
sponsored research and development (if any).

(d) Background of the Invention.

1. Field of the Invention.
2. Description of related art including information disclosed

under 37 CFR §§ 1.97*%*> and 1.98<.

(e) Summary of the Invention.

() Brief Description of the Drawing.

(g) Description of the Preferred Embodiment(s).

(h) Claim(s).

(i) Abstract of the Disclosure.

Examiner Note:
In this paragraph an introductory sentence will be necessary.
This paragraph intended primarily for use in Pro Se applications.

§6.02 Content of Specification
Content of Specification
(&) Title of the Invention. (See 37 CFR § 1.72(a)). The title of the
invention should be placed at the top of the first page of the specifica-
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tion. It should be brief but technically accurate and descnphve, prefera-
bly from two to seven words.

(b) Cross-References to Related Applications: See 37 CFR 1.78
and § 201.11 MPEP.

(c) Statement as to rights to inventions made under Federally
sponsored research and development (if any): see § 310 MPEP.

(d) Background of the Invention: The specification should set forth
the Background of the Invention in two parts:

(1) Field of the Invention: A statement of the field of art to which
the invention pertains. This statement may include a paraphrasing of
the applicable U.S. patent classification definitions or the subject
matter of the claimed invention. Thisitem may also be titled “Technical
Field”.

(2) Description of the Related Art: A description of the related art
known to the applicant and including, if applicable, references to
specific art related and problems involved in the prior art which are
solved by the applicant’s invention. This item may also be titled
“Background Art”.

(e) Summary: A brief summary or general statement of the inven-
tion as sef forth in 37 CFR § 1.73. The summary is separate and distinct
from the abstract and is directed toward the invention rather than the
disclosure as a whole. The summary may point out the advantages of
the invention or how it solves problems previously existent in the prior
art (and preferably indicated in the Background of the Invention). In
chemical cases it should point out in general terms the utility of the
invention. If possible, the nature and gist of the invention or the
inventive concept should be set forth. Objects of the invention should
be treated briefly and only to the extent that they contribute to an
understanding of the invention.

(f) Brief Description of the Drawing(s): A reference to and brief
description of the drawings(s) as set forth in 37 CFR § 1.74.

(g) Description of the Preferred Embodiment(s): A description of
the preferred embodiment(s) of the invention as required in 37 CFR §
1.71. The description should be as short and specific as is necessary to
describe the invention adequately and accurately.

This item may also be titled “Best Mode for Carrying Out the
Invention”. Where elements or groups of elements, compounds, and
processes, which are conventional and generally widely known in the
field of the invention described and their exact nature or type is not
necessary for an understanding and use of the invention by a person
skilled in the art, they should not be described in detail. However,
where particularly complicated subject matter is involved or where the
elements, compounds, or processes may not be commonly or widely
knoWn in the field, the speculation should refer to another patent or
readily available publication which adequately describes the subject
matter.

(h) Claim(s) (See 37 CFR 1.75) A claim may be typed with the
various elements subdivided in paragraph form. There may be plural
indentations to further segregate subcombinations or related steps.

(i) Abstract: Abriefnarrative of the disclosure as awhole in asingle
paragraph of 250 words or less.

Examiner Note:
In this paragraph an introductory sentence will be necessary.
This paragraph is intended primarily for use in Pro Se applications.
See also “pro se” from paragraphs in Chapter 1700 of the Manual of
Patent Examining Form Paragraphs.

608.01(b) Abstract of the Disclosure [R-14]

37 CFR 1.72%, Title and abstracs.

et

w

(b) A brief abstract of the technical disclosure in the specification
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must be set forth on a separate sheet, preferably followmg the claims

~ under the heading “Abstract of the Disclosure”. The purpose of the

abstract is to enable the Patent and Trademark Office and the public
generally to determine quickly from a cursory inspection the nature and
gist of the technical disclosure. The abstract shall not be used for
interpreting the scope of the claims.

In all cases which lack an abstract, the examiner in the first
Office action should require the submission of an abstract
directed to the technical disclosure in the specification. See
Form Paragraph 6.12 (below). Applicants may use either "Ab-
stract” or "Abstract of the Disclosure” as a heading.

If the abstract contained in the application does not
complywith the guidelines, the examiner should point out the
defectto the applicant in the first Office action, or at the earliest
point in the prosecntion that the defect is noted, and require
compliance with the guidelines. Since the abstract of the disclo-
sure has been interpreted to be a part of the specification for the
purpose of compliance with paragraph 10f35U.S.C. 112 (Inre
Armbruster, 512 F2d 676, 185 USPQ 152 (CCPA, 1975)), it
would ordinarily be preferable that the applicant make the
necessary changes to the abstract to bring it into compliance
with the guidelines. See Form Paragraphs 6.13-6.16 (below).

Responses to such actions requiring either a new abstract or
amendment to bring the abstract into compliance with the
guidelines should be treated under 37 CFR 1.111(b) practice
like any other formal matter. Any submission of a new abstract
or amendment to an existing abstract should be carefully re-
viewed for introduction of new matter, 35U.S.C. 132, MPEP §
608.04.

Upon passing the case to issue, the examiner shonld see that
the abstract is an adequate and clear statement of the contents of
the disclosure and generally in line with the guidelines. The
abstract shall be changed by the examiner’s amendment in those
instances where deemed necessary. This authority and respon-
sibility of the examiner shall not be abridged by the desirability
of having the applicant make the necessary corrections. For
example, if the application is otherwise in condition for allow-
ance except that the abstract does not comply with the guide-
lines, the examiner generally should make any necessary revi-
sions by examiner’s amendment rather than issuing an Ex parte
Quayle action requiring applicant to make the necessary revi-
sions.

Under current practice, in all instances where the application
contains an abstract when sent to issue, the abstract will be
printed on the patent.

GUIDELINES FOR THE PREPARATION OF PATENT
ABSTRACTS

Background

The Rules of Practice in Patent Cases require that each
application for patent include an abstract of the disclosure, 37
CFR 1.72(b).

The content of a patent abstract should be such as to enable
the reader thereof, regardless of his degree of familiarity with
patent documents, to ascertain quickly the character of the
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subject matter covered by the technical disclosure and should
include that which is mew in the art to which the invention
pertains.

The abstract is not intended nor designated for use in
interpreting the scope ormeaning of the claims, 37 CFR 1.72(b).

Content

A patent abstract is a concise statement of the technical
disclosure of the patent and should include that which is new in
the art to which the invention pertains.

If the patent is of a basic nature, the entire technical disclo-
sure may be new in the art, and the abstract should be directed
to the entire disclosuge. _

If the patent is in the nature of an improvement in old
apparatus, process, product, or composition, the abstract should
include the technical disclosure of the improvement.

In certain patents, particularly those for compounds and
compositions, wherein the process for making and/or the use
thereof are not obvious, the abstract should set forth a process
for making and/or a use thercof.

If the new technical disclosure involves modifications or
alternatives, the abstract should mention by way of example the
preferred modification or alternative.

The abstract should not refer to purported merits or specu-
lative applications of the invention and should not compare the
invention with the prior art.

Where applicable, the abstract should include the following:
(1) if amachine or apparatus, its organization and operation; (2)
if an article, its method of making; (3) if a chemical compound,
its identity and use; (4) if a mixture, its ingredients; (5) if a
process, the steps. Extensive mechanical and design details of
apparatus should not be given.

With regard particularly to chemical patents, for compounds
or compositions, the general nature of the compound or compo-
sition should be given as well as the use thereof, e.g., “The

_compounds are of the class of alkyl benzene sulfonyl ureas,

useful asoral anti-diabetics.” Exemplification of a species could
be illustrative of members of the class. For processes, the type
reaction, reagents and process conditions should be stated,
generally illustrated by a single example unless variations are
necessary.

Language and Format

The abstract should be in narrative form and generally
limited toa single paragraph within the range of 50 to 250 words.
#*5The< abstract >should<not exceed >25 lines of text. Ab-
stracts exceeding 25 lines of text should be checked to see that
itdoes notexceed< 250 words in length since the space provided
for the abstract on the computer tape by the printer is limited, If
the abstract cannot be placed on the computer tape because of its

_excessive length, the application will be returned to the exam-

iner for preparation of a shorter abstract. The form and legal
phraseology often used in patent claims, such as “means” and
“said,” should be avoided. The abstract should sufficiently
Mescribe the disclosure to assist readers in deciding whether
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there is a need for consulting the full patent text for details.

_'The language should be clear and concise and should not
repeat information given in the tide. It should avoid using
phrases which can be implied, such as, “This disclosure con-
cerns,” “The disclosure defined by this invention,” “This disclo-
sure describes,” elc.

Responsibility

Preparation of the abstract is the responsibility of the appli-
cant. Background knowledge of the art and an appreciation of
the applicant’s contribution to the art are most important in the
preparation of the abstract. The review of the abstract, for
compliance with these guidelines, with any necessary editing
andrevision on allowance of the application is the responsibility
of the examiner.

Sample Abstracts

(1) A heart valve which has an annular valve body defining an
orifice and a plurality of struts forming a pair of cages on opposite sides
of the orifice. A spherical closure member is captively held within the
cages and is moved by blood flow between open and closed positions
in check valve fashion. A slight leak or backflow is provided in the
closed position by making the orifice slightly larger than the closure
member. Blood flow is maximized in the open position of the valve by
providing an inwardly convex contour on the orifice-defining surfaces
ofthe body. An annular rib is formed in a channel around the periphery

of the valve body to anchor a suture ring used to secure the valve within ~ "~

a heart.

(2) A method for sealing whereby heat is applied to seal, overlap-
ping closure panels of a folding box made from paperboard having an
extremely thin coating of moisture-proofing thermoplastic material on
opposite surfaces. Heated air is directed at the surfaces to be bonded,
the temperature of the air at the point of impact on the surfaces being
above the char point of the board. The duration of application of heat
is made so brief, by a corresponding high rate of advance of the boxes
through the air stream, that the coating on the reverse side of the panels
remains substantially non-tacky. The bond is formed immediately after
heating within a period of time for any one surface point less than the
total time of exposure to heated air of that point. Under such conditions
the heat applied to soften the thermoplastic coating is dissipated after
completion of the bond by absorption into the board acting as a heat
sink without the need for cooling devices.

(3) Amides are produced by reacting an ester of a carboxylic acid
with an amine, using as catalyst an alkoxide of an alkali metal. The ester
is firstheated to atleast 75° C. under a pressure of no more than 500 mm.
of mercury to remove moisture and acid gases which would prevent the
reaction, and then converted to an amide without heating to initiate the
reaction. .

§6.12 Abstract Missing (Background)
This application does not contain an Abstract of the Disclosure as
required by 37 CFR 1.72(b). An abstracton a separate sheet is required.

Examiner Note:
For Pro Se applicant consider form paragraphs 6.14 - 6.16.
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f 6.13 Abstract Objected to: Minor Informalities
The Abstract of the Disclosure is objected to because [1]. Correc-
tion is required. See MPEP 608.01(b).

Examiner Note:

In bracket 1, indicate the informalities that should be corrected.
Use this paragraph for minor informalities such as the inclusion of legal
phraseology, undue length, efc.

§6.14 Abstract of the Disclosure: Content

Applicant is reminded of the proper content of an Abstract of the
Disclosure.

A patent abstract is a concise statement of the technical disclosure
of the patent and should include that which is new in the art to which
the invention pestains.

If the patent is of a basic nature, the entire technical disclosure may
be new in the art, and the abstract should be directed to the entire
disclosure.

If the patent is in the nature of an improvement in an old apparatus,
process, product or composition, the abstract should include the tech-
nical disclosure of the improvement.

In certain patents, particularly those for compounds and composi-
tions, wherein the process for making and/or the use thereof are not
obvious, the abstract should set forth a process for making and/or use
thereof.

If the new technical disclosure involves modifications or alterna-
tives, the abstract should mention by way of example the preferred
modification or altemative.

The abstract should not refer to purported merits or speculative
applications of the invention and should not compare the invention
with the prior art.

Where applicable, the abstract should include the following: (1) if
amachine or apparatus, its organization and operation; (2) if an article,
its method of making; (3) if a chemical compound, its identity and use;
(4) if a mixture, its ingredients; (5) if a process, the steps. Extensive
mechanical and design details of apparatus should not be given.

Examiner Note:
See paragraph 6.16.

§6.15 Abstract of the Disclosure, Chemical Cases

Applicant is reminded of the proper content of an Abstract of the
Disclosure.

In_chemical patent abstracts, compounds or compositions, the
general nature of the compound or composition should be given as well
as its use, e.g., “The compounds are of the class of alkyl benzene
sulfonyl vreas, useful as oral anti-diabetics.” Exemplification of a
species could be illustrative of members of the class. For processes, the
type reaction, reagents and process conditions should be stated, gener-
ally illustrated by a single example unless variations are necessary.
Complete revision of the content of the abstractis required on aseparate
gheet.

§6.16 Abstract of the Disclosure, Language

Applicant is reminded of the proper language and format of an
Abstract of the Disclosure.

The abstract should be in narrative form and generally limited to a
single paragraph on a separate sheet within the range of 50 to 250
words. It is important that the abstract not exceed 250 words in length
since the space provided for the abstract on the computer tape used by
the printer is limited. The form and legal phraseology ofien used in
patent claims, such a3 “means” and “said”, should be avoided. The
abstraet should describe the disclosure sufficiently to assist readers in
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“deciding whether there is a need for consultmg the full patent text for
. details.

The language should be clear and concise and should not repeat
information given in the title. It should avoid using phrases which can
be implied, such as, “The disclosure concerns,” “The disclosure
defined by this invention,” “The disclosure describes,” efc.

Examiner Note:
See also paragraph 6.14.

608.01(c) Background of the Invention
[R-14]

The Background of the Invention ordmanly comprises two
parts:.

(1) Field of the Invention: A statement of the ﬁeld of art 1o
which the invention pertains. This statement may include a
paraphrasing of the applicable U.S. patent classification defini-
tions. The statement should be directed fo the subject matter of
the claimed invention.

(2) Description of the related art including information
disclosed under 37 CFR 1.97 **>and 1.98<: A paragraph(s)
describing to the extent practical the state of the prior art or other
information disclosed known to the applicant, including refer-
ences to specific prior art or other information where appropri-
ate. Where applicable, the problems involved in the prior art or
other information disclosed which are solved by the applicant’s

invention should be indicated. See also MPEP §§ 608.01(a), _

608.01(p) and 707.05(b).

608.01(d) Brief Summary of Invention
{R-8]

37 CFR 1.73 Summary of the invention.

A brief summary of the invention indicating its nature and sub-
stance, which may include a statement of the object of the invention,
should precede the detailed description. Such summary should, when
set forth, be commensurate with the invention as claimed and any
object recited should be that of the invention as claimed.

Since the purpose of the brief summary of invention is to
apprise the public, and more especially those interested in the
particular art to which the invention relates, of the nature of the
invention, the summary should be directed to the specific
invention being claimed, in contradistinction to mere generali-
ties which would be equally applicable to numerous preceding
patents. That is, the subject matter of the invention should be
described in one or more clear, concise sentences or paragraphs.
Stereotyped general statements that would fit one case as well
as another serve no useful purpose and may well be required to
be canceled as surplusage, and, in the absence of any illuminat-
ing statement, replaced by statements that are directly in point
as applicable exclusively to the case in hand,

The brief summary, if properly written to set out the exact
nature, operation and purpose of the invention, will be of
material assistance in aiding ready understanding of the patent
in future searches. See >MPEP< § 905.04. The brief summary
should be more than a mere statement of the objects of the
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invention, which statement is also permissible under 37 CFR
1.73.

The brief summary of invention should be consistent with
the subject matter of the claims. Note final review of application
and preparation for issue, >MPEP< § 1302.

608.01(e¢) Reservation Clauses Not
Permitted

37 CFR 1.79 Reservation clauses not permilted.

A reservation for a future application of subject matter disclosed
but not claimed in a pending application will not be permitted in the
pending application, but an application disclosing unclaimed subject
matter may contain a reference to a later filed application of the same.
applicant or owned by acommon assignee disclosing and claiming that
subject matter.

608.01(f) Brief Description of Drawings [R-14]

37 CFR 1.74 Reference to drawings.

When there are drawings, there shall be a brief description of the
several views of the drawings and the detailed description of the
invention shall refer to the different views by specifying the numbers
of the figures, and to the different parts by use of reference letters or
numerals (preferably the latter).

Application Branch will review the specification, including
the brief description>,< prior to assigning a filing date to the
application to *>¢ensure< that all figures of drawings described
in the specification are present. If the specification describes a
figure which is not present in the drawings, Application Branch
will mail a "Notice of Incomplete Application” >(<form PTO-
1123), MPEP § 601.01, stating that the filing date of the
application will be the date of receipt of the omitted figures.
Therefore, it is important that all figures of drawings be cor-
rectly Iabelled and described in the brief description and else-
‘where in the specification. See also, MPEP § 608.02.

The examiner should see (o it that the figures are correctly
described in the brief description of the drawing, thatall section

_lines used are referred (o, and that all needed section lines are

used.

608.01(g) Detailed Description of
Invention [R-14]

A detailed description of the invention and drawings follows
the general statement of invention and brief description of the
drawings. This detailed description, required by 37 CFR 1.71,
MPEP § 608.01, mast be in such particularity as to enable any
person skilled in the pertinent art or science to make and use the
invention without involving extensive experimentation. An
applicant is ordinarily permitted to use his or her own terminol-

-0gy, as long as it can be undersiood. Necessary grammatical
corrections, however, should be required by the examiner, but
it must be remembered that an examination is not made for the
purpose of securing grammatical perfection.

- Thereference characters must be properly applied, no single
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reference character being used for two different parts or for a
given part and a modification of such part. In the latter case, the
reference character, applied to the “given part,” with a prime
affixed may advantageously be applied to the modification.
Every feature specified in the claims must be illustrated, but
there should be no superfluous illustrations.

The description is a dictionary for the claims and should
provide clear supportorantecedent basis for all terms usedin the
claims. See 37 CFR 1.75, MPEP *§ 608.01(i), >§< 608.01(0),
and >§< 1302.01.

NOTE. — Completeness, MPEP § 608.01(p).

USE OF SYMBOL “Phi” IN PATENT APPLICATION

The Greek letter Phi has long been used as a symbol in
equations in all technical disciplines. It further has special uses
which include the indication of an electrical phase or clocking
signal as well as an angular measurement. The recognized
symbols for the upper and lower case Greek Phi characters,
however, do not appear* on most typewriters. This apparently
has led to the use of a symbol composed by first striking a zero
key and then backspacing and striking the “cancel” or “slash”
key toresult in @#>,< an approximation of accepted symbols for
the Greek character Phi. In other instances the symbol is
composed using the upper or lower case letter “O” with the
“cancel” or “slash” superimposed thereon by backspacing or is

simply handwritten in a variety of styles. These expedients

result in confusion because of the variety of type sizes and styles
available on modern typewriters.

In recent years, the growth of data processing has seen the
increasing use of this symbol (“O’") as the standard representa-
tion of zero. The “slashed” or “cancelled zero” is used to
indicate zero and avoid confusion with the upper case letter “O”
in both text and drawings.

Thus, when the symbol “@” in one of its many variations, as
discussed above, appears in patent applications being prepared
for printing, confusion as to the intended meaning of the symbol
arises. Those (such as examiners, attomeys, and applicants)
working in the art can usually determine the intended meaning
of this symbol because of their knowledge of the subject matter
involved, but editors preparing these applications for printing
have no such specialized knowledge and confusion arises as to
which symbol to print. The result, at the very least, is delay until
the intended meaning of the symbol can be ascertained.

Since the Office does not have the resources to conduct a
technical editorial review of each application before printing,
and in order to eliminate the problem of printing delays associ-
ated with the usage of these symbols, any question about the
intended symbol will be resolved by the editorial staff of the
Office of Publications by printing the symbol “@” whenever that
symbol is used by the applicant. Any Certificate of Correction
necessitated by the above practice will be at the patentee’s
expense (37 CFR 1.323) because the intended symbol was not
accurately presented by the Greek upper or lowercase Philetters
(@, @) in the patent application. .
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608.01(h) Mode of Operatmn of Invention
[R-8]

The best mode contemplated by the inventor of carrying out
his >or her< invention must be set forth in the description. >see
35U.5.C. 112. There is no statutory requirement for the disclo-
sure of a specific example. A patent specification is not intended
nor required to be a production specification. In re Gay, 309 F2d
768, 135 USPQ 311 (CCPA 1962). The absence of a specific
working example is not necessarily evidence that the bestmode
has not been disclosed, nor is the presence of one evidence that
ithas. In re Honn, 364 F2d 454, 150 USPQ 652 (CCPA 1966).
In determining the adequacy of a best mode disclosure, only
evidence of concealment (accidental or intentional) is to be
considered. That evidence must tend to show that the quality of
an applicant’s best mode disclosure is so poor as to effectively
result in concealment. In re Sherwvod, 204 USPQ 537 (CCPA
1980).<**

The question of whether an inventor has or has not disclosed
what he or she feels is his or her best mode is a question separate
and distinct from the question of sufficiency of the disclosure,
Inre Gay, 135USPQ311 (CCPA 1962); In re Glass, 181 USPQ
31 (CCPA 1974). See 35 U.S.C. 112 and 37 CFR 1.71().
Sylgab Steel & Wire Corp. v. Imoco-Gateway Corp., 357 F.
Supp. 657, 178 USPQ 22 (N.D. 1il. 1973); H. K. Porter Co., Inc.
v. Gates Rubber Co., 187 USPQ 692, 708, (D. Colo. 1975).%*

>If the best mode contemplated by the inventor at the time
of filing the application is not disclosed, such defect cannot be
cured by submitting an amendment seeking to put into the
specification something required to be there when the applica-
tion was originally filed. In re Hay, 534 F2d917, 189 USPQ 790
(CCPA 1976). Any proposed amendment of this type should be
treated as new matter.<

Patents have been held invalid in cases where the patentee
did not disclose the best mode known to him, See Flick-Reedy
Corp. v. Hydro-Line Manufacturing Co., 351 F.2d 546, 146
USPQ 694 (CA 7 1965), cert. denied, 383 U.S. 958, 148 USPQ
771 (1966); Indiana General Corp. v. Krystinel Corp.. 297F.
Supp-427. 161 USPQ 82 (S.D.N.Y. 1969), affirmed, 421 F.2d
1033, 164 USPQ 321 (CA 2 1970); Dale Electronics, Inc. v.
R.C.L. Electronics, Inc., 488 F.2d 382, 180 USPQ 235 (CA 1
1973); Union Carbide Corp. v. Borg-Warner Corp., 550 F.2d
355, 193 USPQ 1 (CA 6 1977);, Reynolds Metals Co. v. Acorn
Building Components Inc., 548 F.2d 155, 163, 192 USPQ 737
(CA61977).

NOTE. — Completeness, >SMPEP< § 608.01(p).

608.01(i) Claims [R-8]

37 CFR 1.75 Claim(s).

(a) The specification must conclude with a claim particularly
pointing out and distinctly claiming the subject matter which the
applicant regards as his invention or discovery.

(b) More than one claim may be presented provided they differ
substantially from each other and are not unduly multiplied.

(c) One or more claims may be presented in dependent form,
referfing back to and further limiting another claim or claims in the
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same application. Any dependent claim which refers o more than one ‘

other claim (“multiple dependent claim”) shall refer to such other
claims in the alternative only. A multiple dependent claim shall not
serve as a basis for any other multiple dependent claim. For fee
calculation purposes under § 1.16, a multiple dependent claim will be
considered to be that number of claims to which direct reference is
made therein. For fee calculation purposes, also, any claim depending
from a multiple dependent claim will be considered to be that number
of claims to which direct reference is made in that multiple dependent
claim. Inaddition to the other filing fees, any original application which
is filed with, or is amended to include, multiple dependent claims must
have paid therein the fee set forth in § 1.16(d). Claims in dependent
form shall be construed to include all the limitations of the claim
incorporated by reference into the dependent claim. A multiple depen-
dent claim shall be construed to incorporate by reference all the
limitations of each of the particular claims in relation to which it is
being considered.

(d)(1) The claim or claims must conform to the invention as set
forth in the remainder of the specification and the terms and phrases
used in the claims must find clear support or antecedent basis in the
description so that the meaning of the terms in the claims may be
ascertainable by reference to the description. (See § 1.58(a).)

(2)See §§ 1.141to 1.146 as to claiming different inventionsin one
application.

(e) Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain in the following
order, (1) a preamble comprising a general description of all the
elements or steps of the claimed combination which are conventional
orknown, (2) a phrase such as “wherein the improvement comprises,”
and (3) those elements, steps and/or relationships which constitute that
portion of the claimed combination which the applicant consnders as
the new or improved portion. -

(f)If there are several claims, they shall be numbered consecutively

in Arabic numerals.
(g) All dependent claims should be grouped together with the claim
or claims to which they refer to the extent possible.

NOTE

Numbering of Claims, >SMPEP< § 608.01().
Form of Claims, >MPEP< § 608.01(m).
Dependent claims, >MPEP< § 608.01(n).
Examination of claims, >MPEP< § 706.
Claims in excess of fee, >MPEP< § 714.10.

608.01(j) Numbering of Claims

37 CFR 1.126 Numbering of claims.

The original numbering of the claims must be preserved through-
out the prosecution, When claims are canceled, the remaining claims
must not be renumbered. When claims are added, except when pre-
sented in accordance with § 1.121(b), they must be numbered by the
applicant consecutively beginning with the number next following the
highest numbered claim previously presented (whether entered or not).
When the application is ready for allowance, the examiner, if neces-
sary, will renumber the claims consecutively in the order in which they
appear or in such order as may have been requested by applicant.

In a single claim case, the claim is not numbered.
Form Paragraph 6.17 may be used to notify applicant.
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§6.17 Numbering of Claims, 37 CFR 1.126

The numbering of claims is not in accordance with 37CFR 1. 126
The original numbering of the claims must be preserved throughout the
prosecution. When claims are canceled, the remaining claims must not
be renumbered. When claims are added, except when presented in
accordance with 37 CFR § 1.121(b), they must be numbered con-
secutively beginning with the number next following the highest
numbered claims previously presented (whether entered or not).

Misnumbered claims [1] have been renumbered [2], respectively.

608.01(k) Statutory Requirement of Claims

35 U.S.C. 112 requires that the applicant shall particularly
point out and distinctly claim the subject matter which he or she

regards as his or her invention. The portion of the application in’

which he or she does this forms the claim or claims. This is an
important part of the application, as it is the definition of that for
which protection is granted.

- 608.01(1) Original Claims

In establishing a disclosure, applicant may rely not only on
the description and drawing as filed but also on the original
claims if their content justifies it.

Where subject matter not shown in the drawing or described
in the description is claimed in the case as filed, and such
original claim itself constitutes a clear disclosure of this subject
matier, then the claim should be treated on its merits, and
requirement made to amend the drawing and description to
show this subject matter. The claim should not be attacked either
by objection or rejection because this subject matter is lacking
in the drawing and description. It is the drawing and description
that are defective; not the claim.

It is of course to be understood that this disclosure in the
claim must be sufficiently specific and detailed to support the
necessary amendment of the drawing and description.

608.01(m) Form of Claims [R-8]

While there is no set statutory form for claims, the present

~" Office practice is to insist that each claim must be the object of

a sentence starting with “I (or we) claim”, “The invention
claimed is” (or the equivalent). If, at the time of allowance, the
quoted terminology is not present, it is inseried by the clerk.
Each claim begins with a capital letter and ends with a period.
Periods may not be used elsewhere in the claims except for
abbreviations. A claim may be typed with the various elements
subdivided in paragraph form.

There may be plural indentations to further segregate sub-
combinations or related steps. In general, the printed patent
copies will follow the format used but printing difficulties or
expense may prevent the duplication of unduly complex claim

formats.

Reference characters corresponding (o elements recited in
the detailed description and the drawings may be used in
conjunction with the recitation of the same element or group of
glements in the claims. The reference characters, however,
should be enclosed within parentheses so as to avoid confusion
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with other numbers or characters whlch may appear in the
claims. The use of reference characters is to be considered as
having no effect on the scope of the claims.

Many of the difficulties encountered in the prosecution of
patent applications after final rejection may be alleviated if each
applicant includes, at the time of filing or no later than the fist
response, claims varying from the broadest to which he or she
believes he or she is entitled to the most detailed that he or she
is willing to accept.

Claims should preferably be arranged in order of scope so
that the first claim presented is the broadest. Where separate
species are claimed, the claims of like species shonld be grouped
together where possible and physically separated by drawing a
line between claims or groups of claims. (Both of these provi-
sions may not be practical or possible where several species
claims depend from the same generic claim.) Similarly, product
and process claims should be separately grouped. Such arrange-
ments are for the purpose of facilitating classification and
examination.

The form of claim required in 37 CFR 1.75(e) is particularly
adapted for the description of improvement type inventions. It
is to be considered a combination claim. The preamble of this
form of claim is considered to positively and clearly include all
the elements or steps recited therein as a part of the claimed
combination.

For rejections not based on prior art see >MPEP< § 706.03.

608.01(n) Dépendent Claims [R-8]

37 CFR 1.75(c) reads as follows for applications filed prior
to January 24, 1978:

(c) When more than one claim is presented, they may be placed in
dependent form in which a claim may refer back to and further restrict
asingle preceding claim. Claims in dependent form shall be construed
to include all the limitations of the claim incorporated by reference into
the dependent claim.

MULTIPLE DEPENDENT CLAIMS

37CFR 1.75(c)reads as follows for applications filed on and
after January 24, 1978.

37 CFR 1.75 Claim(s).
L R

(c) one or more claims may be presented in dependent form,
referring back to and further limiting another claim or claims in the
same application. Any dependent claim which refers to more than one
other clai (“multiple dependent claim”) shall refer to such other
claims in the alternative only. A multiple dependent claim shall not
serve as a basis for any other multiple dependent claim. For fee
calculation purposes under § 1.16, a multiple dependent claim will be
considered to be that number of claims to which direct reference is
made therein. For fee calculation purposes, also, any claim depending
from a multiple dependent claim will be considered to be that number
of claims to which direct reference is made in that multiple dependent
claim. In additionto the other filing fees, any original application which
is filed with, or is amended to include, multiple dependent claims must
have paid therein the fee set forth in § 1.16(d). Claims in dependent
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form shall be construed to include all the limitations of tbe claun
incorporated by reference into the dependent claim. A multiple depen-
dent claim shall be construed to incorporate by reference all the
limitations of each of the particular claims in relation to which it is

being considered.
% & % %k

Generally, a multiple dependent claim is a dependent claim
which refers back in the alternative to more than one preceding
independent or dependent claim.

The second paragraph of 35 U.S.C. * 112 has been revised
in view of the multiple dependent claim practice introduced by
the Patent Cooperation Treaty. Thus, >35 U.S.C.<* 112 author-
izes multiple dependent claims in applications filed on and after
January 24,1978, aslong as they are in the alternative form (€.g..,
“A machine according to claims 3 or 4, further comprising ---*).
Cumulative claiming (e.g.,”A machine according to claims 3
and 4, further comprising --- ) is not permitted. A multiple
dependent claim may refer in the alternative to only one set of
claims. A claim such as “A device as inclaims I, 2, 3, or 4, made
by a process of claims 5, 6, 7, or 8" is improper. Section 112
allows reference to only a particular claim. Furthermore, a
multiple dependent claim may ngf serve as a basis for any other
multiple dependent claim, either direcly or indirectly. These
limitations help to avoid undue confusion in determining how
many prior claims are actually referred to in a multiple depend-
ent claim.

A multiple dependent claim which depends from another
multiple dependent claim should be objected to by using Form
Paragraph 7.45.

§ 745 Improper Multiple Dependent Claims

Claim [1] objected to under 37 CFR 1.75(c) as being in improper
form because a multiple dependent claim [2]. See MPEP 608.01(n).
Accordingly, [3] has not been further treated on the merits.

Examiner’s Note:
1.Inbracket 2, insert “ should refer to other claims in the alternative
only”, and/or, “cannot depend from any other multiple dependent
claim”.
-*2. Use this paragraph rather than 35 U.S.C. 112, fifth paragraph.
3. In bracket 3, insert “the claim has” or “these claims have”.

Assume each claim example given below is from a different
application,

ACCEPTABLE MULTIPLE DEPENDENT CLAIM
WORDING

Claim 5. A gadget according to claims 3 or 4, further
comprising---

Claim 5. A gadget as in any one of the preceding claims, in
which ---

Claim 3. A gadget as in either claim 1 or claim 2, further
comprising ---

Cilaim 4. A gadget as in claim 2 or 3, further comprising -

Claim 16. A gadget as in claims 1, 7, 12 or 15, further
comiprising ---

Claim 5. A gadgetas in any of the preceding claims, in which
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Claim 8. A gadget as inone of claxms 4—7 in whnc —ee
Claim 5. A gadget as in any preceding clann in Wthh -

Claim 10. A gadget as in any of claims 1-3 or 7-9, in which

Claim 11. A gadget as in any one of claims 1, 2 or 7-10
inclusive, in which ---

UNACCEPTABLE MULTIPLE DEPENDENT CLAIM
WORDING

A Claim d fer back in the al . ]
Claim 5. A gadget according to claim 3 and 4, further

comprising ---
Claim 9. A gadget according to claims 1-3, in which ---
Clain 9. A gadget as in claims 1 or 2 and 7 or 8, which ---
Claim 6. A gadget as in the preceding claims in which ---
Claim 6. A gadget as in claims 1, 2, 3, 4 and/or 5, in which

Claim 10. A gadget as in claims 1-3 or 7-9, in which ---

Claim 3. A gadgetasin any of the following claims, in which

Claim 5. A gadget as in either claim 6 or claim 8§, in which

c B E I E. I . l- EE E
Claim 9. A gadget as in claim 1 or 4 made by the process of _
claims 5, 6, 7, or 8, in which --- .

Claim 8. A gadget as in claim 5 (claim 5 is a multiple
dependent claim) or claim 7, in which ---

>35 U.8.C.<* 112 indicates that the limitations or elements
of each claim incorporated by reference into a multiple depend-
ent claim must be considered separately. Thus, a multiple
dependent claim, as such, does not contain all the limitations of
all the alternative claims to which it refers, but rather contains
in any one embodiment only those limitations of the particular
claim referred to for the embodiment under consideration.
Hence, a multiple dependent claim must be considered in the
same manner as a plurality of single dependent claims.

Restriction Practice

For restriction purposes, each embodiment of a multiple
dependent claim >is considered< in the same manner as a single
dependent claim. Therefore, restriction may be required be-
tween the embodiments of a multiple dependent claim. Also,
some embodiments of a multiple dependent claim may be held
withdrawn while other embodiments are considered on their
merits.

Handling of Multiple Dependent Claims
by the Application *>Branch<

The Application Division is responsible for verifying whether
multiple dependent claims filed with the application are in
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proper alternative form, that they depend only upon prior
independent >or<* single dependent claims and also for calcu-
lating the amount of the filing fee. A new form, PTO-1360, has
been designed to be used in conjunction with the current fee
calculation form PTQO-875.

Handling of Multiple Dependent Claims
by the Examining Group Clerical Staff

The examining group clerical staff is responsible for verifying
compliance with the statute and rules of multiple dependent
claims added by amendment and for calculating the amount of
any additional fees required. This calculation should be per-
formed on form PTO-1360. B

There is no need for a group clerk to check the accuracy of

the initial filing fee since this has already been verified by the
Application *>Branch< when granting the filing date.

© If a multiple dependent claim (or claims) is added in an
amendment without the proper fee, either by adding references
to prior claims or by adding anew multiple dependent claim, the
amendment should not be entered until the fee has been re-
ceived. In view of the requirements for multiple dependent
claims, no amendment containing new claims or changing the
dependency of claims should be entered before checking
whether the paid fees cover the costs of the amended claims. The
applicant, or his or her attorney or agent, should be contacted to
pay the additional fee **. Where a letter is written in >an<
insufficient fee situation, acopy of the multiple dependent claim
fee calculation form PTO-1360 should be included for
applicant’s information.

If an application filed prior to October 1, 1982 is amended
onor after October 1, 1982 to include a proper multiple depend-
ent claim for the first time, the fee set forth in § 1.16(d) must be
paid.

If such an application contained a proper multiple dependent
claim prior to October 1, 1982, the fee set forthin § 1.16{d) does
not apply.

Where the group clerk notes that the reference to the prior

-=-"claims is improper in an added or amended multiple dependent

claim, a notation should be made in the left margin next to the
claim itself and the number 1, which is inserted in the “Dep.
Claim” column of that amendment on form PTO-1360, should
be circled in order to call this matter to the examiner’s attention,

Handling of >Multiple<Dependent Claims by the Examiner

Should any muitiple dependent claim be in an application
filed prior to January 24, 1978 or include a claim association or
claim structure >that<* violates any of the prohibitions, the
claim should be objected to as not being in proper form as
required by 37 CFR 1.75 in the next Office action. Such an
improper claim need not be further treated on the merits.

Public Law 94-131, the implementing legislation for the
Patent Cooperation Treaty amended 35 U.S.C. 112 to state that
“a claim in dependent form shall contain a reference (o a claim
previously set forth.” The requirement to refer to a previous

- 600 - 37

608.01(n)

claim >had<* existed only in 37 CFR 1.75(c) >before<**,

The following procedures are to be followed by exarminers
when faced with claims which refer to numerically succeeding
claims:

If any series of dependent claims contains a claim with an
improper reference to a numerically following claim which
cannot be understood, the claim referring to a following claim
should normally be objected to and not treated on the merits.

However, in situations where a claim refers to a numerically
following claim and the dependency is clear, both as presented
and as it will be renumbered at issue, all claims should be
examined on the merits and no objection as to form need be
made. In such cases, the examiner will renumber the claims into
proper order at the time the application is allowed. (See example
B, below).

Any unusual problems should be brought to the supervisor’s
attention.

Example A

(Claims 4 and 6 should be objected to as not being under-
stood and should not be ireated on the merits)

1. Independent

2. Dependent on claim 5

3. Dependent on claim 2

4.“. .. as in any preceding claim” -

5. Independent - -

6. Dependent on claim 4

Example B

NOTE: Parenthetical numerals represent the claim number-
ing for issue should all claims be allowed.

(All claims should be examined.)

1. (1) Independent

2. (5) Dependent on claim 5 (4)

3. (2) Dependent on claim 1 (1)

4. (3) Dependent on claim 3 (2)

5. (4) Dependent on either claim 1 (1) or claim 3 (2)

The following practice is followed by patent examiners
when making reference to a dependent claim — either singular
or multiple:

1. When identifying a singular dependent claim which does
not include a reference to a multiple dependent claim, either
directly or indirectly, reference should be made only to the
number of the dependent claim,

2. When identifying the embodiments included within a
multiple dependent claim, or a singular dependent claim which
includes a reference to a multiple dependent claim, either
directly or indirectly, each embodiment should be identified by
using the number of the claims involved, starting with the
highest, 1o the extent necessary to specifically identify each
embodiment.

3. When all embodiments included within a multiple de-
pendent claim or a singular dependent claim which includes a
reference to a multiple dependent claim, either directly or
indirectly, are subject to a common rejection, objection or
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requirement, reference may be made only to the number of the
dependent claim.

The following table illustrates the current practice where
eachembodiment of each claim must be treated on an individual
basis:

Claim No. Claim dependency Identification
All claims Approved
practice
1  Independent 1 1
2 Depends from 1 an 2
3 Depends from 2 321 3
4 Dependsfrom2or3 4211 412
41321 413
5 Depends from 3 513721 5
6 Depends from 2,3 or 5 6/2/1 6/2
6/3/1211 6/3
- 6/5/3/1211 6/5
7 Depends from 6 716/2/1 71612
716131211 71673
71615131211 716/5

When all embodiments in a multiple dependent claim situ-
ation (claims 4, 6 and 7 above) are subject to a common
rejection, objection or requirements, refefence may be made *
to the number of the individual dependent claim >only<. For
example, if 4/2 and 4/3 were subject to a common ground of
rejection, reference should be made only to claim 4 in the
statement of that rejection,

The provisions of 35 U.S.C.132 require that each Office
action make it explicitly clear what rejection, objection and/or
requirement is applied to each claim embodiment.

Calculation of Fees When Multiple Dependent Claims Are
Presented, Use of Form PTO-1360

To assist in the computation of the fees for multiple depend-
ent claims, a separate “Multiple Dependent Claim Fee Calcula-
tion Sheet,” form PTO-1360, has been designed for use with the
current “Patent Application Fee Determination Record”, form
PTO-875. Form PTO-1360 will be placed in the file wrapperby
the Application *>Branch< where multiple dependent claims
are in the application as filed. If multiple dependent claims are
not included upon filing, but are later added by amendment, the
examining group clerical staff will place the form in the file
wrapper. If there are multiple dependent claims in the applica-
tion, the total number of independent and dependent claims for
fee purposes will be calculated on form PTO-1360 and the total
number of claims and number of independent claims is then
placed on form PTO-875 for final fee calculation purposes.**

. Calculating Fees for Multiple Dependent Claims
Proper Multiple Dependent Claim

Section 41(a) of title 35, U.S.C., provides that claims in
proper multiple dependent form may not be considered as single
dependent claims for the purpose of calculating fees. Thus, a
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‘multiple dependent claim is considered (o be that number of

dependent claims to which it refers. Any proper claim depend-

ing directly or indirectly from a multiple dependent claim is also

considered as the number of dependent claims as referred to in
the multiple dependent claim from which it depends.

Improper Multiple Dependent Claim

If any multiple dependent claim is improper, Application
*>Branch< may indicate that fact by placing an encircled
numeral “1” in the “Dep. Claims” column of form PTO-1360.
The fee for any improper multiple dependent claim, whether it
is defective for either not being in the alternative form or for
being directly or indirectly dependent on a prior multiple
dependent claim, will only be one, since only an objection to the
form of such a claiim will normally be made. This procedure also
greatly simplifies the calculation of fees. Any claim depending
from an improper multiple dependent claim will also be consid-
ered to be improper and be counted as one dependent claim.

Fee calculation example

Claim No. Ind. Dep
1. Independent ..........oevenninniesemrennsercsnssvenens 1
2. Dependent on claii 1 .......oooouviiineisivnneiernessnserssasesssarsens 1
3. Dependent on claim 2 ........cocovveneniveniresensesnescinsssssssssssess 1
4. Dependent on claim 2 0F 3 .....ccoiicminiicsninsissnneccisnsesenes 2
5. Dependent on claimi 4 ...........ccvevenernrenccnncrcnnsensncescssonunans 2
6. Dependentonclaim 5 .........cvvivinnneccsnnnincsiscacsseneres 2
7. Dependenton claim 4, 508 6 ........ocooneevenvrenrcrsnrvescesees @
8. Dependent on €laimi 7 .......oovvvvmvivvcvenrrescnsiscinsenscsssesnens .
9. Independent..........cccouvvvuennnininnniinsennninnsnnne 1
10. Dependent onclaim 1 07 9 .......ccoovvcvievccrnrnserisnsrsasaessassacess 2
11.  Dependenton claims 1 and 9 ........cuereesceemssensscscsssenns O .

Total 2 13

Comments on Fee Calculation Example

Claim 1 — This is an independent claim; therefore, a
numeral “1” is placed opposite claim number 1 in the “Ind.”
column,

Claim 2 — Since this is a claim dependent on a single
independent claim, a numeral “1” is placed opposite claim
number 2 of the “Dep.” column.

Claim 3 — Claim 3 is also a single dependent claim, so a
numeral “1” is placed in the “Dep.” column.

Claim 4 — Claim 4 is a proper multiple dependent claim. It
refers directly to two claims in the alternative, namely, claim 2
or 3. Therefore, anumeral “2” to indicate direct reference to two
claims is placed in the “Dep.” column opposite claim number 4.

Claim 5 — This claim is a singularly dependent claim
depending from a multiple dependent claim. For fee calculation
purposes, such aclaim is counted as being thatnumber of claims
to which disect reference is made in the multiple dependent
claim from which it depends. In this case, the multiple depend-
ent claim number 4 it depends from counts as 2 claims; there-
fore, claim 5 also counts as 2 claims. Accordingly, anumeral “2”
is placed opposite claim number 5 in the “Dep.” column,

Claim 6 — Claim 6 depends indirectly from a multiple
dependent claim 4. Since claim 4 counts as 2 claims, claim 6 also
counts as 2 dependent claims. Consequently, a numeral “2" is

600 - 38




PARTS, FORM AND CONTENT OF APPLICATION

placed in the “Dep.” column after claim 6.

Claim 7 — This claim is a multiple dependent claim since it
refers to claims 4, 5 or 6. However, as can be seen by looking at
the “2” in the “Dep." column opposite claim 4, claim 7 depends
from a multiple dependent claim. This practice is improper
under 35 U.S.C. 112 and >37 CFR<* 1.75(c). Following the
procedure for calculating fees for improper multiple dependent
claims, a numeral “1” is placed in the “Dep.” column with a
circle drawn around it to alert the examiner that the claim is
improper.

Claim 8 - Claim 8 is improper since it depends from an
improper claim. If the base claim is in error, this error cannot be
corrected by adding additional claims depending therefrom.
Therefore, a numeral 1" with a circle around it is placed in the
“Dep.” column.

Claim 9 — Here again we have an independent claim which
is always indicated with a numeral “1” in the “Ind.” column
opposite the claim number,

Claim 10— This claim refers to two independent claims in
the alternative. A numeral “2” is therefore placed in the “Dep.”
column opposite claim 10,

Claim 11 — Claim 11 is a dependent claim which refers to
two claims in the conjunctive (1 and 9”) rather than in the
alternative (“1 or 9”). This form is improper under 35 U.S.C.
112 and >37 CFR<* 1.75(c). Accordingly, since claim 11 is
improper, an encircled number “1” is placed in the “Dep.”
column opposite Claim 11.

Calculation of Filing Fee >Involving Dependent Claims<

After the number of “Ind.” and “Dep.” claims are noted on
form PTO-1360, each column is added. In this example, there
are 2 independent ciaims and 13 dependent claims or a total of
15 claims. The number of independent and total claims can then
be placed on form PTO-875 and the fee calculated.

>TREATMENT OF IMPROPER DEPENDENT CLAIMS<

The initial determination, for fee purposes, as to whether a
claim is dependent must be made by persons other than exam-
iners; it is mecessary, at that time, t0 accept as dependent
virtually every claim which refers to another claim, without
determining whether there is actually a true dependent relation-
ship. *>The initial<acceptance >of a claim as a dependent
claim< does not, however, preclude a subsequent bolding by the
examiner that a claim is not a proper dependent claim. Any
claim which is in dependent form but which is so worded thatiit,
in fact is not, as for example it does not include every limitation
of the claim on which it depends, will be required to be canceled
as not being a proper dependent claim; and cancellation of any
further claim depending on such a dependent claim will be
similarly required. The applicant may thereupon amend the
claims to place them in proper dependent form, or may redraft
them as independent claims, upon payment of any necessary
additional fee.

608.01(n)
>INFRINGEMENT TEST<

**>The test as to whether a claim is< a proper dependent
claim is that it shall include every limitation of the claim from
which it depends (35 U.S.C. 112 >, fourth paragraph<) or in
other words that it shall not conceivably be infringed by any-
thing which would not also infringe the basic claim.

>A dependent claim does not lack compliance with 35
U.S.C. 112, fourth paragraph, simply because there is a question
as to (1) the significance of the further limitation added by the
dependent claim, or (2) whether the further limitation in fact
changes the scope of the dependent claim from that of the claim
from which it depends. The test for a pfoper dependent claim
under the fourth paragraph of 35 U.S.C. 112 is whether the
dependent claim includes every limitation of the claim from
which itdepends. The testis not one of whether the claims differ
in scope.<

Thus, for example, if claim 1 recites the combination of
elements A, B, C and D, a claim reciting the structure of claim
1in which D was omitted or replaced by E would not be a proper
dependent claim, even though it placed further limitations on
the remaining elements or added still other elements.

Examiners are reminded that a dependent claim is directed
to a combination including everything recited in the base claim
and whatisrecited in the dependent claim. It is this combination
that must be compared with the prior art, exactly as if it were
presented as ene independent claim. - oo

The fact that a dependent claim which is otherwise proper
might >relate to a separate invention which would< require a
separate search or be separately classified from the claim on
which it depends would not render it an improper dependent
claim, although it might result in a reguirement for restriction.

The fact that the independent and dependent claims are in
different statutory classes does not, in itself, render the latter
improper. Thus, if claim 1 recites a specific product, a claim for
the method of making the product of claim 1 in a particular
manner would be a proper dependent claim since it could not be
infringed without infringing claim 1. Similarly, if claim 1 recites
amethod of making a product, a claim for a product made by the
method of claim 1 could be 2 proper dependent claim. On the
other hand, if claim 1 recites a2 method of making a specified
product, a claim to the product set forth in claim ! would not be
a proper dependent claim if the product might be made in other
ways. Note, that since >37 CFR<* 1.75(c) requires the depend-
ent claim to further limit a preceding claim, this rule does not
apply to product-by-process claims.

CLAIM FORM AND ARRANGEMENT

A singular dependent claim 2 could read as follows:

2. The product of claim 1 in which . ..

A series of singular dependent claims is permissible in
which a dependent claim refers to a preceding claim which, in
turn, refers to another preceding claim.

A claim which depends from a dependent claim should not
be separated therefrom by any claim which does not also depend

- from said “dependent” claim. It should be kept in mind that a
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dependent claim may refer back to any preceding independent
claim. These are are the only restrictions with respect o the
sequence of claims and, in general, applicant’s sequence should
not be changed. See >MPEP< § 608.01(). Applicant may be so
advised by using Form Paragraph 6.18.

§ 6.18 Series of Singular Dependent Claims

A series of singular dependent claims is permissible in which a
dependent claim refers to a preceding claim which, in turn, refers to
another preceding claim.

A claim which depends from a dependent claim should not be
separated by any claim which does not also depend from said depend-
ent claim. It should be kept in mind that a dependent claim may refer
1o any preceding independent claim. In general, applicant’s sequence
will not be changed. See § 608.01(n) MPEP.

The numbering of dependent claims and the numbers of
preceding claims referred o in dependent claims should be
carefully checked when claims are renumbered upon allow-
ance.

: REJECTION AND OBJECTION

If the base claim has been cancelled, a claim which is
directly or indirectly dependent thereon should be rejected as
incomplete. If the base claim is rejected, the dependent claim
should be objected to rather than rejected, if it is otherwise
allowable.

Form Paragraph 7.43 can be used (o state the objection.

§ 743 Objection to Claims, Allowable Subject Marter

Claim [1] objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent forn includ-
ing all of the limitations of the base claim and any intervening claims.

608.01(0) Basis for Claim Terminology
) in Description [R-14]

_The meaning of every term used in any of the claims should
be apparent from the descriptive portion of the specification
with clear disclosure as to its impost, and in mechanical cases it
should be identified in the descriptive portion of the specifica-
tion by reference o the drawing, designating the past or parts
therein to which the term applies. A term used in the claims may
be given a special meaning in the description. No term may be
given a meaning repugnant to the usual meaning of the term.

Usually the terminology of the original claims follows the
nomenclature of the specification, but sometimes in amending
the claims or in adding new claims, new terms are introduced
that do not appear in the specification. The use of a confusing
variety of terms for the same thing should not be permitted.

_ New claims and amendments (o the claims already in the
case should be scrutinized not only for new matter but also for
new terminology. While an applicant is not limited to the
nomenclature used in the application as filed, yet wheneves by
amendment of his claims, be or she departs therefrom, be or she
should make appropriate amendment of the specification so as
to have therein clear support or antecedent basis for the new
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terms appearing in the claims. This is necessary in order to
insure certainty in construing the claims in the light of the
specification. Ex parte Kotler 1901 C.D. 62: 95 O.G. 2684, See
37 CFR 1.75, MPEP *§ 608.01(i) and >§< 1302.01.

The specification should be objected to if it does not provide
proper antecedent basis for the claims by using Form Paragraph
7.44,

¥ 7.4¢ Claimed Subject Maiter not in Specification

The specification is objected to as failing to provide proper antece-
dent basis for the claimed subject matter. See 37 CFR 1.75(d)(1) and
MPEP 608.01(0). Correction of the following is required: [1]

608.01(p) Completeness [R-15]

Newly filed applications obviously failing to disclose an
invention with the clarity required are discussed in MPEP
§ 702.01.

A disclosure in an application, to be complete, must contain
such description and details as to enable any person skilled in the
art or science to which the invention pertains to make and use the
inventon as of its filing date, In re Glass, ¥**492 F.2d 1228>;
181 USPQ 31< (CCPA 1974).

While the prior art setting may be mentioned in general
terms, the essential novélty, the essence of the invention, must
be described in such details, including proporiions and tech-

niques where necessary, as to enable those persons skilled i inthe

art to make and utilize the invention.

Specific operative embodiments or examples of the inven-
tion must be set forth. Examples and description should be of
sufficient scope as to justify the scope of the claims. Markush
claims must be provided with support in the disclosure for each
member of the Markush group. Where the constitution and
formula of a chemical compound is stated only as a probability
or speculation, the disclosure is not sufficient to support claims
identifying the compound by such compesition or formula.

A complete disclosure should include a statement of utility.
This usually presents no problem in mechanical cases. In
chemical cases, varying degrees of specificity are required.

A disclosure involving a new chemical compound or com-
position must teach persons skilled in the art how to make the
compound or composition. Incomplete teachings may not be
completed by reference to subsequently filed applications.

A. GUIDELINES FOR CONSIDERING DISCLOSURES
OF UTILITY IN DRUG CASES

General

These guidelines are set down to provide uniform handling
of applications disclosing drug or pharmaceutical utility. They
are intended to guide patent examiners and patent applicants as
to criteria for utility statements. They deal with fundamental
questions and are subject to revision and amendment if future
case law indicates this to be necessary.

The following two basic principles shall be followed in
considering matters relating to the adequacy of disclosure of
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uiility in drug cases:

(1) The same basic principles of patent law which apply in
the field of chemical arts shall be applicable to drugs, and

(2) The Patent and Trademark Office shall confine its
examination of disclosure of utility to the application of patent
law principles, recognizing that other agencies of the Govern-
ment have been assigned the responsibility of assuring con-
formance to the standards established by statute for the adver-
tisement, use, sale or distribution of drugs. In re Krimmel, * 292
F.2d 948, 130 USPQ 215 (>CCPA< 1961); In re Hartop et al.,
* 311 F.2d 249, 135 USPQ 419 (>CCPA< 1962).

A drug is defined by 21 U.S.C. 321(g)

The term “drug” means (A) articles recognized in the
official United States Pharmacopeia, official Homeopathic
Pharmacopeia of the United States, or official National
Formulary, or any supplement to any of them; and (B)
articles intended for use in the diagnosis, cure, mitigation,
treatment, or prevention of disease in man or other animals;
and (C) articles (other than food) intended to affect the
structure or any function of the body of man or other
animals; and (D) articles intended for use as a component
of any articles specified in clanse (A), (B) or (C); but does
not include devices or their components, parts, Or accesso-
ries.

In addition, compositions adapted to be applied to or used by
human beings, e.g., cosmetics, dentifrices, mouthwashes, etc.,
may be treated in the same manner as drugs subject to the
conditions stated.

Any proof of a stated utility or safety required pursuant to
these guidelines may be incorporated in the application as filed,
or may be subsequentdy submitted by affidavit if and when
required. The Patent and Trademark Office, in reaching its own
independent decisions on questions of utility and how to use
under 35 U.S.C. 101 and 112, may avail itself of assistance and
information from the Secretary of Health and Human Services
as authorized by 21 U.S.C. 372(b), when necessary.

In accordance with the basic principles set forth above, the
following procedures shall be followed in examining patent
applications in the drug field with regard to disclosures relating
to utility.

35US.C 101

Utility must be definite and in currently available form;
(Brenner v. Manson, 383 U.S. 519, 148 USPQ 689 >(U.S.
1966)<) not merely for further investigation or research but

. commercial availability is not necessary. Mere assertions such
as “therapeutic agents,” (Inre Lorenz et al., * 305 F.2d 875, 134
USPQ 312 >(CCPA 1962)<; cf. Ex parte Brockmann et al., 127
USPQ 57 >(Bd App. 1959)<) “for pharmaceutical purposes,”
(In re Diedrich, * 318 F.2d 946, 138 USPQ 128 >(CCPA
1963)<) “biological activity,” (Inre Kirk et al., * 153 USPQ 48

" >(CCPA 1967)<; Ex parte Lanham, 135 USPQ 106 >(Bd App.

1961)<) “intermediate,” (In re Joly et al.,* 153 USPQ 45
>(CCPA 1967)<; In re Kirk et al., * 153 USPQ 48 >(CCPA
_1967)<) and for making further unspecified preparations are
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regarded as insufficient.

If the asserted utility of a compound is believable on its face
to persons skilled in the art in view of the contemporary
knowledge in the art, then the burden is upon the examiner to
give adequate support for rejections for lack of utility under this
section (In re Gazave, * 154 USPQ 92 >(CCPA 1967)<). On the
other hand, incredible statements (In re Citron,* 325 F.2d 248,
139 USPQ 516 >(CCPA 1963)<; In re Oberweger, * 115 F.2d
826,47 USPQ455 >(CCPA 1940)<; Ex parte Moore et al., 128
USPQ 8 >(Bd App. 1960)<) or statements deemed unlikely to
be correct by one skilled in the ast (In re Ruskin,* 354 F.2d 395,
148 USPQ 221 >(CCPA 1966)<; In re Pottier,* 153 USPQ 407
>(CCPA 1967)<; In re Novaket al.,* 306 F.2d 924, 134 USFQ .
335>(CCPA 1962)<. See also, Inre Irons, * 340 F.2d 974, 144
USPQ 351 >(CCPA 1965)<);Ex Parte Busse, 1 USPQ 2d 1908
>(Bd Pat. App. & Int. 1986)<)in view of the contemporary
knowledge in the art will require adeguate proof on the part of
applicants for patents.

Proof of utility under this section may be established by
clinical or in vivo or in vitro data, or combinations of these,
which would be convincing to those skilled in the art (In re
Irons, *340F.2d 924, 144 USPQ 351 >(CCPA'1965)<; Ex parte
Paschall, 88 USPQ 131 >(Bd App. 1950)<; Ex parte Pennell et
al., 99 USPQ 56 >(Bd App. 1952)<; Ex parte Ferguson, 117
USPQ 229 >(Bd App. 1957)<; Exparte Timmis, 123 USPQ 581
>(Bd App. 1959)<); Ex Parte Krepelka, 231 USPQ 746 (**>Bd
Pat. App. & Inter.< 1986), Ex Parte Chwang, 231 USPQ 751"
(**>Bd Pat. App. & Inter.< 1986). More particularly, if the
utility relied on is directed solely to the treatment of humans,
evidence of utility, if required, must generally be clinical
evidence. (Ex parte Timmis, 123 USPQ 581 >(Bd App. 1959)<)
although animal tests may be adequate where the art would
accept these as appropriately correlated with human utility (In
re Hartop et al., * 311 F.2d 249, 135 USPQ 419 >(CCPA
1962)<; Ex parte Murphy, 134 USPQ 134 >(Bd App. 1960)<)
orwhere animal tests are coupled with other evidence, including
clinical evidence and a structural similarity to compounds
marketed commercially for the same indicated uses, (In re
Jolles, 628 F2d 1322, 206 USPQ 885 (CCPA 1980)). If there is
no assertion of human utility, (Blicke v. Treves, *241F.2d 718,
112USPQ472 >(CCPA 1957)<; Inre Krimmel, * 292 F.24 948,
130 USPQ 215 >(CCPA 1961)<; In re Dodson, * 292 F.2d 943,
130 USPQ 224 >(CCPA 1961)<; Inre Hitchings, * 342 F.2d 80,
144 USPQ 637 >(CCPA 1965)<) or if there is an assertion of
animal utility, (/nre Bergeletal.,* 292 F.2d 955, 130 USPQ 206
>(CCPA 1961)<; Ex parte Melvin, 155 USPQ 47 >(Bd App.
1962)<) operativeness for use on standard test animals is ad-
equate for patent purposes.

The Courtin Nelson v. Bowley, 626 F2d 853, 206 USPQ 881
(>CCPA< 1980) stated that knowledge of pharmacological
activity of any compound is obviously beneficial to the public
and concluded that adequate proof of any such utility constitutes
a showing of practical utility.,, Where the disclosed in vitro
utility is supplemented by the similar in vitro and in vivo
phannacological activity of structurally similar compounds, the
in vitro utility is sufficient to comply with the practical utility
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requirement of 35 U.S.C. 101. Cross v. lizuka, 224 USPQ 739
(Fed. Cir. 1985).

Exceptions exist with respect to the general rule relating to
the wreatment of humans. For example, compositions whose
properties are generally predictable from a knowledge of their
components, such as laxatives, antacids and certain topical
preparations, require little or no clinical proof (Ex parte Harri-
son et al.,129 USPQ 172 >(Bd App. 1960)<; Ex parte Lewin,
140 USPQ 70 >(Bd App. 1963)<).

Although absolute safety is not necessary to meet the utility
requirement under this section, a drug which is not sufficiently
safe under the conditions of use for which it is said be be
effective will not satisfy the utility requirement (In re Hartop et
al., * 311 F.2d 249, 135 USPQ 419 >(CCPA 1962)<; In re
Anthony, 162 USPQ 594 (CCPA 1969); In re Watson, 186
USEQ 11 (CCPA 1975)). Proof of safety shall be required only
in those cases where adequate reasons can be advanced by the
examiner for believing that the drug is unsafe, and shall be
accepted if it establishes a reasonable probability of safety.

. 35US.C 112

A mere statement of utility for pharmacological or chemoth-
erapeutic purposes may raise a quéstion of compliance with 35
U.S.C. 112, particularly “. . . as to enable any person skilled in
the art to which it pertains . . . to use the same.” If the statement
of utility contains within it a connotation of bow to use, and/or
the art recognizes that standard modes of administration are
contemplated, 35 U.S.C. 112 is satisfied (In re Johnson, * 282
F.2d 370, 127USPQ216>(CCPA 1960)<; Inre Hitchingsetal.,
* 342 F.2d 80, 144 USPQ 637 >(CCPA 1965)<). If the use
disclosed is of such nature that the art is unaware of successful
trearments with chemically analogous compounds, 3 more com-
plete statement of how t0 use must be supplied than if such
analogy were not present (In re Mourea et al.,* 145 USPQ 452
>(CCPA 1965)<; In re Schmidt et al., * 153 USPQ 640 >(CCPA
1967)<). It is not necessary to specify the dosage or method of
use if it is obvious to one skilled in the art that such information

"Could be obtained without undue experimentation.

With respect to the adequacy of disclosure that 3 claimed
genus possesses an asserted utility representative examples
together with a statement applicable to the genus as a whole will
ordinarily be sufficient if it would be deemed likely by one
skilled in the art, in view of contemporary knowledge in the art,
that the claimed genus would possess the asserted utility (In re
Oppenauer, * 143 F.2d 974, 62 USPQ 297 >(CCPA 1944)<; In
re Cavallito et al., * 282 F.2d 357, 127 USPQ 202 >(CCPA
1960)<; In re Cavallito et al., * 282 F.2d 363, 127 USPQ 206
>(CCPA 1960)<; In re Schmids, * 293 F.2d 274, 130 USPQ 404
>(CCPA 1961)<; In re Cavallito , * 306 F.2d 508, 134 USPQ
370 >(CCPA 1962)<; In re Surrey, * 370 F.2d 349, 151 USPQ
724 >(CCPA 1966)<; In re Lund et al., * 153 USPQ 625
>(CCPA 1967)<; In re Jolles, 628 F.2d 1322, 206 USPQ 235
(CCPA 1980)). Proof of utility will be required for other
members of the claimed genus only in those cases where
adequate reasons can be advanced by the examiner for believing
that the genus as a whole does not possess the asserted utility.
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Conversely, a sufficient number of representative examples, if
disclosed in the prior art will constitute a disclosure of the genus
to which they belong.

In the case of mixtures including a drug as an ingredient, or
mixtures which are drugs, or methods of treating a specific
condition with a drug, whether old or new, a specific example
should ordinarily be set forth, which should include the organ-
ism treated. In appropriate cases, such an example may be
inferred from the disclosure taken as a whole and/or the knowl-
edge in the art (e.g., gargle).

Where the claimed compounds are capable of several differ-
ent utilities and one use is adequately described in accordance
with these guidelines, additional utilities will be investigated for
compliance with *>35 U.S.C.< 101 and 112 only if not believ-
able on their face to those of ordinary skill in the art in view of
the contemporary knowledge of the art. Failure to meet these
standards may result in a requirement to cancel such additional
utilities (Ex parte Lanhan, 121 USPQ 223 >(Bd App. 1958)<;
Ex parte Moore et al., 128 USPQ 8 >(Bd App. 1960)<; In re
Citron, * 325 F.2d 248, 139 USPQ 516 >(CCPA 1963)<; In re
Gottlieb et al., * 328 F.2d 1016, 140 USPQ 665 >(CCPA
1964)<, In re Hozumi, 226 USPQ 353 (Dir. Group 120, 1985)).

B. INCORPORATION BY REFERENCE

*k
>The Commissioner has considerable discretion in deter-

mining what may or may not be incorporated by reference ina =

patent application. General Electric Co. v. Brenner, 407 F.2d
1258, 159 USPQ 335 (D.C. Cir. 1968). The following is the
manner in which the Commissioner has elected to exercise that
discretion. Section 1 provides the guidance for incorporation by
reference in applications which are to issue as U.S. patents.
Section 2 provides guidance for incorporation by reference in
“benefit” applications, i.e., those domestic (35 U.S.C. 120) or
foreign (35 U.S.C. 119) applications relied upon to establish an
carlier effective filing date.

1. Review of applications which are to issue as patents.

An application as filed must be complete in itself in order to
comply with 35 U.S.C. 112, Material nevertheless may be
incorporated by reference. Ex parte Schwarze, 151 USPQ 426
(Bd. App. 1966). An application for a patent when filed may
incorporate “essential material” by referenceto(1)aU.S. patent
or(2)an aliowed U.S. application in which the issue fee has been
paid, subject to the conditions set forth below. “Essential
material” is defined as that which is necessary to (1) describe the
claimed invention, (2) provide an enabling disclosure of the
claimed invention, or (3) describe the best mode (35 U.S.C.
112). In any application which is to issue as a U.S. patent,
“essential material’ may not be incorporated by reference to(1)
patents or applications published by foreign countries or a
regional patent office, (2) non-patent publications, (3) a U.S.
patent or application which itself incorporates “essential mate-
rial” by reference, or (4) aforeign application. SeeInre Fouche,
439 F.2d 1237, 169 USPQ 429 (CCPA 1971).
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Nonessential subject matter may be incorporaied by refer-
ence to (1) patents or applications published by the Unites States
or foreign countries or regional patent offices, (2) prior filed,
commonly owned U.S. applications, or (3) non-patent publica-
tions. Nonessential subject matter is subject matter referred to
for purposes of indicating the background of the invention or
illustrating the state of the art.

In addition to other requirements for an application, the
referencing application should include an identification of the
referenced patent, application, or publication. Particular atten-
tion should be directed to specific portions of the referenced
document where the subject matter being incorporated may be
found.

Complete Disclosure Filed

Ifanapplication is filed with acomplete disclosure, essential
material may be canceled by amendment and may be substituted
by reference toaU.S. patent or pending application in which the
issue fee bas been paid. The amendment must be accompanied
by an affidavit or declaration signed by the applicant, or a
practitioner representing the applicant, stating that the material
canceled from the application is the same material that has been
incorporated by reference.’

Issue Fee Paid

If an application incorporates essential material by reference
toaU.S. patentora pending and commmonly owned allowed U.S.
application for which the issue fee has been paid, applicant will
be required prior to examination to fumish the Office with a
copy of the referenced material together with an affidavit or
declaration executed by the applicant, or a practitioner repre-
senting the applicant, stating that the copy consists of the same
material incorporated by reference in the referencing applica-
tion. However, if a copy of a printed U.S. patent is furnished, no
affidavit or declaration is required.

Issue Fee Not Paid

If an application incorporates essential material by reference
to apending and commonly owned application other than one in
which the issue fee has been paid, applicant will be required
prior to examination to amend the disclosure of the referencing
application to include the material incorporated by reference.
The amendment mus¢ be accompanied by an affidavit or decla-

- ration executed by the applicant, or a practitioner representing

the applicant, stating the amendatory material consists of the
same material incorporated by reference in the referencing
application.

Improper Incorporation

The filing date of any application wherein essential material
is improperly incorporated by reference to a foreign application
or patent or to a publication will not be affected because of the
reference. In such case, the applicant will be required to amend
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the specification to include the material incorporated by refer-

ence. The following form paragraphs may be used.

§6.19 Incorporation by Reference, Foreign Pasent or Application

The incorporation of essential material by reference to a foreign
application or foreign patent or to a publication inserted in the specifi-
cation is improper. Applicant is required to amend the disclosure ©
include the material incorporated by reference. The amendment must
be accompanied by an affidavit or declaration executed by the appli-
cant, or a practitioner representing the applicant, stating that the
amendatory material consists of the same material incorporated by
reference in the referencing application. Ir: re Hawkins, 486 F.2d 569,
179 USPQ 157 (CCPA 1973); In re Hawkins, 486 F.2d 579, 179 USPQ
163 (CCPA 1973); In re Hawkins, 486 F.2d 577, 179 USPQ 167
(CCPA 1973).

§ 6.19.1 Improper Incorporation by Reference
The atempt to incorporate subject matter into this application by
reference to [1] is improper because [2).

Examiner Note:
1. In bracket 1, identify the document such as serial or patent
number or other identification.

2. In bracket 2, give reason why it is improper.

The amendment must be accompanied by an affidavit or
declaration executed by the applicant, or a practitioner repre-
senting the applicant, stating that the amendatory material
consists of the same material incorporated by reference in the
referencing application. In re Hawkins, 486 F.2d 569, 179
USPQ 157 (CCPA 1973); In re Hawkins, 486 F.2d 579, 179
USPQ 163 (CCPA 1973); In re Hawkins, 486 F.2d 577, 179
USPQ 167 (CCPA 1973).

Reliance upon a commonly assigned copending application
by a different inventor may ordinarily be made for the purpose
of completing the disclosure. See Inre Fried, 329 F.2d 323, 141
USPQ 27 (CCPA 1964), and General Electric Co. v. Brenner,
407 F.2d 1258, 159 USPQ 335 (D.C. Cir. 1968).

Since a disclosure must be complete as of the filing date,
subsequent publications or subsequently filed applications can-
not be relied upon to establish a constructive reduction o
practice or an enabling disclosure as of the filing date. In re
Glass, 492 F.2d 1228, 181 USPQ 31 (CCPA 1974); In re
Scarbrough, SO0F.2d 560, 182 USPQ 298 (CCPA 1974); White
Consolidated Industries, Inc. v. Vega Servo-Control, Inc., 713
F.2d 788, 218 USPQ 961 (Fed. Cir. 1983).

2. Review of applications which are relied upon to establish
an earlier effective filing date.

The limitations on the material which may be incorporated
by reference in U.S. patent applications which are to issue as
U.S. patents do not apply to applications relied upon only to
establish an earlier effective filing date under 35 US.C. 119 or
35 US.C. 120. The reason for incorporation by reference
practice with respect to applications which are to issue as U.S.
patents is to provide the public with a patent disclosure which
minimizes the public’s burden ¢o search for and obtain copies of

- documents incorporated by reference which may not be readily
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available, Through the Office’s incorporation by reference
policy, the Office ensures that reasonably complete disclosures
are published as U.S. patents. ’

The same policy concern does not apply where the sole

purpose for which an applicant relies on an earlier U.S. or
foreign application is to establish an earlier filing date. Incotpo-
ration by reference in the earlier application of (1) patents or
applications published by foreign countries or regional patent
offices, (2) non-patent publications, (3) a U.S. patent or appli-
cation which itself incorporates “essential material” by refer-
ence, or (4) a foreign application, is not critical in the case of a
“benefit” application.
" When an applicant, or a patent owner in a reexamination or
interference, claims the benefit of the filing date of an earlier
application which incorporates material by reference, the appli-
cant or patent owner may be required to supply copies of the
maiterial incorporated by reference. For example, an applicant
may claim the benefit of the filing date of a foreign application
which itself incorporates by reference another earlier filed
foreign application. If necessary due to an intervening refer-
ence, applicant should be requised to supply a copy of the earlier
filed foreign application, along with an English language trans-
lation. A review can then be made of the foreign application and
all material incorporated by referefice to determine whether the
foreign application discloses the invention sought to be patented
in the manner required by the first paragraph of 35 U.S.C. 112
so that benefit may be accorded. In re Gosteli, 872 F.2d 1008,
10 USPQ2d 1614 (Fed. Cir. 1989).<

C. DEPOSIT OF MICROORGANISMS
OR OTHER BIOLOGICAL MATERIAL

Some inventions which are the subject of patent applications
depend on the use of microosganisms of other biological mate-
rial which must be described in the specification in accordance
with 35 U.S.C. 112. No problem exists when the microorgan-
isms or other biological material used are known and readily
available to the public. When the invention depends on the use
‘'of a microorganismor other biological material which is not so
known and readily available, applicants must take additional
steps to comply with the requirements of 35 U.S.C. 112.

In re Argoudelis, et al., 168 USPQ 99 (CCPA 1970),
accepied a procedure for meeting the requirements of 35 U.S.C.
112. Accordingly, the Patent and Trademark Office will accept
the following as complying with the requirements of 35 U.S.C.
112-for an adequate disclosure of the microorganism or other
biological material required to carry out the invention:

(1) the applicant no later than the effective filing date of the
application has made a depositof a culture of the micsroorganism
or other biological material in a depository affording perma-
nence of the deposit and ready accessibility thereto by the public
if a patent is granted, under conditions which assure (a) that
access (o the culture will be available during pendency of the
patent application to one determined by the Commissioner to be
entitled thereto under 37 CFR 1.14 and 35 U.S.C. 122, and (b)
that all restrictions on the availability to the public of the culture
so deposited will be irrevocably removed upon the granting of
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the patent;

(2) such depositis referred to in the body of the specification
as filed and is identified by deposit number, name and address
of the depository, and the taxonomic description to the extent
available is included in the specification; and

(3) the applicant or his assigns has provided assurance of
permanent availability of the culture to the public through a
depository meeting the requirements of (1). Such assurance may
be in the form of an averment under oath or by declaration by the
applicant to this effect.

The Patent and Trademark Office will also accept the
deposit of a suitable microorganism or other biological material
made after the effective U.S. filing date of the application so
long as the microorganism or other biological material is iden-
tified in the application as filed and a suitable deposit is made
before the patent is granted, In re Lundak, 227 USPQ 90 (Fed.
Cir. 1985). Unless applicants provide appropriate written assus-
ances that a suitable deposit will be made in circumstances
where it is considered to be necessary by the examiner, the
examiner will make and maintain an appropriate rejection until
adeposit is made, appropriate written assurances are provided,
oritis determined thatno deposit is required. Where appropriate
written assurances are given, but no deposit has been made, the
examiner will make a requirement that a suitable deposit be
made at the time of maifing the Notice of Allowance and Issue
Fee Due, setting a time period for making the deposit. As noted

in Ludack, an appropriate amendment to a pending application

to identify the depository affording permanence to the deposit
and the accession number for the deposit would not constitute
new matier.

The requiremient that applicants or their assigns provide
assurances of permanent availability of the deposit is satisfied
if the depository is contractually obligated to store the deposit
for a reasonable time after expiration of the enforceable life of
the patent. The Office will not insist on any particular period
after expiration of the enforceable life of the patent. The en-
forceable life of the patent for this purpose is considered to be
the original term of seventeen years plus six (6) years to cover
the statute of limitations. Any deposit which is made under the
Budapest Treaty will be for a term acceptable to the Office,
unless the thirty years from the date of deposit will expire before
the end of the enforceable life of the patent. With this one
exception, any deposit made under the Budapest Treaty will
meet all of the requirements for a suitable deposit except that
assurances must also be provided that all restrictions on the
availability to the public of the deposited microorganism or
other biclogical material will be irrevocably removed upon the
granting of the patent.

A copy of the applicant’s contract with the depository may
be required by the examiner to be made of record as evidence of
making the culture available under the conditions stated above.

D. SIMULATED OR PREDICTED TEST RESULTS OR
PROPHETIC EXAMPLES

Simulated or predicted test results and prophetical examples
(paper examples) are permitted in patent applications. Working
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examples' correspond to workacmally ‘performed and may -

describe tests which have actually been conducted and results
that were achieved. Paper examples describe the manner and
process of making an embodiment of the invention which has

not actually been conducted. Paper examples should not be

represented as work actually done. No results should be repre-

sented as actual results unless they have actvally been achieved.

Paper examples should not be described using the past tense.

NOTE. — For problems arising from the designation of
materials by trademarks and trade names, see MPEP
§ 608.01(v).

608.01(q) Substitute or Rewritten
Specification [R-8]

37 CFR 1.125 Substitute specification.

If the number or nature of the amendments shall render it difficult
to consider the case, or to arrange the papers for printing or copying, the
examiner may require the entire specification, including the claims, or
any part thereof, to be rewritten. A substitute specification may not be
accepted unless it has been required by the examiner or unless it is clear
to the examiner that acceptance of a substitute specification would
facilitate processing of the application. Any substitute specification
filed must be accompanied by g statement that the substitute specifica-
tion includes no new matter. Such statement must be a verified
statement if made by a person not registered to practice before the
Office.

The specification is sometimes in such faulty English that a

new specification is necessary; in such instances a new specifi-

cation should be required.
Form Paragraph 6.28 may be used in >where the specifica-
tion is in faulty English<®*,

§6.28 Idiomatic English
A substitute specification in proper idiomatic English and in

" compliance with 37 CFR 1.52 (2 and b) is required. The substitute
- specification filed must be accompanied by a statement that it contains

. 60801Q)

no new matter. Such statement must be a verified statement if made by
a person not registered to practice before the Office.

>Form Paragraph 6.28.1 may be used to require a substitute
specification for reasons other than faulty English.

§6.28.1 Substitute Specification

A s_u.ibstitute specification is required because {1]. The substitute
specification filed must be accompanied by a statement that it contains
no new matter. Such statement must be a verified statement if made by
a person not registered to practice before the Office.

Examiner Note:
1. In bracket 1, insert clear and concise examples of why a new

" specification is required.

2. A new specification is required if the number or nature of the
amendments render it difficuit to consider the case or to arrange the
papers for printing or copying, 37 CFR 1.125.

3. See also form paragraph 13.01 for partial rewritten specifica-
tion.<

Under current practice, substitute specifications may be
voluntarily filed by the applicant if **> desired<. A substitute
specification will normally be accepted by the Office even if it
has not been required by the examiner. Substitute specifications
will be accepted if applicant submits therewith a **marked-up -
copy *>which shows< the portions of the original specification
which are being added and deleted and a statement that the
substitute specification includes no new matter and that the
substitute specification includes the same changes as are indi-
cated in the **>marked-up copy of the< original specification
>showing additions and deletions<. Such statement must be a
verified statement if made by a person not registered to practice

(Continued on page 45)
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' 608.01(u) Use of Formerly Filed -

before the Office. Additions should be indicated by underlining
and deletions should be indicated between brackets. Examiners
may alsorequire a substitute specification where itis considered
to be necessary.

However, any substitute page of the specification, or entire
specification, filed must be accompanied by a *¥>a statement<
indicating that no new matter was included. >The statement
must be verified if made by a person not registered to practice
before the Office.< There is no obligation on the examiner to
make a detailed comparison between the old and the new
specifications for determining whether or not new matter has
been added. If, however, an examiner becomes aware that new
matter is present, objection thereto should be made.

The filing of a substitute specification rather than amending
the original application has the advantage for applicants of
eliminating the need to prepare an amendment of the specifica-
tion. If word processing equipment is used by applicants,
substitute specifications can be easily prepared. The Office
receives the advantage of saving the time needed to enter
amendments in the specification and a reduction in the number
of printing errors.

A substitute specification should normally be entered. See
>MPEP< § 714.20.

New matter in amendment, see >SMPEP< § 608.04.

Application prepared for issue, see SMPEP< § 1302.02.

608.01(r) Derogatory Remarks About
Prior Art Specification

‘ The applicant may refer to the general state of the art and the

advance thereover made by his or her invention, but he or she is
not permitted to make derogatory remarks concerning the
inventions of others. Derogatory remarks are statements dispar-
aging the products or processes of any particular person other
than the applicant, or statements as to the merits or validity of
applications or patents of another person. Mere comparison
with the prior art are not considered to be disparaging per se.

. 608.01(s) Restoration of Canceled Matter

[R-8]

Canceled text in the specification or a canceled claim can be
restored only by presenting the canceled matter as a new
insertion. See 37 CFR 1.124, >MPEP< § 714.24.

608.01(t) Use in Subsequent Application
[R-14]

A reservation for a future application of subject matter
disclosed but not claimed in a pending application will not be
permitted in the pending application, 37 CFR 1.79, MPEP
§ 608.01(e).

. While a specification cannot be transferred to another appli-
cation, drawings may be transferred from a prior application to
alater case by the same inventor if they are no fonger needed in
the prior application, note MPEP *§ 608.02(i) to>§< 608.02(k).
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Incomplete Application [R-14]

Parts of an incomplete application which have beenretained
by the Office may be used as part of a complete application if the
missing parts are later supplied. See MPEP *§ 506 and
>§< 506.01.

608.01(v) Trademarks and Names Used
in Trade [R-8]

The expressions “trademarks” and “names used in trade” as
used below have the following meanings:

Trademark: aword, letter, symbol or device adopted by one
manufacturer or merchant and used to identify and distinguish
his >or her< product from those of others. It is a proprietary
word pointing distinctly to the product of one producer.

Names Used in Trade: a nonproprietary name by which an
article or product is known and called among traders or workers
in the art, although it may not be so known by the public
generally. Names used in trade do not point to the product of one
producer, but they identify a single article or product irrespec-
tive of producer.

Names used in trade are permissible in patentapplications if:

(1) Their meanings are established by an accompanying
definition which is sufficiently precise and definite to be made .
a part of a claim, or

(2) In this country, their meanings are well known and
satisfactorily defined in the literature.

Condition (1) or (2) must be met at the time of filing of the
complete application.

TRADEMARKS

The relationship between a trademark and the product it
identifies is sometimes indefinite, uncertain and arbitrary. The
formula or characteristics of the product may change from time
to time and yet it may continue to be sold urder the same
trademark, In patent specifications, every element or ingredient
of the product should be set forth in positive, exact, intelligible
language, so that there will be no uncertainty as to what is meant.
Arbitrary trademarks which are liable to mean different things
at the pleasure of manufacturers do not constitute such lan-
guage. >Ex Parte Kattwinkle, 12 USPQ 11 (Bd. Apps. 1931) <

However, if the product to which the trademark refers is
otherwise set forth in such language that its identity is clear the
examiners are authorized to permit the use of the trademark if it
is distinguished from comnon descriptive nouns by capitaliza-
tion. If the trademark has a fixed and definite meaning it
constitutes sufficient identification unless some physical or
chemical characteristic of the article or material is involved in
the invention. In that event as also in those cases where the
trademark has no fixed and definite meaning, identification by
scientific or other explanatory language is necessary. In re
Gebauer-Fuelnegg, 50 USPQ 125 (CCPA 1941).<

The matter of sufficiency of disclosure must be decided on an
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individual case by case basis. In re Metcalfe and Lowe, 161
USPQ 789; 869 O.G. 691 (CCPA 1969).

Where the identification of a trademark is introduced by
amendment it must be restricted to the characteristics of the
productknown at the time the application was filed to avoid any
question of new matter.

If proper identification of the product sold under a trade-
mark, or a product referred to only by a name used in trade, is
omitted from the specification and such identification is deemed
necessary under the principles set forth above, the examiner
should hold the disclosure insufficient and reject on the ground
of insufficient disclosure any claims based on the identification
of the product merely by trademark or by the name used in trade.
If the product cannot be otherwise defined, an amendment
defining the process of its manufacture may be permitted. Such
amendments must be supported by satisfactory showings estab-
lishing that the specific nature os process of manufacture of the
product as set forth in the amendment was known at the time of
filing of the application.

Although the use of trademarks having definite meanings is
permissible in patent applications, the proprietary nature of the
marks should be respected. Trademarks should be identified by
capitalizing them and placing them between quotation marks.
Every effort >should be< made to prevent their use in any
manner which might adversely affect their validity as trade-
marks.

Form paragraph 6.20 may be used.

§6.20 Trademarks and Their Use.

The use of the trademark [1] has been noted in this application. It
should be capitalized and placed between parentheses wherever it
appears and be accompanied by the generic terminology.

Although the use of trademarks is permissible in patent applica-
tions, the proprietary nature of the marks should be respected and every
effort made to prevent their use in any manner which might adversely
affect their validity as trademarks.

Examiner Note:

Capitalize the word in the bracket.

The examiner should not permit the use of language such as
“the product X (a descriptive name) commonly known as Y
(trademark)” since such language does not bring out the fact that
the latter is a trademark. Language such as “the product X (a
descriptive name) sold under the trademark Y” is permissible.

The use of a trademark in the title of an application should
be avoided as well as the use of a trademark coupled with the
word “type”; i.e., “Band-Aid type bandage.”

The owner of a rademark may be identified in the specifi-
cation.

Group directors should reply to all trademark misuse com-
plaint letters and forward a copy to the editor of this manual,

See appendix I for a partial listing of trademarks and the
particular goods to which they apply.

Inclusion of Copyright or Mask Work Notice in Patents
Under current intellectual property laws, it is possible to

-
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obtain copyright protection or mask work protection as well as

patent protection for certain designs and technologies. On
occasion, an author/inventor considers it desirable to inciude a
notice of copyright or mask work in a design or utility patent
which discloses material on which copyright or mask work
protection has previously been established.

The inclusion of a copyright or mask work notice in a patent
that discloses material on which copyright or mask work protec-
tion has previously been established would serve to publicize
and thereby protect the various intellectual property rights of the
author/inventor. Furthermore, this publication would tend to
protect the public by militating against an unintentional en-
croachment into these rights. The presence of an unrestricted
copyright or mask work notice in a patent could have an
inhibiting effect on public dissemination of the patent disclo-
sure to the public. This possible effect would be contrary to the
mission of the Patent and Trademark Office to disseminate
knowledge and information by way of patent issuance, publica-
tion, and distribution. To avoid this effect, it is considered
necessary to include an appropriate authorization of the author/
inventor with any copyright or mask work notice appearing in
a patent.

In light of these considerations, the Patent and Trademark
Office will permit the inclusion of a copyright or mask work
notice in a design or utility patent application, and thereby any
patent issuing therefrom, which discloses material on which
copyright or mask work protection has previously been estab‘
lished, under the following conditions:

(1) The copyright or mask work notice must be placed
adjacent to the copyright or mask work material. Therefore, the
notice may appear at any appropriate portion of the patent
application disclosure, including the drawing. However, if
appearing in the drawing, the notice mustbe limited to print size
from 1/8 inch to 1/4 inch and must be placed within the "sight"
of the drawing immediately below the figure representing the
copyright or mask work material. If placed on a drawing in
conformance with these provisions, the notice will not be
objected to as extraneous matter under 37 CFR 1.84.

(2) The content of the notice must be limited to only those
elements required by law. For example,"©1983 John Doe"(17
U.S.C. 401) and "*M* John Doe"(35 U.S.C. 909) would be
properly limited, and under current statutes, legally sufficient
notices of copyright and mask work respectively.

(3) Inclusion of a copyright or mask work notice will be
permitted only if the following authorization is included at the
beginning (preferably as the first paragraph) of the specification
to be printed for the patent;

A portion of the disclosure of this patent document
contains material which is subject to [copyright or mask
work] protection. The {copyright or mask work] owner
hasnoobjection to the facsimile reproduction by any one
of the patent disclosure, as it appears in the Patent and
Trademark Office patent files or records, but otherwise
reserves all [copyright or mask work] rights whatsoever.

(4) Inclusion of a copyright or mask work notice after a
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Notice of Allowance has been mailed will be permitted only if
the criteria of 37 CFR 1.312 have been satisfied.

The inclusion of a copyright or mask work notice in a design
or utility patent application, and thereby any patent issuing
therefrom, under the conditions set forth above will serve to
protect the rights of the author/inventor, as well as the public,
and will serve to promote the mission and goals of the Patentand
Trademark Office. Therefore, the inclusion of a copyright or
mask work notice which complies with these conditions will be
permitted. However, any departure from these conditions may
result in a refusal to permit the desired inclusion. If the authori-
zation required under condition (3) above does not include the
specific language "(t)he [copyright or mask work] owner hasno
objection to the facsimile reproduction by anyone of the patent
documentor the patent disclosure, as it appears in the Patentand
Trademark Office patent files or records,..." the notice will be
objected to as improper by the examiner of the application. If the
examiner maintains the objection upon reconsideration, a peti-
tion may be filed in accordance with 37 CFR 1.181.<

608.02 Drawing [R-14]

35U.8.C. 113 Drawings.

The applicant shall furnish a drawing where necessary for the
understanding of the subject matter to be patented. When the nature of
such subject matter admits of illustration by a drawing and the applicant
has not furnished such a drawing, the Commissioner may require its
submission within a time period of not less than two months from the
sending of a notice thereof. Drawings submitted after the filing date of
the application may not be used (i) to overcome any insufficiency of the
specification due to lack of an enabling disclosure or otherwise inade-
quate disclosure therein, or (ii) to supplement the original disclosure
thereof for the purpose of interpretation of the scope of any claim.

37 CFR 1.81 Drawings required >in patent application<.

(a) The applicant for a patent is required to furnish a drawing of his
>or her< invention where necessary for the understanding of the
subject matter sought to be patented; this drawing >, or a high quality
copy thereof,< must be filed with the application. >Since corrections
are the responsibility of the applicant, the original drawing(s) should be

yetained by the applicant for any necessary future correction.<

(b) Drawings may include illustrations which facilitate an under-
standing of the invention (for example, flow sheets in cases of proc-
esses, and diagrammatic views).

(c) Whenever the nature of the subject matter sought to be patented
admits of illustration by a drawing without its being necessary for the
understanding of the subject matter and the applicant has not furnished
such a drawing, the examiner will require its submission within a time
period of not less than two months from the date of the sending of a
notice thereof.

(d) Drawings submitted after the filing date of the application may
not be used to overcome any insufficiency of the specification due to
lack of an enabling disclosure or otherwise inadequate disclosure
therein, or to supplement the original disclosure thereof for the purpose
of interpretation of the scope of any claim.

{Para. (a) amended, 53 FR 47809, Nov. 28, 1988, effective Jan. I, 1989]

37 CFR 1.84 Standards for drawings.

. () Paperandink. Drawings>or high quality copies thereof which
are submitted to the Office< must be made upon paper which is flexible,
strong, white, smooth, non-shiny and durable. **India ink, or its
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equivalent in quality, is preferred for pen drawings to secure perfectly
black solid lines. The use of white pigment to cover lines is not
normally acceptable. >See paragraph (p) of this section for use of color
drawings in utility patent applications.<

(b) Size of sheet and margins. The size of the sheets on which
drawings are made may be exactly 8 1/2by 14 inches (21.6 by 35.6cm.)
>, exactly 8 1/2 by 13 inches (21.6 by 33.1 cm.), < or exactly 21.0 by
29.7 cm. (DIN size A4). All drawing sheets in a particular application
must be the same size. One of the shorter sides of the sheet is regarded
as its top.

(1)On 8 1/2 by 14 inch drawing sheets, the drawing must include
a top margin of 2 inches (5.1 cm.) and bottom and side margins of 1/4
inch (6.4 mm.) from the edges, thereby leaving a “‘sight” precisely 8 by
113/4 inches (20.3 by 29.8 cm.). Margin border lines are not permitted.
All work must be included within the “sight”. The sheets may be
provided with two 1/4 inch (6.4 mm.) diameter holes having their
centerlines spaced 11/16 inch (17.5 mm.) below the top edge and
2 3/4 inches (7.0 cm.) apart, said holes being equally spaced from the
respective side edges.

(2)>0On 8 1/2 by 13 inch drawing sheets, the drawing mustinclude
atopmargin of 1 inch (2.5cm.) and bottom and side margins of 1/4 inch
(6.4 mm.) from the edges, thereby leaving a "sight" precisely 8 by
113/4inches (20.3 by 29.8 cm.). Margin border lines are not permnitted.
All work must be included within the "sight." The sheets may be
provided with two 1/4 inch (6.4 mm.) diameter holes having their
centerlines spaced 11/16 inch (17.5 mm.) below the top edge and
2 3/4 inches (7.0 cm.) apart, said holes being equally spaced from the
respective side edges.

(3)< On 21.0 by 29.7 cm. drawing sheets, the drawing must
include a top margin-of at least 2.5 cm., a left side margin of 2.5 cm., |
aright side margin of 1.5 cm., and a bottom margin of 1.0 cm. Margin
border lines are not permitted. All work must be contained within a
sight size not to exceed 17 by 26.2 cm.

(c) Character of lines. All drawings must be made with drafting
instruments orby a process which will give them satisfactory reproduc-
tion characteristics. Every line and letter must be durable, black,
sufficiently dense and dark, uniformly thick and well defined; the
weightof all lines and letters must be heavy enough to permit adequate
reproduction. This direction applies to all lines however fine, to
shading, and to lines representing cut surfaces in sectional views. All
lines must be clean, sharp, and solid. Fine or crowded lines should be
avoided. Solid black should not be used for sectional or surface
shading. Freehand work should be avoided wherever it is possible to do
S0.

(d) Hatching and shading. (1) Haiching should be made by oblique
parallel lines spaced sufficiently apart to enable the lines to be distin-
guished without difficulty.

(2) Heavy lines on the shade side of objects should preferably be
used except where they tend to thicken the work and obscure reference
characters. The light should come from the upper left-hand corner at an
angle of 45°. Surface delineations should preferably be shown by
proper shading, which should be open.

(e) Scale. The scale to which a drawing is made ought to be large
enough to show the mechanism without crowding when the drawing is
reduced in size to two-thirds in reproduction, and views of portions of
the mechanism on alarger scale should be used when necessary to show
details clearly; two or more sheets should be used if one does not give
sufficientroom to accomplish this end, but the number of sheets should
not be more than is necessary.

(f) Reference characters. The different views should be consecu-
tively numbered figures. Reference numerals (and letters, but numerals
are preferred) must be plain, legible and carefully formed, and not be
encircled. They should, if possible, measure at least one-eighth of an
inch (3.2mm.) in height so that they may bear reduction to one twenty-
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fourth of an inch (1.1 mm.); and they may be slightly larger when there
is sufficient room. They should not be so placed in the close and
complex parts of the drawing as to interfere with a thorough compre-
hension of the same, and therefore should rarely cross or mingle with
the lines. When necessarily grouped around a certain part, they should
be placed at a little distance, at the closest point where there is available
space, and connected by lines with the parts to which they refer. They
should not be placed upon hatched or shaded surfaces but when
necessary, a blank space may be left in the hatching or shading where
the character occurs so that it shall appear perfectly distinct and
separate from the work. The same part of an invention appearing in
more than one view of the drawing must always be designated by the
same character, and the same character must never be used to designate
different parts. Reference signs not mentioned in the description shatl
not appear in the drawing and vice versa.

(g) Symbols, legends. Graphical drawing symbols and other la-
beled representations may be used for conventional elements when
appropriate, subject to approval by the Office. The elements for which
such symbols and labeled representations are used must be adequately
identified in the specification. While descriptive matter on drawings is
not permitted, suitable legends may be used, or may be required, in
proper cases, as in diagrammatic views and flowsheets or to show
materials or where labeled representations are employed to illustrate
conventional elements. Arrows may be required, in proper cases, to
show direction of movement. The lettering should be as large as, or
larger than, the reference characters.

(h) [Reserved]

(i) Views. The drawing must contain as many figures as may be
necessary to show the invention; the figures should be consecutively
numbered if possible in the order in whichthey appear. The figures may
be *>plan<, elevation, section, or perspective views, and detail views
of portions of elements, on a larger scale if necessary, may also be used.
Exploded views, with the separated parts of the same figure embraced
by a bracket, to show the relationship or order of assembly of various
pasts are permissible. >When an exploded view is shown in a figure
which s on the same sheet as another figure, the exploded view should
be placed in brackets.< When necessary, a view of a large machine or
device in its entirety may be broken and extended over several sheets
if there is no loss in facility of understanding the view. Where figures
on two or more sheets form in effect a single complete figure, the
figures on the several sheets should be so arranged that the complete
figure can be understood by laying the drawing sheets adjacent to one
anethier. >The figures, even though on separate sheets, should be
labeled as separate figures, for example as Fig. 1a, Fig. 1b, etc., so that
it would be apparent that the views actually comprise one figure.< The
arrangement should be such that no part of any of the figures appearing
on the various sheets is concealed and that the complete figure can be
understood even though spaces will occur in the complete figure
because of the margins on the drawing sheets. The plane upon which
a sectional view is taken should be indicated on the general view by a
broken line, the ends of which should be designated by numerals
corresponding to the figure number of the sectional view and have
arrows applied to indicate the direction in which the view is taken. A
moved position may be shown by a broken line superimposed upon &
suitable figure if this can be done without crowding, otherwise a
separate figure must be used for this purpose. Modified forms of
construction can only be shown in separate figures. Views should not
be connected by projection lines nor should centerlines be used. >When
a portion of a figure is enlarged for magnification purposes, the figure
and the enlarged figure must be labeled as a separate figures.<

() Arrangement of views. All views on the same sheet should stand
in the same direction and, if possible, stand so that they can be read with
the sheet heid in an upright position. If views longer than the width of
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the sheet are necessary for the clearest illustration of the invention, the
sheet may be turnied on its side so that the top of the sheet with the
appropriate top margin >to be used as the heading space< is on the
right-hand side. One figure must not be placed upon another or within
the outline of another.

(k) Figure for Official Gazette. The drawing should, as far as
possible, be so planned that one of the views will be suitable for
publication in the Official Gazette as the illustration of the invention.

Q) **>IHdentification of drawings.< Identifying indicia (such as
the »application number, group art unit, title of the invention,< attor-
ney's docket number, inventor's name, number of sheets, etc.) not to
exceed 2 3/4 inches (7.0 cm.) in width may be placed in a centered
location between the side edges within three-fourths inch (19.1 mm.)
of the top edge. >Either this marking technique on the front of the
drawing or the placement, although not preferred, of this information
and the title of the invention on the back of the drawings is acceptable.<
Authorized security markings may be placed on the drawings provided
they *>are<outside the illustrations and are removed when the material
is declassified. Other extraneous matter will not be permitted upon the
face of a drawing.

(m) Transmission of drawings. Drawings transmitted to the Office
should be sent flat, protected by asheet of heavy binder’s board, or may
be rolled for transmission in a suitable mailing tube; but must never be
folded. Ifreceived creased ormutilated, new drawings will be required.

>(n) Numbering of drawing sheets. The drawing sheets may be
numbered in consecutive arabic numbers at the top of the sheets, in the
middle, but not in the margin. Such numbering will be deleted for
printing purposes since page numbers are added at the time of printing
the patent by the Office.

(o) Copyright or Mask Work Notice. A copyright or mask work™
notice may appear in the drawing but must be placed within the "sight"
of the drawing immediately below the figure representing the copyright
or mask work material and be limited to letters having a print size of 1/
8 to 1/4 inches (3.2 to 6.4 mm.) high. The content of the notice must be
limited to only those elements required by law. For example, "©1983
Jobhn Doe"(17 U.8.C. 401) and "*M* John Doe" (17 U.S.C. 909) would
be properly limited and, under current statutes, legally sufficient
notices of copyright and mask work, respectively. Inclusion of a
copyright or mask work notice will be permitted only if the authoriza-
tion language set forth in § 1.71(e) is included at the beginning
(preferably as the first paragraph) of the specification.

(p) Limited use of color drawings in utility patent applications.
Paragraph (a) of this section requires that drawings in utility patent
applications must be in black on white paper. However, on rare
occasion, color drawings may be necessary as the only practical
medium by which to disclose the subject matter sought to be patented
in a utility patent application. The Patent and Trademark Office will
accept color drawings in utility patent applications only after granting
of a petition by the applicant under § 1.183 of this part which requests
wajver of the requirements of paragraph (a) of this section. Any such
petition should be directed to the Office of the Deputy Assistant
Commissioner for Patents and must include the following:

(1) The appropriate fee set forth in § 1.17(h).
(2) Five (5) sets of color drawings on DIN size A4 (21.0 by 29.7
cm.) sheets.

(3) A proposed amendment to insert in the specification the
following language as the first paragraph in the portion of the specifi-
cation relating to the brief description of the drawing:

“The file of this patent contains at least one drawing executed in
color. Copies of this patent with color drawing(s) will be provided by
the Patent and Trademark Office upon request and payment of the
necessary fee."<

(See § 1.152 for design drawings, § 1.165 for plant drawings, and
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§ 1.174 for reissue drawings.)
[Paras. (a), (), (i), (§), & Q) amended, paras. (n), (0), & (p) added, 53 FR
47809, Nov. 28, 1988, effective Jan. 1, 1989]

Drawings on paper are acceptable although bristol board
is preferred. *¥>Corrections< thereto **must be made in the
form of replacement sheets since **>the Office does not release
drawings for correction. See 37 CFR 1.85<.

Good quality copies made on office copiers are acceptable
if the lines are uniformly thick, black, and solid.

Drawings are currently accepted in *>three< different for-
mats. It is however required that all drawings in a particular
application be the same size for ease of handling and reproduc-
tion.

Design patent drawings, 37 CFR 1.152, MPEP § 1503.02.

Plant patent drawings, 37 CFR 1.165, MPEP § 1606.

Reissue application drawings, MPEP §§ 608.02(k) and
1413,

- Correction of drawings, MPEP § 608.02(p). Prints, prepara-
tion and distribution, MPEP §§ 508 and 608.02(m). Prints,
return of drawings, MPEP § 608.02(y).

For pencil notations of classification and name or initials of
assistantexaminer to be placed on drawings see MPEP § 717.03.

The filing of a divisional or continuation case under the
provisions of 37 CFR 1.60 (unexecuted case), does not obviate
the need for formal drawings. See MPEP § 608.02(b).

DEFINITIONS

A number of different terms are used when referring to
drawings in patent applications. The following definitions are
used in this Manual.

Original drawings: The drawing submitted with the applica-
tion when filed. It may be either a fortnal or an informal drawing.

Substitute drawing: A drawing filed later than the filing date
of an application. Usually submitted to replace an original
informal drawing.

Formal drawing: A drawing in a form that complies with 37
CFR 1.84. Formal drawings are stamped “approved” by the

.~Draftsman. ¥*

Informal drawing: A drawing which does not comply with
the form requirements of 37 CFR 1.84. Drawings may be
informal because they are not on the proper size sheets, the
quality of the lines is poor, or for other reasons such as the size
of reference elements. Such objections are made by the Drafts-
man on form PTO-948,

Drawing pring: This terin is used for the white paper print
prepared by the Micrographics Branch of the Office Services
Divisions of all original drawings. The drawing prints contain
the notation “Print of Drawing as originally filed” near the top.
Drawing prints should be placed on the top on the right hand flap
of the application file wrapper.

Interference print: This term is used to designate the copy
prepared of the original drawings** filed in file cabinets sepa-
rate from the file wrappers and are used to make interference
searches.

“ The following Form Paragraphs should be used when noti-
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g 6.38 Acknowledgment of Proposed Drawing Correction
The proposed drawing correction and/or the proposed substitute
sheets of drawings, filed on [1] have been [2].

Examiner Note:

1. In bracket 2, insert either approved or disapproved.

2.If approved, either form paragraph 6.39 and 6.40 or 6.41 or 6.44
must follow.

3. If disapproved, an explanation must be provided.

§6.39 PTO No Longer Makes Drawing Changes

The Patent and Trademark Office no longer makes drawing
changes. 1017 OG 4. It is applicant's responsibility to ensure that the
drawings are corrected. Corrections must be made in accordance with
the instructions below.

Examiner Note:

This paragraph is to be used whenever the applicant has filed a
request for the Office to make drawing changes. Form paragraph 6.40
must follow.

7 6.40 Information on How To Effect Drawing Changes
Information on How To Effect Drawing Changes

1. Correction of Informalities (Draftsman’'s objections on PTO-
948). In order to correct any informalities in the drawings, applicant
MUST **file new drawings with the changes incorporated herein. The .
art unit number, serial number and number of drawing sheets should be
written on the reverse side of the drawings. Applicant may delay filing
of the new drawings until receipt of the “Notice of Allowability”
(PTOL-37). If delayed, the new drawings MUST be filed within the
THREE MONTH shortened statutory period set for response in the
“Notice of Allowability” (PTOL-37). Extensions of time may be
obtained under the provisions of 37 CFR 1.136(a). The drawings
should be filed as a separate paper with a transmittal letter addressed to
the Official Draftsman.

#ok

2. Corrections other than Informalities Noted by the Drafts-
mait on the PTO-948.

All changes to the drawings, other than informalities noted by the
draftsman, MUST be made in the same manner as above except that,
normally, a red ink sketch of the changes to be incorporated into the
new drawings MUST be approved by the examiner before the applica-
tion will be allowed. No changes will be permitted to be made, other
than correction of informalities, unless the examiner has approved the
proposed changes.

3. Timing of Corrections

Applicant is encouraged to correct drawings upon an indication of
allowable subject matter. However, applicant is required to submit
acceptable corrected drawings within the three month shortened
statutory period set in the “Notice of Allowability” PTOL-37). Within
that three inonth period, two weeks should be allowed for review by the
Office of the correction. If a correction is determined to be unaccept-
able by the Office, applicant must arrange to have an acceptable
correction re-submitted within the original three month period to avoid
the necessity of obtaining an extension of time and of paying the
extension fee. Therefore, applicant should file corrected drawings as
soon as possible.
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§6.41 Reminder That PTO No Langer Makes Dramng Changes

Applicant is reminded that the Patent and Trademark Office no longer
makes drawing changes and that it is applicant’s responsibility to
ensure that the drawings are corrected in accordance with the instruc-
tions set forth in paper no. {1], mailed on [2].

Examiner Note:

This paragraphisto beused when the apphcanthas been previously

provided with information on how to effect drawing changes (i.e.,
either by way of form paragraph 6.40 or a P’I‘O 1474 has been
previously sent). ;

§6.42 Reminder That Applicant Must Make Drawing Changes

Applicant is reminded that in order to avoid an abandonment of this
application, the drawings must be corrected in eccordance with the
instructions set forth in paper no. (1] mailed on [2].

Examiner Note:
This paragraph is to be used when allowing the application and

when applicant has previously been provided with information onhow

to effect drawing changes (i.e., by way of form paragraph 6.40 or a -

PTO- 1474 has been previously sent).

§6.43 Drawings Contain Informalities, Application Allowed

The drawings filed on [ 1] are acceptable subjectto correction of the
informalities indicated on the attached Notice re Drawings, PT0O-948.
In order to avoid abandonment of this application, correction is
required.

Ezaminer Note:
Use this paragraph when allowing the case, particulasly at time of
first action issue. Form paragraph 6.40 or 6.41 must follow.

§6.44 Drawing Informalities Previously Indicated

In order to avoid abandonment, the drawing informalities noted in
paper no. {1}, mailed on [2], must now be corrected. Correction can
only be effected in the manner set forth in the above noted paper.

Exzminer Note:

Use this paragraph when allowing the case and applicant has
previously been informed of informalities in the the drawings.

Rev..i4, Nov. 1992

" The fellowmg changes to the ckawmgs have bmn appmwd by the
Examiner and agreed upon by applicant: [1]. In order to avoid abandon-
ment of the application, applicant must make the above agreed upon
drawing changes.

Examiner Note
1. In bracket l Insert the agreed upon drawmg changes
2. Form paragraphs 6. 39 and 6. 40 must fo]]ow

DRAW[NG SYMBOLS

 37CFR1 84(g) indicates that graphlc drawmg symbols and
‘ other labeled representations may be used for conventional

elemients where appropriate, subject to approval by the Office.
Also, suitable legends may be used, or may be requnred in
proper cases.

The publications listed below have been reviewed by the
Office and the symbols thercin are considered to be generally
accepiable in patent drawings. Although the Office will not

“approve” all of the listed symbols as a group because their use

and clarity must be decided on a case-by-case basis, these
publications may be used as guides when selecting graphic
symbols. Overly specific symbols should be avoided. Symbols
with unclear meanings should be labeled for clarification.

These publications are available from the American Na-
tional Standards Institute Inc., 1430 Broadway, New York, New
York 10018. -

The publications reviewed are the followmg: - -

Y32.2-1970 Graphic Symbols for Electrical & Electronics
Diagrams

Y32.10-1967 Graphic Symbols for Fluid Power Diagrams

Y32.11-1961 Graphic Symbols for Process Flow Diagrams
in the Petroleum & Chemical Industries

Y32.14-1962 Graphic Symbols for Logic Diagrams

732.2.3-1949 (R1953) Graphic Symbols for Pipe Fittings,
Valves and Piping

732.2.4-1949 (R1953) Graphic Symbols for Heating, Ven-
tilating & Air Conditioning

Z32.2.6-1950 Graphic Symbols for Heat-Power Apparatus
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'Ihe followmg symbols should be used to mdlcate various materials where the matenal isan unpormnt fwture of the mvenuon
The use of conventional features is very helpful in makmg prior art searches.
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APPLICATIONS FILED WITHOUT DRAWINGS

Applications filed without drawings are initially inspected
to determine whether or not a drawing is referred to in the
specification, and if, under the statute, a drawing is necessary
before the application can be given a filing date. Doubtful cases
are referred to the supervisory primary examiner for decision as
to the need for such a drawing. If, after an application without
a drawing has been received in the examining group, it is clear
that a drawing is required, the application should be returned to
the Application Branch along with a memorandum indicating
thata drawing is required. It has long been the practice to accept
a process case (that is, a case having only process or method
claims) which is filed without a drawing. The same practice has
been followed in composition cases. Other situations where
drawings are usually not considered essential for a filing date
are:

L. Coated articles or products. Where the invention resides
solely in coating or impregnating a conventional sheet, e.g.,
paperorcloth, or an article of kniown and conventional character
with a particular composition, the application containing claims
to tife coated or impregnated sheet or article, unless significant
details of structure or arrangement are involved in the article
claims. ~

11. Articles made froma particular material or composition.
Where the invention consists in making an article of a particular
material or composition, unless significant details of structure
or arrangement are involved in the article claims.

III. Laminated Structures. Where the claimed invention
involves only laminations of sheets (and coatings) of specified
material unless significant details of structure or arrangement
(other than the mere order of the layers) are involved in the
article claims.

IV. Articles, apparatus or systems where sole distinguishing
Jeature is presence of a particular material. Where the inven-
tion resides solely in the use of a particular material in an
otherwise old article, apparatus or system recited broadly in the
claims; for example,

_.a. Hydraulic system distinguished solely by the use therein
of a particular hydraulic fluid;

b. Packaged sutures wherein the structure and arrangement
of the package are conventional and the only distinguishing
feature is the use of a particular fluid.

APPLICATIONS FILED WITHOUT ALL FIGURES OF
DRAWINGS

Applications filed without all figures of drawing described
in the specification are not given a filing date since they are
“prima facie” incomplete. The filing date is the date on which
the omitted figures are filed, See MPEP § 601.01 If the oath or
declaration for the application was filed prior to the submission
of all figures of the drawing the submission of any omitted
figures must be accompanied by a supplemental oath or decla-
ration stating that the omitted figures accurately illustrate and
are apart of applicant’s invention. If the oath or declaration for
the application was not filed prior to the submission of the
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omitted figures, the oath or declaration, when filed mustinclude
a specific reference to the figures originally omitted. If any
applicant believes that omitted figures of an application are not
necessary for an understanding of the subject matter sought to
be patented, applicant may petition to have the application
accepted without the omitted figures. Any such petition mustbe
accompanied by the petition fee (37 CFR 1.17(h)) and an
amendment cancelling from the specification all references to
the omitted figures and any claims which depend upon the
omitted figures for disclosure and support. Also, if the oath or
declaration for the application was filed prior to the date of the
amendment and petition, the amendment must be accompanied
by a supplemental declaration by the applicant stating that the
invention is adequately disclosed in, and a desire to rely on, the
application as thus amended for purposes of an original disclo-
sure and filing date. If the oath or declaration for the application
was not filed prior to the date of the petition and amendment, the
oath or declaration, when filed, must include a specific refer-
ence to the amendment cancelling from the specification all
references to the omitted figures and any claims which depend
upon the omitted figures for disclosure and support. The petition
requesting that the application be accepted without the omitted
drawing figures should be directed to the Office of the Assistant
Commissioner for Patents and request relief under 37 CFR
1.182.

ILLUSTRATION SUBSEQUENTLY REQUIRED  _

The acceptance of an application without a drawing does not
preclude the examiner from requiring an illustration in the form
of a drawing under 37 CFR 1.81(c) or 37 CFR 1.83(c). In
requiring such a drawing, the examiner should clearly indicate
that the requirement is made under 37 CFR 1.81(c) or 37 CFR
1.83(c) and be careful not to state that he or she is doing so
“because it is necessary for the understanding of the invention,”
as that might give rise to an erroneous impression as to the
completeness of the application as filed. Examiners making
such requirements are to specifically require, as a part of the
applicant’s next response, at least an ink sketch or penmanent
print of any drawing proposed in response to the requirement,
even though no allowable subject matter is yet indicated. This
will afford the examiner an early opportunity to determine the
sufficiency of the illustration and the absence of new matter. See
37 CFR 1.118 and 37 CFR 1.81(d). The description should of
course be amended to contain reference to the new illustration.
This may obviate further correspondence where an amendment
places the case in condition for allowance, except for the formal
requirement relating to the drawing. In the event of a final
determination that there is nothing patentable in the case, a
formal drawing will not be required.

PHOTOGRAPHS

Photographs are not normally considered to be proper draw-
ings. Photographs are acceptable for a filing date and are
generally considered to be informal drawings, Photographs are
only acceptable where they come within the special categories

600 - 52




__PARTS, FORM AND CONTENT OF APPLICATION

set forth in the paragraph immediately below. Photolithographs
of photographs are never acceptable. See In re Taggart et al.,
1957C.D.6,7250.G. 397 and In re Myers, 1959 C.D. *>2<, 738
0.G.9%47.

SPECIAL CATEGORIES

The Patent and Trademark Office is willing to accept black
and white photographs or photomicrographs (not pho-
tolithographs or other reproductions of photographs made by
using screens) printed on sensitized paper in licu of India ink
drawings, to illustrate inventions which are incapable of being
accurately or adequately depicted by India ink drawings re-
stricted to the following categories: crystalline structures, met-
allurgical microstructures, textile fabrics, grain structures and
ornamental effects. The photographs or photomicrographs must
show the invention more clearly than they can be done by India
ink drawings and otherwise comply with the rules concerning

“such drawings.

Such photographs to be acceptable must be made on photo-

graphic paper having the following characteristics which are

- generally recognized in the photographic trade: paper with a

surface described as smooth; tint, white, or be photographs
mounied on proper size bristolboard.

See MPEP § 1503.02 for discussion of photographs used in
design patent applications.

COLOR DRAWINGS

>37 CFR 1.84 Standards for drawings.

bRt 211
(p) Limited use of color drawings in wtility patent applications.
Paragraph (a) of this section requires that drawings in utility patent
applications must be in black on white paper. However, on rare
occasion, color drawings may be necessary as the only practical
medium by which to disclose the subject matter sought to be patented
in a utility patent application. The Patent and Trademark Office will
accept color drawings in utility patent applications only after granting
of a petition by the applicant under § 1.183 of this part which requests
waiver of the requirements of paragraph (a) of this section. Any such

-=-"petition should be directed to the Office of the Deputy Assistant

Commissioner for Patents and must include the following:

(1) The appropriate fee set forth in § 1.17(h).

(2) Five (5) sets of color drawings on DIN size A4 (21.0by 25.7
cm.) sheets.

(3) A proposed amendment to insest in the specification the
following language as the first paragraph in the portion of the specifi-
cation relating to the brief description of the drawing:

. "The file of this patent contains at least one drawing executed in
color, Copies of this patent with color drawing(s) will be provided by
the Patent and Trademask Office upon request and payment of the
necegsary fee."<

Drawings and photographs in colors other than black do not
tome within the purview of 37 CFR 1.84>(a)<. >Limited use of
color drawings in utility patent applications is provided forin 37
CFR 1.84(p).< Unless the drawing requirements of 37 CFR
1.84>(a)< are waived, the Draftsman will not approve color
drawings in a utility or design patent application. The examiner
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must object to the color drawings as being improper and require
applicant either to cancel the drawings or to provide substitute
black and white drawings.

Neither the examiner nor the Draftsman have the authority
to waive or suspend drawing requirements to permit color
drawings in utility and design applications. >Under 37 CFR
1.84(p)< the applicant must file a petition under 37 CFR 1.183
with fee requesting acceptance of the color drawings and a
waiver of the requirements of 37 CFR 1.84>(a)<. The petition
and the application file must be sent to the *>Office of the<
Assistant Commissioner for Patents for decision, **

Where color drawings have been transferred from a prior
application to a newly submitted application, applicant must
renew the petition under 37 CFR 1.183 even though a similar
petition was filed in the prior application. Until the renewed
petition is granted, the examiner must object to the color
drawings as being improper.

Under 37 CFR 1.84>(p)<,** the Patent and Trademark
Office will entertain a petition under 37 CFR 1.183 to waive the
requirements of 37 CFR 1.84 to the extent that color drawings
on DIN size A4 sheets (21.0 by 29.7 cm.) will be accepted for
the purposes and under the conditions set forth below.

The petition must be accompanied by five (5) sets of color
drawings on DIN A4 sheets (21.0 by 28.7 cm.) for examination,
copying and archival purposes.

In light of the substantial administrative and economic
burden associated with printing a utility patent with color
drawings, the patent copies which are printed at issuance of the
patent will depict the drawings in black and white only. How-
ever, a set of color drawings will be attached to the Letters
Patent. Moreover, copies of the patent with color drawings
attached thereto will be provided by the Patent and Trademark
Office upon special request and payment of the fee necessary to
recover the actual costs associated therewith,

Accordingly, the petition must also be accompanied by a
proposed amendment to insert the following language as the
first paragraph in the portion of the specification containing a
brief description of the drawings:

The file of this patent contains at least one drawing
executed in color. Copies of this patent with color drawing(s)
will be provided by the Patent and Trademark Office upon
request and payment of the necessary fee.

Itis anticipated that such apetition will be granted only when
the Patent and Trademark Office has determined that a color
drawing is the only practical medium by which to disclose in a
printed utility patent the subject matter to be patented.

It is emphasized that a decision to grant the petition should
>not< be regarded as an indication that color drawings are
necessary to comply with a statutory requirement. In this latter
respect, clearly it is desirable to file any desired color drawings
as part of the original application papers in order to avoid issues
concerning statutory defects (e.g., lack of enablement under 35
U.8.C. 1120r new matter under 35 U.S.C. 132). The filing of the
petition, however may be defersed until acceptable drawings are
required by the examiner.

Rev. 14, Nov. 1692



608.02
The petition should be directed to the attention of the Office
of the *Assistant Commissioner for Patents.

NOTIFYING APPLICANT

If the original drawings are informal, but may be admitted
for examination purposes the draftsman indicates on 2-part
form, PT0-948, what the informalities are and **>that< new
>corrected< drawings are required. In either case the informal
drawings are accepted as satisfying the requirements of 37 CFR
1.51.

The examiners are directed to advise the applicants by way
of form PT(O-948 (see MPEP § 707.07(a)) in the first Office
action of the conditions which the draftsman considers torender
the drawing informal**,

Drawing corrections should be made when the application is
in issue unless the examiner requires correction at an earlier
date. .

If the examiner discovers a defect in the content of the
drawing, the applicant should be notified by using a Form
Paragraph where appropriate.

§6.21 New Drawings, Competent Drafisman

New formal drawings are required in this application because {1].
Applicant is advised to employ the services of a competent patent
draftsman outside the Office, as the Patent and Trademark Office no
longer prepares new drawings.

§6.22 Drawings Objected to
The drawings are objected to because {1]. Correction is required.

Examiner Note:
Follow with paragraph 6.27, if appropriate.

§6.23 Subject Matter Admits of llustration

The subject matter of this application admits of illustration by a
drawing to facilitate understanding of the invention. Applicant is
required to furnish a drawing under 37 CFR 1.81.

Examiner Note:
. When requiring drawings before examination, use POL-90 form
and set a two-month time period.

§6.26 Informal Drawings Do Not Permit Examination

The informal drawings are not of sufficient quality to permit
examination. Accordingly, new drawings are required in response to
this Office action.

Examiner Note:
Use PTOL-90 form and set a 2-month time period.

§6.27 Correction Held in Abeyance

Applicant is required to submit a proposed drawing correction in
response to this Office action. However, execution of the noted defect
will be deferred until the application is allowed by the examiner.

DRAWING REQUIREMENTS

The first sentence of 35 U.S.C. 113 requires a drawing to
be sitbmitted upon filing where such drawing is necessary for
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_the understanding of the invention. In this situation the lack of -

a drawing renders the application incomplete and as such, the
application cannot be given a filing date until the drawing is
received. The second sentence of 35 U.S.C. 113 deals with the
situation wherein a drawing is not necessary for the undesstand-
ing of the invention but the case admits of illustration and no
drawing was submitted on filing. The lack of the drawing in this
situation does not render the application incomplete but rather
is treated much in the same manner as an informality. The
examiner should require such drawings in almost all such
instances. Such drawings could be required during the process-
ing of the application but do not have to be furnished at the time
the application is filed. The applicant is allowed at least two
months from the date of the letter requiring drawings-to submit
them.

Handling of Drawing Requirements Under the First Sentence
of35US.C. 113

The Application Branch examiner will make the initial
decision in all new applications as t0 whether a drawing is
“necessary” under the first sentence of 35 US.C. 113. A
drawing will be considered “necessary” under the first sentence
of 35 U.S.C. 113 in all cases where the drawing is referred to in
the specification and one or more figures have been omitted.

The determination under 35 U.S.C. 113 (first sentence) as to
when a drawing is necessary will be handled in the Application.
Branch according to thefollowing procedure. The Application
Branch formality examiners will make the initial determination
whether or not drawings are required for the understanding of
the subject matter of the invention. Mechanical and elecirical
cases which lack a drawing, but in which one appears to be
needed for an understanding of the invention, will be referred 10
the Classification and Routing Unit of the Application Branch
for advice. If the Classification and Routing Unit cannot reach
aprompt and decisive response, the application will be refesred
to the supervisory primary examiner for a determination. When
drawings are required, the application is treated as incomplete
and the applicant is so informed by the Application Branch. The
filing date will not be granted and applicant will be notified to
complete the application (37 CFR 1.53). However, the practice
with respect to chemical cases is that, unless a drawing or
drawing figure is specifically referred to in the specification of
the application, the application will initially be considered by
the Application Branch formality examiner as being complete
and will be given a filing date. Only in those chemical cases
wherein there is a reference in the specification to a drawing and
no drawing was present on filing will a chemical application
initially be held incomplete and denied afiling date. Ifa drawing
is later furnished, a filing date may be granted as of the date of
receipt of such drawing,

If an examiner feels that a filing date should not have been
granted in an application because it does not contain drawings,
the matter should be brought to the attention of the supervisory
primary examiner (SPE) for review. If the SPE decides that
drawings are required to understand the subject matter of the
invention, the SPE should return the application to the Applica-
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tion Branch with a typed, signed and dated memorandum
requesting cancellation of the filing date and identifying the
subject matter required to be illustrated.

608.02(a) New Drawing — When Required
[R-14]

Utility and design patent applications should be taken up for
the first Office action without a request for formal drawings
unless the informal drawings are so unclear that they do not
facilitate an understanding of the invention as to permit exami-
nation of the application. If at the time of the initial assignment
of an application to an examiner’s docket>,< or if at the time the
application is taken up for action>,< the sapervisory primary
examiner believes the informal drawings to be of such a condi-
tion as 1o not permit reasonable exarination of the application,
applicant should be required to immediately submit formal

- drawings™*, However, if the informal drawings do not permit

examination and the supervisory primary examiner believes the
drawings are of such a character as to render the application
defective under 35 U.S.C. 112, examination should begin im-
mediately with a requirement for formal drawings and a rejec-
tionof the claims as notbeing in compliance with 35U.S.C. 112,
first paragraph being made.

Formal drawings should be required when the application is
allowed.

*%>Forms<PTOL-326 and 37 now provide items for requir-
ing formal drawings.

Form Paragraph 6.45 may also be used to inform applicant
that formal drawings are required.

§6.45 Application Allowed, Formal Drawings Needed

Formal drawings are now required and must be filed within the
three month shortened statutory period set for response in the “Notice
of Aliowability” (PTOL-37). Extensions of time may be obtained
under the provisions of 37 CFR 1.136(a). Failure to timely submit the
drawings will result in ABANDONMENT of the application. The
drawings should be submitted as a separate paper with a transmittal
letter which is addressed to the Official Draftsman. The art unit

- .-number, serial number and number of drawing sheets should be written

on the reverse side of the drawings.

Handling of Drawing Requirements Under the Second
Sentence of 35 U.S.C. 113

35U.8.C. 113 deals with the situation wherein the drawing
is not necessary for the understanding of the invention, but the
sibject matter admits of illustration by a drawing and the
applicant has not furnished a drawing. The lack of the drawing
in this situation does not render the application incomplete but
rather is treated as an informality. A filing date will be accorded
with the original presentation of the papers, despite the absence
of drawings. In these situations, a drawing or further illustration
will normally be required by the examiner. This should be done
prior to examination in a separate letter. The examiner should
require additional drawings where appropriate as early as pos-
sible, since the possession of the additional drawings would
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facilitate the examination process. A letter requiring drawmgs
may contain wording similar to the following: -

“The examiner has decided that the subject matter of this
application admits of illustration by a drawing and that a
drawing would facilitate the understanding of the subject
matter disclosed. (Continue with a specific mention of those
items of which drawings are desired.) Applicant is required to
furnish a drawing under 37 CFR 1.81” (Incorporate in Office
action or send a separate letter setting a two-month period for
response.)

The applicant >should<* be given at least two months from
the date of >a<* requirement to submit drawings >made in a
separate letter<. If the requirement for drawings is included in
an Office action, the time for supplying the additional drawings
will be the same as the time for response to the Office action.

RECEIPT OF DRAWING AFTER THE FILING DATE

**If new matter is noticed by the examiner in a substitute or
additional drawing the drawing should not be entered. It should
be objected to as containing new matter. A new drawing without
such new matter may be required if the examiner feels a drawing
is needed under 37 CFR 1.81 or 1.83. The examiner’s decision
would be reviewable by petition to the Commissioner under 37
CFR 1.181. The decision on sucha petition would be handled by
the group director. .-

UNTIMELY FILED DRAWINGS

Ifadrawing is not timely received in response to aletter from
the examiner which requires a drawing, the application becomes
abandoned for failure to respond.

For the handling of additional, duplicate, or substitute draw-
ing, see >SMPEP< § 608.02(h).

608.02(b) Informal Drawings [R-14]

37 CFR 1.85. **>Corrections to drawings.

(a)< The requirements of § 1.84 relating to drawings will be strictly
enforced. A drawing not executed in conformity thereto, if suitable for
reproduction, may be admitted >for examination< but in such case
*%>a new drawing must be furnished.

(b) The Patent and Trademark Office will not release drawings in
applications having a filing date after January 1, 1989, or any drawings
from any applications after January 1, 1991, for purposes of correction.
If corrections are necessary, new corrected drawings must be submitted
within the time set by the Office.

(c) When corrected drawings are required to be submitted at the
time of allowance, the applicant is required to submit acceptable
drawings within three months from the mailing of the "Notice of
Allowability.” Within that three-month period, two weeks should be
allowed forreview of the drawings by the Drafting Branch. If the Office
finds that correction is necessary, the applicant must submit a new
corrected drawing to the Office within the original three-month period
to avoid the necessity of obtaining an extension of time and paying the
extension fee. Therefore, the applicant should file corrected drawings
as soon as possible following the receipt of the Notice of Allowability.
The provisions with respect to obtaining an extension of time relates
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only to the late filing of corrected drawings. The time limit for payment
ofthe issue fee is a fixed three-month period which cannot be extended
as set forth in 35 U.S.C. 151.<

[Amended, 53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989]

In instances where the drawing is such that the prosecution
can be carried on without the corrections, applicant is informed
of the reasons why the drawing is objected to on Form PTQ-948
>0r in an examiner's action<, and that the drawing is admitted
for examination purposes only (see MPEP § 707.07(a)). To be
fully responsive, an amendment must include a request for
drawing corrections when the application is allowed or an
appeal is filed. See 37 CFR 1.111(b).

INFORMAL DRAWINGS

To expedite filing, applicants sometimes submit applica-
tions wijth informal drawings. Such applications are accepted by
Appilication Branch for filing only, provided the informal draw-
ings are readable and reproducible. Applicant is notified on
#*sForm PT(0-948< or by Form Paragraph 6.24 that formal
drawings, in compliance with 37 CFR 1.84 will be required
when the application is allowed. **

§6.24 Informal Drawings

This application has been filed with informal drawings which are
accepiable for examination purposes only. Formal drawings will be
required when the application is allowed.

HANDLING OF NEW DRAWINGS

In those situations where an application is filed with infor-
mal drawings, applicants are requested 0 wait until they receive
their “Notice of **>Draftsman's Patent Drawing Review<”
form, PTO-#>948< or the first Office action utilizing form
PTOL-#5326< or PTOL-37 from the group art unit before
submitting the formal drawings. The letter of transmittal accom-
panying the formal drawings should identify the group art unit
indicated on form PTO-#>948< or form PTOL-326. If the
infermal notification appears on form PTOL-37, the date of the
mailing of the Notice of Allowance and Issue Fee as well as the
Issue Batch Number must be given. Also, each sheetof drawing
should include the serial number and group art unit in the upper
right margin. In the past, some drawings have been misdirected
because the group art unit indicated on the filing receipt was
used rather than that indicated on the informal notice forms.

The draftsman is the judge of drawings, as to the execution
of the same, and the arrangement of the views thereon, while the
examiner is the judge as to the sufficiency of the showing. The
drawings received with an application are inspected by the
draftsman, If the drawing is satisfactory, he >or she< stamps on
each sheet “ Approved by Draftsman” >and checks the approved
box on Form PTQ-948<. See also MPEP § 608.02.

- RECEIPT OF SUBSTITUTE DRAWINGS

If’ substitute drawings are timely filed, the clerk should
immediately send the new substitute drawings with the file
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" wrapper to the Draftsman for approval as to form.

If the application is allowed on the first action, the examiner
should require formal drawings using form PTOL-37.

COMPARISON OF SUBSTITUTE DRAWINGS

In utility applications, the examination will normally be
conducted using any informal drawings presented, the soffi-
ciency of disclosure, as concems the subject matter claimed,
will be made by the examiner utilizing the informal drawings.
ACCORDINGLY, IT IS APPLICANT’S RESPONSIBILITY
TO SEE THATNO NEW MATTER IS ADDED when submit-
ting substitute drawings, since they will not normally be re-
viewed by an examiner. Of course, if the examiner nofices new
matter in the substitute drawings, appropriate action o have the
new matter deleted should be undertaken.

The Patent and Trademark Office no longer requires a
**comparison fee payment with the submission of formal
sheets of drawings.

608.02(c) Drawing Print Kept in File
Wrapper [R-8]

The drawing prints must always be kept on top of the papers
on the right side of the file wrapper so as to be visible upon

opening the wrapper and to permit them to be easily detached. _

Applications may be sent to issue or to the * Files *>Reposi-
tory< without the original drawing, if any, if the drawing cannot
be located. For >an< application sent to issue with missing
drawings see >SMPEP< § 608.02(z). For >abandoned< applica-
tions sent to **>the Files Repository<, a notation should be
made on the “Contents” portion of the file wrapper that the
drawings were missing.

Upon initial processing, the original drawings are placed in
the center portion of the application file wrapper underneath the
application papers by the **>Micrographics Branch<. The
formal drawings should be retained in this position.

608.02(d) Complete INlustration in
Drawings [R-8]

37 CFR 1.83. Content of drawing.

(a) The drawing must show every feature of the invention specified
in the claims. However, conventional features disclosed in the descrip-
tion and claims, where their detailed illustration is not essential for a
proper understanding of the invention, should be illusirated in the
drawing in the form of a graphical drawing symbol or a labeled
representation (e.g. a labeled rectangular box).

(b) When the invention consists of an improvement on an old
machine the drawing must when possible exhibit, in one or more views,
the improved portion itself, disconnected from the old structure, and
also in another view, so much only of the old structure as will suffice
to show the connection of the invention therewith.

(c) Where the drawings do not comply with the requirements of
paragraphs (a) and (b) of this section, the examiner shall require such
additional illustration within a time period of not less thantwo months
from the date of the sending of a notice thereof. Such corrections are
subject to the requirements of § 1.81(d).
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Any structural detail that is of sufficient importance to be
described should be shown in the drawing. (Ex parte Good, 1911
CD.43;164 0.G. 739)

Form Paragraph 6.36 should be used to require illustration.

§6.36 Drawings Do Not Show Claimed Subject Matter

The drawings are objected to under 37 CFR 1.83(a). The drawings
must show every feature of the invention specified in the claims.
Therefore, the [1] must be shown or the feature should be cancelled
from the claim. No new matter should be entered.

Examiner Note:
In bracket 1, insert the features that should be shown.

See also >MPEP< § 608.02(a).

608.02(e) Examiner Determines
Completeness of Drawings

The examiner should see to it that the figures are correctly
described in the brief description of the specification and that the
reference characters are properly applied, no single reference
character being used for two different parts or for a given part
and amodification of such part, but there should be no superfiu-
ous illustrations.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken lines on figures
which show in solid lines another form of the invention. Ex parte
Badger, 1901 C.D. 195; 97 O.G. 1596.

All modifications described must be illustrated, or the text
canceled. (Ex parte Peck, 1901 C.D. 136; 96 O.G. 2409.) This
requirement does not apply to a mere reference to minor
variations nor to well-known and cofniventional parts.

» -608.02(g) Illustration of Prior Art [R-8]

Figures showing the prior art are usually unnecessary and

-=-" should be canceled. Ex parte Elliott, 1904 C.D. 103; 109 0O.G.

1337. However, where needed to understand applicant’s inven-
tion, they may be retained if designated by a legend such as
“Prior Art.”

> If the prior art figure is not labeled, the following para-
graph may be used.

Figure [1] should be designated by a legend such as “Prior Art” in

‘order to clarify what is applicant’s invention. (see MPEP §

608.02(g)).<

608.02(h) Additional, Duplicate or
Substitute Drawings [R-8]

When an amendment is filed stating that at the same time

~substitute or additional sheets of drawings are filed and such

drawings have not been transmitted to the examining group, the

“docket clerk in the examining group should call the Application
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>Branch<* before entesing the amendment to asceﬂam 1f the G

drawmg was not received. In the next communication of the
examiner the applicant is notified if the drawings have been
received and whether or not the substitute or addmonal draw-
ings have been entered in the application.

Additional and substitute drawings, together with the file
wrapper, are routed through the Drafting >Branch<* where any
defects in execution will be noted, If there are none, they wili be
stamped, “APPROVED BY DRAFTSMAN”. When such
drawings are considered by the examiner, it should be kept in
mind that the “APPROVED” stamp applies only to the size and
quality of paper, lines rough and blurred and other details of
execution. ** The additional or substitute drawing sheets
should be entered by the application clerk after approval by both
the draftsian and the examiner.

The examiner should not overlook such factors as new
matter, the necessity for the additional sheets and consistency
with other sheets. Clerks will routinely “enter” all additional
and substitute sheets on the file wrapper. Additional and substi-
tute sheets of drawings are also indicated on the face of the file
wrapper under the heading “Parts of application separately
filed”. If the examiner decides that the sheets should not be
entered, applicant is soinformed, giving the reasons. The entries
made by the clerk will be marked “(N.E.)".

Form Paragraph 6.37 should be vsed to acknowledge cor-
rected or substituted drawings.

9 6.37 Acknowledgment of Corrected or Substituted Dratt";'ng.\' o
The corrected or substitute drawings have been received on [1].
These drawings are [2].

Examiner Note:
1.In bracket 2, insert either — acceptable — or — not acceptable.
2. If not acceptable, an explanation must be provided.
3.If notacceptable because of informalities noted on the PTO-948,
use form paragraph 6.43.

If an additional sheet of drawing is considered unnecessary
and the original drawing requires alterations which are taken
care of in the proffered additional sheet, the latter may be used
in lieu of the usual sketch required in making the correction of
the original drawing.

If an old, large size 10 inch by 15 inch drawing is to be
transferred to an application filed after January 1, 1972, the
drawing together with the file wrapper, should be forwarded to
the Draftsman, He will cut down the size of the drawing and
forward the case for preparation of prints. Only the Draftsman
may cut.the oversize drawings to size,

For return of drawing, see >SMPEP< § 608.02(y).

608.02(i) Transfer of Drawings From
Prior Applications [R-8]

37 CFR 1.88. Use of old drawings.

If the drawings of a new application are to be identical with the
drawings of a previous application of the applicant on file in the Office,
or with part of such drawings, the old drawings or any sheets thereof
may be used if the prior application is, or is about to be, abandoned, or
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if the sheets to be ukéd are canceled in the prior apphcatmn. The new

application must be accompanied by a letter requesting the transfer of
the drawings, which should be completely identified. ‘

Transfer of all drawings from a first pending application to
another will be made only **>if the prior application is aban-
doned or is about to be abandoned. If the prior application has
not already been abandoned and if a request to transfer all the
drawings is not accompanied by a written declaration of aban-
donment of the pending application under 37 CFR 1.138, the
request to transfer all the drawings will be treated as arequest to
abandon the pending application. A< written declaration of
abandonment >may be worded by applicant so as o become
effective only afier the transfer of the drawings has taken place
in order to insure copendency<.

NEWLY SUBMITTED APPLICATION

**When a new application is filed with a request to transfer
drawings under *>37 CFR< 1.88, the application papers should
include drawing prints to enable the Application >Branch<* to
process the case before transfer of the formal drawings is
effected. **

>The transfer of drawings t0 newly submitted applications
that have not been forwarded to the examining group will be
effected by the Application >Branch<* if no drawing prints are
filed and the application is otherwise entitled to receive a filing
date. The transfer of the drawings between applications under
37 CFR 1.88 is processed in the examining groups if informal
prints are filed with the application papers.<

The above practice applies to transfer of drawings from any
application except where the issue fee has been paid in which
case anexpress abandonment (>37 CFR<* 1.138) must be filed
together with a **>petition to withdraw from issue under 37
CFR<* 1.313. >See MPEP § 1308.<

REQUEST FOR CHANGES TO THE DRAWINGS
MADE IN PARENT APPLICATION

‘Fransferred drawings will include all changes that have
been physically made to the drawings at the time of transfer.
Requests for changes that have not been previously made must
be again requested. Accordingly, applicants should include a
new detailed request to make necessary corrections when trans-
ferring drawings along with the transfer request.

When an application is sent to issue, any canceled sheet of
drawing then in the case is placed on the bottom of the papers on
the right hand flap of the file wrapper. Such canceled sheet is
available for applicant’s use in another application directed to
its subject matter. It follows that, except as provided in >37
CFR<* 1.174, drawings printed in a patent may not be trans-
ferred to a subsequent case.

Kev. 14, Nov. 1992
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608. 02(3) Transfer of Canceled Sheets of
Drawings to Divisional Apphcatlon
[R-8]

In the case of a divisional application >filed under 35 U.S.C.
111 AND 37 CFR 1.53<, if the drawing and descriptive maiter
pertaining thereto have been canceled from the parent case, the
canceled sheet or sheets of drawing may be withdrawn and used
as the original drawing of the divisional case. The sheets
involved should be taken to the Drafting *>Branch« for erasure
of the “CANCEL per” stamp. '

608.02(k) Transfer of Drawings to Reissue
[R-8]

In areissue application, the prints of the original or patented
drawing may be used for examination purposes, and the formal
transfer of the original drawing to the reissue application made
when the reissue application is ready for issue, provided no
change whatever, even so much as the priming of a reference
character, or correction of an obvious error, is made in the
drawing. If there is to be any change whatsoever in the drawing,
anew drawing for the reissue must be filed.

If there ismore than one sheet of original drawing, arequired
change on any sheet will preclude the use of the original
drawings which must be kept in the condition existing at the
time of issue of the original patent. See SMPEP< § 1413,

Transfer of the drawing is made as set forth in >SMPEP< §
608.02(i), notation thereof being entered on the file wrapper of
the original application,

The letter of transmittal in a reissue application should
request transfer of the drawings, if such transfer is desired.

608.02(m) Drawing Prints [R-14)

Preparation and distribution of drawing prints is discussed
in MPEP § 508.

Prints are made of the drawings of an acceptable application.
These prints are marked “Prints of drawing as originally filed”
and are entered in the application, given a paper number and
kepton top of the papers on the right side of the file wrapper, see
MPEP § 717.01(b).

All prints and inked sketches subsequently filed tobe part of
the record are endorsed with the date of their receipt in the Office
and given their appropriate paper number,

The print being thus an official paper in the record should not
be marked or in any way altered: The original drawing, of
course, should not be marked up by the examiner. Where, as in
an electrical wiring case, it is desirable, to identify the various
circuits by different colors, or in any more or less complex case,
it is advantageous to apply legends, arrows or other indicia,
*>an< additional print for such use should be made or ordered
by the examiner and placed unofficially in the file.

Prints remain in the file at all times except as provided in
MPEP § 608.02(c).
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- permanent mk showing: pmposed changes, to become pmt of the
"~ yecord, must be filed for approval by the examiner **>and should be’

INTERFERENCE PRINTS

A print **1s prepared of each drawmg in all applxcauons |

having a filing date. This interference print **is in addition to
the drawing print on white paper.

Primary examiners shounld place the classification and the
name of the examiner on the interference print.

The interference prints are located above the white paper
prints on the right hand portion of the file wrapper, when
initially received in the examining group.

After the application has been classified and assigned to an
examiner, the interference prints should be removed and placed
in the drawing cabinets.

If an application has several sheets of drawings, the interfer-
ence prints should be stapled together at their bottom edges
before being filed. If the number of sheets of prints is too large
tobe stapled, a fastener should be placed through the holes at the
top.

* The time when the interference prints are removed from the
drawing cabinets is determined by the group director.

The *drawings >filed by applicant< remain in the file

wrapper.

608.02(n) Duplicate Prints in Patentability
Report Cases

In patentability report cases having drawings, the examiner
to whormn the case is assigned should normally obtain a duplicate
setof the interference prints of the drawing for filing in the group
to which the case is referred.

When a case that has had patentability report prosecution is
passed for issue or becomes abandoned, notification of this fact
is given by the group having jurisdiction of the case to each
group that submnitted a patentability report. The examiner of
each such reposting group notes the date of allowance or
abandonment on his or her duplicate set of prints. At such time
as these prints become of no value to the reporting group, they
may be destroyed.

--"608.02(o) Dates Entered on Drawing [R-8]

The Incoming Mail Section (mail room) stamp and the
“Corrected” stamp applied by the Drafling >Branch<* are
impressed on the back of the drawings, If the drawings are filed
in the Examining Group, the group receipt date stamp should be
applied to the back of the drawing near the top.

Approval of the Drafting >Branch<* isindicated by alegend
associated with the “O.G.Fig.CL...Sub....” stampon the front
of each sheet.

608.02(p) Correction of Drawings [R-8]

37 CFR 1.123 Amendments to the drawing.

No change in the drawing may be made except by permission of the
Office. Permissible changes in the construction shown in any drawing
may be made only by bonded draftsmen, at applicant's expense, or by

the submigsion of substitute drawings by applicant. A sketch in

-
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a separate paper<.

NOTE. — Correction is deferrable, see >MPEP< §
608.02(b), correction at allowance and issue, see >MPEP< §
608.02(w) and >MPEP §< 1302.05.

A canceled figure may be reinstated. An amendment should
be made to the specification adding the brief description if a
canceled figure is reinstated.

608.02(q) Conditions Precedent to
Amendment of Drawing [R-14]

No alterations will be permitted unless required by an
examiner’s letter in each case, or proposed in writing by appli-
cant or his or her attormey or agent. In either case the alterations
or corrections as indicated in the sketches filed with the request
of the applicant or his or her attorney or agent must be given
written approval by the examiner before the drawing is cor-
rected.

Correction of Informalities (Draftsman’s objections on
PT0-948)

Form paragraph 6.40 (reproduced in MPEP § 608.02) and
form PTO-1474 ,
changes’>, the back page of the PTO-948< and the back page
of PTOL-37 the “Notice of Allowability" provide detailed
inforination on how to effect drawing changes.

In order to correct any informalities in the drawings, appli-
cants MUST comply with *(a) **below, Failure to do so will
result in ABANDONMENT of the application,

(a) File new drawings with the changes incorporated therein,
Applicant may delay filing of the new drawings until the
application is allowed by the examiner, If delayed, the new
drawings MUST be filed within the period set for response in the
"NOTICE OF ALLOWABILITY” (PTOL-37). The drawings
should be filed as a separate paper with a ransmittal letter
addressed to the Official Draftsman and which indicates the
following in the upper right hand cormer:

Date of the Notice of Allowability
Issue Batch Number
Serial Number
gk
Corrections Other Than Informalities Noted by the Drafis-
. man on the PTO-948

All changes to the drawings, other than informalities noted
by the Draftsman, MUST be made in the same manner as above
except that, **normally, a sketch of the changes to be incorpo-
rated into the new drawings MUST be approved by the examiner
before the application will be allowed. **No changes will be
permitted to be made, other than correction of informalities,
unless the examiner has approved the proposéd changes.

Rev. 14, Nov. 1992
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608.02(r) Separate Letter to Draftsman [R-8]

Any proposal by the applicant for amendment of the draw-
ing to cure defects must be embodied in a separate letter.
Otherwise the case, unless in other respects ready for issue,
cannot be corrected, and applicant must be so advised in the next
action by the examiner. ‘

NOTE. — Changes which may require sketches, >MPEP<
§ 608.02(v).

608.02(t) Cancelation of Figures

-Cancelation of one or more figures which do not accupy
entire sheets of the drawings is done by the clerk in the
examining group who encloses a figure and its legend with ared
ink line. No portion of the figure itself should be crossed by the
red line. The words “CANCEL per” and the date of the amend-
ment directing the cancelation or the date that substitute sheets
are filed should be written in red ink within the red line.
Cancelation of an entire sheet of drawings is done by stamping
the words “CANCEL per” in the top right corner of the drawing.
Canceled drawing sheets should be placed at the bottom of the
papers on the right fold of the file wrapper.

When the cancelation of some of the figures from one sheet
of drawings has left the remaining figures with an inartistic
arrangement, the draftsmen should be consulted as to whether
the remaining figures should be transferred to other sheets
already in the case or shown in additional drawings. Cancelation
of a figure may necessitate renumbering of the remaining
figures.

ke

608.02(v) Drawing Changes Which
Require Sketches

When changes are to be made in the drawing itself, other
than mere changes in reference characters, designations of
figures, or inking over lines pale and rough, a print or pen-and-
ink™sketch showing such changes in red ink must be filed.

Ordinarily, broken lines may be changed to full without a

sketch.

Sketches filed by an applicant and used for correction of the
drawing will not be returned. All such sketches must be in ink
of permanent prints,

608.02(w) Drawing Changes Which May Be
Made Without Applicant’s Sketch [R-14]

Where an application is ready for issue except for a slight
defect in the drawing not involving change in structure, the
examiner will prepare a letter indicating the change to be made
and note in pencil on the drawing the addition or alteration to be
made -

The correction must be made **at applicant’s expense.

As a guide to the examiner the following corrections are
illustrative of those that may be made by penciling in the change
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“on the drawing, wnhout a sketch:

1. Adding two or three reference characters or exponents

2. Changing one or two numerals or figure ordinals. Garrett
v. Cox, 110 USPQ 52, 54 (CCPA 1956)

3. Removing superfluous matter.

4. Adding or reversing directional arrows,

5. Changing Roman Numerals to Arabic Numerals to agree
with specification.

6. Adding section lines or brackets, where easily executed

7. Changing lead lines.

8. Correcting misspelled legends.

608.02(x) Disposition of Orders for
Amendment of Drawing [R-14]

Where the correction of the drawing is approved by the
examiner>,< the application and drawing.are forwarded to the
Ofifice of Publications along with the Notice of Allowance.

CORRECTION NOT APPROVED

Where the correction is not approved, for example, because
the proposed changes afe erroneous, or involve new matter or
(although otherwise proper) do not include all necessary correc-
tions, the case and request for correction of drawing are not

approved. The examiner’s reasons for notapproving the correc- _

tions to the drawing should be set forth in the next Office action.

608.02(y) Return of Drawing [R-8]

If there is a formal drawing in the case, non-entered draw-
ings (except those originally filed) that have been finally denied
admission will be returned to the applicant only at applicant’s
request.

A request for return of non-entered drawings must be filed
within a reasonable time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.

When a drawing is to be returned, the file, the examiner’s
letter stating that the drawing is being returned, and the drawing
are taken to the Drafting >Branch<* where the letter will be
stamped and the drawing returned. The letter is mailed by the
examining group.

Before drawings are returned, prints are made and put in the
application file.

608.02(z) Allowable Applications Needing
Drawing Corrections or Formal
Drawings [R-14]

Allowable applications can be turned in for counting and
forwarding to the Office of Publications without the drawings
having been corrected. When sending allowed applications to
the Office of Publications which require drawing corrections,
use yellow tag form PTO-1364**, The approved formal draw-
ings requiring correction should be placed as the top papers in
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the center fold of the file wrapper. The drawing correction
instructions should be stapled to the inside left flap of the file
wrapper over the area having the search information. Care
should be taken to make certain that the corrections have been
approved by the examiner. Such approval should be made by the
examiner prior to counting the allowance of the application.

The yellow tag procedure normally should be used only
where drawing corrections are involved. The yellow tag proce-
dure *>must< be used where the draftsman has objected to the
drawing because of an informality such as improper shading or
pale lines and has indicated that this can be corrected.

The yellow tag procedure should not normally be used in
other sitvations where *>corrected< drawings >have been filed
but< have not been approved by the draftsman unless the ™
examiner is quite sure that the draftsman will approve the new
drawings or in the situation where the application was examined
utilizing an informal drawing and the request for formal draw-

_ ings was not made until the Notice of Allowability was mailed.

The yellow tag procedure should not be used in design applica-
tions where the drawings have not been approved by the
draftsman because of shading problems which can arise. If the
substitute drawings are not approved by the draftsman, the
application should be promptly taken up for action by the
examiner.

To: DRAFTING BRANCH via OFFICE OF PUBLICATIONS
Retumn to: OFFICE OF PUBLICATIONS
Room 2-6C30

Serial no.

O.G. Fig.

Class Subclass

PTO-1364 U.S. DEPT. of COMM. Pat. & TM Office

APPLICATIONS HAVING LOST DRAWINGS

A yellow tag is to be attached to the file wrapper and a

" “Drawing Missing” memo is to be stapled to the frontof the file

wrapper. The Notice of Allowability is verified, and printed
using PALM IIf and the Notice is mailed to the applicant.

The application is then forwarded to Licensing and Review
or the Allowed Files and Assembly Branch of the Office of
Publications, as appropriate, using the PALM III transaction
code after the application has been revised for issue.

UTILITY PATENT APPLICATIONS RECEIVING
FORMAL DRAWINGS AFTER THE NOTICE OF
ALLOWABILITY

Where substitute drawings are received in utility patent

“applications examined with informal drawings and the Notice

of Allowability was mailed prior to the receipt of the substitute
drawings, the clerk should enter the substitute drawings into the
application and forward the application to the AllowedFiles and
Assembly Branch of the Office of Publications via Licensing
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and Review, if appropriate, using the yellow tag procedure.

- Submission to the examiner is not necessary unless an amend-

ment accompanies the drawings which changes the specifica-
tiom, such as where the description of figures is added or
canceled.

BORROWING FILES FROM DRAFTING BRANCH

Allowed files requiring drawing corrections are sent {0 the
draftsman from the Office of Publications. At times examiners
have a need to borrow these applications. When borfowing
applications, examining corps personnel must submit a request
to the Office of Publications.

37 CFR 1.312 AMENDMENTS

In handling 37 CFR 1.312 amendments, the examining
corps should process drawings canceled in the normal manner.
If there are corrections to the drawing, approval, if appropriate,
is indicated by the examiner on form PTOL-271 in conjunction
with form paragraph 6.48, the paragraph sets the appropriate
period for effecting the approved drawing change.

§ 6.48 Drawing Changes in 312 Amendment

Applicant is hereby given one month from the date of this letter or
until the expiration of the period set in the Notice of Allowance (PTOL-
85) or Notice of Allowability (PTOL-37), whichever is longef;, within

which the corrections to the drawings must be execited by a bonded ~

commercial draftsman and the corrected drawings (or the substitute or
additional sheet(s) of drawing(s) returned to the Office.

Examiner Note:
Use with 312 amendment notice where there is a drawing correc-
tion proposed or requested.

Formal drawings may be required in an allowed application
by using form paragraph 6.25 in an Office action.

§6.25 Formal Drawings Required, Application Allowed
The application having been allowed, formal drawings are re-
quired in response to this Office action.

608.03 Models, Exhibits, Specimens

35 U.S.C. 114. Models, specimens.

The Commissioner may require the applicant to furnish a model of
convenient size to exhibit advantageously the several parts of his
invention.

When the invention relates to a composition of matter, the Com-
missioner may require the applicant 1o furnish specimens or ingredi-
ents for the purpose of inspection or experiment.

37 CFR 1.91. Models not generally required as part of application or
patent,

Models were once required in all cases admitting a model, as a part
of the application, and these models became a part of the record of the
patent. Such models are no longer generally required (the description
of the invention in the specification, and the drawings, must be
sufficiently full and complete, and capable of being understood, to
disclose the invention without the aid of a model), and will not be
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admitted unless specifically called for.

37 CFR 1.92. Model or exhibit may be required.

A model, working model, or other physical exhibit, may be
required if deemed necessary for any purpose on examination of the
application.

With the exception of cases involving perpetual motion, a
model is not ordinarily required by the Office to demonstrate the
operativeness of a device. If operativeness of a device is ques-
tioned, the applicant must establish it to the satisfaction of the
exarniner, but he >or she< may choose his >or her< own way of
so doing.

"A physical exhibit, not to be part of the case, is generally not
refused except when bulky or dangerous.

37 CFR 1.93. Specimens.

When the invention relates to a composition of matter, the appli-
cantmay berequired to furnish specimens of the composition, or of its
ingredients or intermediates, for the purpose of inspection or experi-
ment.

608.03(a) Handling of Models, Exhibits
and Specimens [R-8]

All models and exhibits received in the Patent and Trade-
mark Office should be taken to the examining group assigned
the related application for examination. The receipt of ali
models and exhibits must be properly recorded on the “Con-
tents” portion of the application file wrapper.

A label indicating the application serial number, filing date,
andattorney’ s name and address should be attached to the model
or exhibit so that is is clearly identified and easily returned after
prosecution of the application is closed, if return is requested.

If the model orexhibit is too large tobe kept in the examining
group during prosecution of the application, it should not be
accepied.

37 CFR 1.94. Return of models, exhibits or specimens.

_Models, exhibits, or specimens in applications which kave become
abandoned, and also in other applications on conclusion of the prose-
cution, may be returned to the applicant upon demand and at his
expense, unless it be deemed necessary that they be preserved in the
Office. Such physical exhibits in contested cases may be returned to the
parties at their expense. If not claimed within a reasonable time, they
may be disposed of at the discretion of the Commissioner.

When a model is to be returned a letter should be written to
applicantby the examining group stating that it is being returned
under separate cover and the model should be forwarded with a
copy of the letter and an address label o the Outgoing >-
Incoming< Mail Branch for wrapping and retum,

NOTE. — Disposition of exhibits which are part of the
record, >MPEP< § 715.07(d).

Models, exhibits and specimens may be presented to the
Officefor purposes of interview and taken away by the attorney
at the end of the interview. See >SMPEP< § 713.08.

NOTE. — Plant specimens, >MPEP< § 1607, 37 CFR
1.166.
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37 CFR 1.95. Copies of exhibits.

. Copies of models or other physical exhibits will not ordmanly be -

furnished by the Office, and any model or exhibit in an application or
patent shall not be taken from the Office except in the custody of an
employee of the Office specially authorized by the Commissioner.

608.04 New Matter [R-8]

37 CFR 1.118. Amendment of disclosure.

(a) No amendment shall introduce new matter into the disclosure
of an application after filing date of the application (§ 1.53(b)). All
amendments to the specification, including the claims, and the draw-
ings filed after the filing date of the application must conforrn to atleast
one of them as it was at the time of the filing of the application. Matter
not found in either, involving a departure from or an addition to the
original disclosure, cannot be added to the application after its filing
date even though supported by an oath or declaration in accordance
with § 1.63 or § 1.67 filed after the filing date of the application.

(b) If itis determined that an amendment filed after the filing date
of the application introduces new matter, claims containing new matter
will be rejected and deletion of the new matter in the specification and
drawings will be required evenif the amendment is accompanied by an
oath or declaration in accordance with § 1.63 or § 1.67.

In establishing a disclosure applicant may rely not only on
the specification and drawing as filed but also on the original
claims if their content justifies it. Note >SMPEP< § 608.01(1).

While amendments to the specification and claims involv-
ing new matter are ordinarily entered, such matter is required to
be canceled from the descriptive portion of the specification;
and the claims affected are rejected >under 35 U.S.C. 112, first
paragraph<.

>When new matter is introduced into the specification, the
amendment should be objected to under 35 U.S.C. 132 (35
U.S.C. 251 if a reissue application) and a requirement made to
cancel the new maiter - clearly identified by the examiner. If the
new matter has been entered into the claims or affects the scope
of the claims, the claims affected should be rejected under 35
U.S.C. 112, first paragraph, because the new matter is not
described in the application as originally filed.<

A “new matter” amendment of the drawing is ordinarily not
entered. Neither is an additional or substitute sheet containing
“new matter” even though stamped APPROVED by the Drafis-
man and provisionally entered by the clerk. See >SMPEP< §
608.02(h).

The examiner’s holding of new matter may be petitionable
or appealable, >SMPEP< § 608.04(c).

NOTE. — New matter in reissue application, >SMPEP< §
1411.02. New matter in substitute specification, >SMPEP< §
714.20.

608.04(a) Matter Not in Original Specification,
Claims or Drawings

Matter not in the original specification, claims or drawings
is usually new matter. Depending on circumstances such as the
adequacy of the original disclosure, the addition of inherent
characteristics such as chemical or physical properties, a new
structural formula or a new use may be new matter, See Ex parte
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Vander Wal etal,, 1956 C.D. 11; 705 O.G. 5 (physical proper-

ties), Ex parte Fox, 1960 C.D. 28; 761 O.G. 906 (new formula)
and Exparte Ayerset al., 108 USPQ 444 (new use). Forrejection
of claim involving new matter see >MPEP< § 706.03(0).
NOTE. — Completeness of disclosure, >MPEP< §
608.01(p); Trademarks and trade names, >MPEP< § 608.01(v).

608.04(b) New Matter by Preliminary
Amendment [R-14]

An amendment is sometimes filed along with the filing of
the application. Such amendment does not enjoy the status as
part of the original disclosure in an application filed under 37
CFR 1.53 unless it is referred to in the oath or declaration filed
therewith>.< Once an oath or declaration is submitted in an
application filed under 37 CFR 1.53 identifying the papers
which the inventor(s) has "reviewed and understands” as re-
quired by 37 CFR 1.63, the original disclosure of the application
is defined and cannot be altered merely by filing of a subsequent
oath or declaration referring to different papers. **>lf< the

-application is filed without an executed oath or declaration

pursuant to 37 CFR 1.53(b), the griginal oath or declaration
submitted later than the filing date must refer to the preliminary
amendment filed along with the application in order **>to
comply with 37 CFR 1.63<.

" An amendment which adds additional disclosure filed with
a request for a continuation-in-part application under 37 CFR
1.62 isautomatically considered a part of the original disclosure
of the application by virtue of the rule. Therefore, the oath or
declaration filed in such an application must identify the amend-
mentadding additional disclosure as one of the papers which the
inventor(s) has “reviewed and understands” in order to comply
with 37 CFR 1.63. If the original oath or declaration submitted
in a continuation-in-part application filed under 37 CFR 1.62
does not contain a reference to the amendment filed with the
request for an application under 37 CFR 1.62, the examiner must
require a supplemental oath or declaration referring to the

. _-amendment.

608.04(c) Review of Examiner’s Holding
of New Matter .

Where the new matter is confined to amendments to the
specification, review of the examiner’s requirement for cancel-
fation is by way of petition. But where the alleged new matter is
introduced into or affects the claims, thus necessitating their
rejection on this ground, the question becomies an appealable
one, and should not be considered on petition even though that
new matter has been introduced into the specification also. 37
CFR 1.181 and 1.191 afford the explanation of this scemingly

- inconsistent practice as affecting new matter in the specifica-

tion.

. “
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608.05 Deposit of Computer Program
Listings [R-8]

37 CFR 1.96. Submission of computer program listings.
Descriptions of the operation and general content of computer
program listings should appear in the description portion of the speci-
fication. A computer program listing for the purpose of these rules is
defined as a print-out that lists in appropriate sequence the instructions,
routines, and other contents of a program for a computer. The program
listing may be either in machine or machine-independent (object or
source) language which will cause a computer to perform a desired
procedure or task such as solve a problem, regulate the flow of work in
a computer, or control or monitor events. Computer program listings

_may be submitted in patent applications in the following forms:

(a) Material which will be printed in the patent. If the computer
program listing is contained on 10 printout pages or less, it must be
submitted either as drawings or as part of the specification.

(1) Drawings, The listing may be submitted in the manner and
complying with the requirements for drawings as providedin § 1.84, At
least one figure numeral is required on each sheet of drawing.

(2) Specification. (i) The listing may be submitted as part of the
specification in accordance with the provisions of § 1.52, at the end of
the description but before the claims.

(ii) The listing may be submitted as part of the specification in
the form of computer printout sheets (commonly 14 by 11 inches in
size) for use as “camera ready copy” when a patent is subsequently
printed. Such computer printout sheets must be original copies from
the computer with dark solid black letters not less than 0.21 cm high,
on white, unshaded and unlined paper, the printing on each sheet must
be limited to an area 9 inches high by 13 inches wide, and the sheets .
should be submitted in a protective cover. When printed in patents,
such computer printout sheets will appear at the end of the description
but before the claims and will usually be reduced about 1/2 in size with
two printout sheets being printed as one patent specification page. Any
amendments must be made by way of submission of a substitute sheet
if the copy is to be used for camera ready copy.

(b) As an appendix which will not be printed. If a computer
program listing printout is 11 or more pages long, applicants may
submit such listing in the form of microfiche, referred to in the
specification (see § 1.77(c)(2)). Such microfiche filed with a patent
application is to be referred to as a “microfiche appendix.” The

“microfiche appendix” will not be partof the printed patent. Reference
in the application to the “microfiche appendix” should be made at the
beginning of the specification at the location indicated in § 1.77(c)2).
Any amendments thereto must be made by way of revised microfiche.
All computer program listings submitted on paper will be printed as
part of the patent.

(1) Availability of appendix. Such computer program listings on
microfiche will be available to the public for inspection, and **
microfiche copies thereof will be *available for purchase >with the file
wrapper and contents<, after a patent based on such an application is
granted or the application is otherwise made publicly available.

(2) Submission requirements. Computer-generated information
submitted as an appendix to an application for patent shall be in the
form of microfiche in accordance with the standards set forth in the
following American National (ANSI) or National Micrographics As-
sociation (NMA) Standards (Note: As new editions of these standards
are published, the latest shall apply):

ANSI PH 1.28-1976-Specifications for Photographic Film for
Archival records, Silver-Gelatin Type, on Cellulose Ester Base.

ANSI PH 1.41-1976 Specifications for Photographic Film for
Archival Records, Silver-Gelatin Type, on Polyester Base.
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NMA-MSI (1971) Quality Standards for Computer Cutput Mlcro-
film. ' . o
ANS1/NMA MS2 (1978) Format and Coding Standards for Com-
puter Qutput Microfilm.
NMA MSS (ANSI PH 5.9-1975) Microfiche of Documents.
ANSI PH 2.19 (1959)-Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer-Output-Microfilin (COM) output or copies
of photographed paper copy may be submitted. In the foriner case,
NMA standards MS1 and MS2 apply; in the latter case, standard MS5
applies.

(ii) Film submitted shall be first generation (camera filn) nega-
tive appearing microfiche (with emulsion on the back side of the film
when viewed with the images right reading).

(iii) Reduction ratio of microfiche submitted should be 24:1 ora
similar ratio where variation from said ratio is required in order to fit
the documents into the image area of the microfiche format used.

(iv) Film submitted shall have a thickness of at least .005 inches
(0.13 mm) and not more than .009 inches (0.23 mm) for either cellulose
acetate base or polyester base type.

(v) Bothmicrofiche formats A1 (98 frames, 14 columns x 7 rows)
and A3 (63 frames, 9 columns x 7 rows) which are described in NMA
standard MS2 (A1 is also described in MSS5) are acceptable for use in
preparation of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mumn) of the header or
title area of each microfiche submitted shall be clear or positive
appearing so that the Patent and Trademark Office can apply serial
number and filing date thereto in an eye-readable form. The middle
portion of the header shall be used by applicant to apply an eye-readable
application identification such as the title and/or the first inventor's
name. The attorney’s docket number may be included. The final right-
hand portion of the microfiche shall contain sequence information for
the microfiche, such as 1 of 4, 2 of 4, ete.

(vii) Additional requirements which apply specifically to micro-
fiche of filmed paper copy:

(A) The first frame of each microfiche submitted shall contain
a standard test target which contains five NBS Micro-copy Resolution
Test Chasts (No. 1010A), one in the center and one in each corner. See
illustration on page 2 of NMA Recommended Practice MS104, Inspec-
tion and Quality Control of First Generation Silver Halide Microfilm.
See also paragraph 7 of NMA-MSS.

(B) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

"= (C) The pages or lines appearing on the microfiche frames
should be consecutively numbered.

(D) Pagination of the microfiche frames shall be from left to
right and from top to bottom.

(E) At areduction of 24:1 resolution of the original microfilm
shall be atleast 120 lines permm (5.0 target) so thatreproduction copies
may be expected to comply with provisions of paragraph 7.1.4 of NMA
Standard MSS.

(F) Background density of negative appearing camera master
microfiche of filmed paper documents shall be within the range 0£ 0.9
to 1.2 and line density should be no greater than 0.08. The density shall
be visual diffuse density as measured using the method described in
ANSI Standard PH 2.19.

(G) An index, when included, should appear in the last frame
(lower right hand corner when data is right-reading) of each micro-
fiche. See NMA-MSS, paragraph 6.6.

(viii) Microfiche generated by Computer Output Microfilm
(COM).

£A) Background density of negative-appearing COM-gener-
ated camera master microfiche shall be within the range of 1.5 t0 2.0
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and line density should be no greater than 0.2. The densnty shall be

visual diffuse density as described in ANSI PH2.19.

(B) The first framne of each microfiche submitted should contain
a resolution test frame in conformance with NMA standard MS1.

(C) The second frame of each microfiche submitied must
contain a fully descriptive title and the inventor’s name as filed.

(D) The pages or lines appearing on the mncroﬁche frames
should be consecutively numbered.

(E) Itis preferred that pagination of the microfiche frames be
from left to right and top to bottom but the alternative, i.e., from top to
bottom and from left to right, is also acceptable.

(F) An index, when included, should appear on the last frame
(lower right hand corner when datais rightreading) of each microfiche.

(G) Amendment of microfiche must be made by way of
replacement microfiche. |

**Special procedures for presentation of computer pro-
gram listings in the form of microfiche in >U.S. national< patent
applications >are set forth in 37 CFR 1.96<, Use of microfiche
is desirable in view of the number of computer program listings
being submitted as part of the disclosure in patent applications.
Suchlistings are often several hundred pagesin length. By filing
and publishing such computer program listings on microfiche
rather than on paper, substantial cost savings can result to the
applicants, the public, and the Patent and Trademark Office.

BACKGRQUND

A computer programi listing, as used in these rules, means
the printout that lists, in proper sequence, the instructions,
routines, and other contents of a program for a computer. The
listing may be either in machine or machine-independent (0b-
ject or source) programming language which will cause a
computer to perforin a desired task, such as solving a problem,
regulating the flow of work in computer, or controlling or
monitoring events. The general description of the computer
program listing will appear in the specification while computer
program listing may appear either directly oras a microfiche as
appendix to the specification and be incorporated into the
specification by reference.

DISCUSSION OF THE BACKGROUND AND MAJOR
ISSUES INVOLVED

The provisions of 37 CFR 1.52 and 1.84 for submitting
specifications and drawings on paper have been found suitable
for most patent applications, However, when lengthy computer
program listings must be disclosed in a patent application in
order to provide a complete disclosure, use of paper copies can
become burdensome.

The cost of printing long computer programs in patent
documents is also very expensive to the Patent and Trademark
Office.

In the past, all disclosures >forming< part of a patent
application were presented on paper with the exception of
microorganisms. Under >37 CFR<* 1.96, several. different
methods for submitting computer program listings, including
the use of microfiche are set forth.
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Relatively short computer program listings (10 pages or
less) must be submitted on paper and will be printed as part of
the patent. If the computer program listing is 11 or more pages
in length, it may be submitted on either paper or microfiche,
although microfiche is preferred.

Copies of publicly available computer program listings
>are<* available from the Patent and Trademark Office** on
paper >and on microfiche at the cost set forth in 37 CFR
1.19(a)(5) and (6).<**

OTHER INFORMATION

The micrographic standards referred to in >37 CFR<*
1.96(b)(2) may be obtained from either the National Microgra-
phic Association, 8719 Colesville Road, Silver Spring, Mary-
land, 20910 or the American National Standards Institute, 1430
Broadway, New York, New York 10018.

- Theeffect of >37 CFR<* 1.96 is that if a computer program
listing (printout) is 11 or more pages long, the applicant may
submit such listing in the form of microfiche. Relatively short

computer program listings (10 pages or less) must be submitted

on paper and will be printed as part of the patent, as in the past.
When the computer program listing is 11 or more pages in
length, it may be submitted on either paper or microfiche,
although microfiche is preferred. A microfiche filed with a
patent application will be referred to as a “Microfiche Appen-
dix,” and will be identified as such on the front page of the
patent, but will not be part of the printed patent. “Microfiche
Appendix,” denotes the total microfiche, whether only one, or
two or more. One microfiche is equivalent to a maximum of
either 63 (9x7) or 98 (14x7) frames (pages), or less.

The face of the file jacket will bear a label to denote that a
Microfiche Appendix is included in theapplication. A statement
must be included in the specification to the effect that a micro-
fiche appendix is included in the application. The specification
entry must appear at the beginning of the specification immedi-
ately following any cross reference to related applications, 37
CFR 1.77(c)(2). The patent front page and the Official Gazette

.= entry will both contain information as to the number of micro-

fiche and frames of computer program listings appearing in the
microfiche appendix.

When an application containing microfiche is received in
the **Correspondence >and Mail Division<, a special pocket
will be affixed to the center section of the inside of the file
wrapper underneath all papers, and the microfiche inserted
therein, The application file will then proceed on its normal
course, and when it reaches the Application >Branchc, a label
which sticks up above the file wrapper will be placed at the
center section of the face of the wrapper. When the application
file reaches the **>Micrographics< Division, the Microfiche
Appendix label will be placed on the face of the file wrapper.

-When the Allowed Files >and Assembly Branch<* of **>the
Office of Publications< receives the application file, the person
placing the patent number on the face of the file, upon seeing the
Microfiche Appendix label, will give the file to the Supervisor
who will call >Micrographics< Division and give the serial
number and patent number, and request copies of the micro-
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fiche. **>Micrographics< DlVlSlOﬂ personnel will then put the
patent number on the microfiche(s), making certain each micro-
fiche is the most recent, and numbering each correctly, e.g., 1 of
1, 10f 2, etc. Upon completion, two copies will be produced and
provided to Allowed >and Assembly Branch< Files — one for
the grant head and one for the file wrapper.

At the time of assembly, the Microfiche Appendix will be
placed inside the grant head behind the patent grant for eyelet-
ting, ribboning, and mailing to the patentee/attorney. During the
signing of the grant heads by the Attesting Officer, the patent
will be checked to assure proper assembly prior to mailing.

609 Information Disclosure -Statement [R-14)

37 CFR 1.97 Filing of information disclosure statement.

(a) **>In order to have information considered by the Office
during the pendency of a patent application, an information disclosure
statement in compliance with § 1.98 should be filed in accordance with
this section.

(b) Aninformation disclosure statement shall be considered by the
Office if filed:

(1) Within three months of the filing date of a national application;

(2) Within three months of the date of entry of the national stage
as set forth in § 1.491 in an international application; or

(3) Before the mailing date of a first Office action on the merits,

whichever event occurs last.

(c) An information disclosure statement shall be considered by the
Office if filed after the period specified in paragraph (b) of this sectxon.
but before the mailing date of either: .

(1) A final action under § 1.113 or

(2) A notice of allowance under § 1.311,

whichever occurs first, provided the statement is accompanied by
either a certification as specified in paragraph (3) of this section or the
fee set forth in § 1.17(p).

(d) Aninformation disclosure statement shall be considered by the
Office if filed after the mailing date of either:

(1) A final action under § 1.113 or

(2) A notice of allowance under § 1.311,

whichever occurs first, but before payment of the issue fee,
provided the statement is accompanied by:

(i) A certification as specified in paragraph (e) of this section,

(ii) A petition requesting consideration of the information dis-
closure statement, and

(iif) The petition fee set forth in § 1.17(i)(1).

(e) A certification under this section must state either:

(1) That each item of information contained in the information
disclosure statement was cited in a communication from a foreign
patent office in a counterpart foreign application not more than three
months prior to the filing of the statement, or

(2) That no item of information contained in the information
disclosure 'statement was cited in a communication from a foreign
patent office in a counterpart foreign application or, to the knowledge
of the person signing the certification after making reasonable inquiry,
was known to any individual designated in § 1.56(c) more than three
months prior to the filing of the statement.

(f) No extensions of time for filing an information disclosure
statement are permitted under § 1.136. If a bona fide attempt is made
to comply with § 1.98, but part of the required content is inadvertently
omitted, additional time may be given to enable full compliance.

() An information disclosure statement filed in accordance with
this section shall not be construed as a representation that a search has
been made.
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(h) The filing of an information disclosure statement shall not be
construed to be an admission that the information cited in the statement
is, or is considered to be, material to patentability as defined in
§ 1.56(b).

(i) Information disclosure statements, filed before the grant of a
patent, which do not comply with this section and § 1.98 will be placed
in the file, but will not be considered by the Office.<

{Amended, 57 FR 2021, Jan. 17, 1992, effective Mat. 16, 1992}

37 CFR 1.98 Content of information disclosure statement.

(a) **>Any information disclosure statement filed under § 1.97

shall include:
(1) A list of all patents, publications or other information submit-
ted for consideration by the Office;
" (2) Alegible copy of :

(i) Each U.S. and foreign patent;

(ii) Each publication or that portion which caused it to be listed;
and

(iii) All other information or that portion which caused it to be
listed, except thatno copy of a U.S. patent application need be included;
and

(3) A concise explanation of the relevance, as it is presently
understood by the individual designated in § 1.56(c) most knowledge-
able about the content of the information, of each patent, publication,
or other information listed that is not in the English language. The
concise explanation may be either separate from the specification or
incorporated therein.

(b) Each U.S. patent listed in an information disclosure statement
shall be identified by patentee, patent number and issue date. Each
foreign patent or published foreign patent application shall be identi-
fied by the country or patentoffice which issued the patent or published
the application, an appropriate document number, and the publication
date indicated on the patent or published application. Each publication
shall be identified by author (if any), title, relevant pages of the
publication, date and place of publication.

(c) When the disclosures of two or more patents or publications
listed in an information disclosure statement are substantively cumu-
lative, a copy of one of the patents or publications may be submitted
without copies of the other patents®or publications provided that a
statement is made that these other patents or publications are cumula-
tive. If a written English-language translation of a non-English lan-
guage document, or portion thereof, is within the possession, custody
or control of, or is readily available to any individual designated in
§ 1756(c), a copy of the translation shall accompany the statement.

(d) A copy of any patent, publication or other information listed in
an information disclosure statement is not required to be provided if it
was previously cited by or submitted to the Office in aprior application,
provided that the prior application is properly identified in the state-
ment and relied upon for an earlier filing date under 35 U.S.C. 120.<

{Amended, 57 FR 2021, Jan. 17, 1992, effective Mar, 16, 1992)

**> Applicants and other individuals substantively involved
with the preparation and/or prosecution of a patent application
have aduty to submit to the Office information which is material
to patentability as defined in 37 CFR 1.56. These individuals
also may want the Office to consider information for a variety
of other reasons, €.g., without first determining whether the
information meets any particuiar standard of materiality, or
because another patent office considered the information to be
relevant in a counterpart or related patent application filed in
another counfry, or to make sure that the examiner has an
opportunity to consider the same information that was consid-
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ered by the individuals that were substantively involved with the
preparation or prosecution of a patent application.

An information disclosure statement filed in accordance
with the provisions of 37 CFR 1.97 and 1.98 provides the
procedure available to an applicant to submit information to the
Office so that the information will be considered by the exam-
iner assigned to the application. The requirements for the
content of a statement have been simplified in the new rules
which became effective on March 16, 1992, to encourage
individuals associated in a substantive way with the filing and
prosecution of a patent application to submit information to the
Office so the examiner can determine its relevance to the
claimed invention. The procedures for submitting an informa-
tion disclosure statement under the new rules are designed to
encourage individuals to submit information to the Office
promptly.

In orderto have information considered by the Office during
the pendency of a patent application, an information disclosure
statement in compliance with 37 CFR 1.98 as to content must be
filed in accordance with the procedural requirements of 37 CFR
1.97. The requirements as to content are discussed in A below.
The requirements based on the time of filing the statement are
discussedin B below. Examiner handling of information disclo-
sure statements is discussed in C below.

The Office has set forth the minimum requirements for
information to be considered in 37 CFR 1.97 and 1.98. Once the
minimom requirements are met, the examiner has an obligation -
to consider the information. These rules provide certainty for
the public by defining the requirements for submitting informa-
tion to the Office so that the Office will consider information
before a patent is granted. Information submitted ¢o the Office
that does not comply with the requirements of 37 CFR 1.97 and
1.98 will not be considered by the Office, but will be placed in
the application file.

The filing of an information disclosure statement shall not
be construed as arepresentation that a search has been made. 37
CFR 1.97(g). There is no requirement that an applicant for a
patent make a patentability search. Further, the filing of an
information disclosure statement shall not be construed to be an
admission that the information cited in the statement is, or is
considered to be, material to patentability as defined in 37 CFR
1.56(b). 37 CFR 1.97(h). See MPEP § 706.02(b) regarding
admissions by applicant.

Multiple information disclosure statements may be filed in
asingle application, and they will be considered, provided each
isincompliance with theappropriate requirements. Use of form
PTO-1449, “Information Disclosure Citation,” is encouraged as
a means to provide the required list of information. See C(2)
below.,

Information which is cited or submitted to the Office in the
parent application of a file wrapper continuing application
under 37 CFR 1.62 will be part of the file before the examiner
and need not be resubmitted in the continuing application.
Likewise, the examiner will consider information cited or
submitted to the Office in a parent application when examining
a continuing application, and a list of the information need not
be submitted in the continuing application unless applicant
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desires the mformanon to be prmted on the patent

A. CONTENT

An information disclosure statement must comply with the
provisions of 37 CFR 1.98 as to content in order to be considered
by the Office. Each information disclosure statement must
comply with the applicable provisions of A(1), A(2) and A(3)
below.

A (1) Each information disclosure statement must include a list
of all patents, publications, or other information submitted for
consideration by the Office.

37 CFR 1.98(b) requires that each U.S. patent listed in an
information disclosure statement be identified by patentee,
patent number, and issue date. Each foreign patent or published
foreign patent application must be identified by the country or
patent office which issued the patent or published the applica-
tion, an appropriate document number, and the publication date
indicated on the patent or published application. Each publica-

* tion must be identified by author (if any), title, relevant pages of

the publication, date (at least month and year) and place of
publication. The place of publication refers to the name of the
journal, magazine or other publication in which the information
being submitted was published.

To comply with this requirement, the list may not be incor-
porated into the specification but must be submitted ina separate
paper. A separate list is required so that it is easy to confirm that
applicant intends (o submit an information disclosure statement,
and because it provides a readily available checklist for the
examiner to indicate which identified documents have been
considered. A copy of a separate list will also provide a simple
means of communication to applicant to indicate the listed
documents that have been considered and those listed docu-
ments that have not been considered. Use of form PTO-1449,
“Information Disclosure Citation,” is encouraged. See C(2)
below.

4 () In addition to the list, each information disclosure state-
ment must also include a legible copy of:

(i)Each U.S. and foreign patent;

(ii)Each publication or that portion which caused it to be
listed; and

(iii)All other information or that portion which caused it to
be listed, except that no copy of a U.S, patent application need
be included,

There are exceptions to this general rule that a copy must be
provided. First, 37 CFR 1.98(d) states that a copy of any patent,

-publication or other information listed in an information disclo-

sure statement is not required to be provided if it was previously
cited by or submitted to the Office in a prior application,
provided that the prior application is properly identified in the
statement and relied upon for an earlier filing date under 35
U.S.C. 120. The examiner will consider information cited or

-
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submxtted io the Office ina pnor applncahon rehed on under 35 '
U.S.C. 120. This exception to the requirement for copies of
information does not apply to information which was cited in an
international application under the Patent Cooperation Treaty.
If the information cited or submitted in the prior application was
not in English, a concise explanation of the relevance of the
information to the new application is not required unless the
relevance of the information differs from its relevance as
explained in the prior application. See A(3) below.

Second, 37 CFR 1.98(c) states that when the disclosures of
two or more patents or publications listed in an information
disclosure statement are substantively curnulative, acopy of one
of the patents or publications may be submitted without copies
of the other patents or publications provided that a statement is
made that these other patents or publications are cumulative.
The examiner will then consider only the patent or publication
of which a copy is submitted and will so indicate on the list or
form PTO-1449 submitted, e.g., by crossing out the listing of the
cumulative information.

37 CFR 1.98(c) further states that if a written English
language translation of a non-English language document, or
portion thereof, is within the possession, custody or control of,
or is readily available to any individual designated in 37
CFR 1.56(c), a copy of the translation shall accompany the
statement. Translations are not required to be filed unless they
have been reduced to writing and are actnally translations of
what is contained in the non-English language information. If.
no translation is submitted, the examiner will consider the
information in view of the concise explanation and insofar as it
is understood on its face, e.g., drawings, chemical formulas,
English language abstracts, in the same manner that non-
English language information in Office scarch files is consid-
ered by examiners in conducting searches.

4 (3) Each information disclosure statement must further in-
clude a concise explanation of the relevance, as it is presently
understood by the individual designated in 37 CFR 1.56(c) most
knowledgeable about the content of the information, of each
patent, publication, or other information listed that is pot in the
English language. The concise explanation may be either sepa-
rate from the specification or incorporated therein.

The requirement for a concise explanation of relevance is
limited to information that is not in the English language. The
explanation required is limited to the relevance as understood by
the individual designated in 37 CFR 1.56(c) most knowledge-
able about the content of the information at the time the
information is submitted to the Office. If a translation of the
information into English is submitted with the foreign language
information, no concise explanation is required. An English-
language equivalent application may be submitted to fulfill this
requirement if it is, in fact, a translation of a foreign language
application being listed in an information disclosure statement.
There is no requirement for the translation to be verified. Where
the information listed is not in the English language, but was
cited in a search seport or other action by a foreign patent office
in ‘a counterpart foreign application, the requirement for a
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concise explanauan of relevance can be sat1sﬁed by subnumng S
an English language version of the search report or action which

indicates the degree of relevance found by the foreign office.
This may be an explanation of which portion of the reference is
particularly relevant, to which claims it applies, of merely an
"X","Y" or "A" indication on a search report. The requirement
for a concise explanation of non-English language information
would not be satisfied by a statement that a reference was cited
in the prosecution of a parent, related, or copendmg United
States application.

The concise explanation may mdlcate thata particular figure
or paragraph of the patent or publication is relevant to the
claimed invention. It might be a simple statement pointing to
similarities between the item of information and the claimed
invention. It is permissible but not necessary to discuss differ-
ences between the cited information and the claiins.

Applicants may, if they wish, provide a concise explanation
of why English-language information is being submitted and
how it is understood to be relevant. Concise explanations are
helpful to the Office, particularly where documents are lengthy
and complex and applicant is aware of a section that is highly
relevant to patentability or where a large number of documents
are submitted and applicant is aware that one or more are highly
relevant to patentability.

B. TIME FOR FILING

The procedure and requirements for submitting an informa-
tion disclosure statementare linked to four stages in the process-
ing of a patent application: (1) within three months of filing, or
before first Office action, whichever is later; (2) after the period
in (1), but before finat Office action or a Notice of Allowance,
whichever is earlier; (3) after the period in (2) but on or before
the date the issue fee is paid; and (4) after the period in (3) and
up to the time the paient application can be effectively with-
drawn from issue. The procedures and requirements apply to
applications filed under 35 U.S.C. 111 (utility), 161 (plants),
171 (designs), and 251 (reissue), as well as international appli-
cationfs entering the national stage under 35 U.S.C. 371.

The requirements based on the time when the information
disclosure statement is filed are summarized as follows.

Time when IDS.is filed 37 CER 1.97 Reaui

(1) Within 3 months of filing or None (always
before first Office action on considered).
the merits, whichever is later,

(2) After (1) but before final Certification or
action or notice of allowance, 1.17(p) fee.

(3) After final action or notice Certification,
of allowance and before pay- petition, and
ment of issue fee. petition fee.

B_(1) Statement filed BEFORE first action on the merits or
within three (3) months of actual filing date (37 CFR 1.97(b)).

Kev. 14, Nov. 1992

MANUAL DF PATENT EXAMINING PROCEDURE

- An mfmﬂon dnsclosure statf:ment wnll be consxdercd by
the examiner if filed:

@d) within three months of the filing date of a national
application;

(ii) within three months of the date of entry of the national
stage as setforth in 37 CFR 1.491 inan international application;
or : : ,
(iii) before the mailing date of a first Office action on the
merits,

whichevereventoccurslast. A statement filed within this period
requires neither a fee nor a certification of prompt filing.

The term “pational application” includes continuing appli-
cations (continuations, divisions, continuations-ini-part) so
three-months will be measured from the actual filing date of an
application as opposed to the effective filing date of acontinuing
application.

All information disclosure statements that comply with the
content requirements of 37 CFR 1.98 and are filed within three
months of the filing date will be considered by the examiner,
regardless of whatever else has occurred in the examination
process up to that point in time. Thus, in the rare instance thata
final Office action or a notice of allowance is prepared and
mailed prior to a date which is three months from the filing date,

any information contained in acomplete information disclosure ~

statement filed within that three-month window will be consid-
ered by the examiner.

Likewise, an information disclosure statement will be con-
sidered if it is filed later than three months after the filing date
but before the mailing date of a first Office action on the merits.
An action on the merits means an action which treats the
patentability of the claims in an application, as opposed to only
formal or procedural requirements. An action on the merits
would, for example, contain a rejection or indication of
allowability of a claim or claims rather than just a restriction
requirement (37 CFR 1.142) or just a requirement for additional
fees to have a claim considered (37 CFR 1.16(d)). Thus, if an
application was filed on January 1 and the first Office action on
the merits was not mailed until six months later on July 1, the
examiner would be required to consider any proper information
disclosure statement filed prior to July 1.

An information disclosure statement will be considered to
have been filed on the day it was received in the Office, or on an
earlier date of mailing if accompanied by a properly executed
certificate of mailing under 37 CFR 1.8, or Express Mail
certificate under 37 CFR 1.10. An Officeaction is mailed on the
date indicated in the Office action.

B.(2) Statement filed after B(1), but BEFORE mailing of final
action or notice of allowance (37 CFR 1.97(c)}.

An information disclosure statement will be considered by
the examiner if filed after the period specified in B(1)above, but
before (not on the same day as) the mailing date of either
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*a final action under 37.CFR 1. 113 €. g ., final rejection or
notice of allowability, or
a notice of allowance under 37 CFR 1.311,

whichever occurs first, provided: (1) the statement is accompa-
nied by either a certification as specified in 37 CFR 1.97(¢) or
(2) the fee set forth in 37 CFR 1.17(p). If a final action or notice
of allowance is mailed in an application and later withdrawn, the
application will be considered as not having had a final action
or notice of allowance mailed for purposes of considering an
information disclosure statement.

(i) If information submitted during the period set forth in 37
CFR 1.97(c) with a certification is used in a new ground of
rejection on unamended claims, the next Office action will not
be made final since in this situation it is clear that applicant has
submitted the information to the Office promptly after it has
become known and the information is being submitted prior to
a final determination on patentability by the Office. The infor-
mation submitted with a certification can be used in a new
ground of rejection and the next Office action made final,

" however, if the new ground of rejection was necessitated by

amendment of the application by applicant. Where the informa-
tion is submitted during this period with a fee, the examiner may
use the information submitted, e.g., printed publication or
evidence of public use, and make the next Office action final
whether or not the claims have been amended, provided that no
other new ground of rejection which was not necessitated by

amendment to the claims is introduced by the examiner. See.

MPEP § 706.07(a). If a new ground of rejection is introduced
that is neither necessitated by an amendment to the claims nor
based on the information submitted with the fee set forth in 37
CER 1.17(p), the Office action shall not be made final.

(ii) A certification under 37 CFR 1.97(e) must state either

- (a) thateach item of information contained in the informa-
tion disclosure statement was cited in a communication from a
foreign patent office in a counterpart foreign application not

.= more than three months prior to the filing of the statement, or

(b) that no item of information contained in the information
disclosure statement was cited in a communication from a
foreign patent office in a counterpart foreign application o, ©
the knowledge of the person signing the certification after
making reasonable inquiry, was known to any individual desig-
nated in 37 CFR 1,56(c), more than three months prior to the
filing of the statement.

" A certification can contain either of two statements. One
statement is that each item of information in an information
disclosure statement was cited in a communication, such as a
search report, from a patent office outside the U.S. in a counter-
part foreign application not more than three months prior to the
filing date of the statement. Under this certification, it does not
matter whether any individual with a duty of disclosure actually
knew about any of the information cited before receiving the
search report. The date on the communication by the foreign
patent office begins the three-month period in the same manner
as the mailing of an Office action starts a three-month shoriened

-
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statutory penod for response. If the communication contams'
two dates, the mailing date of the communication is the one
which begins the three month period. The date which begins the
three-month period is not the date the communication was
received by a foreign associate or the date it was received by a
U.S. registered practitioner. Likewise,the statement will be
considered to have been filed on the date the statement was
received in the Office, or on an earlier date of mailing if
accompanied by a properly executed certificate of mailing
under 37 CFR 1.8, or Express Mail certificate under 37 CFR
1.10.

The term counterpart foreign patent application means that
aclaim for priority has been made in €ither the U.S. application
or a foreign application based on the other, or that the disclo-
sures of the U.S. and foreign patent applications are substan-
tively identical (e.g., an application filed in the Enropean Patent
Office claiming the same U.K. priority as claimed in the U.S.
application).

In the alternative, a certification can be made if no item of
information contained in the information disclosure statement
was cited in a communication from a foreign patent office in a
counterpart foreign application and, to the knowledge of the
person signing the certification after making reasonable in-
quiry, neither was it known to any individual having a duty to
disclose more than three months prior to the filing of the
statement. -

The phrase “afier making reasonable inquiry” makes it clear -
that the individual making the certification has a duty to make
reasonable inquiry regarding the facts that are being certified.
The certification can be made by a registered practitioner who
represents a foreign client and whorelies on statements made by
the foreign client as to the date the information first became
known. A registered practitioner who receives information
from a client without being informed whether the information
was known for more than three months, however, cannot make
the certification without making reasonable inquiry. For ex-
ample, if an inventor gave a publication to the attorney prosecut-
ing anapplication with the intent that it be cited to the Office, the
attorney should inquire as to when that inventor became aware
of the publication and should not submit a certification under 37
CFR 1.97(e)(2) to the Office until a satisfactory response is
received. The certification can be based on present, good faith
knowledge about when information became known without a
search of files being made.

Certification need not be in the form of an oath or a
declaration under 37 CFR 1.68. Certification by a registered
practitioner or any other individual that the statement was filed
within the three-month period of either first citation by a foreign
patent office or first discovery of the information will be
accepted as dispositive of compliance with this provision in the
absence of evidence to the contrary. For example, a certification
could read as follows:

"I hereby certify that each item of information
contained in this Information Disclosure Statement
was cited in a communication from a foreign patent

" office in a counterpart foreign application not more
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than three months prior to the filing of this state-
ment.", or ‘

"I hereby certify that no item of information in
the Information Disclosure Statement filed herewith
was cited in a communication from a foreign patent
office in a counterpart foreign application or, to my
knowledge after making reasonable inquiry, was
known to any individual designated in 37 CFR
1.56(c) more than three months prior to the filing of
this Information Disclosure Statement."

" An information disclosure statement may include two lists
and two certifications, similar to the above examples, in situa-
tions where some of the information listed was cited in a
communication from a foreign patent office not more than three
months prior to filing the statcment and some was noi, but was
not known more than three months prior to filing the statement.

A copy of the foreign search report need not be submitted
with the certification, but an individual may wish to subinit an
Engljsh-language version of the search report to satisfy the
requirement for a concise explanation where non-English lan-
guage information is cited. The time at which information “was
known to any individual designated in 37 CFR 1.56(c)” is the
time when the information was discovered in association with
the application even if awareness of the materiality came later.
The Office wishes t0 encourage prompt evaluation of the
relevance of information and to have a date certain for determin-
ing if a certification can properly be made. A statement on
inforination and belief would not be sufficient. Examiners
should not remind or otherwise make any comment about an
individual’s duty of candor and good faith, but questions about
the adequacy of any certification received in writing by the
Office should be directed to the Office of the Assistant Commis-
sioner for Patents.

B (3) Statement filed after B(2), but Prior to Payment of Issuc
Fee (37 CFR 1.97(d)).

An information disclosure statement will be considered by
the examiner if filed on or after the mailing date of either a final
action under 37 CFR 1.113 or a notice of allowance under 37
CFR 1.311, whichever occurs first, but before or simultaneous
with payment of the issue fee, provided the statement is accom-
panied by:

(i) a certification as specified in 37 CFR 1.97(e) (see the
discussion in B(2)(ii) above),

(ii) a petition requesting consideration of the information
disclosure statement, and

(iii) the petition fee set forth in 37 CFR 1.17(3i)(1).

These requirements are appropriate in view of the late stage
of prosecution when the information is being submitted, i.e.,
after the examiner has reached a final determination on the
patentability of the claims presented for examination. The
petition should be directed to the Group Director of the exam-
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ining group handling the application. The petition need do
nothing more than request consideration of the information
being submitted. Payment of the petition fee (37 CFR
1.17(1X1)) angd submission of the appropriate certification (37
CFR 1.97(e)) are the essential elements for having information
considered at this advanced stage of prosecution, assuming the
content requirements of 37 CFR 1.98 are satisfied.:

The requirements of 37 CFR 1.97 provide for consideration
by the Office of information which is submitted within a
reasonable time, i.e., within 3 months after an individual desig-
nated in 37 CFR 1.56(c) becomes aware of the information or
within 3 months of the information being cited in a communi-
cation from a foreign patent office in a counterpart foreign
application. This undertaking by the Office to considerinforma-
tion would be available throughout the pendency of the applica-
tion until the point where the patent issue fee was paid. If an
applicant chose not to comply, or could not comply, with the
requirements of 37 CFR 1.97(d), a continuing application could
be filed to have the information considered by the examiner.
The parent application could be permitted to become abandoned
by not paying the issue fee required in the Notice of Allowance,
for example, or by the filing of a file wrapper continuing
application under 37 CFR 1.62. It would not be proper to make
final a first Office action in the continuing application if the
information submitted is used in a new ground of rejection.

B(4) Statement filed after Payment of Issue Fee.

After the issue fee has been paid on an application, it is
impractical for the Office to attempt to consider newly submit-
ted information, Information disclosure statements filed after
payment of the issue fee in an application will not be considered
but will merely be placed in the application file. See C below.
The application may be withdrawn from issue at this point,
however, pursuant to 37 CFR 1.313(b)(5) so that the informa-
tion can be considered in a continuing application. In this
situation, a file wrapper continuing application under 37 CFR
1.62 couid be filed even though the issue fee had already been
paid. The Office will consider the filing of a petition under 37
CFR 1.313(b)(5) as sufficient grounds to waive the requirement
that an application under 37 CFR 1.62 be filed before payment
of the issue fee. Alternatively, for example, a petition pursuant
to 37 CFR 1.313(b)X3) could be filed if applicant states that one
or more claims are unpatentable. This statement that one or
more claims are unpatentable over the information must be
unequivocal. A statement that a serious question as to patent-
ability of a claim has been raised, for example, would not be
acceptable to withdraw an application from issue under 37 CFR
1.313(b)(3).

If an application has been withdrawn from issue under one
of the provisions of 37 CFR 1.313(b)(1)-(4), it will be treated as
though nonotice of allowance had been mailed and the issue fee
had not yet been paid with regard to the time for filing informa-
tion disclosure statements. Petitions under 37 CFR 1.313(b)
should be directed to the Office of Petitions in the Office of the
Assistant Commissioner for Patents.
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B(5) Extensions of Time (37 CFR 1.97())

No extensions of time for filing an information disclosure
statement are permitted under 37 CFR 1.136(a) or (b). If abona
fide attempt is made to comply with the content requirements of
37 CFR 1.98, but part of the required content is inadveriently
omitted, additional time may be given to enable full compliance.

C. EXAMINER HANDLING OF INFORMATION
DISCLOSURE STATEMENTS

Information disclosure statements will be reviewed for
compliance with the requirements of 37 CFR 1.97 and 1.98 as
discussed in A and B above. Applicant will be notified of
compliance and non-compliance with the rules as discussed
below.

£(1) Non-complying statements.

Pursuant to 37 CFR 1.97(i), submitted information, filed
before the grant of a patent, which does not comply with 37 CFR

* 1.97 and 1.98 will be placed in the file, but will not be considered

by the Office. Information submitted after the grant of a patent
must comply with 37 CFR 1.501.

(i) If an information disclosure staterent does not comply
with the requireinents based on the time of filing the statement
as discussed in B above, including the requirements for fees
and/or certification, the statement will be placed in the applica-
tion file, but none of the information will be considered by the
examiner. The examiner may use form paragraph 6.49 which is
reproduced below to inform applicant that the information has
notbeenconsidered. Applicantmay thenfile anew information
disclosure statement or correct the deficiency in the previously
filed statement, but the date that the new statement or correction
is filed will be the date of the statement for purposes of
determining compliance with the requirements based on the
time of filing the statement (37 CFR 1.97).

The examiner should write “not considered” on an informa-

__ tion disclosure statement where none of the information listed

‘complies with the requirements, €.g., no copies of listed items
submitted. If none of the information listed on a PTO-1449 form
is considered, a diagonal line should also be drawn in pencil
across the form and the form placed on the right side of the
application file to instruct the printer not to list the information
on the face of the patent if the application goes to issue. The
paper containing the disclosure statement or list will be placed
imr the record in the application file. The examiner will inform
applicant that the information has not been considered and the
reasons why by using form paragraph 6.49. If the improper
citation appears as part of another paper, e.g., an amendment,
which may be properly entered and considered, the portion of
the paper which is proper for consideration will be considered.

§6.49 Information Disclosure Statement Not Considered

The information disclosure statement filed [ 1] fails to comply with
the provisions of MPEP 609 because [2]. It has been placed in the
application file, but the information referred to therein has not been

-
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considered as to the merits.

Examiner Note:
See MPEP § 609 for situations where use of this paragraph would

be appropriate.

(ii) If aninformation disclosure statement complies with the
requirements based on the time of filing the statement as
discussed in B above, including the requirements for fees/or
certification, but part of the content requirements as discussed
in A above has been inadvertently omitted, the examiner may set
a one-month time period to comect the omission, Form para-
graph 6.51 may be used for this purpose.

§6.51 Time Limit for Completing Information Disclosure Statement

The Information Disclosure Statement filed on{ 1] does not comply
with the requirements of 37 CFR 1.98 because [2]. Since the submis-
sion appears to be bona fide, but through an apparent oversight or
inadvertence failed to comply with the necessary requirements, appli-
cant is required to complete the statement within a time limit of one
month from the date of this letter, NO EXTENSION OF THIS TIME
LIMIT MAY BE GRANTED UNDER EITHER 37 CFR 1.136(a) OR
(b). Failure to comply with this notice will result in the Information
Disclosure Statement being placed in the application file with the non-
complying information not being considered.

Examiner Note:

This practice does not apply where there has been a deliberate
omission of some necessary part of an information disclosure state-
ment or where the requirements based on the time of filing the
statement as set forth in 37 CFR 1.97 have not been complied with.

Ifa statement fails to comply with requirements as discussed
in this section for an item of information, that item of informa-
tion in the statement will not be considered and a line should be
drawn through the citation to show that it has not been consid-
ered. However, other items of information that do comply with
all the requirements will be considered by the examiner.

If informnation is listed in the specification rather than in a
separate paper, or if the other content requirements as discussed
in A above are not complied with, the examiner will notify
applicant in the next Office action that the information has not
been considered. It should be noted, however, that no copy of
a U.S. patent application is required to be submitted. See
A(2)(iii) above. Where a U.S. patent application is properly
cited, the examiner should obtain access to that file within the
Office.

C(2) Complying Statements

The information contained in information disclosure state-
ments which comply with both the content requirements as
discussed in A above and the requirements based on the time of
filing the statement as discussed in B above will be considered
by the examiner.

Applicants, patent owners, reexamination requesters, pro-
testors and others are encouraged to use form PTO-1449,
“Information Disclosure Citation,” when preparing an informa-
tion-disclosure statement. A copy of this form is reproduced in
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PTO/SB/ 08 (10-92)
shest _ 1l ot 4

Form P10-1448 ot or (i icabon i
32210 07/123,456
INFORMATION DISCLOSURE CITATION
IN AN APPLICATION C. Benson, et al
{Use several sheats if necassary) Fing0s | 201 Group Art UnRk 3401
U. S. PATENT DOCUMENTS
EXMINER | DOCUMENT NUMBER | DATE KALE cLass | oueciass | QLG OATE
9.D. {37034/ 49 1172 |Tew 418 61
3 . 319|940 0 675 Reitter 418 61
§-D. |3 |6|9l4]s|o[o] 1711 | sarich 418 61
QD 4 |3]2{s(7|7 7] 590 Wolfe 418 63
FOREIGN PATENT DOCUMENTS
DOCUMENT NUMBER | DATE COUNTAY CLASS | SUBCLASS ___v;;mum
G189 14 10167 France
§.O. [1]1f3]7]7]2]9] 06-65 Federal Republic of Germany 418 63 X
BD ojLj4l1| 0819 European Patent Office
§.D . |wosgdt|s|7]1] 0980 | PCTIntemnational
%.D. [5]0].{3]1|ol6]| 11-79 | Japan 260 | 424 X

OTHER DOCUMENTS (including Author, This, Date, Pertinent Peges, EIc.)

4D,

Kovach. et al, "Simple Precision RC Oscillator,” IBM Tech. Disclosure Bulletin, Vol. 16, No. 10,

374, p.p. 31743175

1 X

§. Dre

DATE CONBDERED

&f. 30, 1491

EXAMINER: Initial if citation considered, whether or niot citation is in conformance with MPEP § 609; Draw line through
citation if not in conformance and not considered. Include copy of this form with next communication to the applicant.

PTO/SB/ 08 (10-92)

-
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~ this section to mdlcate how the form should be cmnpheted Thls =
form will enable persons to comply with the requirement to list

each item of information being subinitted and to provide the
Office with a uniform listing of citations and with a ready way
to indicate that information has been considered. Examiners

must consider all citations submitted in conformance with the

rules and this section and place their initials adjacent o the

citations on a list or in the boxes provided on a form PTO-1449. -
The examiner must also fill in his or her name and the date the

information was considered in biocks at the bottom of the PTO-
1449 form. If the citations are submitted on a list other than on
aform PT(-1449, the examiner may write “all considered” and
his or her initials to indicate that all citations have been consid-
ered. If any of the citations are considered, a copy of the
submitied list or form, as reviewed by the examiner, will be
returned to the applicant with the next communication. The
original copy of the list or form will be entered into the
application file. The copy returned to applicant will serve both
as acknowledgement of receipt of the information disclosure
statemnent and as an indication that the references were consid-
ered by the examiner. Forms PT0O-326 and PTOL-37 include a
- box to indicate the attachment of form PTO-1449.

Information which complies with requirements as discussed
in this section but which is in a non-English language will be
considered in view of the concise explanation submitted (A(3)
above) and insofar as it is understood on its face, e.g., drawings,
chemical formulas, in the same manner that non-English lan-
guage information in Office search files is considered by exam-
iners in conducting searches. The examiner need not have the
information translated unless it appears to be necessary to do so.
The examiner will indicate that the non-English language infor-
mation has been considered in the same manner as consideration
is indicated for information submitted in English. The examiner
should not require that a translation be filed by applicant. The
examiner should not make any comument such as that the non-
English Ianguage information has only been considered to the
extent understood, since this fact is inherent.

Since information is required to be listed ir a separate paper
rather than in the specification, there is no need to mark “All

""“checked” or “Checked” in the margin of a specification contain-

ing citations.

If astatement fails to comply withrequirements as discussed
in this section for an item of information, a line should be drawn
through the citation to show that it has not been considered. The
other items of information listed that do comply with the rules
and this section will be considered by the examiner and will be
appropriately initialed.
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A citation listed on form PTO-1449 and considered by the
examiner in accordance with this section will be printed on the
patent. A citation listed in a separate paper, equivalent tobutnot
on form PTO-1449, and considered by the examiner in accor-
dance with this section will be printed on the patent if the list is
on a separate sheet which is clearly identified as an information
disclosure statement and the list lends itself to easy capture of -
the necessary information by the Office printing contractor, i.e.,
each item of information is listed on a single line, the lines are
at least double-spaced from each other, the information is
uniform in format for each listed item, and the list includes a
column for the examiner’s initials to indicate that the informa-
tion was considered. If a U.S. patent application serial number
is listed on a PTO-1449 form or its equivalent and the examiner
considers the information and initials the form, the serial num-
ber will be printed on the patent. Applicants may wishtolistU.S.
patent application serial numbers on other than a form PTO-
1449 format to avoid the serial numbers of pending applications
being published on the patent. If a citation is not printed on the
patent but has been considered by the examiner in accordance
with this section, the patented file will refiect that fact as noted
in C(2) above.<

620.06 Correction of File Wrapper
Label [R-14]

It is sometimes necessary to return applications to the
Application Branch for correction of the file wrapper label.
Instances where such a return is necessary include:

1. Correction of Inventorship such as changes in the order of
the names or a change in the name of an inventor, granted by
petition, and additions or deletions of inventors under 37 CFR
1.48.

2. Correction of the Filing Date.

3. Correction concerning prior U.S. applications which have
serial number errors. See MPEP § 202.02.

4. Correction of application type, for example, where an
application is filed under 37 CFR 1.60 but is not shown as such
on the file wrapper.

The application must be sent to the Application Branch for
correction of the file wrapper label and should be accompanied
by an Application Branch Data Base Routing Slip with an
explanation of the correction to be made.

Allother corrections are performed in the examining group.
For example, changes to the title, power of attorney, and
correspondence address >may be made with red ink<.
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